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€\xtmt  dnxi%  af  %  Knit  A  Stairs 

WITHIN  THE  SECOND  CIRCUIT. 


Frederick  Frrunghuysen,  ab  Receiver,  &o. 

vs. 

Theodore  F.  Baldwin. 

To  authorise  the  removal  of  a  suit  from  a  State  Court,  under  subdivision  8,  of 
section  689,  of  the  Revised  Statutes,  the  requisite  diversity  of  citizenship 
most  exist  both  when  the  suit  was  begtfn  and  when  the  petition  for  removal 
is  filed. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  January  4th,  1884.) 

Wallace,  J.  Since  the  decision  in  MiUei*  v.  Chicago,  B. 
dk  Q.  R.  R.  Co.,  (3  McCrary,  400,)  the  Supreme  Court,  in 
Qihson  v.  Bruce,  (108  U.  S.,  561,)  has  construed  the  lan- 
guage of  sections  2  and  3  of  the  removal  Act  of  March  3d, 
1875,  (18  U.  S.  Stat,  at  Large,  470,)  to  require,  as  a  condi- 
tion of  removal,  that  the  requisite  diversity  of  citizenship 
exist  both  when  the  suit  was  begun  and  when  the  petition 
for.  removal  is  filed.  That  decision  seems  to  control  the  pres- 
ent case,  where  the  removal  was  procured  by  the  plaintiff 
under  subdivision  3  of  section  639  of  the  Revised  Statutes, 
Vol.  XXII.— 1 
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the  parties  both  being  residents  of  New  Jersey  when  the  suit 
was  brought,  but  the  defendant  having  removed  subsequently 
to  New  York.  The  language  of  this  subdivision  is  substan- 
tially similar  to  that  of  section  two  of  the  Act  of  1875,  so  far 
as  it  relates  to  the  question  now  under  consideration;  and 
the  reasons  stated  in  the  opinion  of  the  Court  in  Gibson  v_ 
Bruce  apply  with  equal  force  to  a  removal  under  subdivision. 
3  of  section  639. 

The  motion  to  remand  is  granted. 


Henry  Schmidt,  for  the  motion. 
William  A.  Beach,  oppose^- 


Charles  Balfour,  Assignee,  &o. 

vs. 

Hayden  W.  Wheeler  and  others.    In  Equity. 

B.,  in  Ohio,  11  months  before  the  filing  against  him  of  a  petition  in  bankruptcy, 
gave  to  a  creditor  a  cognovit  note,  payable  in  2  months,  under  which  the* 
creditor  was  authorized,  at  any  time  after  the  note  matured,  to  enter  a  judg- 
ment against  B.,  for  the  amount  of  the  note.  The  judgment  was  entered  4fe 
days  before  the  petition  in  bankruptcy  was  filed,  and  on  it  the  personal  prop- 
erty of  B.  was  taken,  on  execution :     Held, 

(1.)  The  mere  giving  of  the  cognovit  did  not  constitute  a  procuring  by  B.  or 
the  taking  of  his  property  at  the  time  it  was  taken,  all  the  other  conditions 
of  an  illegal  preference  existing ; 

(2.)  On  the  evidence,  B.  procured  his  property  to  be  taken  within  2  months  be- 
fore the  filing  of  the  petition. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  January  4th,  1884.) 

Wallace,  J.    The  appellants  seek  to  reverse  a  decree  of 
the  United  States  District  Court  for  the  Southern  District  of 
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New  York,  (15  Fed.  Rep.,  229,)  declaring  the  seizure  and  sale 
by  them  of  a  stock  of  merchandise  belonging  to  one  Benton, 
upon  an  execution  in  their  favor  against  Benton,  void  as- 
against  Benton's  assignee  in  bankruptcy. 

August  1st,  1877,  at  Cleveland,  Ohio,  Benton  executed 
and  delivered  to  the  appellants  a  cognovit  note,  for  the  sum 
of  $9,566,  payable  in  two  months,  which,  under  the  laws  of 
Ohio,  authorized  them,  at  any  time  after  the  maturity  of  the 
note,  to  enter  a  judgment  for  the  amount  and  costs,  against 
Benton.  June  7th,  1878,  the  appellants  caused  a  judgment 
to  be  entered  on  this  note,  and  an  execution  to  be  issued,  and 
levied  upon  Benton's  personal  property,  and,  four  days  there- 
after, such  property  was  sold  and  purchased  by  the  appellants. 
July  19th,  1878,  the  creditors  of  Benton  filed  a  petition 
against  him  for  an  adjudication  of  bankruptcy,  and  thereafter 
he  was  adjudged  a  bankrupt,  and  the  complainant  was  ap- 
pointed his  assignee  in  bankruptcy,  and  received  an  assign- 
ment of  his  estate. 

It  is  perfectly  plain,  upon  the  proofs,  that  Benton  and  the 
appellants  sustained  intimate  confidential  relations  towards 
each  other,  from  a  time  considerably  anterior  to  the  making 
of  the  cognovit  note,  down  to  the  time  of  Benton's  bank- 
ruptcy, and  that  they  not  only  knew  his  financial  situation, 
but  were  his  advisers,  and  he  was  their  willing  instrument, 
during  all  this  period.  The  proofs  show,  satisfactorily,  that 
Benton  was  in  contemplation  of  insolvency  when  he  made  the 
cognovit  note ;  that  he  made  it  with  a  view  to  give  a  pref eiv 
ence  to  the  appellants,  by  means  of  a  judgment  and  execution, 
over  his  other  creditors,  whenever  after  its  maturity  the  ap- 
pellants might  choose  to  proceed ;  that  he  continued  to  be  in 
contemplation  of  insolvency,  from  the  time  he  made  the  note 
until  he  was  adjudged  a  bankrupt ;  and  that,  when  they  took 
the  note,  and  from  that  time  until  they  seized  Benton's  prop- 
erty upon  the  execution,  the  appellants  had  reasonable  cause  to 
believe  Benton  to  be  insolvent,  and  knew  that  if  they  seized 
his  property  upon  execution  they  would  obtain  a  preference 
over  his  other  creditors,  and  also  knew  that  he  intended  to 
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suffer  them  to  seize  his  property  in  order  that  they  might  ob- 
tain such  a  preference.  Upon  this  state  of  facts,  the  only 
question  which  the  case  presents  is,  whether  the  bankrupt 
procured  or  suffered  his  property  to  be  seized  on  the  execu- 
tion, within  two  months  of  the  filing  of  the  petition  in  bank- 
ruptcy against  him.  Unless  he  did,  one  of  the  conditions  pre- 
cedent to  the  right  of  the  assignee  in  bankruptcy  to  set  aside 
the  preference  does  not  exist. 

The  cognovit  note  was  made  eleven  months  before  the  pe- 
tition in  bankruptcy  was  filed.  Although  it  gave  a  continuing 
authority  to  enter  the  judgment  and  issue  the  execution,  the 
authority  was  given  when  the  note  was  given,  and  not  when 
the  judgment  was  entered.  It  was  the  opinion  of  the  learned 
District  Judge,  in  the  Court  below,  that  the  authority  speaks 
from  the  time  it  is  carried  into  effect,  so  as  to  constitute  a  pro- 
curing of  the  seizure  of  the  bankrupt's  property  at  that  time. 
This  conclusion  cannot  be  reconciled  with  the  explicit  declara- 
tion of  the  Supreme  Court,  in  Clark  v.  helin,  (21  Wall.,  375.) 
In  that  case  the  Court,  speaking  through  Mr.  Justice  Strong, 
says  :  a It  is  true  the  judgment  is  entered  by  virtue  of  his" 
(the  debtor's)  u  authority,  an  authority  given  when  the  con- 
fession was  signed.  That  may  have  been  years  before,  or,  if 
not,  it  may  have  been  when  the  debtor  was  perfectly  solvent. 
But,  no  consent  is  given  when  the  entry  is  made,  when  the 
confession  becomes  an  actual  judgment,  and  when  the  prefer- 
ence, if  it  be  a  preference,  is  obtained.  The  debtor  has  noth- 
ing to  do  with  the  entry.  As  to  that  he  is  entirely  passive. 
Ordinarily,  he  knows  nothing  of  it,  and  he  could  not  prevent 
it  if  he  would.  It  is  impossible,  therefore,  to  maintain  that 
such  a  judgment  is  obtained  by  him  when  his  confession  is 
placed  on  record." 

It  does  not  follow,  however,  that  the  assignee  cannot  suc- 
cessfully assail  the  preference  because  the  confession  of  judg- 
ment was  made  by  Benton  more  than  two  months  before  the 
filing  of  the  petition  in  bankruptcy  against  him.  Although 
the  confession  was  authorized  by  Benton  at  that  time,  the 
preference  was  not  obtained  until  his  property  was  seized  up- 
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on  the  execution  ;  and,  if  within  the  two  months  he  suffered 
or  procured  his  property  to  be  so  seized,  the  decree  of  the 
District  Court  should  be  affirmed.  He  may  have  done  all  on 
his  part  that  was  necessary  to  enable  the  appellants  to  obtain 
an  illegal  preference,  before  the  two  months  began  to  run,  but 
he  may,  also,  have  facilitated  the  seizure  within  the  two 
months ;  and,  -if  this  is  the  case,  and  he  was  then  insolvent, 
and  intended  to  give  them  a  preference,  and  they  knew  his 
intent,  all  the  conditions  are  satisfied  which  must  coexist  to 
enable  the  assignee  to  set  aside  the  preference.  If  it  is  neces- 
sary to  find,  upon  the  evidence,  that  Benton  procured  the 
seizure  of  his  property  within  the  two  months,  that  conclusion 
may  be  reached,  without  serious  difficulty,  by  applying  the  rule 
announced  in  Wilson  v.  City  Bank,  (17  Wall.,  473.)  That . 
was  a  case  where  a  creditor  had  recovered  a  judgment  by  de- 
fault, in  an  adversary  suit  brought  against  the  judgment-debt- 
or, and  the  latter,  being  insolvent  at  the  time,  and  having 
committed  an  act  of  bankruptcy  to  the  knowledge  of  the 
creditor,  and  not  having  taken  any  steps  to  defeat  the  levying 
of  an  execution,  the  question  was  whether  the  levy  was  in- 
valid as  against  an  assignee.  It  was  held  that  something  more 
than  passive  non-resistance  on  the  part  of  the  debtor  was  nec- 
essary to  show  that  he  had  procured  the  seizure  of  his  prop- 
erty, but  it  was  also  declared,  that  very  slight  circumstances 
tending  to  show  the  existence  of  an  affirmative  desire  on  the 
part  of  an  insolvent  debtor  to  give  a  preference,  may,  by  giv- 
ing color  to  the  whole  transaction,  render  the  lien  void.  The 
circumstances  in  the  present  case  are  not  slight,  but  are  cogent 
to  imply  the  existence  of  an  affirmative  desire  on  the  part  of 
Benton  to  prefer  the  appellants,  from  the  time  the  cognovit 
note  was  made  to  the  time  when  his  property  was  sold  on  the 
execution.  As  has  been  stated,  it  was  his  original  purpose  to 
permit  the  appellants  to  obtain  a  preference  at  the  exigent 
moment.  As  early  as  in  January,  1877,  they  were  his  confi- 
dential creditors,  holding  a  secret  security  for  their  debt,  in 
the  hands  of  one  Ingersoll,  an  attorney  at  Cleveland,  who  had 
been  Benton's  friend  and  attorney  for  many  years.    Benton 
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was  then  financially  embarrassed,  bat  the  appellants  were  wil- 
ling to  assist  him  in  obtaining  an  extension  from  his  creditors. 
While  negotiations  for  an  extension  were  being  had  with  his 
creditors,  Benton  was  consulting  Ingersoll,  at  the  appellant^ 
suggestion,  in  their  interest.  In  February,  an  extension  of 
eighteen  months  was  effected,  by  the  terms  of  which  Benton 
was  to  pay  monthly  instalments  to  his  creditors,  and  the  ap- 
pellants released  their  security.  After  one  instalment  had 
been  paid  to  the  appellants,  and  in  July,  1877,  they  consented 
that  he  might  omit  paying  them  but  might  continue  paying 
the  other  creditors.  The  correspondence  between  Benton  and 
the  appellants  shows  that  at  this  time  there  was  a  perfect  un- 
derstanding between  them,  that  the  appellants  should  be  se- 
cure in  any  contingency.  It  was  to  carry  out  this  understand- 
ing that  the  cognovit  note  was  placed  by  Benton  in  IngersolTs 
hands,  on  the  1st  day  of  August.  The  existence  of  this  note 
was  not  divulged,  and  Benton  kept  on  in  business,  buying  of 
his  other  creditors  on  credit  as  before,  but  receiving  goods 
from  the  appellants  only  on  commission,  until  the  June  fol- 
lowing, when  his  affairs  became  critical,  and  Ingersoll  caused 
judgment  to  be  entered  on  the  cognovit,  and  execution  to  be 
levied  on  his  stock  of  goods.  Four  days  thereafter,  Benton 
signed  a  consent  for  a  private  sale  of  the  goods.  The  whole 
stock  was  bought  in  by  Ingersoll  for  the  appellants,  at  a 
price  somewhat  below  the  amount  of  the  execution,  and 
Benton  was  placed  in  charge,  and  continued  the  business,  as 
their  agent.  All  the  indicia  which  characterize  a  transfer 
by  an  insolvent  debtor  to  a  favored  creditor  are  present  in 
this  transaction.  They  are  as  well  defined  at  the  final  con- 
summation of  the  proceeding  as  at  its  inception.  The  con- 
fidential relations  between  the  parties  ;  their  co-operation  for 
each  other's  benefit ;  the  selection  of  an  attorney  who  was  in 
the  confidence  of  both  parties  ;  the  secrecy,  when  secrecy  was 
expedient,  and  the  promptitude  when  secrecy  was  no  longer 
possible ;  the  private  sale  ;  and  the  subsequent  continued  pos- 
session ox  the  property  by  the  former  owner,  are  circumstances 
too  significant  to  leave  any  room  for  doubt  that  there  was  a 
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perfect  understanding  between  the  parties  to  the  sale,  from 
the  beginning  to  the  end. 

The  decree  of  the  District  Court  is  affirmed. 

James  H.  Hoyt  and  Charles  8.  Davison,  for  the  plaintiff 
and  appellee. 

Roscoe  Conlding  and  James  Orombie,  for  the  defendants 
and  appellants. 


The  Pegasus. 

In  a  case  of  collision  between  a  barge,  towed  at  the  starboard  side  of  a  steam- 
ing, (both  owned  by  the  libellant,)  and  a  steamer,  the  tug  was  held  in  fault 
for  persisting  in  starboarding,  when  the  green  light  of  the  steamer,  whioh 
was  on  the  starboard  hand  of  the  tug,  had  been  shut  oat,  for  a  long  time, 
after  both  her  side  lights  had  been  seen  at  one  time,  and  when  a  signal  of  two 
whistles,  given  by  the  tog  to  the  steamer,  had  not  been  answered  by  her,  the 
usual  coarse  of  the  steamer,  to  make  her  landing,  being  known  to  the  tog ; 
and  the  steamer  was  held  in  fault  for  failing  to  see  the  lights  of  the  tog. 

The  District  Court  having  dismissed  the  libel,  this  Court,  on  an  appeal  by  the 
libellant,  divided  the  damages,  and  allowed  no  costs  to  either  party  in  the 
District  Court,  but  allowed  to  the  libellant  costs  in  this  Court 

•{Before  Wallace,  J.,  Connecticut,  January  7th,  1884.) 

This  was  a  libel  in  rem,  in  the  District  Court,  for  a  colli- 
sion. That  Court  dismissed  the  libel.  (15  Fed.  Rep.>  921.) 
This  Court  found  the  following  facts :  "  About  half-past  ten 
o'clock  in  the  evening  of  July  21st,  1882,  the  steam-tug  Whip- 
ple, having  in  tow  the  barge  Allandale,  both  owned  by  the  li- 
bellant, lashed  to  her  starboard  side,  left  Jersey  city  bound  for 
Pier  8,  East  Kiver.  The  tug  and  tow  had  all  their  regulation 
lights  properly  set  and  brightly  burning.  The  night  was  dark, 
but  the  lights  were  easily  visible  for  a  distance  of  over  a  mile, 
but  the  green  and  red  lights  of  the  tug  were  obscured  to  the 
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view  of  any  vessel  bearing  on  the  starboard  of  the  tug,  by  the 
barge.    The  tide  was  running  flood.    As  the  tug  and  tow~ 
passed  abreast  of  Pier  1,  North  River,  about  one  hundred 
yards  off  in  the  river,  their  officers  saw  the  colored  lights  of 
the  Pegasus,  an  iron  steamboat,  then  off  Castle  William,  about 
a  mile  distant.     At  that  time  the  Whipple  was  on  a  course- 
about  south,  and  the  Pegasus  was  on  a  course  about  north,  or 
meeting  respectively  head  and  head.    Thereupon,  the  tug  and 
the  Pegasus  both  commenced  to  swing  to  the  eastward,  into  the 
East  River,  upon  courses  converging  towards  each  other,  the 
tug  to  reach  Pier  8,  and  the  steamer,  as  was  her  uniform  custom 
when  there  was  a  flood  tide,  to  make  a  sheer,  on  a  northeast 
course,  to  facilitate  her  landing  on  the  south  side  of  her  pier. 
At  this  time  the  Whipple  lost  the  green  light  of  the  Pegasus, 
and  saw  only  her  port  light,  but  blew  two  whistles,  to  inform 
the  Pegasus  that  she  wanted  to  go  on  her  starboard  side,  and, 
without  getting  any  reply,  continued  under  a  starboard  wheel, 
without  giving  any  further  signal.    The  Pegasus  continued  on 
her  northeasterly  sheer,  until  she  was  about  a  fourth  of  a  mile 
from  her  landing  place,  when  she  starboarded  her  helm,  and 
swung  to  the  westward,  as  she  usually  did,  in  order  to  make 
her  customary  landing.     She  did  not  see  the  tug  or  barge  un- 
til too  late  to  avoid  a  collision.    The  collision  occurred  at  a 
point  about  three  hundred  yards  southwest  of  the  upper  bath- 
house on  the  Battery.     The  barge  was  seriously  injured  by 
the  blow  of  the  Pegasus.     The  Pegasus  was  going  at  a  speed 
of  about  twelve  miles  an  hour  until  she  starboarded  her  helm, 
when  she  slowed  down  to  four  or  five  miles  an  hour.    The 
speed  of  the  tug  was  about  three  miles  an  hour  all  the  time. 
The  Pegasus  did  not  hear  the  signal  of  the  tug,  nor  did  she 
see  the  lights  of  the  tug,  at  any  time,  until  the  collision.    The 
captain  of  the  tug  knew  the  course  the  Pegasus  was  accus- 
tomed to  take  in  order  to  make  her  landing,  but  assumed  that, 
as  he  had  signalled  her  that  he  was  going  on  her  starboard 
side,  she  would  conform  her  movements  accordingly." 


Beebe  &  Wilcox,  for  the  libellant. 
W.  &  Jitacfarlanej  for  the  claimant. 
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Wallace,  J.     The  proofs  in  this  case  fully  sustain  the 
conclusions  of  the  Court  below,  as  expressed  in  the  opinion  of 
the  District  Judge,  except  as  to  his  finding  that  there  was  no 
fault  or  negligence  on  the  part  of  those  in  charge  of  the  Pe- 
gasus, in  not  seeing  the  tug  and  barge  until  too  late  to  avoid  a 
collision.    The  learned  District  Judge  states,  in  his  opinion, 
that  he  cannot  tell  why  the  two  vertical  white  lights  on  the 
flag-staff  of  the  tug,  and  the  barge  lights,  were  not  visible  to 
the  steamer,  although  they  were  burning  brightly.    The  rea- 
son why  the  red  and  green  lights  on  the  tug  were  not  seen  is 
obviously,  as  he  finds,  because  they  were  hidden  by  the  barge 
from  the  time  the  tug  swung,  under  her  starboard  wheel,  for 
the  East  River,  thus  bringing  the  barge  between  her  and  the 
Pegasus.     The  two  vertical  white  lights  were  suspended  on 
the  flag-staff  of  the  tug,  one  about  a  foot  above  the  other,  and 
the  lower  light  was  twenty-one  feet  above  the  water.     It  is 
possible  that  these  lights  may  have  been  somewhat  obscured 
from  the  Pegasus  by  the  pilot  house  of  the  barge,  at  times, 
while  the  vessels  were  approaching  each  other,  but,  in  the  con- 
stantly shifting  positions  of  the  vessels,  they  could  not  have 
been  hidden  continually ;  and  those  in  charge  of  the  Pegasus 
do  not  rely  upon  any  such  theory,  but  insist  that  there  were 
no  lights  on  the  tug,  and  that  none  were  to  be  seen  when  the 
vessels  collided.    These  lights  ought  to  have  been  seen  during 
the  time  the  Pegasus  was  on  her  northeast  course,  which  cov- 
ered three-quarters  of  a  mile,  and,  in  the  absence  of  any  fact 
to  explain  why  they  were  not  seen,  there  can  be  no  other 
rational  conclusion  except  that  it  was  owing  to  some  relaxa- 
tion of  vigilance  on  the  part  of  the  Pegasus.    Precisely  where 
this  negligence  should  be  located  is  not  important ;  it  suffices 
that  there  was  failure  to  see  the  lights  when  they  were  plainly 
visible  to  those  in  charge  of  the  steamer,  if  they  had  used  duo 
diligence. 

Agreeing  with  the  District  Judge  that  the  tug  was  in  fault, 
and  that  the  conduct  of  her  captain  was  greatly  negligent  in 
keeping  under  his  starboard  wheel  when  the  green  light  of 
the  Pegasus  had  been  shut  out  from  him  for  so  long  a  dis- 
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lance,  and  in  attempting  to  keep  his  course  when  his  signals 
had  not  been  answered,  and  when  he  had  reason  to  know  that 
the  Pegasus  was  making  for  her  usual  landing,  nevertheless, 
the  collision  was  not  attributable  solely  to  the  tug.  As  the 
District  Judge  states  in  his  opinion  :  "  It  is  manifest,  that,  if 
the  Pegasus  had  seen,  or  ought  to  have  seen,  the  lights  of  the 
tug  and  barge,  her  management  was  negligent,  and  she  was  in 
fault." 

In  such  a  case,  the  damages  must  be  apportioned  between 
the  offending  vessels.  Even  gross  fault  committed  by  one  of 
two  vessels  approaching  each  other  from  opposite  directions 
does  not  excuse  the  other  from  observing  every  proper  pre- 
caution to  prevent  a  collision  ;  and  when,  if  such  precaution 
had  been  observed,  the  collision  would  have  been  avoided,  the 
loss  should  be  divided.     (The  Maria  Martin,  12  Wall.,  31.) 

A  decree  is  accordingly  ordered,  dividing  the  loss,  with  a 
reference  to  a  Commissioner  to  ascertain  the  amount.  No 
costs  are  allowed  to  either  party  as  against  the  other,  in  the 
Court  below,  but  costs  of  the  appeal  are  awarded  to  the  li- 
bellant. 


Rafael  Pentlarge 
Frederick  Pentlarge  and  William  R.  Bkeston.   In  Equity. 

In  a  rait  in  equity,  brought  under  §4,918  of  the  Revised  Statutes,  to  obtain  a 
decree  declaring  void,  ae  an  interfering  patent,  a  patent  issued  later  than  the 
plaintiffs  patent,  the  defendants  cannot,  by  a  plea,  6et  up,  as  a  defence,  that 
the  invention  described  in  the  plaintiff's  patent  was  described  in  a  patent  is- 
sued and  published  prior  to  the  time  of  the  plaintiff's  invention. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  January  22d,  1884.) 
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Benedict,  J.  This  is  a  motion  on  the  part  of  the  plaintiff 
to  strike  from  the  files  a  plea  interposed  by  the  defendants ; 
or,  otherwise,  that  the  plea  stand  as  an  answer.  By  this  mo- 
tion the  question  has  been  raised  whether  the  fact  stated  in 
the  plea  must  not  be  brought  before  the  Court  by  answer  and 
not  by  plea. 

This  action  is  a  proceeding  taken  by  virtue  of  §  4,918 
of  the  Revised  Statutes,  where  provision  is  made  for  a  suit  in 
equity  whenever  there  are  interfering  patents.  The  bill,  after 
setting  forth  a  certain  patent  issued  to  the  plaintiff,  as  the 
first  inventor  of  the  invention  therein  described,  charges  that 
the  defendants  have  a  patent  issued  subsequent  to  the  plaint- 
iff's patent,  and  for  the  same  invention,  which  patent  the 
plaintiff  prays  may  be  declared  void,  pursuant  to  the  provis- 
ions of  §  4,918. 

To  this  bill  the  defendants  have  interposed  a  plea  in  bar 
of  the  action,  in  which  plea  they  say  that  the  invention  de- 
scribed in  the  plaintiff's  patent  was  described  in  an  English 
patent,  issued,  in  1855,  to  William  Bowland  Taylor,  and 
printed  and  published  and  filed  in  the  United  States  Patent 
Office  prior  to  the  time  of  the  plaintiff's  alleged  invention, 
by  reason  whereof  the  plaintiff's  patent  is  void,  and  does  not  enti- 
tle him  to  maintain  any  action  based  thereon ;  and  the  question 
arises,  whether  the  subject-matter  of  this  plea  can  be  brought 
before  the  Court  by  plea.  If  a  decision  of  this  question  of  prac- 
tice were  necessary  on  this  occasion,  it  might  be  difficult  to  as- 
sign any  substantial  reason  why,  if  the  facts  stated  in  the  plea 
respecting  the  English  patent  be  fatal  to  the  plaintiff's  right 
of  action,  such  facts  may  not  be  presented  by  plea,  provided 
the  defendants  elect;  as  these  defendants  have  done,  to  present 
them  in  that  way,  and  not  by  answer.  But,  a  decision  of 
that  question  is  not  called  for  here,  inasmuch  as  the  argu- 
ment of  the  plea,  which  was  had  without  prejudice  to  the 
question  raised  by  the  motion,  has  satisfied  me  that  the  plea 
must  be  overruled,  upon  the  ground  that  the  fact  pleaded,  if 
true,  is  immaterial  in  an  action  like  the  present. 

This  proceeding  is  statutory,  instituted  by  virtue  of  §  4,918. 
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Such  a  proceeding,  as  I  conceive,  has  for  its  sole  object  a  de- 
termination of  the  question  of  interference,  and  of  priority  of 
invention.  It  is,  by  the  terms  of  the  statute,  limited  to  cases 
of  interfering  patents,  and  it  is  only  in  case  interfering  pat- 
ents are  found  to  have  been  issued  that  the  Court  is  empow- 
ered to  "adjudge  and  declare  either  of  the  patents  void/ * 
The  implication  is,  that,  when  the  patents  are  found  to  inter- 
fere, the  result  of  the  proceeding  shall  be  a  decree  making 
void  the  patent  issued  to  the  later  inventor.  But,  if  the  de- 
fendant in  such  an  action  may  attack  the  plaintiff's  inven- 
tion upon  any  ground  which  the  statute  permits  to  be  set  up 
by  answer  in  an  action  for  infringement,  it  would  often  result 
that  the  proceeding  would  fail  to  secure  an  adjudication  of 
the  question  of  interference,  and  so  the  proceeding  be  ren- 
dered futile  for  the  purpose  which  the  statute  intended  should 
be  accomplished.  Such  would  be  the  result  in  this  case.  By 
their  plea  the  defendants  admit  the  averment  of  the  bill,, 
that  the  plaintiff's  patent  is  for  the  same  invention  as  that 
described  in  the  defendants'  patent,  and,  also, 'that  the  plaint- 
iff was  the  first  inventor. 

Upon  these  facts,  according  to  the  statute,  the  plaintiff 
should  hate  a  decree  declaring  the  defendants'  patent  void ; 
and  yet,  if  the  plea  be  allowed,  the  plaintiff  will  obtain  no 
adjudication  upon  this  question,  while  the  defendants  will 
obtain  a  decree  declaring  the  plaintiff's  patent  void,  and 
leaving  their  own  to  stand ;  and  this,  too,  when  the  facte 
stated  in  their  plea,  if  true,  taken  in  connection  with  the  facte 
stated  in  the  bill,  which  are  admitted,  show  the  defendants* 
patent  to  be  also  void. 

The  defendants,  then,  by  their  plea  and  their  admission, 
taken  together,  show  their  own  patent  void,  and  upon  that 
showing  claim  a  decree  declaring  the  plaintiff's  patent  void 
and  leaving  their  own  unaffected.  Such  a  result  cannot,  as  it 
seems  to  me,  be  permitted.  According  to  my  understanding 
of  the  statute,  the  proceeding  permitted  thereby  is  to  be 
confined  to  a  determination  of  the  questions  of  interference 
and  priority ;   and,  if  I  am  right  in  this,  the  issue  tendered 
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by  the  plea  is  immaterial.  This  conclusion  ha*  not  been 
reached  without  giving  careful  consideration  to  the  opinion 
expressed  by  Treat,  J.,  in  Foster  v.  Lindsay,  (3  Dill..  126,) 
where  the  opposite  conclusion  was  arrived  at.  With  all  my 
respect  for  that  distinguished  Judge,  I  am  unable  to  agree 
with  him. 

An  order  will,  accordingly,  be  entered,  overruling  the 
plea. 

Preston  Stevenson,  for  the  plaintiff. 

Brodhead,  King  <fk  Voorhies,  for  the  defendants. 


Marie  A.  Reay,  Executrix,  &c. 

vs. 

Samuel  Kaynor  and  others.    In  Equity. 

A  patent  was  re-issued.  Afterwards,  and  before  it  expired,  a  suit  in  equity  was 
brought  alleging  infringement  of  the  original  patent,  and  not  referring  to  the 
re-issue.  After  the  patent  expired,  the  bill  was,  by  consent,  amended  to  coyer 
the  re-issue  instead  of  the  original :  Seld,  that  the  Court  had  jurisdiction,  in 
equity,  of  the  case  made  by  the  bill  as  amended. 

Where  the  original  patent  described  a  part  of  a  machine,  but  stated  no  use  for 
it,  and  made  no  claim  in  regard  to  it,  and  the  re-issue  stated  the  use  and  effect 
of  the  part,  and  made  a  claim  in  respect  to  it:  Held,  that  the  re-issue  showed 
an  iuvention  different  from  the  original,  and  that  the  claim  was  void. 

It  was  void  for  the  further  reason  that  the  re-issue  was  taken  out  more  than 
three  years  after  the  original 

The  invalidity  of  that  claim  does  not  necessarily  render  invalid  claims  of  the 
original  which  are  reproduced  in  the  re-issue. 

The  function  or  mode  of  operation  of  machinery  is  not  patentable  apart  from 
the  machinery. 

Where  an  inventor  merely  sees  infringing  machines,  without  claiming  that  they 
infringe,  and  does  not  lead  the  defendant  into  any  expenditure  or  course  of 
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conduct,  by  his  silence  when  he  ought  to  hare  spoken,  which  the  defendant 
would  not  hare  made  or  followed  if  the  inventor  had  spoken,  he  is  not  debarred 
from  the  right  to  an  injunction. 
It  being  held  that  the  defendant  infringed  certain  claims  by  the  use  of  machine* 
made  during  the  life  of  the  patent,  an  injunction  was  granted,  after  the  patent 
had  expired,  on  the  bill  as  one  filed  during  such  life,  to  restrain  the  continued 
use  of  the  parts  of  those  machines  which  embraced  those  claims. 

(Before  Wuklsb,  J.,  Southern  District  of  New  York,  January  23d,  1884.) 

Wheeler,  J.  The  testator  of  the  oratrix  was  the  owner 
of  re-usued  letters  patent  No.  2,529,  granted  March  26th, 
1867,  upon  the  surrender  of  original  letters  patent  No.  39,702, 
granted  to  him  August  25th,  1863,  for  improvements  in  en- 
velope machines,  which  would  expire  August  25th,  1880. 
The  bill  was  brought  June  12th,  1880,  upon  the  original  pat- 
ent, without  referring  to  the  re-issue,  to  restrain  the  use  of 
machines  alleged  to  be  infringements,  and  for  an  account. 
No  motion  was  made  for  a  preliminary  injunction.  An  an- 
swer was  filed  setting,  forth  the  re-issue,  August  16th,  1880, 
the  oratrix  moved  to  amend  the  bill,  and,  September  22d, 
1880,  it  was,  by  stipulation,  amended  to  cover  the  re-issue  in 
place  of  the  original.  The  defendants  now  move,  on  the  au- 
thority of  Root  v.  Railway  Co.,  (105  U.  8.,  189,)  that  the  bill 
be  dismissed  for  want  of  jurisdiction  in  equity,  because  the  pat- 
ent had  expired  before  the  amended  bill  was  filed,  upon  which 
only  the  oratrix  could  have  any  equitable  relief.  (DoweU  v. 
Mitchell,  105  U.  S.,  430.)  The  infringement  is  solely  by 
the  use  of  machines  made  before  the  bill  was  brought  and 
continued  ever  since,  and  would  be  covered  by  the  general  al- 
legation of  infringement  made  in  both  the  original  and 
amended  bills,  if  filed  during  the  term  of  the  patent,  but 
the  continued  use  after  the  expiration  of  the  term  would  not 
be  so  covered  by  that  general  allegation,  in  a  bill  filed  after 
the  expiration ;  special  allegations  setting  forth  that  the  ma- 
chines were  infringements  when  made  would  be  necessary. 
{Root  v.  Railway  Co.,  105  U.  &,  189;  American  Diamond 
Rock  Boring  Co.  v.  Rutland  Marble  Co.,  18  Blatchf.  C.  C.  R., 
147.)    It  is  urged,  for  the  oratrix,  that  the  amended  bill  is  to 
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be  considered,  for  this  purpose,  as  if  the  original  had  been  as 
it  is  amended  when  filed,  and,  for  the  defendants,  that  it  is  to 
be  considered  as  if  it  had  been  filed  as  an  original  bill  when  it 
was  filed.  The  oratrix  had  the  re-issue  when  she  brought  her 
original  bill,  and  must  have  intended  to  bring  her  bill  upon 
the  patent  which  she  had  and  not  upon  one  which  she  did  not 
have.  Under  these  circumstances,  it  would  have  been  compe- 
tent for  the  Court  to  allow  the  amendment.  That  which 
could  be  done  by  the  Court  without  consent  could  well  be 
done  by  the  parties  by  consent.  When  done,  it  made  the 
bill  as  it  should  have  been  at  first,  and  in  effect  as  if  it  had 
been  so  at  first.  Such  amendment  only  was  necessary  as 
would  make  the  bill  what  it  should  have  been  to  be  good 
when  brought,  not  what  would  have  been  necessary  to  make 
it  what  it  would  have  to  be  to  be  good  at  some  other  time. 
If  the  oratrix  has  shown  a  case  for  any  equitable  relief,  she  isr 
upon  all  the  decided  cases,  entitled  to  have  the  bill  retained 
for  that,  and  such  cognate  relief  as  is  necessary  to  do  complete 
justice.    (Dowell  v.  Mitchell,  105  0.  &,  430.) 

The  defendants  set  up  that  the  re-issue  is  too  broad  for  the 
original.  The  original  showed  and  described  two  arms,  ex- 
tending from  a  table  in  the  interior  of  the  machine,  under 
which  the  envelope-blank  is  made  to  pass  on  its  way  to  a 
creasing  box  in  the  rear,  one  on  each  side  of  the  box,  to,  or 
nearly  to,  a  line  with  the  rear  side  of  the  box.  No  use  for 
these  arms  was  stated.  In  the  re-issue,  these  arms  are  described 
as  applied  in  such  position  that  they  extend  parallel  to  the 
edges  of  the  creasing  box,  with  their  lower  edges  level  with, 
or  rather  below,  the  top  edge  of  the  box,  so  as  to  bear  down 
on  the  ends  of  the  blanks  and  hold  them  in  position  on  the 
box  to  be  creased,  and  as  secured  to  the  table  or  any  other 
fixed  part  of  the  machine.  No  other  reference  to  the  table  in 
connection  with  them  is  made.  No  claim  was  made  in  the 
original  in  respect  to  them.  They  are  the  subject  of  the  new 
fourth  claim.  The  original  showed  these  arms  only  as  exten- 
sions from  the  table.  Their  height  in  respect  to  the  creasing 
box  was  not  shown  with  accuracy,  otherwise  than  by  reference 
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to  the  table.  As  no  function  was  ascribed  to  them,  their  posi- 
tion could  not  be  inferred  from  what  they  were  to  do.  When 
they  were  described  as  in  a  certain  position  with  reference  to 
the  creasing  box  instead  of  the  table,  and  as  attachable  to 
some  other  part  of  the  machine  when  they  would  not  be  ex- 
tensions of  the  table,  and  an  office  was  ascribed  to  them,  an 
invention  different  from  that  in  the  original  was  shown. 
This  claim  was  too  broad  to  be  added  at  any  time,  and,  there- 
fore, void.  (Gill  v.  Wells,  22  Watt.,  1 ;  Russell  v.  Dodge,  93 
U.  S.,  460.)  Besides,  the  re-issue  was  taken  out  more  than 
three  years  after  the  original,  and  would  seem  to  be,  for 
that  reason,  unseasonable  and  invalid.  {Miller  v.  Brass  Co  , 
104  C.  8,  350.) 

That  this  claim  is  invalid  does  not  necessarily  render  the 
other  claims  of  the  original,  reproduced  in  the  re-issue,  in- 
valid. (Schillinger  v.  Greenway  Brewing  Co.,  21  Blatchf. 
C.  C.  R.,  3S3;  Gage  v.  Herring,  107  U.  8.,  640.)  In  the 
first  claim  in  both,  what  is  called  a  slide  in  the  original  is 
called  a  carrier  in  the  re-issue.  The  description  of  it  or  of  its 
operation  is  not  changed.  The  claim  is,  in  substance,  the 
same  in  both. 

Only  the  first,  second,  fifth,  seventh,  tenth  and  twelfth 
claims,  besides  the  fourth  claim,  of  the  re-issue,  are  said  to  be 
infringed. 

The  fifth  claim  is  merely  for  feeding  the  blanks  under  the 
table  which  supports  the  gum-box,  instead  of  over  it.  The 
machinery  described,  some  of  which  is  the  subject  of  other 
claims,  does  feed  the  blanks  under  that  table.  The  claim  is 
merely  for  that  function  or  mode  of  operation  of  that  ma- 
chinery. As  such,  this  function,  or  mode  of  operation,  does 
not  seem  to  be  patentable,  apart  from  the  machinery.  (McKay 
v.  Jackman,  20  Blatchf.  C.  C.  R.,  466. 

Want  of  novelty  of  the  other  claims  is  alleged,  and  in- 
fringement of  them  is  denied.  Envelope  machines  were  in 
use  before  this  invention.  This  inventor  was  entitled  to,  and 
claimed,  a  patent  only  for  his  improvements.  Slides  or  plat- 
forms to  hold  envelope-blanks,  lifters  or  pickers  to  receive 


JANUARY,   1884.  IT 


Reay  v.  Raynor. 


pim  on  their  faces  and  take  it  to  the  proper  place  on  the 
blank,  and  by  its  adhesiveness  to  lift  them  so  they  could  be 
taken  by  carriers  or  conveyors,  carriers  or  conveyors  to  take 
them  to  a  creasing  box,  creasing  boxes  to  crease  them,  and 
folding  apparatus  to  fold  them,  were  all  then  known. 

The  seventh  claim  is  for  a  balance  weight  connected  with 
this  form  of  conveyor ;  and  the  twelfth  for  ribs  on  the  face 
of  the  plunger  which  works  in  the  creasing  box  and  presses 
the  envelopes  after  they  are  folded.  The  defendants  are  not 
found  to  make  use  of  either  of  these  devices,  or  what  is  the 
equivalent  of  either,  in  the  working  of  this  invention. 

In  this  invention,  the  lifters  or  pickers,  after  receiving 
gum  on  their  faces,  fall  by  their  own  weight  upon  a  pack  of 
blanks  on  a  movable  slide,  which  receives  the  pack  and  car- 
ries it  to,  and  holds  it  in,  the  proper  place,  and  lift  the  upper 
blank  until  it  is  disengaged  by  the  table  supporting  the  gum- 
box,  and  taken  by  the  conveyor  under  the  table,  and  steadied 
by  it  to  the  creasing  box.  This  combination  of  the  movable 
slide  and  falling  lifters,  and  arrangement  of  the  table  and  con- 
veyor, form  the  subjects  of  the  first  and  second  claims.  Also, 
a  cam  and  roller  connected  with  the  plunger  bring  its  face  to 
a  pressure  upon  the  envelope,  to  stick  its  folds  firmly  after  it 
has  been  folded.  This  cam  and  roller,  in  combination  with 
the  plunger,  are  the  subjects  of  the  tenth  claim.  Careful  and 
repeated  examinations  of  the  machines  and  patents  put  in 
evidence  to  show  anticipations  and  want  of  novelty  have 
failed  to  discover  such  combinations  and  arrangements  as 
those  covered  by  these  three  claims.  The  falling  lifters,  the 
arrangement  of  the  table  over  the  conveyor  to  steady  the 
blank,  and  the  combination  of  the  cam  and  roller  with  the 
plunger,  appear  to  be  new  with  this  invention.  These  claims, 
therefore,  appear  to  be  valid.  The  defendants'  machines  have 
the  movable  slide  to  carry  the  pile  of  blanks  to  the  proper  po- 
sition under  the  pickers,  the  falling  pickers,  and  the  conveyor 
arranged  under  the  table  supporting  the  gum-box ;  they  also 
have  the  cam  and  roller  pressing  the  support  of  the  envelope 
against  the  folded  envelope,  instead  of  the  plunger  against  it, 
Vol.  XXH— 2 
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to  press  it.  The  support  is  the  equivalent  of  the  plunger,  for- 
this  purpose.  Therefore,  the  defendants  are  found  to  infringe 
these  three  claims,  by  the  use  of  the  machines  made  during* 
the  life  of  the  patent,  in  violation  of  the  rights  of  the  in- 
ventor ;  and  it  appears  that  they  would  continue  the  use  if 
not  restrained. 

It  is  claimed  that  the  inventor  so  conducted  himself,  by 
seeing  machines  similar  to  those  of  the  defendants  made  with- 
out claiming  that  they  infringed  his  patent,  that  neither  he 
nor  the  oratrix,  as  his  personal  representative,  could  have  any 
equitable  right  to  restrain  their  use.  It  does  not  appear,  how- 
ever, that  he  led  the  defendants  into  any  expenditure  or 
course  of  conduct,  by  his  silence  when  he  ought  to  have 
spoken,  which  they  would  not  have  made  or  followed  if  he 
had  spoken.  The  fact  of  the  patent  was  open  to  them,  as 
well  as  known  to  him.  They  could  respect  it  or  take  the 
risk  of  having  what  they  did  turn  out  to  be  an  infringement. 
They  chose  the  latter  course,  and  he  does  not. appear  to  have 
been  responsible  for  their  choice.  The  oratrix  appears  to  be 
entitled  to  an  injunction  to  restrain  the  use  of  so  much  of 
these  machines  as  were  infringements  when  they  were  made. 
(Cro&sley'v.  Derby  Gas  Light  Co.,  Webst  Pat.  Cos.,  119  and  4r 
Law  Jour.;  N.  8.9  Chan.,  pt.  1,  25 ;  American,  cfee.,  Co.  v. 
Sheldon,  18  Blatohf.  C.  0.  JR.,  50 ;  Curtis  on  Pat,  §  436.) 
The  right  to  an  account  for  past  infringement  follows. 

Let  there  be  a  decree  that  the  first,  second,  and  tenth 
claims  of  the  patent  are  valid  and  have  been  infringed,  and  for 
an  injunction  against  the  use  of  such  parts  of  machines  as  were 
made  in  violation  of  those  claims,  and  for  an  account,  with 
costs. 

Arthur  V.  Briesen,  for  the  plaintiff. 

Stephen  D.  Law  and  John  Van  Santvoord,  for  the  de- 
fendants. 
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Louis  Dktfoos  vs.  William  Wiese.    Ik  Equity. 

Re-issued  letters  patent.  No.  9,097,  granted,  February  24th,  1880,  to  Louie  Dry. 
fbos,  assignee  of  August  Beck,  for  an  improvement  in  quilting  machines,  the 
original  patent,  No.  190,184,  having  been  granted  May  1st,  1877,  and  re- 
issued as  No.  8,068,  January  29th,  1878,  in  so  far  as  they  claim,  in  effect,  the 
combination  of  the  gang  of  needles  and  cloth-plate  with  any  feeding  mechan- 
ism which  would  reach  across  the  cloth  and  feed  the  long  side  faster  than  the 
other,  claim  an  invention  not  shown  in  the  original,  and,  except  as  to  the 
mechanism  shown  in  the  original,  beyond  the  invention  in  every  way,  and 
are  invalid. 

Such  invalidity  does  not  avoid  a  new  claim  in  the  first  re-issue,  brought  forward 
into  the  second  re-issue ;  but  that  claim  is  not  infringed. 

(Before  Wabble*,  J.,  Southern  District  of  New  York,  January  24th,  1884  ) 

Wheelfb,  J.  This  suit  is  brought  upon  re  issued  letters 
patent  No.  9,097,  granted,  February  24th,  1880,  to  Louis  Dry- 
foos, assignee  of  August  Beck,  for  an  improvement  in  quilt- 
ing machines.  The  original  was  No.  190,184,  dated  May  1st, 
1877.  It  was  re-issued  as  No.  8,063,  dated  January  29th,  1878, 
and  surrendered  for  the  re-issue  in  suit.  The  improvement 
was,  and  is  stated  in  the  original  and  re-issues  to  be,  for  im- 
provements on  the  quilting  machine  shown  in  letters  patent 
No.  159,884,  dated  February  16th,  1875,  granted  to  the  same 
inventor.  That  machine  was  for  quilting  by  gangs  of  needles 
in  zigzag  parallel  lines,  and  was  fed  by  cylindrical  rolls  having 
an  intermittent  rotary  motion,  which  would  move  the  cloth 
while  the  needles  were  out  of  it,  and  could  be  arranged  to  feed 
in  straight  lines,  direct  or  oblique.  The  original  of  the  patent 
in  suit  showed  different  mechanism  for  actuating  the  feed 
rolls,  so  that  the  length  of  stitch  could  be  varied  at  pleasure, 
and  conical  rolls  having  an  intermittent  motion  to  feed  the 
conical  bodies  of  skirts  and  skirt  borders  in  a  circular  direc- 
tion, when  the  needles  were  out  of  the  cloth,  as  well  as  cylin- 
drical rolls  for  straight  goods,  and  other  improvements  upon 
other  parts  of  the  machine,  and  had  claims  for  the  feed  mech- 
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anism,  and  improvements  upon  the  other  parts  of  the  machine, 
but  none  for  the  conical  feed  rolls.  The  first  re-issue  further 
described  the  conical  feed  rolls  as  made  of  such  taper  as  to 
conform  to  the  shape  of  the  skirt  or  border  to  be  quilted,  and 
'claimed  the  combination  of  the  series  of  needles  with  the 
conical  feed  rolls  acting  intermittently,  in  place  of  one  of 
the  other  claims.  The  re-issue  in  suit  still  further  describee 
the  conical  feed  rolls  as  the  embodiment  of  a  feed  device 
which  extends  substantially  throughout  the  width  of  the 
-conical  strip  of  goods,  and,  as  it  departs  from  the  shorter 
curved  edge  and  approaches  the  longer  curved  edge,  is  adapted 
to  have  a  proportionately  increased  range  of  feed-movement, 
«o  that  it  will  feed  the  conical  strip  of  goods  in  the  requisite 
curved  path,  evenly  and  without  any  injurious  strain  or  drag, 
and  further  claims  the  combination  with  the  gang  of  sewing 
mechanisms,  and  the  cloth-plate  which  supports  the  goods 
under  them,  of  a  feed  device  operating  intermittingly  in  the 
intervals  between  the  formation  of  the  stitches,  which  extends 
and  operates  substantially  across  the  conical  strip  of  goods,  and 
which,  as  it  departs  from  the  shorter  curved  edge,  and  ap- 
proaches the  longer  curved  edge,  of  the  goods,  is  adapted  to 
have  a  proportionately  increased  range  of  feed-movement. 

The  defendant  is  engaged  in  using  a  quilting  machine  for 
quilting  conical  goods,  having  a  gang  of  needles,  and  short 
cylindrical  feed-rollers  at  each  edge  of  the  goods,  which  they 
feed  in  a  circular  direction,  by  moving  at  different  rates  of 
speed  constantly,  the  needles  having  a  forward  movement  cor- 
responding to  that  of  the  cloth  while  in  it ;  and,  also,  one  with 
a  four-motion  feed,  which  is  capable  of  feeding  in  a  circular 
direction,  by  lengthening  the  feed  at  the  longest  edge  of  the 
goods,  but  is  not  shown  to  have  been  so  used,  or  intended  to 
be  so  used.  The  validity  of  the  re-issue,  and  infringement  of 
it,  if  valid,  are  denied. 

Beck  well  appears  to  have  meritoriously  invented  effective 
means  for  giving  circular  direction  to  the  feed  of  quilting  ma- 
chines having  gangs  of  needles  for  quilting  several  parallel 
seams.    He  set  forth  these  means  in  the  specifications  and 
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drawings  of  his  original  patent,  and  seems  to  have  been  well 
entitled  to  then  have  a  patent  for  them,  and  for  the  combina- 
tion of  the  mechanism  with  the  gang  of  needles.    But  he  does 
not  appear  to  have  been  entitled  to  a  patent  for  merely  giving 
such  direction  to  such  feed-motion,  apart  from  the  mechanism, 
nor  to  the  process  of  operation  of  his  mechanism  for  giving 
such  direction.    {McKay  v.  Jackman,  20  Blatchf.  C.  C.  R., 
466.)    Neither  could  he  claim  the  combination  of  mechanism 
not  then  known,  or  its  processes,  with  the  needles.     He  in- 
vented his  own  mechanism,  and  the  combination  of  that  with 
the  co-operating  parts  of  the  machine,  and  nothing  more ;  and 
seems  to  have  been  entitled  to  a  patent  for  those  and  no  more. 
The  first  re  issue  was  within  a  few  months  of  the  original,  and 
before  others  appear  to  have  done  anything  in  that  region  of 
invention,  and  seems  to  have  been  well  enough.     (Meyer  v. 
Goodyear,  &c,  Co.,  20  Blatchf.  C.  C.  R.,  91 ;   Hartshorn  v. 
Eagle  Shade  Boiler  Co.,  18  Fed.  Rep.,  90.)    The  second  re- 
issue was  more  than  two  years  after  the  original,  but,  whether 
too  long  after  or  not,  was,  in  effect,  for  the  combination  of 
the  gang  of  needles  and  cloth-plate  with  any  feeding  mech- 
anism which  would  reach  across  the  cloth  and  feed  the  long 
side  faster  than  the  other.     This  was,  clearly,  beyond  the  in- 
vention shown  in  the  original,  and,  except  as  to  the  mechanism 
Bhown  in  the  original,  beyond  the  invention  in  every  way. 
This  claim  of  the  re-issue  is,  therefore,  wholly  invalid.    (  Wing 
v.  Anthony,  106  U.  S.,  142 ;    James  v.  Campbell,  104  U.  8., 
356.)    The  new  claim  of  the  first  re-issue  brought  forward 
into  the  second,  being  valid  in  the  first,  is  not  avoided  by 
the  invalid  claim  of  the  second.     (Schillinger  v.  Oreenway 
Brewing  Co.,  21  Blatchf.  C.  C.  R.,  383 ;  Cage  v.  Herring, 
107  U.  8.,  640.)    The  orator  appears,  therefore,  to  be  entitled 
to  a  monopoly  of  the  conical  rollers  in  that  combination. 

It  is  argued  that  the  defendant's  machines  invade  that  mo* 
nopoly.  Those  machines  have  not  conical  rollers,  nor  are 
they  claimed  to  have  any  of  his  other  mechanism.  It  is  said 
that  there  is  no  invention  in  dividing  the  conical  rollers  into 
parts,  and  that  the  parts  are  the  equivalent  of  the  whole. 
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This  is  not  what  the  defendant  does.  The  orator's  machine 
gives  the  circular  direction  by  mechanism  that  accomplishes 
that  result  in  one  way ;  the  defendant's  by  different  mechan- 
ism, that  accomplishes  it  in  a  different  way.  That  claim, 
therefore,  is  not  infringed. 

Let  there  be  a  decree  dismissing  the  bill  of  complaint, 
with  costs. 

Edmund  Wetmore,  for  the  plaintiff. 

Oilbert  M.  Plympton,  for  the  defendant. 


Arnold  Leo 

vs. 

The  Union  Pacific   Railway  Company  and 'Sidney 
Dillon.    In  Equity. 

When  a  stockholder  in  a  corporation  seeks  to  restrain  it  from  going  beyond  it* 
corporate  powers,  he  must  show  that  he  has  exercised  due  diligence,  in  the 
proper  direction,  to  prevent  what  he  seeks  to  restrain. 

One  who  purchases  stock  knowing  that  the  corporation  is  engaged  in  the  enter- 
prises which  he  seeks  to  stop,  consents  to  become  a  member  of  a  corporation 
so  engaged. 

A  railroad  corporation  may  have  large  implied  powers. 

A  bill  to  restrain  a  corporation  from  exceeding  its  powers,  should  make  such 
specific  and  distinct  allegations,  that  the  Court  can  see  that  there  is  such  ex- 


(Before  Wheelek,  J.,  Southern  District  of  New  York,  January  24th r  1884.) 

Wheeler,  J.  This  cause  has  been  before  heard  on  a  mo- 
tion for  a  preliminary  injunction,  (17  Fed.  Rep.,  273 ;)  it  has 
now  been  heard  on  demurrer  to  the  bill.  The  question  then 
was,  whether  the  defendants  should  be  restrained  pending  the 
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litigation ;   it  now  is,  whether  there  is  anything  in  the  bill 
which  they  ought  to  answer. 

The  bill  is  brought  by  a  stockholder,  to  restrain  the  corpo- 
ration from  employing  its  assets  in  excess  of  its  corporate 
powers ;  the  other  defendant  is  joined  as  president  of  the  cor- 
poration, for  discovery  merely,  and  no  bad  faith  is  alleged  or 
charged.  The  prayer  is,  that  the  corporation  and  its  officers 
and  agents  be  restrained,  and  for  further  relief.  Any  relief 
for  the  orator  here  must  be  wholly  preventive.  He  could  not, 
and  does  not,  ask  to  undo  what  has  been  done.  The  avails  of 
it,  if  held  by  the  corporation,  can  only  be  reached  through 
dividends  common  to  all  stockholders ;  if  by  others,  only  by 
proceedings  against  those  who  have  them. 

According  to  the  bill,  which  is  now  to  be  taken  as  true,  the 
corporation  is  made  up  of  the  Union  Pacific  Railroad  Company, 
the  Kansas  Pacific  Railway  Company,  and  the  Denver  Pacific 
Railway  and  Telegraph  Company.  The  Union  Pacific  Rail- 
road Company,  before  the  consolidation,  having  a  definite  line 
of  road,  exceeded  its  powers  if  what  is  now  sought  to  be  re- 
strained is  an  excess,  and  in  the  same  manner,  by  lending  and 
advancing  moneys  to  other  railroad  companies  to  be  used  in 
the  construction,  maintenance  and  operation  of  their  roads, 
and  entered  into  obligations  to  furnish  further  amounts,  and 
received,  in  payment  of  moneys  furnished  from  time  to  time, 
stocks  and  bonds  of  snch  roads.  Since  the  consolidation  the 
same  course  has  been  pursued ;  stocks  and  bonds  to  which  the 
Union  Pacific  Railroad  Company  would  have  been  entitled 
have  been  received  by  the  defendant,  and  it  has  lent  and  ad- 
vanced its  moneys  and  credit  to  the  same  and  other  organized 
railroad  corporations,  for  the  purpose  of,  and  of  aiding  in,  the 
construction,  maintenance  and  operation  of  their  roads.  There 
is  no  description  of  the  corporations  so  aided,  except  that  the 
corporate  names  of  some  are  stated,  without  their  source, 
whether  from  State  or  national  authority,  and  some  are  stated 
to  be  unknown ;  nor  of  their  lines  of  road,  except  as  branch 
and  connecting  roads.  Nor  is  there  any  statement  of  the 
amount  of  such  aid,  or  of  the  payment  therefor,  except  that  it 
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is  stated  as  appearing  from  the  report  of  the  Government  au- 
ditor, that  the  amount  of  stocks  and  bonds  received  from  other 
roads  was,  by  the  Union  Pacific  Railroad  Company,  June  30th, 
1878,  $5,229,327  84;  June  30th,  1879,  $7,534,243  91;  by 
the  defendant,  June  30th,  1880,  $15,338,453  94 ;  and  that  the 
orator  is  informed  and  believes  that  the  defendant  now 
holds,  of  such  bonds,  $23,749,230  40,  and,  of  such  stocks, 
$29,462,046  98.  The  orator  has,  at  different  times,  been  a 
stockholder  to  a  large  amount  in  the  defendant  company.  He 
acquired  his  present  stock,  100  shares,  November  17th,  1882, 
commenced  to  object  to  this  course  by  the  defendant  the  next 
day,  and  brought  this  suit  December  22d,  1882.  In  the 
amended  bill  now  under  consideration,  it  is  alleged,  that,  at  a 
general  meeting  of  the  stockholders,  held  March  9th,  1883,  at 
which  the  holders  of  384,769  shares  were  present  or  repre- 
sented, this  course  was  unanimously  approved  of.  Whether 
the  orator  was  present  at  that  meeting  is  not  stated ;  neither 
is  any  effort  by  him  with  the  stockholders,  either  separately 
or  at  any  meeting,  to  induce  them  to  change  or  desist  from 
this  course  set  forth,  or  any  attempt  to  stop  it,  shown,  except 
notifications  and  protests  to  the  officers  and  agents  of  the  com- 
pany. 

The  orator  could  not,  and  does  not  claim  to,  have  any  right 
to  relief  on  account  of  his  former  ownership  of  stock.  Hav- 
ing parted  with  that  and  all  rights  belonging  to  it,  he  gained 
this  as  a  new  acquisition,  and  has  such  rights  as  appertain  to 
him  as  the  owner  of  it,  as  he  acquired  it. 

There  is  no  doubt,  and  no  question  is  really  made,  but  that 
a  stockholder  or  partner  in  any  enterprise  ha^  the  right  to  pre- 
vent taking  his  interest  into  another  and  different  enterprise, 
without  his  consent.  In  corporations,  within  the  scope  of  the 
corporate  authority,  the  majority  rules ;  beyond  this  they  have 
no  right  to  go,  and  one  may  insist  upon  stopping  at  the  limits. 
(Colman  v.  Eistern  Counties  Railway  Co.,  10  Beav.,  1 ;  Sal- 
omons v.  Laing,  12  Beav.,  339  ;  Beman  v.  Rufford,  6  Eng~ 
L.  &  Eq.,  106  ;  Stevens  v.  Rutland  &  Burlington  Railroad 
Co.,  29  Vt.}  545.)  This  right  to  stop  the  majority  at  the  bounds 
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of  corporate  power  rests  upon  the  control  which  every  one  has 
over  his  own  property.  Those  who  become  members  of  a 
corporation  consent  to  the  rule  of  the  majority  within  the 
powers  of  the  corporation,  but  not  beyond.  As  the  right  to 
restrain  going  beyond  depends  upon  the  want  of  consent,  if 
the  consent  is  given  the  right  must  cease.  Therefore,  when 
snch  restraint  is  sought,  due  diligence,  in  the  proper  direction, 
to  prevent  what  is  sought  to  be  restrained,  must  be  shown,  as 
as  a  part  of  the  title  to  relief.  {Kent  v.  Jackson,  14  Beav., 
367;  Gregory  v.  Patchett,  33  Bcav.,  595.)  The  exercise  of 
the  rights  of  a  stockholder  to  influence  corporate  action  by 
vote  and  speech  in  corporate  meetings,  when  opportunity  was 
presented  or  could  be  had,  would  lie  in  the  proper  direction. 
Until  such  means  should  be  exhausted,  or  prevented,  there 
would  be  no  real  oppression  of  the  minority  by  the  majority. 
(Howes  v.  Oakland,  104  U.  S,  450.) 

The  transactions  of  which  the  orator  complains,  and  the 
continuance  of  which  he  is  seeking  to  prevent,  have  been  go- 
ing on  in  the  Union  Pacific  Railroad  Company  since  long  be- 
fore, and  in  the  defendant  company  ever  since,  the  organiza- 
tion of  the  defendant  company.  As  he  had  been  a  stockholder 
before,  and  has  derived  his  knowledge  of  what  was  being  done 
from  the  auditor's  reports  open  to  all  stockholders  at  least,  he 
must  have  known  what  had  been  and  was  being  done  in  these 
respects  when  he  purchased  this  stock  and  assumed  his  present 
status  in  the  company.  He  does  not  allege  that  he  was  in 
anywise  ignorant  of  these  things.  His  vendor  is  not  shown 
to  have  in  all  this  time  objected,  and  must  be  taken  to  have 
acquiesced.  He  purchased  this  stock  knowing  that  the  com- 
pany was  engaged  in  the  enterprises  he  seeks  to  stop,  and,  by 
taking  it,  he  consented  to  become  a  member  of  a  corporation 
so  engaged.  Large  outlays  had  been  made,  great  liabilities 
had  been  incurred,  and  embarrassing  complications  would  nec- 
essarily follow  stopping  them  in  the  midst.  It  would  seem 
to  be  highly  inequitable  and  unjust  to  allow  such  a  small  mi- 
nority to  step  in  and  arbitrarily  stop  the  great  majority,  acting 
ip  good  faith,  honestly,  even  if  mistakenly  and  in  strictness. 
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outside  of  their  authority.  If  the  company  was  about  to  un- 
dertake a  new  enterprise  not  involved  with  these  which  have 
been  so  long  prosecuted,  and  outside  of  its  corporate  powers, 
such  as  building  a  new  line  of  road,  or  purchasing  the  stock  of 
another  line  so  as  to  control  it,  and  thereby  extend  its  lines  be- 
yond its  charter,  the  case  might  be  very  different. 

It  does  not  distinctly  appear  that  the  transactions  in  ques- 
tion are  outside  of  the  powers  of  the  corporation.  The  Kan- 
sas Pacific  Kailway  Company  was  a  Kansas  corporation,  with 
powers  amply  sufficient,  under  the  laws  of  that  State,  to  do, 
within  that  State,  all  that  is  complained  of  as  being  done 
somewhere  by  the  defendant.  (Compiled  Laws  of  Kansas, 
sec.  4,010.)  This  corporation  was  consolidated  with  the  others 
as  it  was,  and  as  they  were ;  and  it  is  not  easy  to  see  any  rea- 
son why  the  corporate  powers  of  each  were  not  carried  into 
the  consolidated  company.  (County  of  Scotland  v.  Thomas, 
94  U.  S.,  682.)  Not  that  the  consolidated  company  has  powers 
in  all  the  States  and  Territories  where  it  exists,  co-extensive 
with  those  of  the  Kansas  Pacific  in  Kansas,  but  it  may  have 
in  Kansas  all  the  powers  which  the  Kansas  Pacific  had  there. 
If  it  has,  all  these  transactions  may  be,  so  far  as  the  bill  shows, 
in  that  State,  and  within  the  powers  authorized  to  be  exercised 
there.  The  names  of  the  corporations  are  given,  but  they  are 
private  corporations,  although  created  for  public  purposes,  and 
judicial  notice  cannot  be  taken  of  their  location.  Although 
the  defendant  is  merely  a  railroad  corporation,  it  must,  from 
its  nature  and  circumstances,  have  large  implied  powers,  which 
are  as  well  conferred  as  its  express  powers.  (National  Bank 
v.  Graham,  100  U.  S.y  699.)  It  is  burdened  with  vast  debts, 
which  it  was  fully  authorized  to  assume,  falling  due  in  such 
immense  sums  at  a  time,  that  the  ordinary  revenues  would  be 
wholly  inadequate  to  meet  them.  Large  accumulations  and 
investments  must  be  made  long  before  hand,  involving  great 
financial  transactions.  Operations  must  be  had  wholly  for- 
eign to  the  management  of  the  railroads  themselves,  and 
pertaining  much  more  to  the  business  of  banking  than  to  that 
of  a  carrier.    These  operations,  if  entered  into  for  the  purpose 
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of  carrying  on  a  banking  business,  would  be  wholly  outside  of 
the  corporate  power ;  but,  when  done  for  the  purpose  of  ful- 
filling the  financial  duties  of  the  corporation,  must  be  clearly 
within  them.  The  purchase  of  the  stocks  and  bonds  of  other 
railroads  might  be  for  this  legitimate  purpose  as  well  as  the 
purchase  of  Government  or  other  corporate  securities.  The 
orator  has  not  shown  that  the  purchases  of  stocks  and  bonds 
may  not  be  of  this  proper  class. 

All  these  statements  and  allegations  are  in  very  general 
terms.  Excess  of  chartered  powers  in  progress  or  intended  is 
in  no  particular  pointed  out.  A  decree  according  to  the 
prayer  of  the  bill  would  be  scarcely,  if  any,  more  than  a 
general  injunction  against  going  outside  of  the  charters. 
Something  more  specific,  and  so  specific  that  the  Court  can 
see  that  it  is  unwarranted  by  the  law  of  the  existence  of 
the  corporation,  and  wrongful  to  the  orator  as  a  member  of 
it,  should  be  pointed  out  distinctly.  The  bill,  as  now  consid- 
ered, does  not  appear  to  be  sufficient  to  require  an  answer. 

The  demurrer  is  sustained,  and  the  bill  adjudged  insuffi- 
cient. 

George  Zabriskie  and  John  E.  Burrill^  for  the  plaintiff. 

John  F.  Dillon,  for  the  defendants. 


Thomas  M.  Ball  and  others 

vs. 

The  United  States  Stamping  Company.    In  Equity. 

Letters  patent  No.  140,619,  granted  to  John  B.  Firth,  July  8th,  1878,  for  an 
improvement  in  cake-pans,  are  Yalid,  and  are  infringed  by  a  structure  made 
according  to  letters  patent  No.  255,045,  granted  to  Joseph  Smith,  March  14th, 
1882,  for  a  patty -pan. 

The  questions  of  novelty  and  infringement  considered. 

(Before  Whrlu,  J.,  Southern  District  of  New  York,  January  24th,  1884.) 


SOUTHERN  DISTRICT  OF  NEW   YORK, 


Bell  v.  The  United  States  Stamping  Company. 


Wheeler,  J.  This  suit  is  upon  letters  patent  No.  14.0,619, 
dated  July  8th,  1873,  granted  to  John  B.  Firth,  for  an  im- 
provement in  cake-pans,  and  now  owned  by  the  orators,  The 
defences  are,  want  of  novelty  in  the  invention,  want  of  inven- 
tion in  the  patent,  and  non-infringement.  The  patent  is  for 
a  cluster  of  cake-pans  united  to  a  plate  having  an  aperture  for 
each  pan,  by  a  double- seam  joint  formed  from  the  rim  of  the 
cup  turned  outward  and  the  edge  of  the  plate  about  the  aper- 
ture turned  upward,  on  the  upper  side  of  the  plate.  The  de- 
fendants make  and  sell  similar  clusters,  but  the  double-seamed 
joint  is  formed  of  the  rim  of  the  pan  turned  outward  and  then 
inward,  and  of  the  edge  of  the  plate  turned  downward  on  the 
under  side  of  the  plate,  according  to  letters  patent  No.  255,045, 
dated  March  14th,  1882,  and  granted  to  Joseph  Smith,  for  a 
patty-pan.  The  principal  things  of  this  sort  preceding  Firth'* 
patent  were  clusters  of  cups  fastened  to  frames,  pans  riveted 
through  the  bottom  to  a  plate,  pans  pnt  through  aperture* 
in  a  plate  with  their  rims  turned  out  flat  and  riveted  to  the 
plate,  pits  in  steam-tables  and  in  the  bottoms  of  wash  boilers, 
fastened  by  double-seamed  and  soldered  joints,  and  double- 
seam  joints  in  use  generally  among  wares  of  these  kinds. 
This  patented  invention  is  not  of  the  pans,  or  the  plates, 
or  the  seams,  but  of  the  whole  manufacture.  The  nearest 
previous  approach  to  it  in  kind  was  the  cluster  with  the 
rims  riveted  to  the  plate ;  and  the  nearest  in  principle  was 
the  bottom  of  the  wash  boiler.  Such  a  bottom  with  two  or 
four  pits,  as  the  evidence  shows  were  made,  would  be  awk- 
ward to  use  for,  and  hardly  suggestive  of,  these  small  cake- 
pans.  The  rivets  in  the  riveted  cluster  might  be  the  equiva- 
lent of  the  double-seam  joint,  as  a  mere  mode  of  fastening 
pieces  of  sheet  metal  together  in  some  places,  for  some  pur- 
poses ;  but  it  would  not  be  the  equivalent  in  this  place,  for 
this  purpose.  An  even  and  smooth  union  was  required ;  the 
riveted  joint  was  rough  and  uneven ;  the  double-seam  joint 
there  was  nearly  all  that  was  desirable  in  these  respects ;  and, 
although  not  a  new  thing,  it  was  new  in  this  place ;  and  more 
than  mere  mechanical  skill  was  requisite  to  the  construction 
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*nd  arrangement  of  the  necessary  parts  for  successfully  putting 
it  there.  It  is  no  answer  to  the  patent  that  all  the  parts  were 
known  before,  if  they  were  not  known  in  that  connection  and 
arrangement  before.  {Smith  v.  Goodyear,  dec,  Co.,  93  TJ.  S., 
486 ;   Wallace  v.  JSToyes,  21  Blotch/.  C.  C.  R.,  83.) 

The  defendant  insists  that,  if  the  patent  is  valid,  as  there 
^were  double-seam  joints,  and  cake  pans,  and  clusters  of  cake- 
pans  fastened  in  a  plate,  before,  it  can  only  cover  Firth's  pre- 
cise mode  of  uniting  the  cake-pans  in  a  cluster  to  the  plate  by 
the  donble-seam  joint.  {Railway  Co.  v.  SayUs,  97  TJ.  S.,  554.) 
This  is,  doubtless,  true ;  and  the  defendant  would  not  be  liable 
of  his  mode  was  left  to  the  orators,  who  own  the  patent.  His 
mode  is  the  use  of  the  double-seam  joint  there.  The  defend- 
ant has  not  left  that  but  has  taken  it.  His  mode  of  using  it 
has  been  changed,  and,  perhaps,  improved  upon,  and  that  im- 
provement has  been  patented,  and,  perhaps,  properly  patented, 
but  that  gives  no  right  to  what  was  before  patented. 

Let  there  be  a  decree  for  the  orators,  for  an  injunction  and 
an  account,  with  costs. 


George  H.  Fletcher,  for  the  plaintiffs. 
C.  R.  lngereoll,  for  the  defendant. 


Francis  A.  Fogg  vs.  Clinton  B.  Fisk. 

Where,  at  the  time  a  suit  is  removed  from  a  State  Court  of  New  York,  into  this 
Court,  by  the  defendant,  under  the  Act  of  March  3d, '1875,  (18  U.  8.  Stat,  at 
Large,  470,)  his  examination  under  the  Code  of  Civil  Procedure  of  New  York, 
as  a  witness,  at  the  instance  of  the  plaintiff,  before  trial,  is  pending,  nnder  an 
order  of  the  State  Court,  the  plaintiff  has  a  right  to  proceed  with  the  examina- 
tion pursuant  to  the  order. 

< Before  Wallacr,  J.,  Southern  District  of  New  York,  January  25th,  1884.) 
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Wallace,  J.  At  the  time  this  suit  was  removed  from  the 
State  Court  by  the  defendant,  his  examination  as  a  witness 
was  pending,  under  an  order  of  that  Court  directing  him  to 
appear  and  be  examined  before  the  trial,  as  a  witness,  at  the 
instance  of  the  plaintifE.  By  the  Code  of  Civil  Procedure  of 
this  State,  (§  881,)  a  deposition  thus  taken  may  be  read  in  evi- 
dence by  either  party  at  the  trial  of  the  action,  and  also  in  any 
other  action  brought  between  the  same  parties,  or  between  par- 
ties claiming  under  them  or  either  of  them,  and  has  the  same 
effect  as  though  the  party  were  orally  examined  as  a  witness, 
upon  the  trial.    (§  883.) 

The  plaintiff  now  moves  for  leave  to  proceed  with  the  ex- 
amination of  the  defendant  pursuant  to  that  order,  and  the 
defendant  resists  the  application,  upon  the  ground  that  the 
examination  of  a  party,  before  the  trial,  as  a  witness  for 
the  adverse  party,  is  not  permitted  by  the  practice  of  this 
Court. 

It  is  well  settled  in  this  Circuit,  that  §  914  of  the  Revised 
Statutes,  for  conforming  the  practice  of  the  Federal  Courts, 
in  suits  at  common  law,  as  near  as  may  be,  to  that  of  the  State 
Courts,  does  not  apply  to  the  taking  of  testimony,  because  the 
statutes  of  Congress  cover  the  whole  subject,  and  these  stat- 
utes not  only  do  not  provide  for  the  examination  of  a  party 
as  a  witness  for  the  adverse  party,  before  the  trial,  in  actions 
at  law,  but  do  not  permit  evidence  thus  obtained  to  be  used 
upon  the  trial,  as  a  substitute  for  the  oral  examination  of  the 
witness.  ( U.  S.  Rev.  Stat.y  §  861 ;  Beardsley  v.  Littell,  14 
Blatchf.  G.  0.  B.y  102 ;  United  States  v.  Pings,  4  Fed.  Rep.9 
714.)  If,  therefore,  this  were  an  action  originally  brought  in 
this  Court,  the  plaintiff  should  not  be  permitted  to.  proceed 
with  the-  examination  of  the  defendant.  But  the  removal  Act 
of  March  3d,  1875,  (18  V.  S.  Stat,  at  Large,  470,)  carefully 
saves  to  both  parties  the  benefit  of  all  proceedings  taken  in  the 
action  prior  to  its  removal  from  the  State  Court.  Section  4 
declares,  that,  when  any  suit  is  removed  from  a  State  Court 
to  a  Circuit  Court  of  the  United  States,  "all  injunctions, 
orders  and   other  proceedings  had  in  such  suit  prior  to  its 
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removal  shall  remain  in  full  force  and  effect  until  dissolved  or 
modified  by  the  Court  to  which  such  suit  shall  be  removed," 
By  force  of  this  provision,  the  plaintiff  is  entitled  to  proceed 
with  the  defendant's  examination,  unless  for  some  substantial 
reason  the  revisory  power  of  this  Court  should  be  exercised  to 
deprive  him  of  the  benefit  of  the  order  he  has  obtained  and 
the  proceeding  he  has  instituted.     It  lies  with  the  defendant, 
therefore,  to  present  some  controlling  reason,  to  the  judicial 
discretion,  for  denying  to  the  plaintiff  the  right  which  he  had 
secured,  and  of  which  he  could  not  be  deprived  except  by 
a  removal  of  the  suit.    That  both  parties  have  deemed  this 
proceeding  an  important  one  is  obvious  from  the  tenacity 
with  which  the  right  to  pursue  it  has  been   contested.     It 
appears  by  the  record  and  moving  papers,  that  the  defend- 
ant has  been  defeated  in  efforts  to  vacate  the  order  for  his 
examination,  by  the  Supreme  Court  at  special  term  and  at 
general  term,  and  by  the  Court  of  Appeals,  and  that,  although, 
for  a  period  of  eighteen  months,  he  was  willing  to  submit  his 
rights  to  the  State  Courts,  he  invoked  the  jurisdiction  of  this 
Court  when  there  was  no  other  resource  left  by  which  he 
could  escape  an  examination.     Certainly,  there  are  no  equities 
which  should  induce  this  Court  to  deprive  the  plaintiff  of 
the  fruits  of  his  long  struggle.     If  the  examination  of  the 
defendant  could  subserve  no  useful  purpose  to  the  plaintiff, 
undoubtedly,  the  defendant   should  not  be  subjected  to  it, 
or  be  put  to  the  annoyance  or  inconvenience  which  it  might 
entail  upon  him.     But,  although  the  defendant's  testimony, 
when  obtained,  may  not  be  of  service  to  the  plaintiff  to 
the  full  extent  it  would   be  in   the  State  Courts,  it  may, 
nevertheless,  be  of  some  value,      if  it  cannot  be  used  on 
the  trial  of  this  action,  as  a  substitute  for  the  oral  exam- 
ination of  the  defendant,  it  can  be  as  the  declarations  of  a 
party ;  and  it  can  also  be  used  in  other  suits  in  the  Courts 
of  this  State,  between  the  same  parties  or  their  privies,  pur- 
suant to  §  881  of  the  Code.     There  seems  to  be  no  reason, 
therefore,  for  dissolving  or  modifying  the  order  of  the  State 
Court,  or  for  denying  to  the  plaintiff  the    benefit  of  the 


32  VERMONT, 


The  Vermont  Farm  Machine  Company  v.  Marble. 


proceeding  which  was  pending  when  the  defendant  removed 
the  suit. 

The  motion  is  granted. 


John  H.  Doe  PassoSy  for  the  plaintiff. 
Wheeler  H.  Peckham,  for  the  defendant. 


The  Vermont  Farm  Machine  Company,   Benjamin  B. 

PSENTTOE   AND   SAMUEL   HiLL 
V8. 

E.  M.  Marble,  Commissioneu  of  Patents.    In  Equity. 

A  patent  may  be  granted  to  an  inventor  for  an  invention,  although  it  was  de- 
scribed, but  not  claimed,  in  a  prior  patent  granted  to  faim  by  the  United 
States,  where  prior  public  use  is  not  shown. 

(Before  Wheeler,  J.,  Vermont,  January  28th,  1884.) 

Wheeler,  J.  The  orators,  on  the  30th  of  March,  1880, 
filed  an  application  for  a  patent  for  improvements  in  milk-set- 
ting  apparatus,  consisting,  as  finally  amended,  of  nine  claims, 
the  last  five  of  which  have  been  allowed ;  the  first  four  have 
been  refused  because  described,  although  not  claimed,'  in  a 
prior  patent  to  the  same  inventors,  No.  207,738,  dated  Sep- 
tember 3d,  1878.  Prior  public  use  to  bar  the  patent  is  denied 
on  oath  by  the  applicants  and  is  not  shown.  The  refusal  rests 
solely,  apparently,  on  the  prior  description,  and  James  v. 
Campbell,  (104  U.  S.,  356.)  What  is  said  in  that  case,  taken  at 
large,  would  seem  to  show  that  a  patent  could  not  be  granted 
for  an  invention  described  in  a  former  patent  to  the  same  in- 
ventor.   What  was  so  spoken  of  there  had  been  not  only  de- 
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scribed  bat  patented  in  the  former  patent.  What  was  said  is 
to  be  understood  by  reference  to  what  it  was  spoken  of.  That 
part  of  that  case  relied  npon  in  this  rejection  is  where  it  is 
said,  (p.  382 :)  "  It  is  hardly  necessary  to  remark,  that  the 
patentee  conld  not  include  in  a  subsequent  patent  any  inven- 
tion embraced  or  described  in  a  prior  one  granted  to  himself, 
any  more  than  he  could  an  invention  embraced  or  described 
in  a  prior  patent  granted  to  a  third  person,  indeed,  not  so 
well ;  because  he  might  get  a  patent  for  an  invention  before 
patented  to  a  third  person  in  this  country,  if  he  could  show 
that  he  was  the  first  and  original  inventor,  and  if  he  should 
have  an  interference  declared."  The  latter  part  of  this  ex- 
tract relates  to  the  same  subject  as  the  former  part.  It  ex- 
pressly refers  to  patented  inventions  by  others  ;  and  seems  to 
show  that  patented  inventions  by  the  6arae  inventor  were  in- 
tended when  inventions  "  embraced  or  described  "  in  his  prior 
patent  were  referred  to. 

The  statute  does  not  make  prior  description  in  a  patent  a 
bar,  but  being  "  patented."  (Seat.  4,886,  4,8S7,  4,920.)  The 
Court  appears  to  have  merely  referred  to  the  plain  effect  of 
these  statute  provisions.  In  Battin  v.  Taggert,  (17  Ilow.9  74,) 
it  appears  to  have  been  expressly  adjudged,  upon  the  same 
statute  provisions  as  are  in  force  now,  that  an  inventor 
might  have  a  patent  for  an  invention  described  in  a  prior  pat- 
ent to  himself.  The  same  seems  to  have  been  decided  in 
Graham  v.  McCormick,  (11  Fed.  Hep.,  859,)  on  full  argument 
and  much  consideration.  According  to  the  terms  of  the  stat- 
utes, the  orators  seem  to  be  entitled  to  the  patent  for  these 
claims.  There  does  not  appear  to  be  any  settled  construction 
to  control  otherwise. 

Let  there  be  a  decree  for  the  applicants,  adjudging  that 
they  are  entitled  to  receive  a  patent  for  the  invention  covered 
by  these  first  four  claims  of  their  application. 

William  E.  Simonds  and  Kittoredge  Raskins,  for  the 
plaintiffs. 

Vol.  X2H.— 8 
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The  Time  Telegraph  Company 

VS. 

Julian  E.  Carey  and  others.    In  Equity. 

H.,  the  inventor,  haying  assigned  his  patent  to  T.,  and,  while  in  the  employ  qT 
T.,  ordered  certain  machinery  to  be  made  as  covered  by  the  patent,  ^wfripji  XL 
introduced  to  the  public,  left  the  employ  of  T.,  and  procured  like  mapbkierT 
to  be  made  for  himself,  and,  with  the  aid  of  C,  who  knew  the  facts,  began  to 
sell  such  machinery  in  competition  with  T. :  Held,  that,  on  a  motion  by  T?,  for 
a  preliminary  injunction  to  restrain  H.  and  C,  they  could  not  contest  tfis  rsj- 
lidity  of  the  patent  or  deny  that  it  covered  such  machinery.  \ 

(Before  Wallace,  J.,  Southern  District  of  New  York,  January  80th,  1884.) 

Wallace,  J..  The  peculiar  facts  of  this  case  authorize  the 
granting  of  a  preliminary  injunction  as  to  some  of  the  defend- 
ants, although  the  complainant's  patent  is  of  recetit  date  and 
has  never  been  adjudicated. 

The  defendant  Hammer  was  the  inventor,  and  assignor  to 
the  complainant,  of  the  improvement  in  electric  clocks  de- 
scribed and  claimed  in  the  letters  patent  of  the  complainant. 
While  he  was  in  the  employ  of  the  complainant,  as  its  super- 
intendent, he  ordered  certain  clock  mechanism  to  be  made^ 
which  was  identical  in  parts  and  arrangement  with  that  now 
sought  to  be  enjoined,  representing  it  to  be  one  of  the  modifi- 
cations of  the  invention  secured  by  the  patent.  Special  tool* 
and  dies  were  obtained  to  construct  this  mechanism,  and  the 
complainant's  officers,  assuming  that  the  complainant  was  pro- 
tected by  the  patent,  have  embodied  this  mechanism  in  their 
clocks,  and  introduced  them  to  the  public.  After  Himmer 
left  the  complainant's  employ,  he  induced  the  manufacturers 
who  were  then  making  this  clock  mechanism  for  the  com* 
plainant  to  supply  him  with  the  various  parts  sufficient  to 
make  a  number  of  complete  clocks.    These  have  been  put  to- 
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gether  by  him,  (or  his  wife,  in  whose  name  the  clock  making 
business  is  carried  on,)  and,  through  the  agency  of  the  de- 
fendant Carey,  who  seems  to  have  been  cognizant  of  all  the 
facts,  and  to  be  the  principal  promoter  of  the  transaction,  are 
now  being  introduced  to  the  public,  in  competition  with  the 
complainant's  clocks. 

Upon  these  facts,  Himmer  is  estopped,  for  the  purposes 
of  a  motion  like  this,  from  contesting  the  validity  of  the 
patent,  or  denying  that  the  clock  mechanism  he  employs  is 
covered  by  the  claims  of  the  patent.  He  cannot  be  heard 
to  assert  either  of  these  defences,  after  inducing  the  com- 
plainant to  acquire  the  patent,  and  engage  in  making  and 
Belling  clocks  under  it,  such  as  he  now  undertakes  to  make 
and  vend. 

Carey  occupies  no  better  position  than  Himmer  does. 
He  is  Himmer's  alter  ego  in  the  scheme  of  pirating  the  com- 
plainant's rights.  His  general  denial  of  community  of  in- 
terest with  Himmer  goes  for  nothing,  in  view  of  the  facts 
and  circumstances  which  are  set  forth  in  the  complainant's 
affidavits,  and  which  are  sufficient  to  call  upon  him  for  a  full 
and  explicit  disclosure  of  his  relations  with  Himmer,  in  order 
to  exonerate  himself. 

No  case  is  made  for  an  injunction  against  the  defendants 
other  than  Himmer  and  Carey.  As  to  Himmer  and  Carey, 
an  injunction  is  granted  ;  as  to  the  other  defendants,  the  mo- 
tion is  denied. 

Roscoe  ConUing  and  B.  S.  Clark,  for  the  plaintiff. 

B.  F.  Lee,  for  the  defendants. 
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•  James  S.  Gibbs 

vs. 
Anselm  Hoefneb  and  others.    In  Equity. 

A  patent  cannot  be  declared  void  for  want  of  utility  in  the  invention,  if  that  la 

useful  in  any  degree. 
A  license,  known  a?  a  "  shop  right/'  to  operate  the  invention  at  a  specified  place, 

with  the  right  to  the  licensee  to  associate  with  him  such  party  or  parties  aa 

he  may  desire,  is  a  personal  license,  not  assignable,  and  can  be  availed  of  only 

in  the  manner  expressly  stipulated. 

(Before  Coxb,  J.,  Northern  District  of  New  York,  February  1st,  1884.) 

Coxe,  J.  The  complainant,  who  is  the  owner  of  a  three- 
fourths  interest  in  letters  patent  issued  for  an  improvement  in 
the  manufacture  of  soap,  seeks  to  recover  the  gains  and  profits 
which  have  accrued  to  the  defendant  Hoefner  by  reason  of 
his  alleged  infringement.  The  other  defendants  are  the  own- 
ers of  the  remaining  one-fourth  interest,  and  were  impleaded 
because  they  declined  to  join  with  the  complainant.  No  per- 
sonal claim  is  made  against  them.  The  patent  expired  April 
25th,  1882. 

Two  defences  are  interposed  upon  the  merits.  The  de» 
f  endant  insists,  first)  that  the  patent  is  void  for  want  of  utility ; 
second^  that  he  has  not  infringed. 

First  Was  the  invention  useful,  within  the  meaning  of 
the  statute  ?  In  order  to  answer  the  question  in  favor  of  the 
defendant,  it  must  be  determined  that  it  possessed  no  utility 
whatever.  If  it  was  useful  in  any  degree,  no  matter  how  in- 
finitesimal, the  Court  would  not  be  justified  in  declaring  the 
patent  void.  {Lowell  v.  ZewiSy  1  Mason,  182,  186  ;  Earle  v. 
Sawyer,  4  Mason,  1,  6 ;  Seymour  v.  Osborne,  11  Wall.,  516, 
549;  Wilbur  v.  Beecher,  2  Blatchf.  C.  C.  R.,  132,  137; 
Lehnbeutcr  v.  Holthaus,  105  U.  S.,  94 ;  Bell  v.  Daniels,  1 
Fisher,  372,  375 ;  Shaio  v.  Colwell  Lead  Co.,  20  Blatchf.  C. 
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a  R.,  417 ;  Wheeler  v.  Reaper  Co.,  10  Id.,  181, 189 ;  Vance 
v.  Campbell,  1  FisJter,  483,  485 ;  Simonds  on  Patents,  92, 
93 ;  Walker  on  Patents,  52,  53.)  Tested  by  this  rule,  it  can- 
not be  said  that  the  patent  was  void  for  want  of  utility. 

In  addition  to  the  presumption  arising  from  the  patent 
itself,  there  is  evidence  that  the  patented  process  worked  with 
greater  rapidity,  and  produced  a  larger  quantity  of  soap  from 
the  same  amount  of  material,  than  the  methods  formerly  used. 
One  of  the  witnesses  testifies,  that,  by  the  new  process,  the 
work  of  three  days  could  be  accomplished  in  one ;  and  the 
principal  witness  for  the  defence  admits  that  the  yield  is 
slightly  more  than  by  uthe  open  kettle  process."  If  the 
Court  were  required  to  determine,  on  this  proof,  which  of  the 
two  methods  referred  to  is  the  better,  it  is  not  improbable  that 
it  would  have  to  conclude  that  the  weight  of  evidence  is  de- 
cidedly in  favor  of  the  older  process.  But  such  is  not  the 
question.  If  the  defendant  is  right  in  his  contention  that  the 
patent  was  valueless,  and  that  no  merchantable  article  could 
be  manufactured  by  its  use,  he  will  have  little  difficulty  in 
convincing  the  master  that  the  award  of  damages  to  the  com- 
plainant should  be  characterized  by  unusual  frugality.  To 
quote  from  Walker  on  Patents,  (supra :)  "  Patents  are  never 
held  to  be  void  for  want  of  utility,  merely  because  the  things 
covered  by  them  perform  their  functions  but  poorly.  In  such 
caaes,  no  harm  results  to  the  public  from  the  exclusive  right," 
because  few  will  use  the  invention,  and  because  those  who  do 
use  it  without  permission  will  seldom  or  never  be  obliged  to 
pay  for  that  use  anything  beyond  the  small  benefit  they  may 
really  have  realized  therefrom." 

Second.  Did  the  defendant  infringe  ?  It  is  admitted,  that, 
for  several  months,  the  patented  machine  was  used  in  the  de- 
fendant's factory,  but  he  insists  that  he  had  the  right  to  use  it 
by  reason  of  his  contract  witfi  M.  B.  Sherwood,  Jr.,  and  Sher- 
wood's contract  with  the  complainant.  On  the  9th  of  June, 
1873,  the  complainant  granted  to  Sherwood  a  license,  known 
as  a  M  shop  right,"  to  operate  the  patented  process  at  Buffalo, 
and  at  all  times  to  associate  with  him  such  party  or  parties  as 
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he  might  desire.  In  June,  1878,  Sherwood,  by  a  written  in- 
strument, agreed  to  deliver  to  the  defendant  a  bill  of  sale  of  all 
the  patented  machinery,  etc.,  used  in  making  soap,  and  give 
him  the*  right  to  use  it  in  Erie  County,  so  far  as  he  had 
the  power  to  do  so.  The  consideration  was  the  sum  of 
$800,  which  the  defendant  agreed  to  pay  as  follows :  $100 
on  the  execution  of  the  instrument,  $100  in  thirty  days 
thereafter,  $200  when  the  profits  amounted  to  that  sum, 
and  the  remaining  $400  when  half  the  profits  reached  that 
amount.  It  is  unfortunate  that,  at  this  time,  the  defendant 
did  not  obtain  a  license  from  the  complainant.  He  was, 
doubtless,  misled  as  to  his  rights,  and  supposed  he  was  pur- 
chasing not  only  the  apparatus  but  the  right  to  operate  it. 
The  Court,  however,  must  construe  the  contract  according  to 
its  true  legal  import.*  Sherwood  could,  of  course,  convey  no 
more  than  he  himself  possessed.  What  he  possessed  was  a 
mere  "  shop  right "  for  Buffalo,  a  personal  license  to  use  the 
patented  process.  It  was  not  assignable,  and  gave  him  no 
right  to  authorize  others  to  use  the  process,  except  in  the 
manner  expressly  stipulated.  {Rubber  Co.  v.  Goodyear,  9 
Wall.,  788  ;  Troy  Factory  v.  Corning,  14  How.,  193  ;  Searls 
v.  Bouton,  20  Blatchf.  C  C.  R.,  426.)  After  the  agreement 
was  executed,  the  machine  and  fixtures  were  owned  by  the 
defendant.  They  were  operated  in  his  place  of  business. 
Sherwood  had  no  title  to  them.  He  was  not  a  partner  of  the 
defendant  or  associated  in  business  with  him,  in  any  legal  sense. 
His  only  interest  was  to  see  that  the  defendant  paid  him  the 
$800,  pursuant  to  the  terms  of  the  contract.  Upon  this  proof, 
I  am  constrained  to  hold  that  the  defendant  has  infringed. 

The  other  defences,  of  a  technical  character,  have  been 
carefully  examined,  but  it  is  thought  that  no  one  of  them  is 
well  founded. 

It  follows,  that  there  must  be  a  decree  for  the  complainant, 
with  a  reference  to  a  master. 

James  S.  Gibbs,  plaintiff,  in  person. 

Adelhert  Moot,  for  the  defendant  Hoefner. 
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Frederick  Vietob  and  others  vs.  Chester  A.  Arthur. 

Stockings  composed  of  either  wool  or  worsted  and  cotton,  imported  into  the 
United  States  after  the  tariff  Act  of  March  2d,  1867,  (14  IT.  8.  Stat,  at  Largt, 
669,)  went  into  effect,  were  not  subject  to  duty  under  §  2  of  that  Act,  as  man- 
ufactures, wholly  or  in  part,  of  wool  or  worsted,  bnt  were  subject  to  duty 
under  §  18  of  the  Act  of  July  14tb,  1862,  (12  /<*.,  656,)  as  "stockings." 

A  specific  description  of  an  article,  in  a  tariff  Act,  is  not  affected  by  a  general 
description  in  a  later  tariff  Act. 

(Before  Con,  J.,  Southern  District  of  New  York,  February  4th,  1884.) 

Coze,  J.  Prior  to  the  Revised  Statutes,  the  plaintiffs  im* 
ported  into  this  country  stockings  composed  of  either  wool  or 
worsted  and  cotton.  They  were  made  on  frames,  and  worn 
by  men,  women  and  children.  The  collector  assessed  them 
under  the  2d  section  of  the  Act  of  March  2d,  1867,  (14  U.  S. 
Stat,  at  Large,  559,)  which  provides  as  follows :  "  On  woolen 
cloths,  woolen  shawls,  and  ail  manufactures  of  wool  of  every 
description,  made  wholly  or  in  fart  of  wool,  not  herein  other- 
wise provided  for,  fifty  cents  per  pound,  and,  in  addition 
thereto,  thirty-five  per  cent,  ad  valorem.  On  flannels,  blank- 
ets, hats  of  wool,  knit  goods,  balmorals,  woolen  and  worsted 
yarns,  and  ail  manufactures  of  every  description  composed 
wholly  or  in  part  of  worsted,  the  hair  of  the  alpaca,  goat  or 
■other  like  animals,  except  such  as  are  composed  in  part  of  wool, 
not  otherwise  provided  for,  valued  at  not  exceeding  forty 
<sents  per  pound,"  etc.,  etc.  The  importers  insisted  that  they 
should  have  been  classified  under  section  13  of  the  Act  of 
July  14th,  1862,  (12  U.  S.  Stat,  at  Large,  556,)  which  is  as 
follows :  "  Caps,  gloves,  leggins,  mits,  socks,  stockings,  wove 
shirts  and  drawers,  and  all  similar  articles,  made  on  frames, 
of  whatever  material  composed,  worn  by  men,  women  and 
-children,  and  not  otherwise  provided  for." 

The  Supreme  Court,  having  the  provisions  of  the  Revised 
Statutes  under  consideration,  as  applicable  to  these  identical 
importations,  say,  in  Vietor  v.  Arthur,  (104  U.  S.,  498 :)   "  It 
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is  well  settled,  that,  when  Congress  has  designated  an  article- 
by  its  specific  name,  and  imposed  a  duty  on  it  by  such  name> 
general  terms  in  a  later  Act,  or  other  parts  of  the  same 
Act,  although  sufficiently  broad  to  comprehend  such  article, 
are  not  applicable  to  it.  *  *  *  It  is  conceded  that  stock- 
ings made  on  frames  have  been  dutiable  eo  nomine  since 
1842,  and  by  four  different  enactments." 

Here,  then,  is  a  general  and  long  recognized  rule  of  statu- 
tory construction,  applicable  to  the  law  as  it  existed  both  be- 
fore and  after  the  revision,  and  as  applicable  to  the  case  at 
bar  as  to  the  case  the  Supreme  Court  were  considering- 
Tested  by  it,  the  position  of  the  plaintiffs  seems  well  taken. 
They  imported  u  stockings  made  on  frames,  worn  by  men, 
women  and  children."  It  would  be  difficult  to  employ  lan- 
guage more  correctly  describing  the  articles — the  duty  being- 
imposed  without  reference  to  the  material. 

But,  it  is  asserted  that  the  general  language  of  the  Act 
of  1867,  viz.,  "manufactures  of  wool  of  every  description," 
and  "  knit  goods,  *  *  *  composed  wholly  or  in  part  of 
worsted,"  repealed  the  provisions  quoted  from  the  Act  of 
1862.  That  it  does  not  do  this  expressly  is  admitted,  but 
it  is  argued  that  it  operates  as  a  repeal  by  implication. 

The  Act  of  1867  was,  to  use  the  language  of  the  defend- 
ant's brief,  "  intended  to  be  a  complete  and  exhaustive  re- 
vision of  the  tariff,  so  far  as  it  related  to  wool  and  articles 
containing  wool."  It  certainly  was  very  comprehensive,  spe- 
cific and  minute  in  its  classifications.  That,  in  such  an  Act, 
where  "  buttons,"  "  head  nets,"  and  uhats  of  wool,"  were  not 
forgotten,  no  mention  should  have  been  made  of  "  stockings 
made  on  frames,"  or  the  Acts  which,  for  many  years,  im- 
posed a  duty  upon  them  by  that  name,  is,  indeed,  signifi- 
cant. 

Within  the  rule  just  quoted  from  the  Supreme  Court,  the- 
specific  description  in  the  Act  of  1862  was  not  affected  by 
the  general  description  in  the  Act  of  1867.  When  the  col- 
lector turned  to  the  former  Act,  he  found  precisely  what  the 
law  requires  him  to  search  for  in  the  first  instance — a  partib- 
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alar  description  of  the  imported  articles.    There  was  no  need 
to  examine  farther.    His  duty  was  done. 
The  motion  for  a  new  trial  is  denied. 

Stephen  G.  Clarke,  for  the  plaintiffs. 

Elihu  Boot,  (District  Attorney,)  and  Samuel  B.  Clarke f 
(Assistant  District  Attorney,)  for  the  defendant. 


Emil  Orlbermakk  and  others  vs.  Edwin  A.  Mesbitt. 

A  merchant  appraiser,  acting  in  the  re-appraisement  of  goods,  who,  after  hay- 
ing taken  an  oath  to  diligently  examine  the  goods,  reports  their  dutiable 
value,  cannot  he  allowed  to  testify,  as  a  witness,  that  he  did  not  so  examine 
the  goods,  on  the  trial  of  a  suit  hrought  against  the  collector,  to  recover  hack 
duties  paid  on  a  valuation  made  as  the  result  of  such  re-appraisement.  Such 
testimony  is  against  public  policy. 

(Before  Shzfman  and  Coxb,  JJ.,  Southern  District  of  New  York,  February  4th» 
1884.) 

Coxe,  J.  On  the  29th  of  June,  1879,  the  plaintiffs  im- 
ported from  Germany  thirty-four  cases  of  silk  and  cotton 
velvet,  in  two  invoices,  containing  ten  and  twenty-four  cases, 
respectively.  The  collector  designated  two  cases  from  the 
former  and  three  from  the  latter  invoice,  and  they  were  sent 
to  the  public  store  for  examination.  The  appraiser  advanced 
the  entered  value  more  than  ten  per  cent.  The  plaintiffs, 
thereupon,  gave  notice  of  dissatisfaction,  under  section  2,930 
of  the  Revised  Statutep.  The  collector  selected  a  merchant 
appraiser  to  be  associated  with  one  of  the  general  appraisers, 
for  the  purpose  of  instituting  a  re-examination  of  the  mer- 
chandise, as  provided  by  law.  Before  entering  upon  his  du- 
ties, the  merchant  appraiser  took  the  following  oath :  *•  I,  the 
undersigned,  appointed  by  the  collector  of  the  district  of  New 
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York  to  appraise  a  lot  of  silk  and  cotton  velvets  *  *  *  do 
hereby  solemnly  swear,  diligently  and  faithfully  to  examine 
and  inspect  said  lot  of  silk  and  cotton  velvets,  and  truly  to  re- 
port, to  the  best  of  my  knowledge  and  belief,  the  actual  mar- 
ket value,  or  wholesale  price  thereof,  at  the  period  of  the 
exportation  of  the  *ame  to  the  United  States,  in  the  principal 
markets  of  the  country  from  which  the  same  was  exported 
into  the  United  States,  in  conformity  with  the  provisions  of - 
the  several  Acts  of  Congress  providing  for  and  regulating  the 
appraisement  of  imported  merchandise.  So  help  me  God." 
Subsequently,  he  made  two  reports,  in  which,  after  having 
stated  that  he  had  examined  the  .velvets  with  the  general  ap- 
praiser, he  certified  that  the  actual  market  value  or  wholesale 
price  of  the  goods  was  correctly  stated  in  the  itemized  sched- 
ules which  followed.  The  aggregate  of  his  advance  over  the 
entered  value  was  9J  per  cent.  The  general  appraiser  also 
made  reports  advancing  the  goods  lY-j^  per  cent.  There  be- 
ing a  disagreement,  the  collector  adopted  the  latter  report, 
and  levied  the  additional  duty  and  penalty,  as  required  by 
law. 

The  plaintiffs  insist  that  the  re-appraisal  was  invalid  be- 
<*ause  the  merchant  appraiser  did  not  diligently  and  faithfully 
inspect  the  goods.  The  cause  was  tried  at  the  February  Cir- 
cuit, 1883,  and  resulted  in  a  verdict  for  the  plaintiffs.  The 
defendant  now  moves  for  a  new  trial  Upon  the  trial,  a  for- 
mer decision  by  Judge  Shipman  was  relied  upon,  as  support- 
ing the  proposition  that  an  appraiser  might  be  called  to 
impeach  his  own  award.  Although,  in  that  case,  (Passavant 
v.  The  Collector})  the  merchant  appraiser  was  permitted  to 
testify,  the  Court  did  not  have  before  it,  or  attempt  to  decide, 
the  question  now  presented  for  consideration.  That  question 
is :  Was  the  merchant  appraiser  a  competent  witness  to  prove 
his  own  neglect  of  duty  ?  Although  the  counsel  for  the  de- 
fendant might  have  made  their  objections  more  definite,  we 
are  of  the  opinion  that  the  exceptions  to  the  admission  of  evi- 
dence, and  to  the  refusal  of  the  Court  to  direct  a  verdict,  fairly 
entitle  them  to  present  this  question  here.    {Randall  v.  B.  <& 
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O.  R.  R.  Co.,  109  U.  S.,  478 ;  Gordon  v.  Butler,  105  U.  8., 
553.) 

Stripped  of  all  disguise,  the  effort,  on  the  part  of  the 
plaintiffs,  was  to  induce  the  merchant  appraiser  to  testify  that 
he  had  not  done  what  the  law  required  him  to  do.  In  this 
they  were  partially  successful.  If  they  had  not  been,  no 
question,  upon  any  theory,  could  have  been  presented  to  the 
jury.  In  other  words,  the  only  evidence  of  which  to  predicate 
illegality  in  the  appraisement  came  from  the  lips  of  a  man 
who  took  an  oath  that  he  would  act  legally,  and  subsequently 
certified,  over  his  own  signature,  that  he  had  done  so.  Should 
this  evidence  have  been  received  ? 

Appraisers  occupy  the  position  of  quasi  judicial  officers. 
They  have  been  aptly  described  as  "legislative  referees." 
(Tappan  v.  United  States,  2  Mason,  393,  406 ;  Harris  v. 
Robinson^  4  How.,  336.)  The  merchant  appraiser  is  presumed 
to  be,  and  in  fact  is,  the  special  representative  of  the  importer, 
and  quite  naturally,  as  was  demonstrated  by  the  evidence  in 
this  case,  is  somewhat  biased  against  the  Government.  The 
examination  which  he  is  required  to  make  may  take  place 
when  he  is  entirely  alone.  Its  extent  is  largely  in  his  discre- 
tion. What  he  says  of  it  and  its  sufficiency  no  one  can  con- 
tradict. The  Government,  if  he  is  permitted  to  testify,  is  left 
remediless,  and  wholly  at  his  mercy.  Thus  may  the  solemn 
and  definitive  conclusion  of  the  tribunal  to  which  Congress 
has  assigned  the  duty  of  placing  a  value  upon  imported  mer- 
chandise be  attacked  in  a  collateral  proceeding,  and  swept 
away,  upon  the  testimony  of  a  negligent,  forgetful  or  dis- 
honest appraiser.  The  result,  too,  is  infinitely  more  disas- 
trous than  in  ordinary  actions  where  verdicts  and  decisions 
are  set  aside  and  new  trials  ordered.  No  better  illustration 
could  be  furnished  than  the  verdict  in  this  case.  The  evi- 
dence was  overwhelming  and  hardly  disputed,  that  the  goods 
were  undervalued.  The  merchant  appraiser  admitted  this. 
The  inference  to  be  drawn  from  his  testimony  is,  that,  being 
compelled  to  advance  the  value,  his  sole  anxiety  was  to  re- 
lieve the  importer  from  the  penalty.    Hence  his  valuation  at 
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94  per  cent,  advance.  Notwithstanding  this,  the  Government 
loses  the  penalty  not  only,  but  also  the  duty,  which,  upon  the 
proof,  was  clearly  due.  Manifestly,  the  rules  of  evidence 
should  not  be  relaxed  to  produce  a  result  so  inequitable. 
To  permit  the  awards  of  this  important  legislative  tribunal 
to  be  overthrown  upon  the  assertion  of  one  of  its  members* 
made  years  afterwards,  is,  we  think,  clearly  against  public 
policy.  To  hold  otherwise,  would  be,  in  effect,  to  allow  the 
witness  to  deny  his  oath,  and  stultify  himself,  by  an  impeach- 
ment of  his  own  finding — to  contradict  a  record  by  specula- 
tive and  fallible  testimony.  In  short,  it  would  set  a  pre- 
mium upon  incompetency,  inaccuracy  and  fraud.  We  do  not 
intend  to  intimate  that  the  evidence  in  the  case  at  bar  estab- 
lishes more  than  forgetfulness,  or,  perhaps,  carelessness,  on 
the  part  of  the  merchant  appraiser.  The  mischief  is  in  es- 
tablishing a  rule  under  which  ample  opportunity  is  given 
for  a  complete  reversal  of  the  aphorism — "  Corruption  wine 
not  more  than  honesty." 

We  have  been  referred  to  no  case,  and  are  quite  confident 
none  can  be  found,  where  this  precise  question  has  been  de- 
cided. The  weight  of  authority  upon  analagous  questions, 
however,  having  reference  to  jurors,  referees,  arbitrators  and 
commissioners,  sustains  the  position  here  taken.  Every  ob- 
jection to  them  applies  with  equal  or  greater  force  to  an  ap- 
praiser. 

What  are  the  arguments  against  the  admissibility  of  this 
testimony  ?  It  permits,  it  is  said,  a  solemn  record  to  be  at- 
tacked by  parol  evidence,  and  that,  too,  in  a  collateral  pro- 
ceeding. It  permits  a  witness  whose  memory  is  clouded  and 
confused  by  a  thousand  intervening  events  to  dispute  the 
rectitude  of  a  finding  made  when  all  was  fresh  and  clear  be- 
fore him.  It  promotes  litigation.  It  encourages  bribery, 
trickery  and  fraud.  These  are  some  of  the  reasons;  and 
which  one  of  them  does  not  apply  to  an  appraiser?  If  a  judi- 
cial officer  or  a  juror  may  not  testify  to  misbehavior  on  his 
part ;  if  appraisers  of  canal  damages,  or  commissioners  under 
State  law,  cannot  be  heard  to  say  that  they  did  not  sufficiently 
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view  or  examine  the  land  alleged  to  be  damaged ;  if  an  arbi- 
trator cannot  impeach  his  own  award ;  we  fail  to  find  any 
reason,  founded  upon  authority,  why  the  evidence  here  should 
stand* 

As  the  conclusion  reached  upon  this  branch  of  the  case 
necessitates  a  new  trial,  it  will  not  be  necessary  to  consider 
the  other  propositions  argued.  It  may  be  said,  however,  with 
great  plausibility,  in  view  of  all  the  testimony  in  the  case,  and 
particularly  that  of  the  Government  appraiser,  refreshed  as  it 
was  by  stenographic  notes  taken  at  the  time,  showing  the 
nature  of  the  examination  and  the  part  taken  by  the  merchant 
appraiser,  that  the  verdict  should  be  set  aside  as  against  the 
weight  of  evidence,  it  being  established,  by  a  great  prepon- 
derance of  testimony,  that  every  requirement  of  law  was  care- 
fully obeyed. 

A  new  trial  is  ordered. 

Shifman,  J.,  concurs. 

D.  E.  Chamberlain  and  Eugene  H.  Lewis,  for  the  plaint- 
iffs. 

Elihu  Boot,  {District  Attorney  J)  and  Samuel  B.  Clarke, 
{Assistant  District  Attorney,)  for  the  defendant 


Francis  Mtjnson 

vs. 

The  Mayor,  &a,  of  New  York.    In  Equity. 

In  a  rait  against  a  municipal  corporation,  founded  on  a  patent  for  a  register 
for  preserving  paid  bonds  and  coupons,  it  was  enjoined  from  using  the  pat- 
ent In  the  final  decree,  nominal  profits  and  damages,  and  a  6mall  balance 
of  costs,  were  adjudged  to  the  plaintiff.    A  motion  by  the  defendant  to  sua- 


46  SOUTHERN  DISTRICT  OF  NEW  YORK, 

Munson  v.  The  Mayor,  Ac.,  of  New  York. 

pend  the  injunction  during  the  pendency  of  an  appeal  from  the  final  decree) 
was  denied. 

(Before  Whzilir,  J.,  Southern  District  of  New  York,  February  4th,  1884.) 

Wheelkb,  J.  This  cause  has  now  been  heard  on  a  motion 
to  suspend  the  injunction  heretofore  granted,  (18  Blatchf.  C. 
C.  H.j  237,)  during  the  pendency  of  an  appeal  from  the  final 
decree  awarding  to  the  orator  a  merely  nominal  sum  for  prof- 
its and  damages  and  a  small  balance  of  costs  of  the  suit.  After 
a  decree  on  final  hearing  establishing  an  exclusive  right,  and 
awarding  an  injunction  to  protect  the  right,  the  injunction  is 
not  suspended  unless  some  extraordinary  cause  is  shown  to  ex- 
ist outside  the  rights  of  the  parties  established  by  the  de- 
cree. (Potter  v.  M ack,  3  Fisher's  Pat.  Cos.,  428 ;  Brown  v. 
Deere,  6  Fed.  IZep.,  487.)  This  patent  is  for  a  register  for 
preserving,  for  safety  and  convenience  of  reference,  paid 
bonds  and  coupons.  The  defendant  used  the  patented  register 
for  this  purpose  as  any  corporation,  partnership,  or  individual 
issuing  and  redeeming  coupon  bonds  would.  The  use  by  the 
defendant  is  not  public  any  more  than  such  use  would  be,  nor 
any  more  than  any  business  transaction  of  the  city  is.  The 
city  is  a  public  municipal  corporation,  and  a  large  part  of  the 
public  have  a  pecuniary  interest  in  its  financial  transactions  of 
all  kinds ;  and  this  is  all  the  interest  of  the  public  in  this  ques- 
tion. It  does  not  affect  the  convenience,  enjoyment,  or  busi- 
ness of  the  individuals  composing  the  public,  at  all.  It  touches 
only  the  convenience  of  the  officers  whose  duty  it  is  to  pre- 
serve safely,  and  refer  to  when  necessary,  the  bonds  and  cou- 
pons. On  the  accounting,  it  was  insisted,  on  behalf  of  the 
defendant,  that  this  convenience  was  of  no  value  or  benefit, 
and  with  such  success  that  a  decree  has  been  entered  to  that 
effect.  It  does  not  now  seem  to  be  equitable  and  just,  in  view 
of  that  result,  to  allow  that  a  deprivation  of  that  convenience 
is  too  grievous  to  be  borne.  The  orator,  as  the  case  now 
stands,  is  entitled  to  the  exclusive  use  of  his  patented  inven- 
tion. If  the  injunction  should  be  suspended  during  the  appeal, 
and  the  decree  be  affirmed,  the  orator  would  be  left  to  another 
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accounting,  either  in  a  new  suit,  or  under  some  order  in  this 
one,  which,  if  it  should  follow  the  former  result,  would  be 
much  worse  than  fruitless.  The  appeal  really  involves  noth- 
ing, so  far,  but  the  costs  of  suit.  There  seems  to  be  no  reason 
why  the  orator's  right  to  his  monopoly  should  not  be  protected 
in  the  usual  modes ;  in  fact  it  does  not  appear  that  they  can 
be  fully  protected  but  by  this  injunction.  The  motion  cannot, 
therefore,  justly  be  sustained. 

Motion  denied. 


Royal  S.  Crane,  for  the  plaintiff. 
Frederic  H.  BetU,  for  the  defendant. 


J.  McGregor  Adams 

vs. 

John  W.  Howard  aito  David  K.  Morse.    In  Equity. 

Where  a  patent  expiree  during  the  pendency  of  a  suit  in  equity  brought  for  Its 
infringement,  an  accounting  will  be  ordered,  if  the  plaintiff  establishes  his 
cause  of  action,  although  no  injunction  can  be  granted. 

In  a  suit  in  equity  for  the  infringement  of  two  patents,  the  plaintiff  had  a  de- 
cree on  only  one,  having  failed  to  establish  infringement  of  the  other.  The 
Court  did  not  award  costs  to  either  party. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  February  6th,  1884.) 

This  suit  was  founded  on  two  patents.  Infringement  of 
only  one  of  them  was  established.  It  expired  during  the  pen- 
dency of  the  suit. 

Frederic  E.  JBetts,  for  the  plaintiff. 

James  A.  Whitney,  for  the  defendants. 
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Wallace,  J.  No  doubt  is  entertained  of  the  propriety  of 
decreeing  an  accounting,  although  the  patent  has  expired  since 
the  commencement  of  the  suit,  and  although  for  that  reason 
there  should  not  be  an  injunction.  The  jurisdiction  of  a 
Court  of  equity  having  been  legitimately  invoked. by  the  com- 
plainant, he  will  not  be  sent  away  without  redress,  merely  be- 
cause all  the  redress  to  which  he  was  originally  entitled  cannot 
now  be  awarded  to  him.  Under  such  circumstances,  the 
Court  will  retain  the  cause  in  order  to  completely  determine 
the  controversy,    {Gottfried  v.  Moerlein,  14  Fed.  Hep.,  170.) 

Inasmuch  as  the  complainant  has  united  two  distinct 
causes  of  action  in  his  bill,  and,  upon  his  allegation  that  the 
defendants'  lanterns  infringed  both  of  the  letters  patent,  has 
compelled  the  defendants  to  litigate  both,  and  as  to  one  of 
these  causes  of  action  the  defendants  have  prevailed,  neither 
party  should  recover  costs  as  against  the  other.  (Strickland 
v.  Strickland,  3  Beav.,  242 ;  Crippen  v.  Hctrmance,  9  Paige, 
"211 ;  El  felt  v.  Steinhart,  6  Sawyer,  480.) 

A  decree  is  ordered  for  the  complainant,  in  conformity 
with  this  opinion.  * 


The  Memphis  and  Little  Book  Railroad  Company 

vs. 
Robert  E.  Dow  and  others.    In  Equity. 

On  the  foreclosure  of  a  mortgage  on  the  property  and  franchises  of  a  railroad 
corporation  created  by  Arkansas,  the  trustees  under  the  mortgage  purchased 
the  property,  on  the  sale,  for  the  benefit  of  the  bondholders.  A  new  corpora- 
tion was  organized,  its  stock  was  issued  to  such  bondholders,  for  unpaid  in- 
terest on  their  bonds,  and  they  received  for  their  old  bonds  new  bonds  issued 
under  a  new  mortgage  on  the  property.  The  stock  passed  into  new 
hands,  and  its  holders,  acquiring  oontrol  of  the  corporation,  brought  this  suit 
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in  its  name  to  set  aside  the  new  mortgage,  as  ultra  vires  and  in  violation  of 

the  Constitution  of  Arkansas :  Held, 
(1.)  The  new  mortgage  was  given  for  property  actually  received,  and  the  new 

bonds  were  the  consideration  of  the  conveyance  of  the  property  to  the  new 

corporation ; 
(i.)  The  vendors  were  the  old  bondholders,  and  the  vendee  was  the  new  corpo- 
ration; 
(8.)  The  latter,  on  purchasing  the  property,  could  mortgage  it  to  secure  the 

purchase  money : 
(4.)  The  corporation  could  not  be  allowed  to  retain  the  property  and  not  pay 

the  purchase  price; 
(5.)  The  bondholders  would  be  entitled  to  protection,  as  having  a  vendor's. 

lien. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  February  11th,  1884.) 

Wallace,  J.  The  complainant's  bill  is  filed  against  the 
trustees  and  holders  of  the  mortgage  bonds  of  the  complainant 
for  $2,600,000,  and  the  mortgage  upon  its  corporate  franchises 
and  property  for  securing  the  same,  executed  May  2d,  1877, 
seeking  to  annul  the  bonds  and  mortgage,  upon  the  ground 
that  they  were  issued  and  executed  by  the  complainant  with- 
out corporate  power  in  that  behalf. 

A  brief  statement  of  the  facts  relating  to  the  creation  of  the- 
mortgage  bonds,  their  origin,  consideration  and  purpose,  will 
serve  to  present  the  legal  questions  involved.  The  complain- 
ant, created  under  a  special  Act  of  the  legislature  of  Arkansas, 
is  a  re-organized  corporation,  which  has  succeeded  to  the  prop- 
erty and  franchises  of  a  former  corporation  of  the  same  name, 
under  the  foreclosure  of  a  mortgage  of  that  corporation  and  a 
conveyance  under  the  decree  of  foreclosure.  By  the  terms  of 
that  mortgage,  and  by  the  provisions  of  the  decree  of  fore- 
closure in  conformity  therewith,  it  was  provided,  that,  if  the 
trustees  named  in  the  mortgage  should  be  requested  so  to  do 
by  a  majority  of  the  holders  of  the  bonds  secured  thereby, 
they  might  purchase  the  property,  and  in  that  case  no  bond- 
holder should  have  any  claim  to  the  premises  or  the  proceeds 
thereof  except  for  his  pro  rata  share,  as  represented  in  a  new 
corporation  or  company,  to  be  formed  by  a  majority  in  inter- 
est of  said  bondholders,  for  the  use  and  benefit  of  the  holders 
Vol.  XXH.— 4 
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of  the  mortgage  bonds.  The  trustees  purchased  at  the  sale, 
and  thereupon  the  bondholders  proceeded  to  organize  the 
present  corporation.  There  was  due  to  the  holders  of  the  old 
mortgage  bonds  $2,600,000  of  principal,  and  $1,300,000  of  un- 
paid interest,  and  the  scheme  of  re-organization  contemplated 
the  acceptance  by  the  bondholders  of  the  new  mortgage  bonds 
in  place  of  their  old  ones,  and  of  the  capital  stock  in  place  of 
their  accrued  and  unpaid  interest.  Accordingly,  by  the  terms 
of  the  re-organization  agreement,  the  capital  stock  of  the  new 
corporation  was  fixed  at  $1,300,000,  divided  into  13,000  shares 
of  $100  each,  and  was  declared  to  be  full  paid ;  and,  by  the 
same  agreement,  the  trustees  who  had  purchased  at  the  fore- 
closure sale  were  directed  to  transfer  the  property  and  fran- 
chises purchased  by  them  to  the  new  corporation,  upon  the 
condition,  among  others,  that  the  corporation  should  execute 
and  deliver  to  said  trustees  the  new  mortgage  bonds  for 
$2,600,000,  now  sought  to  be  set  aside.  Thereupon,  the  new 
corporation  having  agreed  to  accept  a  conveyance  of  the  prop- 
erty and  franchises  of  the  old  corporation,  pursuant  to  the 
terms  of  the  re-organization  agreement,  the  trustees  conveyed 
the  same  to  the  new  corporation,  the  deed  of  conveyance  re- 
citing the  conditions  upon  which,  as  trustees  for  the  owners 
of  the  outstanding  mortgage  bonds,  they  were  authorized  to 
make  such  conveyance,  and  further  reciting  the  acceptance  of 
such  conditions  by  the  new  corporation.  The  corporation  ac- 
cepted this  conveyance  and  took  possession  under  it.  Every 
certificate  of  shares  of  stock  issued  by  it  contains  a  recital,  that 
the  holder  takes  his  stock  subject  to  the  mortgage  bonds  in  ques- 
tion. The  new  mortgage  bonds  were  issued  and  delivered  to 
the  trustees,  for  the  holders  of  the  outstanding  mortgage  bonds, 
and  were  distributed  by  the  trustees,  p?*o  rata,  to  the  holders  of 
those  bonds.  The  capital  stock  was  also  apportioned  among  the 
holders  of  these  bonds,  pro  rata,  and  certificates  were  deliv- 
ered for  the  shares  to  which  each  bondholder  was  entitled. 

After  the  re-organized  corporation  had  operated  the  rail- 
road for  several  years,  and  early  in  the  year  1880,  the  major- 
ity of  the  stock  was  acquired  by  Messrs.  Marquand,  Gould  and 
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* 

Sage,  in  the  interest  of  the  St.  Louis,  Iron  Mountain  and 
Southern  Railway  Company.     The  object  seems  to  have  befen 
to  acquire  control  of  the  corporation,  and  subordinate  its  man- 
agement to  the  interests  of  the  Iron  Mountain  Company.   The 
parties  who  thus  acquired  control  now  control  the  corporation, 
and,  speaking  through  it,  insist  that  the  mortgage  bonds  which 
were  the  consideration  of  the  transfer  of  the  property  to  the 
corporation  are  void,  and  should  be  set  aside.    The  case,  then, 
is  this :    The  complainant  is  a  corporation  which  was  brought 
into  life  by  a  body  of  creditors  of  a  pre-existing  corporation, 
who  had  succeeded  to  all   the   property  thereof,  and  who 
proposed  to  convey  such  property  to  the  complainant,  upon 
receiving,  among  other  considerations,  the  mortgage  bonds  in 
suit.    The  complainant  assented  to  this  proposition,  accepted 
a  conveyance  of    the  property,  and  executed  its  mortgage 
"bonds.    It  asserts  now,  that,  although  it  had  power  to  acquire 
the  property,  it  had  no  lawful  power  to  pay  for  it  in  the  terms 
and  manner  promised.    Its  contention  is  founded  upon  a  sec- 
tion of  the  charter  or  Act  of  incorporation,  by  which  alone  it 
is  claimed  its  power  to  create  a  mortgage  is  conferred ;  and 
upon  a  provision   of  the  Constitution  of  Arkansas,  which 
limits  the  power  of  corporations  of  that  State,  in  issuing 
bonds. 

The  section  of  the  charter  relied  on  is  §  9,  which  is  as  fol- 
lows :  "  The  said  company  may  at  any  time  increase  its  capi- 
tal to  a  sum  sufficient  to  complete  the  said  road  and  stock  it 
with  everything  necessary  to  give  it  full  operation  and  effect, 
either  by  opening  books  for  new  stock,  or  by  selling  such  new 
stock,  or  by  borrowing  money  on  the  credit  of  the  company, 
and  on  the  mortgage  of  its  charter  and  works."  The  consti- 
tutional provision  is  contained  in  article  XII,  and  declares : 
*!No  private  corporation  shall  issue  stock  or  bonds  except  for 
money  or  property  actually  received,  or  labor  done ;  and  all 
fictitious  increase  of  stock  or  indebtedness  shall  be  void." 

As  the  bonds  and  stock  issued  by  this  corporation  were  is- 
sued for  property  actually  received,  viz.,  the  railroad  and  all 
the  corporate  property,  it  is  not  obvious  how  this  constitu- 
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tiona]  provision  has  any  application  to  the  present  controversy- 
It«is  assumed,  in  the  argument  of  counsel  for  the  complainant, 
and  reiterated  several  times,  that  the  complainant  received  no- 
consideration  for  the  mortgage  bonds.  Upon  what  theory 
this  is  claimed  or  can  be  maintained  is  not  apparent,  and, 
indeed,  is  incomprehensible.  The  original  corporation  had 
been  divested  of  its  property  by  the  foreclosure  sale.  The 
newly  organized  corporation  accepted  a  reconveyance  upon 
the  condition  of  executing  the  new  mortgage  bonds  to  the 
vendors.  Whether  the  complainant  is  a  new  corporation,  or 
whether  it  is  the  old  corporation,  need  not  be  considered, 
because,  in  either  view,  the  mortgage  bonds  were  the  con- 
sideration of  the  conveyance. 

The  proposition  which  is  advanced,  that  the  vendors  and 
the  vendees  were  the  same  persons,  and,  therefore,  there  could 
be  no  contract  or  sale,  is  not  even  technically  correct.  One  of 
the  parties  was  the  corporation ;  the  bondholders,  by  their 
trustees,  were  the  other  parties.  True,  the  stockholders  of 
the  corporation  were  also  the  bondholders,  but  the  circum- 
stance that  all  the  stockholders  of  a  corporation  are  at  the 
same  time  the  several  owners  of  the  property  which  the  cor- 
poration wishes  to  buy  does  not  destroy  the  power  of  the  par- 
ties to  contract  together.  Suppose  there  were  two  corpora- 
tions, each  composed  of  the  same  stockholders,  can  it  be 
seriously  contended  that  one  corporation  could  not  make  a 
contract  with  the  other?  A  corporation  may  contract  with 
its  directors,  why  not  with  its  stockholders  ?  If  the  complain- 
ant ever  acquired  the  property,  it  was  by  a  purchase ;  if  it 
could  purchase,  the  bondholders  could  sell,  and  the  mortgage 
was  the  consideration  of  the  purchase  and  sale. 

The  primary  questions,  then,  are,  first,  whether,  upon  the 
purchase  of  property,  the  corporation  could  mortgage  vyhak  it 
acquired,  to  secure  the  purchase  money ;  and,  second,  whether 
section  9  of  the  charter  has  any  application  to  such  a  transac- 
tion. It  is  to  be  observed,  that  the  complainant  does  not 
question  its  own  power  to  acquire  the  property  conveyed  to 
it.    It  cannot  do  this  while  it  holds  on  to  the  property  and 
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seeks  to  remove  the  lien  of  the  mortgage.    It  it  could  legiti- 
mately purchase,  why  could  it  not,  like  an  individual  pur- 
chaser, mortgage  to  secure  the  price  ?    A  corporation,  in  order 
to  attain  its  legitimate  objects,  may  deal  precisely  as  can  an 
individual  who  seeks  tQ  accomplish  the  same  ends,  unless  it  is 
prohibited  by  law  to  incur  obligations  as  a  borrower  of  money. 
*  Corporations  having  the  power  to  borrow  money  may  mort- 
gage their  property  as  security.    Although  it  was  at  one  time 
a  question  whether  express  legislative  consent  was  not  required 
in  order  to  authorize  a  mortgage  of  any  corporate  property, 
as,  for  example,  in  Steiner*s  Appeal,  (27  Penn.  St.,  313,)  yet 
the  rule  now  is,  that  a  general  right  to  borrow  money  implies 
the  power  to  mortgage  all  corporate  property  except  fran- 
chises, unless  restrained  by  express  prohibition  in  the  Act  of 
incorporation,  or  by  some  general  statute."    (Green's  Bricks 
Ultra  Vires,  123.)    In  the  late  case  of  The  Philadelphia  dk 
Reading  R.  R.  Co.  v.  Stickler,  (21  Am.  Law  Reg.,  N.  S.9 
713,)  the  Supreme  Court  of  Pennsylvania  considered  the  ques- 
tion, and",  Paxson,  J.,  delivering  the  opinion  of  the  Court, 
said :  "  So  far  as  the  mere  borrowing  of  money  is  concerned, 
it  is  not  necessary  to  look  into  the  charter  of  the  company  for 
a  grant  of  express  powers.    It  exists  by  necessary  implication. 
*    *    *    The  reason  is  plain ;  such  corporations  are  organ- 
ized for  the  purposes  of  trade  and  business,  and  the  borrowing 
of  money  and  issuing  obligations  therefor  are  not  only  ger- 
mane to  the  objects  of  their  organization,  but  necessary  to 
carry  such  objects  into  effect."     In  PlaM  v.  Union  Pacific 
Railway  Co.,  (99  U.  8.,  48,  58,)  Mr.  Justice  Strong,  speaking 
for  the  Court,  says :  "  Railroad  corporations  are  not  usually  em- 
powered to  hold  lands  other  than  those  needed  for  roadway 
and  stations  or  water  privileges.    But  when  they  are  author- 
ized to  acquire  and  hold  lands  separate  from  their  roads,  the 
authority  must  include  the  ordinary  incidents  of  ownership 
—the  right  to  sell  or  to  mortgage."    The  right  of  mortgaging 
follows  as  a  necessary  incident  to  the  right  of  managing  the 
business  of  a  corporation  according  to  the  usual  methods  of 
business  men.     The  right  of  a  corporation  to  mortgage  its 
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franchises,  or  the  property  which  is  essential  to  enable  it  to 
perform  its  functions,  is  generally  denied  by  the  authorities. 
But  does  the  reason  upon  which  this  denial  rests  have  any  ap- 
plication to  a  case  like  the  present  ?  The  foundation  of  the 
doctrine  is,  that  such  a  mortgage  tends  to  defeat  the  purposes 
for  which  the  corporation  was  chartered,  and  the  implied 
undertaking  of  those  who  obtain  the  charter,  to  construct 
and  maintain  the  public  work,  and  exercise  the  franchises  for 
the  public  benefit.  Some  judicial  opinion  is  found  to  the 
effect  that  there  is  no  good  reason  for  denying  the  right  to 
make  such  a  mortgage  without  legislative  consent,  because 
the  transfer  of  the  franchise  to  new  hands,  through  a  fore- 
closure, is,  in  fact,  a  change  no  greater  than  may  take  place 
within  the  original  corporation,  and  the  public  interests  are  a» 
safe  in  such  new  hands  as  they  were  in  those  of  the  original 
corporators.    {Shepley  v.  Atlantic  dk  St.  Lawrence  R.  R.  Co.y 

55  Maine,  395,  407;  Kennebec  <&  Portland  R.  R.  Co.y. 
Portland  <&  Kennebec  R.  R.  Co.,  59  Maine,  9,  23 ;  Miller  v. 
Rutland  &  Washington  R.  R.  Co.,  36  Vt,  452,  492;) 

Here,  the  mortgage  was  executed  to  enable  the  corporation 
to  resume  the  exercise  of  its  charter  powers  and  fulfil  the  pur- 
poses for  which  it  was  originally  created.  No  precedent  has 
been  found  denying  to  a  corporation  the  power  to  execute 
a  mortgage  of  everything  it  acquires  by  a  purchase,  when  the 
mortgage  is  a  condition  of  making  the  purchase ;  and  there 
seems  to  be  no  reason,  in  a  case  like  the  present,  for  deny- 
ing the  power,  when  the  purchase  of  the  mortgagor  includes 
the  franchise  and  the  whole  property  of  the  corporation. 

Section  9. of  the  charter  is  not  a  restriction  upon  the  im- 
plied power  of  the  corporation  to  incur  such  obligations  as  are 
necessary  to  enable  it  to  carry  on  its  business.  It  is  a  provision 
which  would  seem  to  be  intended  to  enlarge  rather  than  to  re- 
strict the  power  of  the  corporation  in  this  regard.  Its  purpose 
is  to  authorize  an  increase  of  capital  to  an  extent  commensurate 
with  the  necessities  of  the  corporation,  in  any  of  the  modes 
usually  adopted  by  corporations  for  raising  money — a  provis- 
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ion  which  was  necessary  in  view  of  section  4  of  the  charter, 
which  limits  the  amount  of  increase.  As  a  corporation  has  no 
implied  authority  to  alter  the  amount  of  its  capital  stock, 
where  the  charter  has  definitely  prescribed  the  limit,  this  per- 
mission was  necessary.  The  purchase  of  property  by  the 
corporation  for  cash  or  on  credit  is  not  an  increase  of  its 
capital. 

There  is  another  ground,  however,  upon  which  the  decision 
of  the  case  may  rest  more  satisfactorily.  Assuming  that  the 
complainant  transcended  its  charter  powers  in  creating  the 
mortgage  bonds  in  question,  it  cannot  be  permitted  to  retain 
the  benefits  of  its  purchase,  and  at  the  same  time  repudiate  its 
liability  for  the  purchase  price.  The  rule  is  thus  stated  by  a 
recent  commentator :  "  The  law,  founded  on  public  policy,  re- 
quires that  a  contract  made  by  a  corporation  in  excess  of  its 
charter  powers  be  voidable  by  either  party,  while  a  rescission 
can  be  effected  without  injustice.  But,  after  a  contract  of  this 
character  has  been  performed  by  either  of  the  parties,  the  re- 
quirements of  public  policy  can  best  be  satisfied  by  compelling 
the  other  party  to  make  compensation  for  a  failure  to  perform 
on  his  side."    (Morawetz  on  Corporations,  §  100.) 

It  is  to  be  observed,  that,  in  the  present  case,  there  is  no 
express  statutory  or  charter  prohibition  upon  the  corporation 
to  purchase  the  property  or  mortgage  it  for  the  purchase 
money.  At  most,  its  acts  were  ultra  vires  because  outside 
the  restricted  permission  of  the  charter.  It  is  not  necessary, 
therefore,  to  consider  the  distinction,  made  by  some  of  the 
adjudications,  between  the  two  classes  of  cases.  (Hitchcock 
v.  Galveston,  96  U.  S.,  341.)  The  decided  weight  of  modern 
authority  favors  the  conclusion,  that  neither  party  to  a  trans- 
action ultra  vires  will  be  permitted  to  allege  its  invalidity 
while  retaining  its  fruits.  The  question  has  frequently  been 
considered  in  cases  where  a  corporation  suing  to  recover  upon 
a  contract  which  has  been  performed  on  its  side  is  met  with 
the  defence  that  the  contract  was  ultra  vires,  or  prohibited  by 
the  organic  law  of  the  corporation.  (  Whitney  Arms  Co.  v. 
Barlow,  63  JV.  Y.,  62;  Oil  Creek  dk  Allegheny  R.  R.  Co.  v. 
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Penn.  Transportation  Co.,  83  Pa.  St,  160;  Bly  v.  Second 
National  Bank,  79  Pa.  St.,  453 ;  Gold  Mining  Co.  v.  Na- 
tional Bank,  96  U.  S.,  640 ;  National  Bank  v.  Matthews,  98 
0.  S.,  621.)  The  latter  case  is  a  forcible  illustration  of  the 
rule  generally  adopted.  There,  a  national  banking  association 
was  proceeding  to  enforce  a  deed  of  trust  given  to  secure  a 
loan  on  real  estate  made  by  the  association,  in  contravention 
of  section  5,136  of  the  Revised  Statutes  of  the  United  States, 
prohibiting,  by  implication,  such  an  association  from  loaning 
on  real  estate ;  and  the  maker  of  the  trust  deed  sought  to  en- 
join the  proceeding  upon  that  ground.  The  Court,  speaking 
through  Mr.  Justice  Swayne,  cites  with  approval  Sedgwick  on 
Statutory  and  Constitutional  Construction,  (p.  73,)  in  which 
the  author  states,  that  the  party  who  has  had  the  benefit  of  the 
agreement  will  not  be  permitted  to  question  its  validity,  when 
the  question  is  one  of  power  conferred  by  a  charter.  Another 
class  of  cases  is  where  the  corporation  itself  attempts  to  set 
up  its  own  want  of  power,  in  order  to  defeat  an  agreement  or 
transaction  which  is  an  executed  one  as  to  the  other  party, 
and  from  which  the  corporation  has  derived  all  that  it  was  en- 
titled to.  Such  cases  were  Parish  v.  Wheeler,  (22  N.  Y., 
494 ;)  Bissell  v.  M.  S.  &  N.  I.  R.  R.  Cos.,  (Id..  258 ;)  Hays 
v.  Galion  Gas  Co.,  (29  Ohio  St.,  330,  340 ;)  Attleborough 
Bank  v.  Rogers,  (125  Mass.,  339 ;)  McCluer  v.  Manchester 
R.  R.  Co.,  (13  Gray,  124 ;)  Bradley  v.  Ballard,  (55  III., 
418 ;)  Rutland  R.  R.  Co.  v.  Proctor,  (29  Vt,  93.)  In  Whit- 
ney Arms  Co.  v.  Barlmo,  (63  N.  T.,  62,  70,)  the  Court  sayB: 
"  It  is  now  very  well  settled,  that  a  corporation  cannot  avail 
itself  of  the  defence  of  ultra  vires,  where  the  contract  has 
been  in  good  faith  fully  performed  by  the  other  party,  and 
the  corporation  has  had  the  full  benefit  of  the  performance 
and  of  the  contract,  jf  an  action  cannot  be  brought  directly 
upon  the  agreement,  either  equity  will  grant  relief,  or  an  ac- 
tion in  some  form  will  prevail." 

The  present  case  is  phenomenal  in  the  audacity  of  the  at- 
tempt to  induce  a  Court  of  equity  to  assist  a  corporation  in 
repudiating  its  obligations  to  its  creditors,  without  offering 
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to  return  the  property  it  acquired  by  its  unauthorized  con- 
tract with  them.  The  fundamental  maxim  is,  that  he  who 
seeks  equity  must  do  equity.  Every  stockholder  of  the  cor- 
poration, when  he  acquired  his  stock,  took  it  with  notice, 
explicitly  embodied  in  his  certificate,  that  his  interest  as  a 
stockholder  was  subordinate  to  the  rights  of  the  holders  of 
the  mortgage  bonds.  It  is  now  contended,  that,  if  there  is 
any  obligation  on  the  part  of  the  corporation  to  pay  for  the 
property  it  purchased,  it  is  not  to  pay  what  it  agreed  to,  but 
to  pay  a  less  consideration,  because  the  property  was  not  worth 
the  price  agreed  to  be  paid.  The  Court  will  not  compel  the 
bondholders  to  enter  upon  any  such  inquiry.  They  were  en- 
titled to  set  their  own  value  on  their  own  property.  When  the 
complainant  offers  to  reconvey  the  property  in  consideration 
of  which  it  created  its  mortgage  bonds,  it  will  have  taken 
the  first  step  towards  reaching  a  position  which  may  entitle  it 
to  be  heard. 

It  may  be  said,  in  conclusion,  that  there  would  be  no  diffi- 
culty, on  well  recognized  principles,  in  protecting  the  bond- 
holders against  the  destruction  of  their  claims,  upon  the 
theory  of  a  vendor's  lien  for  the  purchase  money.  The 
taking  of  a  mortgage  by  their  trustees,  so  far  from  evidenc- 
ing an  intention  to  waive  the  lien,  is  conclusive  evidence  to 
the  contrary. 

The  bill  is  dismissed,  with  costs. 


Wager  Swat/tie,  for  the  plaintiff. 
John  JM.  Bowers,  for  the  defendants. 
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The  Bank  of  the  Metropolis 
The  First  National  Bank  of  Jersey  City. 

A  check  owned  by  one  bank,  and  sent  by  it  to  another  bank,  with  the  endorse- 
ment, "  For  collection,  pay  to  the  order  of  B.,  cashier/'  he  being  the  cashier 
of  the  second  bank,  was  sent  by  the  second  bank,  for  collection,  to  a  third  bank, 
under  an  arrangement  by  which  the  money,  which  was  collected,  went  into 
a  general  account  between  it  and  the  second  bank.  After  the  third  bank  re- 
ceived the  check,  the  second  bank  failed,  being  largely  indebted  to  the  third 
bank.  The  first  bank  sued  the  third  bank  to  recover  the  proceeds  of  the 
check :  Hdd,  that  the  restricted  endorsement  was  notice  to  the  third  bask 
that  the  second  bank  held  the  check  only  as  an  agent,  for  collection,  and  did 
not  own  it,  and  that  the  plaintiff  was  entitled  to  recover. 

(Before  Wallaob,  J.,  Southern  District  of  New  York,  February  11th,  1884.) 

Wallace,  J.  The  plaintiff  sues  to  recover  the  amount  of 
certain  checks  of  which  it  was  the  holder  and  owner,  and 
which  came  to  the  defendant's  hands,  and  were  collected  by 
its  sub-agent,  under  the  following  circumstances :  The  plaint- 
iff sent  the  checks  to  the  Mechanics'  National  Bank  of  Newark, 
for  collection,  with  the  qualified  endorsement,  "  For  collection, 
pay  to  the  order  of  O.  L.  Baldwin,  cashier,"  Baldwin  being 
the  cashier  of  that  bank.  The  Mechanics'  National  Bank  of 
Newark  sent  the  checks  for  collection  to  the  defendant,  pur- 
suant to  an  existing  arrangement  between  them,  by  which 
each  sent  to  the  other  commercial  paper  for  collection,  it  be- 
ing understood  that  the  proceeds  were  not  to  be  specifically 
returned,  but  were  to  be  credited  to  the  sending  bank  by  the 
receiving  bank,  and  enter  into  the  general  account  between 
them,  consisting  of  such  collections  and  other  items  of  ac- 
count, and  offset  any  indebtedness  of  the  sending  bank  to  the 
receiving  bank.  After  the  defendant  received  the  checks  in 
question,  the  Mechanics'  National  Bank  of  Newark  became 
insolvent,  and  suspended  payment,  being  indebted  to  the  de- 
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fendant,  under  the  state  of  the  accounts  between  them,  in  a 
considerable  sum. 

Upon  these  facts  it  is  clear,  that  the  relations  between  the 
defendant  and  the  Newark  bank,  in  respect  to  paper  received 
by  the  former  from  the  latter  for  collection,  were  those  of  debt- 
or and  creditor,  and  not  merely  of  agent  and  principal,  (Morse 
on  Sank*)  52,)  and  the  defendant,  having  received  the  paper 
with  the  right  to  appropriate  its  proceeds  upon  general  ac- 
count, as  a  credit  to  offset  or  apply  upon  any  indebtedness  ex- 
isting or  to  accrue  from  the  Newark  bank,  growing  out  of  the 
transactions  between  the  two  banks,  was  a  holder  for  value. 
Since  the  decision  in  Stoift  v.  Tyson,  (16  Peters,  1?)  it  has 
been  the  recognized  doctrine  of  the  Federal  Courts,  that  one' 
who  acquires  negotiable  paper  in  payment  or  as  security  for  a 
pre-existing  indebtedness,  is  a  holder  for  value.    (National 
Bank  of  the  Republic  v.  Brooklyn  City  R.  R.  Co.,  14  Blotch f 
C.  C.  R.,  242  ;  affirmed,  102  O.  8.,  14.)    And,  if  the  defend- 
ant had  been  justified  in  assuming  that  such  paper  was  the 
property  of  the  Newark  bank,  it  would  have  been  entitled  to 
a  lien  upon  it  for  a  balance  of  account,  no  matter  who  was  the 
real  owner  of  the  paper.    (Bank  of  Metropolis  v.  New  Eng- 
land Bank,  1  Bow.,  234.)    But,  the  checks  bore  the  endorse- 
ment of  the  plaintiff  in  a  restricted  form,  signifying  that  the 
plaintiff  had  never  parted  with  its  title  to  them.    In  the  terse 
statement  of  Gibson,  Ch.  J. :  "A  negotiable  bill  or  note  is  a 
courier  without  luggage.     *    *     *    A  memorandum  to  con- 
trol it,  though  endorsed  on  it,  would  be  incorporated  with  it 
and  destroy  it."    (Overton  v.  Tyler,  3  Penn.  St.,  347.)    The 
endorsement  by  the  plaintiff,  "  for  collection,"  was  notice  to 
all  parties  subsequently  dealing  with  the  checks,   that  the 
plaintiff  did  not  intend  to  transfer  the  title  of  the  paper,  or 
the  ownership  of  the  proceeds,  to  another.    As  was  held  in 
Cecil  Bank  v.  Farmerf  Bank  of  Maryland,  (22  Maryland, 
148,)  the  legal  import  and  effect  of  such  endorsement  was  to 
notify  the  defendant  that  the  plaintiff  was  the  owner  of  the 
checks,  and  that  the  Newark  bank  was  merely  its  agent  for 
collection.    In  First  National  Bcmk  v.  Reno  County  Bank, 


60  SOUTHERN  DISTRICT  OP  NEW  YORK, 

The  Bank  of  the  Metropolis  v.  The  First  National  Bank  of  Jersey  City. 

(3  Fed.  Rep.,  257,)  paper  was  endorsed,  "  pay  to  the  order  of 
Hetherington  &  Co.,  Atchison,  account  of  First  National  Bank, 
Chicago ; "  and  it  was  held  to  be  such  a  restrictive  endorse- 
ment as  to  charge  subsequent  holders  with  notice  that  the  en- 
dorser had  not  transferred  title  to  the  paper  or  its  proceeds. 
Under  either  form  of  endorsement,  the  natural  and  reasonable 
implication,  to  all  persons  dealing  with  the  paper,  would  seem 
to  be,  that  the  owner  has  authorized  the  endorsee  to  collect  it 
for  the  owner,  and  conferred  upon  him  a  qualified  title  for 
this  purpose,  and  for  no  other.  Other  authorities  in  support 
of  this  conclusion  are  Sweeny  v.  Easter,  (1  Wall.,  166 ;)  White 
v.  National  Bank,  (102  V.  S.y  658 ;)  Zee  v.  Chillieothe  Bank, 
(1  Band,  389 ;)  Blaine  v.  Bourne,  (11  JR.  /.,  119 ;)  Claflin 
v.  Wilson,  (51  Iowa,  15.)  The  defendant  could  not  acquire 
any  better  title  to  the  checks  or  their  proceeds  than  belonged 
to  the  Newark  bank,  except  by  a  purchase  for  value,  and 
without  notice  of  any  infirmity  in  the  title  of  the. latter. 
As  the  endorsement  of  the  checks  was  notice  of  the  limited 
title  of  the  Newark  bank,  the  defendant  simply  succeeded  to 
the  rights  of  that  bank. 

It  is  insisted,  for  the  defendant,  that  there  was  no  privity 
between  the  plaintiff  and  the  defendant,  respecting  the  trans- 
action, because  the  defendant  was  not  employed  by  the 
plaintiff,  but  was  the  agent  only  of  the  Newark  bank ;  and 
it  is  argued,  that,  if  the  defendant  is  answerable  to  the  plaint- 
iff, so  would  be  every  other  party  through  whose  hands  the 
paper  might  pass,  in  the  process  of  being  collected.  In  an- 
swer to  this,  it  is  sufficient  to  say,  that  the  defendant  is  sued, 
not  as  an  agent  of  the  plaintiff,  nor  upon  any  contract  liability, 
but  upon  the  promise  which  is  implied  by  law,  whenever  a 
defendant  has  in  his  hands  money  of  the  plaintiff  which  he 
is  not  entitled  to  retain  as  against  the  plaintiff.  It  has  long 
been  well  settled,  that  want  of  privity  is  no  objection  to  the 
action  of  indebitatus  assumpsit,  for  money  had  and  received. 
(See  note  A,  Appendix,  1  Cranch,  367,  where  the  authorities 
are  collated.)  As  against  the  plaintiff,  the  defendant  had  no 
right  to  retain  the  proceeds  of  the  checks  as  security  or  pay- 
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ment  for  any  balance  due  to  it  from  the  Mechanics'  National 
Sank  of  Newark,  after  a  demand  by  the  plaintiff. 
The  plaintiff  is,  therefore,  entitled  to  judgment. 


John  Ddahunty,  for  the  plaintiff. 
Hamilton  WaUisy  for  the  defendant. 


Elizabeth  H.  W.  Brainard 

VS. 

The  Evening  Post  Association.    In  Equity. 

Letters  patent  No.  149,092,  granted  to  Charles  Rollin  Brainard,  March  81st, 
1874,  for  an  improvement  in  compositors'  copy  distributors,  are  invalid,  for 
want  of  patentability  of  what  is  claimed,  namely,  "  The  copy  distributor  de- 
scribed, consisting  of  the  galley-holder  N,  provided  with  compartments  for 
galleys,  and  pins  or  hooks  for  copy,  correspondingly  lettered,  substantially  as 
and  for  the  purpose  specified." 

Before  the  invention  of  Brainard,  a  series  of  hooks  for  copy  was  lettered  to  cor- 
respond with  the  letters  systematically  placed  upon  the  copy  and  marked 
upon  the  type  when  placed  in  the  galley,  and  there  was  no  invention  in 
permanently  lettering  the  galley  to  correspond  with  the  lettering  on  the 
hooks. 

(Before  SmpiiAif,  J.,  Connecticut,  February  14th,  1884.) 

Shipman,  J.  This  is  a  bill  in  equity  for  relief  against  the 
alleged  infringement  of  letters  patent  to  Charles  Rollin  Brain- 
ard, No.  149,092,  dated  March  31st,  1874,  for  an  improvement 
in  compositors'  copy  distributors.  The  plaintiff  is  the  owner 
of  the  patent. 

The  invention  is  described  in  the  specification  as  follows : 
u  My  invention  *  *  *  consists  in  a  galley-holder  provided 
with  a  series  of  compartments  and  pins  or  hooks,  correspond- 
ingly lettered  or  numbered,  as  hereinafter  more  fully  set  forth, 
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the  object  being  to  keep  the  copy  properly  assorted,  thus 
greatly  facilitating  and  redncing  the  expense  of  proof -reading. 
*  *  *  It  is  well  known  to  all  practical  printers  and  proof- 
readers, that,  as  the  compositors  empty  their  matter  into  the 
different  galleys  on  the  stand,  the  copy  is  usually  deposited 
into  a  common  receptacle,  without  regard  to  the  nature  of  the 
article  or  the  order  of  setting.  From  this  receptacle  the  proof- 
reader is  obliged  to  hunt  up  or  select  the  copy  corresponding 
with  his  proof,  frequently  causing  much  confusion  and  delay, 
when  time  is  very  important,  especially  when  the  'takes'  are 
small.  In  the  drawing,  N  is  an  ordinary  galley-stand  or  holder, 
provided  with  compartments  or  slips,  lettered  in  regular  order, 
from  A  to  M.  Disposed  in  the  upper  part  of  the  stand  are  a 
series  of  pins  or  hooks  or  copy-holders,  lettered  to  correspond 
with  the  compartments.  *  *  *  *  When  the  compositor 
goes  to  the  i  bank '  or  i  dump '  to  empty  matter,  instead  of 
depositing  his  copy  in  a  drawer,  it  is  impaled  on  the  pin  or 
hook  in  the  stand  corresponding  with  the  slip  in  which  the 
galley  is  located."  The  claim  is  for  "  the  copy  distributor 
described,  consisting  of  the  galley-holder  N,  provided  with 
compartments  for  galleys,  and  pins  or  hooks  for  copy,  corre- 
spondingly lettered,  substantially  as  and  for  the  purpose 
specified." 

The  important  question  in  the  case  is  that  of  patentability. 
To  determine  this  question,  a  knowledge  of  the  exact  relation 
which  the  invention  bore  to  the  previous  state  of  the  art  is 
necessary.  The  case  of  Brainard  v.  Pulsifer,  (7  Fed.  Itep.t 
349,)  was  tried  before  Judge  Lowell,  upon  the  patent,  and  a 
"  short  stipulation  as  to  the  state  of  the  art  and  the  thing 
which  the  defendants  use."  So  much  of  the  stipulation  as  re- 
lated to  the  history  of  the  art  is  as  follows :  u  It  is  further 
stipulated  and  agreed,  that,  prior  to  the  grant  of  the  complain- 
ant's patent,  it  was  customary  to  conduct  the  business  of  sort- 
ing copy,  in  daily  newspaper  printing  offices,  substantially  as 
follows :  The  copy  was  cut  into  suitable  lengths,  called,  tech- 
nically, '  takes,'  and  distributed  in  order  to  the  compositors  in 
the  office.    When  a  compositor  had  set  up  his  '  take,9  he  de- 
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posited  the  type  set  up  by  him  on  a  galley  upon  the  galley- 
bank,  and  deposited  the  copy  from  which  he  had  set  up  the 
type  in  a  drawer,  or  box,  or  upon  a  table  or  shelf,  or  other  re- 
ceptacle, for  the  proof-reader."  When  proofs  were  submitted 
to  the  proof-reader  for  correction,  he  was  also  furnished  with 
the  "  copy,"  procured  from  the  receptacle  on  or  in  which  it 
had  been  placed.  Upon  this  state  of  facts,  Judge  Lowell  sus- 
tained the  patent,  and  it  seems  to  me  that  there  was  no  reason 
for  a  different  conclusion. 

But,  it  is  now  clearly  shown,  that  the  "  New  York  Sun  " 
office,  in  1868,  and  thereafter,  and  before  the  date  of  the  pat- 
ented invention,  used  the  following  system :  There  was  placed 
over  the  dropping  galley  a  series  of  lettered  hooks,  which  were 
lettered  to  correspond  with  the  letters  which,  by  the  custom 
of  the  office,  were  uniformly  placed  upon  the  different  classes 
of  matter  to  be  put  in  type.  The  "  takes,"  or  small  pieces  of 
copy,  were  marked  with  their  appropriate  letter,  and  were 
numbered  in  numerical  order,  and  were  given  to  the  composi- 
tors, each  of  whom  placed  his  matter,  when  in  type,  upon  a 
galley  in  the  galley-bank,  and  marked  it  with  a  tag  to  corre- 
spond with  the  letter  and  number  on  his  copy,  and  placed  his 
copy  on  the  hook  which  contained  the  appropriate  letter. 
Sometimes,  instead  of  the  tags,  the  galleys  were  chalked  with 
a  letter,  to  indicate  where  the  copy  containing  the  letter  was 
placed. 

In  the  li  Waterbury  American  "  office,  for  the  greater  part 
of  the  time  between  1868  and  1872,  there  was  a  system  of 
lettered  hooks  and  spindles  over  the  galley-bank,  the  letters 
or  words  indicating  the  character  of  the  copy  to  be  placed  on 
each  hook.  Copy  was  placed  upon  the  respective  hooks,  was 
taken  therefrom  by  the  compositors,  and,  when  set  in  type, 
was  returned  to  the  spindles,  and  the  type  was  placed  upon 
the  galleys,  which,  though  not  designated,  were  "  understood, 
as  a  role  of  the  office,  to  correspond  respectively  with  the  copy- 
hooks  and  holders." 

It  thus  appears,  especially  by  the  testimony  from  the  Sun 
office,  that  separate  hooks  for  the  reception  of  copy,  corre- 
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spondingly  lettered  with  the  letters  placed  upon  the  copy  and 
designated  upon  the  type  when  placed  in  the  galley,  were 
used,  and  thus  the  delay  from  having  to  search  through  a  large 
pile  of  copy  for  the  needed  dip  was  avoided. 

The  improvement  of  the  patentee  consisted  in  having  let- 
tered hooks  to  correspond  with  lettered  galleys.  When  the 
art  had  arrived  at  lettering  a  series  of  hooks  to  correspond 
with  the  letters  systematically  placed  upon  the  copy  and 
marked  upon  the  type  when  placed  in  the  galley,  there  does 
not  seem  to  me  to  have  been  any  invention  in  permanently 
lettering  the  galley  to  correspond  with  the  lettering  upon  the 
hooks.  The  only  advance  upon  the  simple  system  of  the 
comparatively  small  Waterbury  American  office  was  the  en- 
largement of  the  system,  so  as  to  adapt  it  to  the  needs  of  a 
much  larger  newspaper,  by  the  use  of  a  greater  number  of 
lettered  hooks,  and  the  lettering  of  the  galleys  instead  of  their 
being  designated  by  rule  of  the  office  and  in  the  memory  of 
the  compositor. 

The  description  of  the  invention  which  was  given  by  the 
patentee  upon  his  cross-examination  is  as  follows  f  "  When 
the  compositor  has  emptied  his  type  on  the  galley,  he  is  in- 
structed, by  my  invention  149,092,  to  deposit  his  copy  on  a 
receptacle  corresponding  to  the  galley  where  his  matter  is,  or 
corresponding  to  the  'take  mark7  on  his  copy,  and  thereby 
keep  the  copy  for  that  galley  or  article  distinct  and  separate 
from  all  other  copy  or  matter,  for  the  more  immediate  con- 
venience of  the  proof-reader,  and  without  the  labor  usually 
entailed  on  a  copy-sorter."  The  invention  thus  described  was 
substantially  used  in  the  Sun  office,  and  the  patented  improve- 
ment was  a  convenient  modification  of,  but  not  a  substantial 
advance  upon,  the  Sun's  system. 

Believing  that  the  invention  was  not  patentable,  1  have  not 
examined  the  question  of  infringement. 

The  bill  is  dismissed. 

Charles  RoUin  Brainard^  for  the  plaintiff. 
WiUiam  Edgar  Svraonds,  for  the  defendant. 
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Lbohidas  Doty  and  Henry  L.  Rankin,  as  Surviving  As- 
signees in  Bankruptcy  op  the  Phcenix  Mills,  Plaint- 
iffs in  Error 

vs. 

Albert  J,  Jewett,  as  Surviving  Partner  of  Jewett  & 
Johnson,  and  Angbline  C.  Johnson,  as  Administra- 
trix, and  Stephen  B.  Johnson,  as  Administrator, 
&a,  of  William  Johnson,  Deceased,  Defendants  in 
Error. 

Where  an  action  at  law,  brought  in  the  District  Court,  is  tried  there,  by  the 
Court,  on  an  issue  of  fact,  without  a  jury,  on  due  waiver  of  a  jury,  and  a  writ 
of  error  is  sued  oat  to  review  in  the  Circuit  Court  the  judgment  entered  on 
the  decision  of  the  District  Court,  no  question  arising  on  a  bill  of  exceptions 
can  be  considered  by  the  Circuit  Court,  on  such  writ  of  error. 

The  question  is  one  of  the  power  of  the  Circuit  Court,  and  is  not  such  a  ques- 
tion of  practice  as  is  embraced  in  §  914  of  the  Revised  Statutes. 

issues  of  fact,  in  an  action  at  law,  in  a  District  Court,  must,  under  §  566  of  the 
Revised  Statutes,  be  tried  by  a  jury,  and  there  is  no  statutory  provision  for 
the  waiver  of  a  trial  by  jury,  and  no  special  statutory  power  conferred  on  the 
Circuit  Court  to  consider  any  questions  raised  by  a  bill  of  exceptions,  in  such 
an  action  not  tried  by  a  jury. 

The  plaintiffs  having  throughout  treated  the  suit  as  an  action  at  law,  and 
brought  a  writ  of  error  and  not  an  appeal,  it  must  be  so  treated  by  the  Cir- 
cuit Court 

The  agreement  of  parties  cannot  authorize  the  Circuit  Court  to  revise  a  judg- 
ment of  the  District  Court  in  any  other  mode  of  proceeding  than  that  which 
the  law  prescribes. 

As  the  District  Court  had  jurisdiction  of  the  subject-matter  and  the  parties, 
and  there  was  no  error  in  the  record,  and  nothing  found  in  the  bill  of  ex* 
captions  could  be  considered,  the  Circuit  Court  affirmed  the  judgment,  with 
costs. 

(Before  Blatchtobd,  J.,  Northern  District  of  New  York,  February  16th,  1884.) 

Blatchford,  J.    This  is  an  action  brought  in  the  District 

Court  of  the  United  States  for  the  Northern  District  of  New 

York,  by  the  plaintiffs  in  error  against  the  defendants  in  error. 

The  first  pleading  of  the  plaintiffs  calls  itself  a  complaint  and 
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is  sworn  to  as  a  complaint.  It  sets  forth  the  co-partnership 
of  Albert  Jewett  and  William  Johnson,  as  Jewett  &  Johnson  y 
an  indebtedness  of  the  firm  to  the  Phoenix  Mills,  a  corpora- 
tion, of  $6,208  51,  for  goods  sold  and  moneys  advanced ;  the 
adjudication  of  the  corporation  as  a  bankrupt ;  the  appoint- 
ment of  the  plaintiffs  and  said  Johnson  as  its  assignees ;  an 
assignment  to  them  ;  the  death  of  Johnson  ;  the  insolvency  of 
Jewett ;  the  want  of  co-partnership  assets  of  Jewett  &  John- 
son to  pay  any  part  of  said  debt ;  the  absence  of  any  other 
remedy  for  the  plaintiffs  to  collect  the  debt,  except  against 
the  estate  of  Johnson ;  the  granting  of  letters  of  administra- 
tion on  his  estate  to  the  defendants  Angeline  C.  Johnson  and 
Stephen  B.  Johnson ;  the  non-payment  of  any  of  the  debt ; 
and  its  existence  as  a  debt  against  the  estate  of  Johnson,  en-, 
f orceable  by  the  plaintiffs.  The  prayer  is  for  judgment  against 
Jewett,  surviving  partner,  and  against  the  other  defendants,  as 
administratrix  and  administrator,  for  $6,208  51,  with  interest. 
Jewett  put  in  a  separate  answer,  containing  three  distinct  de- 
fences, to  which  the  plaintiffs  put  in  a  replication,  which  treated 
the  answer  as  consisting  of  three  pleas,  and  itself  contained  two 
separate  pleadings,  each  of  which  concluded  to  the  country. 
The  other  defendants  put  in  a  separate  answer  containing  five 
separate  defences,  to  which  the  plaintiffs  put  in  a  replication, 
which  treated  the  answer  as  consisting  of  five  pleas,  and  itself 
contained  five  separate  pleadings,  each  of  which  concluded  to 
the  country.  Each  of  the  replications  speaks  of  the  plaintiffs9 
initial  pleading  as  a  "  declaration." 

The  case  is  before  this  Court  on  a  writ  of  error.  The  rec- 
ord shows  that  the  action  was  tried  by  consent,  in  the  District 
Court,  before  that  Court  held  by  the  District  Judge,  without 
a  jury ;  that  a  jury  was  duly  waived  by  the  parties ;  that  the 
Judge  heard  evidence,  both  parties  appearing ;  that  he  made 
certain  decisions  to  which  the  plaintiffs  excepted ;  and  that  he 
dismissed  the  complaint,  on  the  ground  of  a  bar  by  a  statute 
of  limitations.  A  bill  of  exceptions  was  signed,  and  a  judg- 
ment was  entered  dismissing  the  complaint  on  the  merits,  and 
awarding  costs  to  the  defendants.     The  plaintiffs  brought  a 
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writ  of  error.    No  other  questions  are  sought  to  be  reviewed 
except  those  arising  on  the  bill  of  exceptions. 

It  was  held  by  this  Court,  in  Town  of  Lyons  v.  Lyons 
National  Bank,  (19  Blatchf.  C.  Q.  R.,  279,)  that  no  question 
arising  on  a  bill  of  exceptions  could  be  considered  by  this 
Court,  on  a  writ  of  error  to  the  District  Court,  in  an  action  at 
law,  where  the  facts  were  found  by  the  District  Court,  without 
a  jury.  The  question  was  there  fully  examined  and  the  fol- 
lowing authorities  were  cited  and  reviewed  :  Guild  v.  Fron- 
tin,  (18  Sow.,  135  ;)  Suydam  v.  Williamson,  (20  Id.,  432 ;) 
Kelsey  v.  Forsyth,  (21  Id.,  85  ;)  Campbell  v.  Boyreau,  {Id., 
223 ;)  United  States  v.  15  Hogsheads,  (5  Blatchf.  C.  O.  R., 
106;)  Blair  v.  Allen,  (3  Dillon,  101 ;)  Wear  v.  Mayer,  (2 
MoCrary,  172.)  It  was  held,  that  the  question  is  one  of  the 
power  and  authority  of  the  Court,  and  is  not  such  a  question 
of  practice,  or  such  a  form  or  mode  of  proceeding,  as  is  em- 
braced in  §  914  of  the  Revised  Statutes,  which  adopts  for  the 
Circuit  and  District  Courts  of  the  United  States,  in  suits  at 
law,  the  practice  of  the  State  Courts ;  and  that  there  is  noth- 
ing in  §  914  which  extends  or  affects  the  power  of  this  Court, 
as  it  before  existed,  on  a  writ  of  error  to  the  District  Court. 
The  want  of  power  consists  in  this,  that  §  566  of  the  Revised 
Statutes  requires  that  issues  of  fact,  in  actions  at  law,  in  the 
District  Courts,  shall  be  tried  by  a  jury,  and  there  is  no  statu- 
tory provision  for  a  waiver  of  a  trial  by  jury,  in  such  actions, 
and  no  special  statutory  power  conferred  on  this  Court  to  con- 
sider any  questions  raised  by  a  bill  of  exceptions,  in  such  an 
action  not  tried  by  a  jury. 

It  is  urged  for  the  plaintiffs  in  error,  that,  in  regard  to 
the  representatives  of  Johnson,  the  suit  is  in  the  nature  of  a 
suit  in  equity,  as  the  complaint  alleges  the  insolvency  of 
Jewett.  The  answer  to  this  is,  that  the  plaintiffs,  by  their 
pleadings,  have  treated  the  action  throughout  as  a  suit  at  law. 
By  §  4,979  of  the  Revised  Statutes,  jurisdiction  is  given  to  the 
District  Courts,  of  suits  at  law  and  in  equity  brought  by  an  as- 
signee in  bankruptcy  against  any  person  claiming  an  adverse 
interest  touching  any  property  or  rights  of  the  bankrupt  trans- 
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ierable  to  or  vested  in  the  assignee.  Under  the  ruling  of  the 
•Supreme  Court,  in  Jenkins  v.  International  JBanky  (106  U. 
*•&,  571,)  the  present  suit  is  either  a  suit  at  law  or  a  suit  in 
equity,  within  the  provisions  of  §  4,979.  If  a  suit  in  equity, 
it  would  be  commenced  by  bill,  and  the  proceedings  would  be 
in  conformity  to  the  Rules  of  Equity  Practice  established  by 
-the  Supreme  Court,  as  required  by  General  Order  No.  33  in 
Bankruptcy.  This  has  not  been  done.  The  plaintiffs,  in  their 
replication,  call  their  own  first  pleading  a  declaration,  and  the 
'defendants'  pleading  pleas,  and  their  replication  consists  of 
five  pleadings,  each  of  which  concludes  thus :  "and  this  the 
said  plaintiffs  pray  may  be  enquired  of  by  the  country,  &c." 
Moreover,  they  waived  a  trial  by  jury,  and  they  made  a  bill 
of  exceptions,  and  they  sued  out  a  writ  of  error — all  badges 
of  a  suit  at  law  and  not  of  a  suit  in  equity.  By  §  4,980  of  the 
Revised  Statutes,  it  is  provided,  that  "  appeals  may  be  taken 
from  the  District  to  the  Circuit  Courts  in  all  cases  in  equity, 
and  writs  of  error  from  the  Circuit  Courts  to  the  District 
Courts  may  be  allowed  in  cases  at  law,  arising  under  or  au- 
thorized by  this  Title."  The  fact  of  the  taking  of  a  writ 
of  error  establishes  that  this  is  a  case  at  law,  so  far  as  this 
<3ourt  is  concerned.  If  it  were  a  case  in  equity,  a  review  by 
4iiis  Court  would  have  to  be  by  appeal,  in  order  to  give  this 
Oourt  jurisdiction. 

It  is  urged,  that  the  trial  by  the  Court  took  place  as  it 
^would  have  done  in  an  equity  suit ;  and  that,  as  the  case  is  one 
reviewable  in  one  or  the  other  of  the  two  modes,  the  objection 
to  the  mode  may  be  waived  by  the  other  side,  and  such  waiver 
has  taken  place  in  this  case.  Some  authorities  under  the  State 
practice  in  New  York  are  referred  to.  But  the  question  is 
one  of  jurisdiction.  The  agreement  of  parties  cannot  author- 
ize this  Court  to  revise  a  judgtnent  of  the  District  Court  in 
any  other  mode  of  proceeding  than  that  which  the  law  pre- 
scribes, nor  can  the  laws  or  practice  of  a  State,  in  regard  to 
the  proceedings  of  its  own  Courts,  authorize  this  Court  or 
the  District  Court  to  depart  from  the  modes  of  proceeding 
-and  rules  prescribed  by  the  Acts  of  Congress.      {KeUey  v- 
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Forxyth,  21  How.,  85,  88;  Merrill  v.  Petty,  16  Wall.,  338^ 
•347 ;  United  States  v.  Emhdt,  105  XT.  &,  414,  416.) 

As  the  District  Court  had  jurisdiction  of  the  subject-mat- 
ter and  of  the  parties,  and  as  there  is  no  error  in  the  record,, 
and  as  nothing  found  in  the  bill  of  exceptions  can  be  consid- 
ered, the  judgment  must  be  presumed  to  be  right,  and  must 
be  affirmed,  with  costs.  {Campbell  v.  Boyreau,  21  How.,  223, 
227;  Town  of  Lyons  v.  Lyons  National  Bank,  19  Blatchf 
C.  C.  R.,  279,  289.) 

Thomas  Corlett,  for  the  plaintiffs  in  error. 

Rugery  Jenney,  Marshall  &  Brooks,  for  the  defendants 
in  error. 


The  Gold  and  Stook  Telegraph  Company 

vs. 
Frederick  Pearoe  and  others.     In  Equity. 

Id  a  suit  in  equity  for  infringing  a  patent,  a  preliminary  injunction  was  granted 
as  to  claims  2  and  8.  Before  the  time  for  answering  had  expired,  the  plaintiff 
brought  a  second  suit  in  equity,  in  the  same  Court,  against  the  same  defend- 
ant, for  infringing  claim  2,  and  moved  for  a  preliminary  injunction,  alleging- 
that  the  apparatus  now  sought  to  be  enjoined  was,  in  all  material  respects* 
bo  far  as  claim  2  was  concerned,  the  same  apparatus  as  that  enjoined  in  the 
first  suit.  On  an  objection  by  the  defendant,  that  the  remedy  should  be  by  a 
motion  or  proceeding  in  the  first  suit,  the  motion. was  denied,  without  preju- 
dice to  such  motion  or  proceeding. 

(Before  Wkeklkb,  J.,  Southern  District  of  New  York,  February  20th,  1884.) 

Wheeler,  J.  This  cause  has  been  heard  on  the  motion 
of  the  orator  for  a  preliminary  injunction  to  restrain  infringe- 
ment of  the  second  claim  of  the  orator's  patent.    In  a  prior 
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suit  in  this  Court,  bo  lately  brought  by  the  orator  against  these 
same  defendants,  that  the  time  for  answer  and  taking  of  testi- 
mony has  not  yet  expired,  a  preliminary  injunction,  restrain- 
ing the  defendants  from  infringing  this  second  and  the  third 
claims  of  the  patent,  has,  on  motion  of  the  orator,  been 
granted,  and  is  still  in  force.  The  time  for  pleading  in  bar 
the  pendency  of  the  first  suit  has  not  arrived.  In  an  affi- 
davit by  an  expert  filed  by  the  orator  on  this  motion,  it  is 
stated,  that  he  is  familiar  with  the  patent,  and  made  an  affida- 
vit on  the  former  motion,  and  that  the  apparatus  claimed  to 
be  an  infringement  on  this  motion  "  is,  in  all  material  re- 
spects, so  far  as  the  second  claim  is  concerned,  the  same 
apparatus  as  that  enjoined  in  the  previous  motion." 

The  defendants  object  to  this  mode  of  procedure  by  a  new 
bill,  and  cite  Wheeler  v.  McCormick,  (8  Blatchf.  C.  C.  B., 
267.)  The  orator  insists,  that  it  is  proper  to  file  successive 
bills  for  successive  infringements,  and  cites  Sigby  v.  Colum- 
bia Bvbber  Co.,  (18  Fed.  Bep.,  601.)  It  is  also  urged,  in  sup- 
port of  the  orator's  position,  that  the  prior  suit  could  not  be 
maintained  on  an  infringement  subsequent  to  the  filing  of 
that  bill,  only,  while  this  may  be,  and  that  may  fail  and  this 
succeed.  That  is  one  ground  stated  by  Woodruff,  J.,  for 
maintaining  the  second  suit,  in  Wheeler  v.  McCormick,  al- 
though the  principal  ground  was,  that  the  prior  suit  was  in 
another  District  and  Circuit.  That  reason  does  not  obtain 
here,  however,  as  this  case  now  stands,  for  it  is  adjudged  in 
the  prior  suit,  and  that  adjudication  still  stands  insisted  upon 
by  the  orator,  that  there  was  an  infringement  prior  to  the  fil- 
ing of  the  former  bill,  sufficient  to  uphold  it  to  an  accounting 
and  final  decree.  That  the  accounting  in  that  case  would  ex- 
tend to  the  time  of  taking,  and  cover  the  infringement  now 
aimed  at,  is  not  at  all  questioned.  That  distinguishes  this  case 
from  what  was  said  by  Lowell,  J.,  in  Sigby  v.  Columbia  Bub- 
ber  Co.  There,  the  account  had  been  closed,  and,  although 
the  former  injunction  was  in  force,  a  new  bill  would  be  nec- 
essary to  full  relief  for  the  new  infringement.  It  is  also 
urged,  that,  as  a  proceeding  for  contempt  would  be  a  harsher 
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remedy  than  a  motion  for  a  new  injunction,  the  injunction 
might  be  granted  on  a  case  on  which  the  defendants  might 
not  be  adjudged  guilty  of  contempt  of  the  former  one ;  and, 
^especially,  where  the  proof  would  consist  of  ex  parte  affidavits. 
But,  the  processes  of  Courts  of  equity  are  so  flexible  and  cap- 
able of  being  tempered  to  the  justice  and  necessities  of  every 
case,  at  all  its  stages  and  in  all  its  phases,  that  the  difference 
between  the  forms  does  not  seem  to  be  important.  As  these 
cases  are  now  situated,  the  modes  of  proof,  on  proceedings  for 
contempt  of  the  former  injunction,  would  or  might  be  precise- 
ly the  same  as  upon  this  motion.  The  question  whether  the 
device  sought  now  to  be  restrained  infringes  the  second  claim 
is  precisely  the  same  as  that  whether  it  violates  the  former  in- 
junction. If  it  is  not  wilful,  it  need  not  be  visited  with  pun- 
ishment as  such.  As  the  ease  is  presented,  the  question  to  be 
decided  is  precisely  the  same  as  that  before  decided  between 
the  same  parties,  the  adjudication  of  which  is  in  force,  and 
covers  all  that  is  asked  for  here.  If  it  were  necessary,  or  more 
fair,  or  more  desirable,  to  make  the  former  injunction  more 
specific,  by  being  directed  at  some  device  which  the  orators 
•claim  to  be  an  infringement  and  the  defendants  that  it  is  not, 
that  end  can  be  reached  by  motion  in  the  pending  cause,  as 
well  as  by  a  new  bill.  Multiplicity  of  suits  should  be  avoided 
when  practicable,  and  this  multiplicity  may  well  be  avoided 
here.  Under  the  circumstances  of  this  case,  this  motion  is  de- 
nied, but  without  prejudice  to  any  motion  or  proceeding  in 
the  original  cause. 

Edward  N.  Diekersan,  Jr.,  for  the  plaintiff. 

Roscoe  Conkling*  and  Samuel  A.  Duncan,  for  the  de- 
fendants. 
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HSNBT    A.  BRA88ET 

V8. 

The  New  York  and  New  England  Kailroad  Compaitf 

AND  OTHERS.      In  EQUITY. 


Where  a  railroad  corporation,  with  its  well-known  obligations  to  the  public,  1 
become  entirely  insolvent  and  unable  to  pay  the  interest  upon  its  secured 
debts,  unable  to  pay  its  floating  debt,  unable  to  borrow  money,  and  is  in  peril 
of  the  breaking  up  and  destruction  of  its  business,  and  confesses  this  inability,, 
a  case  has  arisen  where,  upon  a  bill  filed  by  a  mortgage  bondholder,  for  an 
injunction  against  attacks  upon  the  mortgaged  property  and  a  receivership 
to  protect  the  property  of  the  corporation  against  peril,  a  temporary  receiver- 
may  be  appointed,  although  no  default  has  yet  taken  place  on  the  securities 
owned  by  the  plaintiff,  but  a  default  is  imminent  and  manifest. 

The  receivership  in  this  case  was  not  the  result  of  any  plan  to  injure  the  corpo- 
ration or  the  holders  of  its  securities,  nor  was  the  suit  collusive  between  the- 
parties,  in  the  sense  of  a  fraudulent  collusion  to  deceive  the  Court,  and  there- 
by to  accomplish  selfish  and  improper  purposes. 

(Before  Sbtfman,  J.,  Connecticut,  March  7th,  1884.) 

Shipman,  J.  The  petitioners  have  put  their  case  upon  the- 
ground,  that  neither  the  allegations  of  the  original  bill,  nor  the- 
facts  in  regard  to  the  New  York  and  New  England  Company- 
existing  at  the  time  of  the  appointment  of  the  receiver,  justi- 
fied the  order,  but  that,  on  the  contrary,  the  institution  of  the: 
suit  and  the  procurement  of  the  vote  of  the  directors,  at  a 
special  meeting,  assenting  to  the  proposed  appointment,  were 
a  plan  on  the  part  of  sundry  directors  and  the  president  to  in- 
jure the  corporation,  perhaps,  for  selfish  purposes.  On  the 
other  hand,  the  corporation  and  the  trustees  of  the  second  mort- 
gage have  placed  their  opposition  to  the  revocation  of  th§  order, 
in  part,  upon  the  fact  that  the  present  acknowledged  financial 
condition  of  the  corporation  demands  a  receivership,  and  tliat 
the  taking  the  road  out  of  the  hands  of  a  receiver,  in  view  of 
the  pendency  of  three  petitions  before  three  legislatures,  for  ad- 
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ditional  legislative  authority  to  raise  money,(the  petitions  being 
based  upon  the  financial  necessities  of  the  corporation,)  would 
put  the  corporation  in  the  midst  of  perplexities  and  dangers* 
from  which  it  is  now  relieved,  and  would  imperil  the  success- 
of  any  attempt  to  place  the  corporation  in  a  condition  of  sol- 
vency. It  is,  of  course,  apparent  that,  in  their  opposition  to 
a  revocation  of  the  order,  the  trustees  of  the  second  mortgage 
bonds  and  the  corporation  have  a  great  leverage  from  the  fact 
that  the  business  community,  the  shippers  of  freight,  and  the 
creditors  of  the  corporation,  are  now  perfectly  aware  that  the 
company  has  not  been  able  to  pay  its  debts,  has  lived  by  bor- 
rowing and  by  the  grace  of  a  portion  of  its  creditors,  and  from 
a  natural  fear  of  danger  which  might  result  from  putting  the 
corporation  back  into  a  condition  where  it  might  not  be  able 
either  to  serve  the  public  or  to  help  itself.  The  position  which 
the  Commonwealth  of  Massachusetts,  by  virtue  of  its  owner- 
ship of  about  seventeen  twenty-eighths  of  the  whole  number 
of  outstanding  second  mortgage  bonds,  has  taken  in  regard  to 
the  receivership,  is,  also,  in  this  part  of  the  case,  entitled  to 
much  respect.  •  But  it  is  not  my  purpose  to  dispose  of  this 
motion  upon  6uch  considerations. 

The  petitioners  have  given  voice  to  their  suspicions,  not  to 
say  their  accusations,  that  this  receivership  was  the  result  of  a 
plan  to  injure  either  the  corporation  or  the  holders  of  its  se- 
curities, and  that  the  suit  was  collusive  between  the  parties,  in 
the  sense  of  a  fraudulent  collusion  to  deceive  the  Court,  and 
thereby  to  accomplish  selfish  and  improper  purposes.  If  this 
is  true,  it  is  the  duty  of  the  Court  either  to  set  aside  the  order 
or  to  remove  the  receiver.  I,  therefore,  propose  briefly  to  ex- 
amine into  the  facts  and  see  whether  there  was  or  was  not  a 
necessity,  arising  out  "of  the  financial  condition  and  circum- 
stances of  this  road,  for  the  appointment  of  a  receiver,  and  to 
look  into  the  validity  of  the  charges  or  suspicions  of  collusive 
fraud,  recognizing  the  fact,  that  the  changed  position  and  re- 
lations of  the  active  petitioners  in  regard  to  the  controlling 
management  of  the  corporation,  resulting  from  the  election  of 
directors  in  the  early  part  of  December,  might  naturally  en- 
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gender  suspicions  in  their  minds,  either  of  the  good  faith  or 
of  the  propriety  of  the  conduct  of  the  new  board,  although 
those  suspicions  might  not  be  well  founded.  And  I  re-exam- 
ine the  condition  of  things  on  December  31st,  1883,  with  ref- 
erence to  a  receivership,  with  the  more  willingness,  because  it 
has  been  stated  here,  that  it  was  said  in  another  Court,  that, 
probably,  if  I  had  known  all  the  facts,  the  order  would  not 
have  been  granted. 

Previous  to  the  annual  election  of  directors  of  the  corpora- 
tion, Lee,  Higginson  &  Co.,  gave  public  notice,  by  advertise- 
ment, that  an  attempt  would  be  made  to  elect  a  new  and 
-different  board,  intimating  plainly  a  dissatisfaction  with  the 
policy  of  the  existing  management,  and  solicited  the  proxies 
of  the  stockholders  for  that  purpose.  This  attempt  was  openly 
and  plainly  proclaimed,  and  resulted  in  dropping  from  the 
board  General  Wilson,  the  former  president,  and  Messrs.  Grant 
and  Cannon,  who,  apparently,  were  efficient  financial  friends 
of  the  existing  management.  Colonel  French,  who  was  also 
on  friendly  terms  with  these  gentlemen,  was  re-elected,  and 
Mr.  Kingsbury,  a  member  of  the  board  for  many  years,  was 
also  re-elected.  Whether  others  of  the  old  board  were  re- 
elected I  do  not  know. 

The  report  of  the  retiring  president  showed  that,  from 
various  causes,  the  road  had  not,  during  the  year  ending  Sep- 
tember 30th,  1883,  earned  its  fixed  charges.  Promptly  with 
the  announcement  of  the  probable  or  actual  result  of  the  elec- 
tion, Mr.  Cannon  and  the  firm  of  which  Mr.  Grant  is  a  mem- 
ber demanded  and  received  payment  of  demand  notes  against 
the  company,  amounting  to  $104,000.  I  do  not  speak  of  this 
action  as  unnatural  or  improper,  but  simply  as  one  of  the 
financial  facts  of  the  case.  The  retiring  directors  probably 
thought  it  not  improper  that  they  should  no  longer  be  obliged 
to  address  themselves  to  the  work  of  providing  means  to  sus- 
tain the  credit  and  pay  the  overdue  debts  of  the  company. 

The  new  board,  as  appears  both  from  the  official  record  of 
their  action,  and  as  appeared  more  in  detail  upon  the  original 
hearing,  found  themselves  compelled  to  turn  early  and  prompt 
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attention  to  this  subject,  and  found  the  company  in  unexpected 
straits  for  money.    The  pressing  debts  were,  apparently,  larger 
than  they  had  anticipated.    No  money  was  in  the  treasury  to 
meet  the  interest  on  the  first  mortgage  bonds  maturing  on 
January  1st.     There  was  no  money  to  pay  the  old  debts  due 
to  connecting  roads.     Money  could  not  be  spared  to  pay 
maturing  notes  except  under  supposed  compulsion.    The  di- 
rectors set  themselves  to  the  task  of  borrowing  money  to  meet 
pressing  obligations.    It  was  estimated  that  some  $800,000 
were  needed,  and  that  but  about  $300,000  could  be  promised. 
At  this  point,  in  reply  to  a  letter  from  Mr.  Clark,  was  received 
a  letter  from  the  president  of  the  Erie  Railroad  Company,  in 
which  Mr.  Jewett  stated  that  he  desired  payment  of  $90,000 
of  the  debt  of  $190,000  due  that  company,  and  that  $100,000 
might  remain  for  a  time.    Payment  of  the  January  interest 
could  neither  be  made  from  the  receipts  of  the  New  York  and 
New  England  road,  nor  could  the  money  be  borrowed.    A 
plan  was  projected  and  finally  carried  into  effect,  that  the  Jan- 
uary coupons  should  be  cashed  or  bought  by  money  furnished 
by  the  persons  interested  in  the  road,  and  held  until  the  suc- 
ceeding July,  and  that  $10,000  should  be  furnished  by  the 
company,  in  consideration  of  this  forbearance,  and  as  commis- 
sions for  the  services  of  the  bank  which  was  to  receive  and 
disburse  the  money.    Notice  to  all  creditors  and  to  the  public 
was  thus  given  of  the  company's  inability  either  to  pay  their 
interest  or  to  borrow  the  money  with  which  to  pay  it,  and  that 
the  company  was  without  either  money  or  adequate  credit. 
For  the  purposes  of  the  present  inquiry,  an  examination  of 
the  causes  which  had  brought  about  this  result  would  neither 
be  gracious  nor  useful ;  neither  have  I  sufficient  data  to  state 
them,  with  accuracy.    The  fact  that  the  corporation  was  at  a 
standstill,  so  far  as  the  payment  of  its  debts  and  obligations 
was  concerned,  existed.     The  fact  that  no  duty  existed  upon 
the  directors  or  upon  the  stockholders  to  lend  money  upon  un- 
secured notes,  and  thus  to  meet  these  obligations,  seems  to  me 
to  be  plain.    The  directors  owed  two  duties — one  to  the  pub- 
lic, that  this  road  should  be  kept  in  running  condition,  so  that 
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it  could  serve  the  public ;  the  other  to  the  stockholders  and  to 
the  bondholders,  that,  if  possible,  the  property  might  be  kept 
intact  and  preserved,  so  that,  finally,  unsecured  and  secured 
creditors  might,  if  possible,  be  paid  and  the  stock  might  be 
saved ;  and  they  were  called  upon  to  take  all  proper  measures 
to  discharge  these  two  duties.  At  this  time,  probably  from 
the  27th  to  the  31st  of  December,  the  question  of  temporary 
relief,  by  a  receivership,  from  the  peril  in  which  they  found 
the  corporation,  undoubtedly  presented  itself  to  the  minds  of 
the  directors.  It  would  be  natural  that  the  idea  of  protection 
to  the  property  and  benefit  to  the  public  through  such  an  in- 
strumentality should  have  suggested  itself.  On  the  31st  of 
December,  the  agent  of  the  syndicate  which  had  agreed  to 
take  second  mortgage  bonds,  and  thus  provide  the  means  for 
the  payment  of  the  expenses  of  double  tracking  the  road,  the 
proceeds  of  the  bonds  to  be  used  only  for  work  already  doner 
refused  to  answer  the  call  which  was  made  upon  him  to  take 
and  pay  for  170  bonds.  I  do  not  propose  to  consider  the  pro- 
priety  or  impropriety  of  the  refusal,  but,  on  the  contrary,  to 
assume  that  the  agent  took  the  proper  course.  It  is  a  fact  in 
the  case,  and  a  fact  which,  taken  with  other  occurrences  of 
that  day,  led  the  president  to  believe  that  not  only  no  more 
bonds  would  be  taken,  and,  therefore,  the  double  tracking  of 
the  road  must  be  stopped,  but,  also,  that  Messrs.  Cannon,  Grant 
and  French  were  planning  themselves  to  procure  the  appoint- 
ment of  a  receiver  who  would  act  in  harmony  with  them,  and 
in  hostility  to  the  new  policy  of  the  new  board,  if  that  policy 
should  prove  to  be  a  radical  departure  from  the  system  of  the 
old  board. 

In  pursuance  of  authority  which  had  been  previously  given 
by  the  board  to  call  special  meetings,  the  president  called  a 
meeting  of  his  board  at  Hartford,  on  the  evening  of  Decem- 
ber 31st,  to  act  upon  the  question  of  agreeing  or  consenting 
to  the  appointment  of  a  receiver.  Messrs.  Clark,  Nickerson, 
Higginson  and  French  left  Boston  on  the  same  train,  and  the 
silence  of  the  three  first  named  gentlemen  in  reply  to  Colonel 
French's  questions  in  regard  to  the  object  of  the  proposed 
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-meeting,  is  seriously  criticised.    The  answer  to  these  criticisms 
is,  that  they  honestly  believed,  that,  if  he  was  informed  of  the 
object  before  the  hour  of  meeting,  he  could  take  prompt  and 
-efficient  measures  to  communicate  with  his  friends  and  obtain 
a  hostile  receivership  in  the  Courts  of  the  State  of  New  York. 
Their  silence  and  expedition  led  him  to  distrust  their  good 
faith.     This  mutual  distrust  was  the  cause  of  the  subsequent 
excitement  which  attended  the  issuing  of  the  order.     Messrs. 
French,  Cannon  and  Grant  all  deny,  under  oath,  that  the  sus- 
picions were  well  founded,  or  that  they  had  any  knowledge 
or  privity  in  such  a  design,  and  there  is  no  evidence  before 
me  which  casts  doubt  upon  the  truth  of  the  denial.    Neither 
is  there  any  more  room  to  doubt  that   the   other  directors 
really  believed  that  they  were  only  endeavoring  to  forestall 
similar  action  on  the  part  of   the   gentlemen  whom  I  have 
named.      When  the  meeting  was  held,  a  quorum  of  seven 
was  present,  and   a  vote   approving   of  a  Receivership  was 
carried  by  a  vote  of  five  to  two.     This  action  was,  at  a  meet- 
ing held  on  January  7th,  deliberately  approved  by  a  large 
majority  of  all  the  directors.     At  the  hearing  on  the  evening 
of  the  first  meeting,  Colonel  French  urgently  opposed  the 
granting  of  the  order.     The  case  resolved  itself  to  this — the 
inability  of  the  corporation  to  pay  its  coupons  and  its  other 
debts  wps  admitted.     The  expedient  which  had  been  adopted 
for  the  payment  of  the  coupons  was  explained.      The  plan 
which  all  parties  then  agreed  was  the  only  feasible  plan  by 
which  to  raise  money  was,  to  obtain  the  requisite  permission 
from  the  legislatures  of  Massachusetts,  Connecticut  and  Rhode 
Island,  and,  also,  from  the  requisite  number  of  the  existing 
second  mortgage  bondholders,  to  issue  second  mortgage  bonds 
in  payment  of  the  floating  debt,  a  proceeding  which  would 
evidently  require  time  and  care.     Colonel  French  was  of  the 
opinion   that  no  danger  would  arise  from  attachments,  or 
cessation  of  business  from  connecting  roads,  or  from  any  other 
adverse  causes,  while  these  applications  were  pending.     The 
other  gentlemen  thought  that  the  corporation  would  be  put 
into  great  hazard  as  soon  as  the  knowledge  of  their  actual  in- 
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ability  to  pay  their  January  interest  was  known,  and  that  the 
announcement  of  this  fact  would  be  a  signal  for  the  com- 
mencement of  hostilities.  Mr.  Kingsbury,  the  trustee  of  the 
second  mortgage,  who  resided  in  Connecticut,  and  who  has 
long  been  a  director  of  this  road,  and  had  given  much  time 
and  thought  to  the  affairs  of  the  company,  reluctantly  as- 
sented to  the  necessity  of  a  receivership.  1  believed  then, 
and  still  think,  that  the  condition  of  the  corporation  was  such 
that  there  was  not  only  no  safety,  but  that  there  was  absolute 
and  imminent  peril  to  all  the  interests  of  stockholders,  bond- 
holders and  creditors,  if  a  receivership  should  be  refused,  and 
that  the  welfare  of  all  the  various  interests  required  that  the 
corporation  should  temporarily  be  placed  in  a  position  where 
hostile  arms  could  not  attack  it.  The  corporation  is  now  en- 
abled actively  and  efficiently  to  discharge  its  obligations  to  the 
public,  from  the  fact  that  it  is  under  protection.  Subsequent 
events  simply  confirm  the  conclusion  to  which  I  then  came. 
It  could  not  even  now  do  business  unless  it  had  been  per- 
mitted to  use  some  of  its  receipts  to  pay  a  part  of  the  out- 
standing debts  due  to  connecting  roads.  The  receiver  has 
been  seeking  from  the  Connecticut  legislature  the  remission 
of  taxes  which  are  a  first  Hen  upon  the  Connecticut  real  estate 
of  the  company.  A  receivership  by  some  Court  was  inevit- 
able. 

The  question  still  remains  to  be  considered — was  the  insti- 
tution of  the  suit,  and  the  efforts  on  the  part  of  the  directors 
to  promote  it,  an  attempted  fraud  upon  any  one  ?  I  have 
carefully  listened  to  the  facts  and  suggestions  and  inferences 
which  have  been  stated  by  the  counsel  for  the  petitioners,  and 
I  can  discover  no  actual  trace  of  a  desire  to  injure  the  prop- 
erty  or  securities,  or  the  honest  aud  true  character,  of  the  com- 
pany. I  see  circumstances  which  a  mind  predisposed  to  sus- 
picion can  easily  fasten  upon  as  indicative  of  a  sinister  and 
indirect  motive.  The  petitioners  were  carrying  a  large  amount 
of  the  second  mortgage  bonds,  and  would  naturally  distrust 
action  which  would  depreciate  the  market  value  of  these  se- 
curities, but,  when   the  circumstances  are  looked  at  in  the 
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light  of  other  existing  facts,  the  idea  of  attempted  fraud 
disappears.  I  am  at  a  loss  to  find  where  the  fraud  exists, 
when  the  pecuniary  condition  of  the  company  is  really  under- 
stood. If  the  directors  had  in  mind  the  wrecking  of  the 
road,  they  could  have  done  it  easily  by  not  favoring  a  receiver- 
ship. 

At  the  time  when  the  order  was  granted,  the  substantial 
facts  which  have  been  stated  were  apparent,  except  that  I  da 
not  now  recollect  that  the  refusal  of  the  syndicate  to  take  the 
bonds,  or  the  payment  of  the  notes  to  Cannon  and  Grant  & 
Co.,  were  adverted  to,  and  except  that  the  relations  between 
some  of  the  directors  who  favored  a  receivership  and  some  of 
the  members  of  the  old  board  were  not  clearly  understood  by 
me.  The  facts  in  regard  to  the  pecuniary  condition  of  the 
company,  and  the  impossibility  of  any  immediate  ability  to 
obtain  more  money,  and  thereby  gain  relief,  were  clearly 
perceived. 

Upon  this  hearing,  the  conduct  of  the  receiver  since  his 
appointment,  in  closing  his  fast  through  freight  contracts  with 
the  New  York,  Lake  Erie  and  "Western  Railroad  Company, 
and  his  printed  statements  or  reports  in  regard  to  the  financial 
condition  of  the  company,  have  been  criticized.  If  the  traffic 
arrangements  resulted,  through  too  low  rates  to  the  New  York 
and  New  England  road,  in  constant  pecuniary  loss  to  the  com- 
pany, I  can  see  no  propriety  in  continuing  the  contract,  and 
in  continued  pecuniary  losses.  In  regard  to  his  financial  ex- 
hibit, I  have  heard  no  adequate  reason  to  doubt  its  truth,  and 
it  was  certainly  his  duty  to  inform  the  stockholders  and  the 
bondholders  of  the  exact  condition  of  the  company. 

Were  the  allegations  of  the  bill  sufficient  to  justify  the  ap- 
pointment of  a  receiver  ?  The  petitioners'  position  is,  that, 
ordinarily,  to  justify  such  an  appointment,  a  case  must  be 
pending  in  which  other  and  principal  relief  is  sought,  as  to 
foreclose  a  mortgage.  It  is  true,  that,  in  general,  a  receiver- 
ship is  ancillary  or  incidental  to  the  main  purpose  of  the  bill, 
but  it  does  not  follow,  that,  where  a  case  is  presented  which 
demands  the  relief  which  can  be  best  given  by  a  receivership, 
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finch  relief  must  be  refused  because  the  time  has  not  arrived 
when  other  substantial  relief  can  be  asked.  For  example,  al- 
though, as  a  rule,  a  mortgagee  cannot  ask  for  relief  until  his 
mortgage  debt  has  become  due,  he  can  go  into  a  Court  of  equi- 
ty before  that  time  has  arrived,  and  ask  for  an  injunction  and 
a  receiver,  to  prevent  the  subject-matter  of  his  mortgage  from 
being  impaired  and  wasted,  as  was  said  in  Long  Dock  Com- 
pany v.  Mallery,  (12  JV.  J.  £q.,  431 :)  "The  power  of  the 
Court  to  preserve  the  pledge  from  destruction,  to  answer  the 
exigency  of  the  mortgage,  is  undoubted."  "  If  the  bill  shows 
a  case  for  an  injunction  and  a  receiver,  the  exercise  of  that 
power  is  called  for,  although  the  time  of  payment  set  in  the 
mortgage  has  not  yet  come,  unless  the  equity  of  the  bill  is  met 
by  the  answer."  This  bill  alleged  the  existence  of  the  corpo- 
ration and  the  first  and  second  mortgage  bonds,  and  the  actual 
inability  of  the  road  to  pay  its  interest  to  become  due  on  Jan- 
uary 1st ;  the  existence  of  the  floating  debt  and  its  inability  to 
pay  that ;  the  intention  of  some  of  the  creditors  to  attach  the 
mortgage  property;  the  peril  to  the  road  arising  from  an  ticipated 
attachments  of  the  property  covered  by  the  second  mortgage,  and 
by  the  loss  and  breaking  up  of  the  business  of  the  road,  from 
its  inability  to  pay  connecting  lines,  and  its  consequent  in- 
ability to  pay  the  interest  due  on  February  1st ;  in  brief,  it 
alleged  the  insolvency  of  the  road,  though  not  in  terms,  and 
the  danger  and  hazard  of  serious  injury  to  the  revenue  of  the 
company  unless  suits  were  prohibited,  and  those  who  did 
business  with  it  were  assured  that  its  current  expenses  were 
to  be  paid.  These  allegations  were  admitted  both  by  the 
corporation  and  by  the  trustees  of  the  second  mortgage.  I 
am  of  tie  opinion,  that,  when  a  railroad  corporation,  with 
its  well-known  obligations  to  the  public,  has  become  entirely 
insolvent  and  unable  to  pay  the  interest  upon  its  secured 
debts,  unable  to  pay  its  floating  debt,  unable  to  pay  the  sums 
due  its  connecting  lines,  unable  to  borrow  money,  and  is  in 
peril  of  the  breaking  up  and  destruction  of  its  business,  and 
confesses  this  inability,  although  no  default  has  as  yet  taken 
place  upon  the  securities  owned  by  the  orator,  but  a  default  is 
imminent  and  manifest,  a  case  has  arisen  where,  upon  a  bill  for 
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an  injunction  against  attacks  upon  the  mortgaged  property  and 
a  receivership  to  protect  the  property  of  the  corporation  against 
peril,  a  temporary  receiver  may  properly  and  wisely  be  ap- 
pointed. 

It  is  next  said  that  this  was  a  case  of  collusion  between  the 
orator  and  the  railroad  corporation.  There  is  no  claim  that 
there  was  any  collusion  on  the  part  of  the  second  mortgage 
trustees.  If  by  collusion  it  is  meant  that  the  preparation  for, 
-and  institution  of,  the  suit  were  known  and  desired  by  the  di- 
rectors, or  some  of  them,  in  the  belief  that  the  granting  of  the 
prayer  of  the  bill  would  be  prudent  and  wise,  then  there  was 
collusion.  If  by  collusion  it  is  meant  that  the  institution  of  the 
suit  or  its  management  was  marked  by  fraudulent  design  or 
purpose,  then  there  was  not  collusion.  The  complainant  was 
the  actual  owner  of  five  mortgage  bonds.  They  were  not 
.placed  in  his  hands,  and  were  not  transferred  to  him  fictitious- 
ly, and  were  not  bought  by  him  for  the  purpose  of  the  suit. 
The  firm  of  Lee,  Higginson  &  Co.  had  the  authority  to  bring 
suit  in  his  name,  or  their  action  has  been  ratified  and  approved. 
The  railroad  company  consented,  prior  to  coming  into  Court, 
to  the  appointment,  as  is  frequently  and  properly  the  course 
in  cases  of  this  kind.  No  one  attacks  the  fidelity  of  the 
second  mortgage  trustees,  and  they  .also  assented. 

In  regard  to  the  prayer  of  the  petition  for  the  removal  of 
the  receiver,  no  adequate  reason  has,  in  my  opinion,  been  given 
for  such  a  course.  The  affidavits  of  the  second  mortgage  trustees 
contain  a  sufficient  reason  why  such  a  prayer  should  be  denied. 

In  regard  to  the  prayer  of  the  petition  for  the  appoint- 
ment of  a  co-receiver,  I  see  no  reason  for  antagonistic  receivers, 
and  a  receiver  who  should  be  in  accord  with  Mr.  Clark  would 
not,  probably,  be  satisfactory  to  the  petitioners. 

The  prayer  of  the  petition  is  denied. 

William  D.  Shipman  and  Henry  D.  Hyde,  for  the  pe- 
titioners. 

Simeon  K  Baldwin,  William  Caleb  Loving,  and  Moorfield 
Story,  opposed. 

Vol.  XXII.— 6 
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The  United  States,  Plaintiffs  in  Erbob. 
John  L.  White,  Assignee,  &o.,  Defendant  in  Ebrob. 

Ad  obligation  or  promise  in  this  form :  "  Due  the  bearer  one  dollar,  in  goods^ 
at  onr  store,  Kennedy,  N.  T.,  Oct.  14,  1878.  Aldrich,  Sweetiand  A  Co.,"  ia- 
not  a  "note  used  for  circulation"  within  §  19  of  the  Act  of  February  8th, 
1875,  (18  U.  8.  Stat,  at  Large,  811,)  and  the  promisors  are  not  liable  to  a  tax. 
thereon. 

(Before  Wallaov,  J.,  Northern  District  of  New  York,  March  18th,  1884.) 

Wallace,  J.  This  is  a  writ  of  error  to  the  District  Court 
for  the  Northern  District  of  New  York,  brought  to  review  a 
judgment  of  that  Court  in  favor  of  the  defendant.  The  first 
question  presented  by  the  bill  of  exceptions  is,  whether  certain 
obligations,  issued  by  the  firm  of  Aldrich,  Sweetland  &  Co.,  are 
liable  to  taxation,  under  §  19  of  the  Act  of  Congress  of  Febru- 
ary 8th,  1875,  entitled,  "An  Act  to  amend  existing  customs  and 
internal  revenue  laws,  and  for  other  purposes,"  (18  TJ.  S.  Stat, 
at  Large,  311.)  Section  19  reads  as  follows :  "Every  person,, 
firm,  association,  other  than  national  bank  associations,  and 
every  corporation,  State  bank,  or  State  banking  association,, 
shall  pay  a  tax  of  ten  per  centum  on  the  amount  of  their 
own  notes  used  for  circulation,  and  paid  out  by  them."  The 
firm  of  Aldrich,  Sweetland  &  Co.,  merchants,  had  issued, 
paid  out,  and  put  into  circulation,  in  the  neighborhood  of 
their  place  of  business,  their  obligations  or  promises  to  pay 
in  goods  at  their  store,  varying  in  amount  from  five  cents- 
to  five  dollars  each,  and  amounting,  in  the  aggregate,  to 
nearly  five  thousand  dollars,  in  form  as  follows :  "  Due  the 
bearer  one  dollar,  in  goods,  at  our  store,  Kennedy,  N.  Y.,. 
Oct.  14,  1878.    Aldrich,  Sweetland  &  Co." 

If  the  meaning  of  the  term  "  notes  used  for  circulation  " 
could  not  be  satisfactorily  ascertained  by  a  reference  to  other 
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Acts  of  Congress  in  pari  materia,  the  question  presented 
would  be  a  more  doubtful  one,  because,  although  such  prom- 
ises to  pay  are  not  negotiable  notes,  inasmuch  as  they  are  not 
payable  in  money,  they  are  notes,  within  the  generally  accepted 
meaning  of  the  word.  A  literal  reading  of  the  section  would 
subject  to  taxation  every  note  an  individual  might  execute  and 
deliver,  unless  there  is  some  special  meaning  to  the  term  "used 
for  circulation  ; "  yet  no  one  would  contend  that  the  section 
was  designed  to  have  this  extended  application.  More  es- 
pecially would  such  a  construction  be  a  startling  one,  in  view 
of  the  provisions  of  §  20  of  the  same  Act,  which  imposes  a 
tax  of  ten  per  centum  on  the  notes  of  every  person,  firm,  or 
corporation,  used  for  circulation  by  other  persons,  firms,  and 
corporations.  It  is  not  to  be  supposed  that  Congress  intended, 
by  the  Act  in  question,  to  subject  all  promissory  notes  circu- 
lating in  the  business  of  the  country  to  a  tax  of  ten  per  centum 
— a  tax  double  that  imposed  in  1862  to  meet  the  exigencies  of 
the  war  to  preserve  the  Union.  It  is,  therefore,  necessary  to 
look  for  some  more  restricted  meaning  of  the  term  "  notes 
used  for  circulation."  That  meaning  may  be  found  by  a  ref- 
erence to  other  provisions  in  the  laws  of  Congress  in  pari  mar 
teria,  which,  upon  familiar  rules  of  construction,  should  al- 
ways be  considered  in  solving  questions  of  the  interpretation  of 
statutes.  By  such  reference  it  will  appear,  that  "  notes  used 
for  circulation,"  t4  circulating  notes,"  and  "  circulation,"  as  that 
word  is  used  in  relation  to  the  instrumentalities  of  banking 
operations,  are  equivalent  and  synonymous  terms.  Section  21 
of  the  Act  in  question  provides  how  the  tax  imposed  by  §  19 
shall  be  returned  and  collected,  and,  instead  of  the  words 
u  notes  used  for  circulation,"  uses  the  words  u  circulating 
notes."  The  context  of  the  three  sections,  19,  20  and  21, 
shows,  plainly,  that  the  taxes  within  the  contemplation  of 
Congress,  and  the  subject-matter  of  the  legislation,  are  those 
relating  to  banking  capital  in  the  hands  of  corporations  and 
individuals.  According  to  ^he  scheme  of  the  existing  in- 
ternal revenue  laws,  those  taxes  are  imposed  not  only  on 
the  capital  directly  employed,  but  also  upon  the  deposits  and 
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• -circulation  incident  to  banking  operations.  The  word  "circu- 
lation," in  this  connection,  is  defined  by  the  lexicographers  as 

v**  currency,"  or  "  circulating  notes  or  bills,  current  for  coin," 
( Webster.)  That  this  is  the  subject  of  taxation  in  the  sec- 
tions in  question  is  obvious,  because  these  sections  in  the  Act 

*  of  1875  are  a  substitute  for  the  pre-existing  provisions  of  law 
respecting  the  taxation  of  banks  and  bankers,  as  found  in  the 
third  clause  of  §  3,408,  of  the  Revised  Statutes.  That  clause 
imposed  a  tax  of  "one-twelfth  of  one  per  centum  each  month 
upon  the  average  amount  of  circulation  issued  by  any  bank, 

•association,  corporation,   company,   or  person,  including  as 

*  circulation  all  certified  checks  and  all  notes  and  other  obli- 
gations calculated  or  intended  to  circulate  or  to  be  used  as 
money  P  In  lieu  of  the  tax  of  one-twelfth  of  one  per  cen- 
tum a  month  upon  notes  "  calculated  or  intended  to  circulate 
as  money,"  thus  imposed,  the  Act  of  1875  imposes  a  tax  of 
ten  per  cent,  per  annum  on  "  notes  used  for  circulation." 
Both  the  earlier  and  the  later  law  deal  with  the  same  persons, 
the  same  business,  and  the  same  subject  of  taxation ;  but  the 
later  Act,  in  harmony  with  the  general  legislation  of  Congress 

.since  the  close  of  the  war,  lightens  the  burden  imposed.     It 
♦thus  seems  clear,  that  the  "  notes  used  for  circulation,"  taxed 
'by  the  Act  of  1875,  are  notes  calculated  or  intended  to  circu- 
late for  money.    That  obligations  or  notes  of  the  character  put 
forth  by  the  makers  here  are  not  obligations  intended  to  cir- 
culate for  money,  was  distinctly  held  by  the  Supreme  Court, 
in  United  States  v.  Van  Auken,  (96  U.  6\,  366.)    In  that  case, 
the  defendant  was  indicted  for  paying  out  and  circulating 
;  similar  obligations,  under  an  Act  of  Congress  declaring  that 
no  private  corporation,  firm,  or  individual,  should  make,  issue, 
circulate  or  pay  out  any  note  or  other  obligation  for  a  less  sum 
than  one  dollar,  intended  to  circulate  as  money  /  and  the  Court 
decided,  that,  as  such  obligations  were  not  solvable  in  money, 
but  only  in  goods,  there  was  no  offence,  within  the  meaning 
of  the  statute. 

As  the  obligations  in  question  were  not  circulating  notes, 
vor  notes  used  for  circulation,  as  that  term  is  used  in  the  Act 
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imposing  the  tax,  it  is  unnecessary  to  consider  the  other  ques- 
tions which  are  presented  by  the  bill  of  exceptions,  and  the- 
judgment  of  the  Court  below  is  affirmed. 

Martin  1.  Townsend,  {District  Attorney})  for  the  plaint- 
iffs in  error. 

John  L.  White,  defendant  in  error,  in  person. 


George  L.  Rich  vs.  The  Town  of  Mentz. 

As  a  pending  case,  presenting  the  same  question,  involved  a  sufficient  sum  to  he* 
reviewed  by  the  Supreme  Court,  and  was  to  be  presented  to  that  Court,  this 
Court,  both  judges  concurring,  stayed  all  proceedings  in  this  case,  and  re- 
frained from  entering  a  judgment,  until  the  decision  in  the  other  case,  on 
writ  of  error,  or  until  the  further  order  of  this  Court. 

The  views  of  Wallace,  J.,  in  Cowdrey  v.  Town  of  Caneadea,  (21  Katckf  C.  C.  R., 
851,)  were  adhered  to  by  him,  and  those  of  Coxe,  J.,  in  Rich  v.  Town  of  Mentz^ 
(Id.,  492,)  and  Chandler  v.  Town  of  Attica,  (Td.t  499,)  were  adhered  to  by  him, 
as  to  the  construction  of  the  Act  of  the  Legislature  of  New  York,  chap.  92& 
of  the  Laws  of  1871,  in  regard  to  town  bonds. 

(Before  Wallace  and  Coxs,  JJ.,  Northern  District  of  New  York,  March  lUfc^ 
1884.) 

Wallace,  J.  The  same  questions  arise  in  this  case  a& 
were  presented  in  Cowdrey  v.  Town  of  Caneadea,  (21  Blatchf*. 
C.  C.  i?.,  351,)  where  it  was  ruled,  that  the  bonds  of  the  town 
were  void  because  \he  county  judge  did  not  adjudicate  that 
the  requisite  majority  of  tax-payers  had  consented  to  the  cre- 
ation of  the  bonds.  No  reasons  have  been  advanced,  in  th* 
arguments  of  counsel,  that  are  deemed  sufficient  to  change 
the  conclusions  reached  in  the  Caneadea  case.  It  is  proper, 
however,  to  advert  to  an  argument  that  was  urged  in  that 
case,  and  considered  but  not  discussed  in  the  opinion,  and 
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which  has  been  urged  again  here.  It  is  insisted,  that,  because 
the  amendatory  Act  of  1871,  (chap.  925,)  defines  the  term  tax- 
•  payer,  "  when  used  in  this  Act,"  to  mean  such  tax-payers  as 
are  not  assessed  for  dogs  or  highway  tax  only,  it  is  not  neces- 
sary to  comply  with  the  explicit  language  of  the  Act  as  to  the 
form  and  substance  of  the  petition. 

The  petition  is  the  basis  and  groundwork  of  the  whole 
bonding  proceeding.  When  the  amended  Act  was  passed, 
many  of  these  proceedings  had  been  set  aside  by  the  Courts  of 
this  State  because  of  defects  of  form  in  the  petition,  and  it 
was  the  well  settled  law  of  the  State  Courts,  that  any  such  de- 
fect was  jurisdictional,  and  rendered  the  whole  proceeding 
futile.  Speaking  of  the  Act  of  1869,  (chap.  907,)  the  Court 
of  Appeals  said,  in  The  People  v.  Smith,  (45  2T.  Y.,  772 :) 
"  that  the  authority  conferred  by  the  Act  must  be  exercised 
in  strict  conformity  to,  and  by  a  rigid  compliance  with,  the 
letter  and  spirit  of  the  statute.  The  first  section  of  the 
amended  Act  provides,  in  language  as  explicit  as  could  be  em- 
ployed, that  the  petition,  verified  by  one  of  the  petitioners, 
shall  set  forth  that  the  petitioners  are  a  majority  of  tax-payers 
of  the  town,  who  are  taxed  or  assessed  for  property,  "not 
including  those  taxed  for  dogs  or  highway  tax  only."  It 
subsequently  provides,  that  the  word  tax-payer,  "  when  used 
in  this  Act,"  shall  mean  "  any  corporation  or  person  assessed 
or  taxed  for  property,  *  *  *  not  including  those  taxed 
for  dogs  or  highway  tax  only."  Section  2  mikes  it  the  duty 
of  the  county  judge  "  to  proceed  an<J  take  proof  as  to  the  said 
allegations  in  said  petition,"  and,  if  he  finds  that  the  requisite 
majority  of  tax-payers  have  consented,  he  shall  so  adjudge. 
If  there  were  no  express  provision  requiring  it  to.  appear  in 
the  petition  that  the  tax- payers  who  apply  are  a  majority  of 
the  designated  class,  the  petition  would,  doubtless,  be  sufficient 
if  it  alleged  that  they  were  a  majority  of  the  tax-payers  of  the 
town.  And,  in  this  view,  there  was  no  need  of  amending,  the 
Act  of  1869  in  this  behalf.  If  the  argtfment  f Qr  the  plaintiff 
is  sound,  this  explicit  provision  is  meaningless.  It  is  not  to 
be  assumed  that  the  legislature  did  not  mean  anything  by  the 
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language  which  they  so  carefully  employed.  It  is  not  difficult 
to  apprehend  what  the  legislature  meant  by  defining  the  word 
<4  tax-payer.' •  It  occurs  several  times  in  the  Act.  It  was  de- 
fined for  convenience,  in  order  to  avoid  repetition  of  descrip- 
tion, whenever  the  word  was  used  in  the  Act,  and,  in  order 
that  there  should  be  no  room  for  doubt  what  kind  of  a  tax- 
payer was  meant  whenever  the  word  was  used. 

As  it  seems  to  me,  the  real  question  in  this  case  is,  not 
whether  the  county  judge  made  an  adjudication  which  is  bind- 
ing upon  the  defendant,  under  the  rules  of  law  which  control 
a  Court  or  officer  exercising  a  special  statutory  power,  and 
which  require  every  step  to  be  in  strict  conformity  with  the 
statute  which  confers  the  power,  but  whether  the  Acts  of  the 
legislature  are  not  to  be  treated  as  creating  a  jurisdiction  of  a 
special  character,  which  cannot  be  assailed  collaterally,  but  in 
which  all  errors  of  fact  and  of  law,  even  those  respecting  the 
existence  of  jurisdictional  conditions,  are  to  be  corrected  in 
the  proceeding  itself,  upon  a  review  by  the  appellate  tribunals. 
There  is  much  to  be  said  in  support  of  the  latter  suggestion. 
\Munson  v.  Town  of  Lyons,  12  Blatchf  C.  C.  R.y  539.) 

As  one  of  the  cases  now  pending  in  this  Court,  and  present- 
ing the  same  question  as  this,  involves  a  sufficient  sum  to  be 
reviewed  by  the  Supreme  Court,  and  is  to  be  presented  to  that 
Court,  all  proceedings  in  this  case  will  be  stayed,  and  no  judg- 
ment be  entered,  until  the  decision  of  that  case  on  writ  of  er- 
ror, or  until  the  further  order  of  this  Court 

Coxe,  J.  I  concur  in  the  disposition  made  of  this,  case; 
but,  for  the  reasons  heretofore  stated  by  me,  {Rich  v.  Town 
of Mentz,  21  Blatchf  C.  &'/?.,  492,  and  Chandler  v.  Town 
of  Attica,  ld.,A92j)  I  cannot  agree  with  the  Circuit  Judge  in 
the  construction  placed  by  him  upon  the  Act  of  1871. 


James  R.  Cox,  for  the  plaintiff. 
F.  D.  Wright)  for  the  defendant. 
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Charles  J.  Coghlan  vs.  John  Stetson. 

By  a  written  agreement  made  at  London,  between  S.,  the  manager  of  a  theatre 
in  New  York,  and  C,  an  actor,  of  London,  C.  agreed  to  act,  for  7  months,  as- 
leading  man  of  that  theatre,  in  such  plays  as  should  be  given  there,  and  in 
such  other  theatres  as  S.  should  direct,  in  the  United  States  and  Canada ;  C 
to  pay  his  own  expenses  to  New  York;  7  performances  each  week  to  consti- 
tute a  week's  business ;  S.  to  select  the  plays ;  S.  to  pay  C.  $100  "  for  each 
performance  in  which  he  shall  appear  ;n  C.  not  to  perform  in  any  theatre  in 
the  United  States  or  Canada  till  the  contract  should  be  fulfilled;  S.,  by  giv- 
ing notice,  to  have  the  right  to  continue  the  contract  for  6  weeks  more.  C. 
went  to  New  York  and  acted  at  said  theatre  for  5  weeks.  Then  S.  refused  to 
let  him  act  for  8  weeks,  and  refused  to  pay  him  his  salary,  $2,100,  for  that  time^ 
Afterwards,  C.  acted  for  S.  and  was  paid  by  him  under  the  agreement.  In  a* 
suit  for  the  S  weeks'  salary :  Held, 

(1.)  S.  was  required  by  the  contract  to  permit  C.  to  act,  and  C.  was  entitled  to* 
his  salary  although  he  did  not "  appear ;  " 

(2.)  C.  did  not  lose  any  right,  by  afterwards  acting  for  S.  and  being  paid  there- 
for; 

(8.)  C.  was  allowed  to  amend  his  complaint  60  as  to  recover  the  $2,100  as  dam- 
ages instead  of  wages.  * 

(Before  Coxk,  J.,  Southern  District  of  New  York,  March  17th,  1884.) 

Coxe,  J.  On  the  31st  of  August,  1883,  the  parties  to  this> 
action  executed  the  following  contract:  "This  agreement, 
made  and  entered  into  this  thirty-first  day  of  August,  in  the- 
year  of  our  Lord  one  thousand  eight  hundred  and  eighty- 
three,  by  and  between  John  Stetson,  of  Boston,  in  the  county 
of  Suffolk  and  Commonwealth  of  Massachusetts,  manager  of 
Fifth  Ave.  Theatre  of  M  ew  York,  of  the  first  part,  and  Charles. 
F.  Coghlan,  of  London,  England,  of  second  part,  witnesseth, 
that  the  said  party  of  the  second  part  contracts  that  he 
shall  give  his  professional  services,  as  leading  man  of  the  Fifth 
Avenue  Theatre,  New  York,  in  such  dramatic  performances 
as  shall  be  given  in  said  theatre,  also  in  such  theatre  in  cities 
in  the  United  States  and  Canada  as  said  party  of  first  part 
may  direct,  for  a  season  beginning  October  8th,  1883,  and 
ending  Saturday  evening  May  3d,  1884.     It  is  understood 
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and  agreed,  that,  when  said  party  of  second  part  shall  play 
in  any  theatre  outside  of  New  York,  he  shall  have  his- 
name  featured  on  all  printing  and  advertisements,  and  be 
recognized  as  the  stock  star  of  said  Fifth  Avenue  Theatre 
Company.  Said  party  of  second  part  agrees  to  furnish  all  his 
costumes  and  to  pay  his  own  fare  and  expenses  to  New  York. 
Said  party  of  first  part  agrees  to  pay  railroad  fares  for  party  of 
second  part,  including  sleeping  cars  and  transportation  of  lug- 
gage, should  party  of  second  part  be  required  to  play  in  any 
other  theatre  outside  of  New  York,  during  this  engagement* 
Said  party  of  the  second  part  agrees  to  report  for  rehearsal, 
in  New  York,  on  or  before  Monday,  September  24th,  1883, 
and  be  in  readiness  to  perform  Monday,  October  8th,  1883. 
It  is  understood  and  agreed,  that  seven  performances  each 
week  shall  constitute  a  week's  business,  but,  whenever  it  is. 
customary  in  theatres  to  give  more  than  that  number,  said 
party  of  second  part  shall  give  that  number  of  representations. 
Said  party  of  the  first  part  shall  have  the  selections  of  the 
plays  to  be  presented  at  each  entertainment  in  which  party 
of  second  part  shall  appear.  Said  party  of  first  part  agrees 
to  pay  party  of  second  part  the  sum  of  one  hundred  dollars 
($100)  for  each  performance  in  which  he  shall  appear,  settle- 
ment to  be  made  on  the  regular  salary  day  of  the  theatre. 
Said  party  of  second  part  agrees  that  he  will  not  perform  in 
any  theatre  in  the  United  States  or  Canada  till  this  contract 
shall  have  been  faithfully  fulfilled.  In  witness  whereof,  we 
have  hereunto  set  our  hands  and  seals.  John  Stetson,  [l.  s.] 
Charles  F.  Coghlan.  [l.  s.]  It  is  further  understood,  that 
said  Stetson  can  continue  this  contract  for  six  weeks,  by 
giving  said  Coghlan  notice  to  that  effect  on  or  before  March 
1st,  1884."  The  plaintiff  came  to  this  country  in  September, 
1883,  commenced  acting  at  the  Fifth  Avenue  Theatre,  New 
York,  on  the  8th  of  October,  and  continued  until  the  10th 
of  November,  1883 ;  a  period  of  five  weeks.  On  the  evening 
of  the  latter  day,  having  discovered  that  his  name  was  omit- 
ted from  the  play  advertised  for  the  ensuing  week,  he  called 
upon  the  defendant  and  was  informed  that  his  services  would 


90  SOUTHERN  DISTRICT  OF  NEW  YORK, 

Coghlan  v.  Steteoo. 

not  be  required  for  an  indefinite  period.  The  plaintiff  pro- 
tested, and  notified  the  defendant  of  his  entire  willingness 
to  play,  and  that,  if  he  was  compelled  to  remain  idle,  through 
the  defendant's  neglect,  he  should  insist  upon  being  paid  at 
the  rate  of  $700  per  week.  The  plaintiff  was  not  permitted 
to  play  for  three  weeks.  He  demanded  his  salary  for  this 
period,  and  was  refused.  Subsequently,  he  appeared  at  Bos- 
ton, under  the  defendant's  auspices.  This  action  is  to  recover 
$2,100,  alleged  to  be  due,  under  the  contract,  for  the  three 
weeks  aforesaid,  commencing  Monday,  November  12th,  1883. 

It  is  argued  that  the  plaintiff  cannot  recover,  for  these  rea- 
sons :  First  He  did  not  "  appear  "  during  the  period  afore- 
said, and  the  defendant  was  not  required  by  the  contract  to 
permit  him  to  appear.  Second.  Having  subsequently  accepted 
payment  at  the  rate  of  $100  for  each  performance  in  which 
he  appeared,  the  plaintiff  is  estopped  from  claiming  payment 
when  he  did  not  appear.  Third.  The  defendant  does  not 
.agree  to  employ  the  plaintiff.  The  agreement  is  by  the 
plaintiff  only,  to  render  services  for  the  defendant.  Fourth. 
In  any  event,  the  complaint  is  defective.  The  action  should 
have  been  for  damages. 

The  principal  controversy  arises  upon  the  construction  of 
the  written  contract,  and  must  be  determined  by  that  instru- 
ment alone.  The  interpretation  contended  for  by  the  defend- 
ant is  so  harsh,  so  unfair,  so  wanting  in  reciprocity,  that  the 
Court  should  not  hesitate  to  reject  it,  provided  the  instrument 
is  susceptible  of  any  reasonable  construction.  According  to 
the  defendant,  no  obligation  rests  upon  him  to  do  anything. 
The  plaintiff,  on  the  other  hand,  who,  to  use  the  language  of 
the  defendant's  brief,  was  "  an  actor  of  fame  and  success  in 
England,"  is  required  to  leave  his  home  and  his  profession 
there,  cross  the  Atlantic  at  his  own  expense,  pay  his  board  in 
this  country  from  September  24th  till  May  3d,  and,  possibly, 
for  six  weeks  thereafter,  furnish  his  own  costumes,  remain  at 
the  beck  and  call  of  the  defendant  for  seven  months,  and  re- 
fuse all  other  employment.  To  all  this  the  plaintiff  is  bound, 
and  the  defendant  is  not  bound  at  all !    In  other  words,  the 
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plaintiff  must  cross  three  thousand  miles  of  ocean,  lose  time, 
money  and  reputation,  and,  if  it  suits  the  fancy  or  whim 
of  the  defendant  to  put  some  other  actor  in  his  place,  he  is 
wholly  remediless ;  he  cannot  compel  the  payment  of  a  single 
<lollar. 

The  charge  that  this  interpretation  is  severe  is  not  strenu- 
ously denied  by  the  defendant,  but  he  insists  that  the  con- 
tract is  one  which  the  plaintiff  was  at  liberty  to  make,  and, 
having  made  it,  he  must  abide  the  consequences.  Undoubt- 
edly, this  is  so.  If  the  plaintiff  made  such  a  contract  he  can- 
not recover.  But,  whether  he  made  it  or  not  is  the  precise 
question  involved.  If  the  language  used  clearly  establishes 
the  defendant's  version,  it  would,  unquestionably,  be  the  duty 
of  the  Court  to  enforce  it.  But,  where  the  exact  meaning  is 
in  doubt,  where  the  language  used  is  contradictory  and  ob- 
scure, if  there  are  two  interpretations,  one  of  which  estab- 
lishes a  comparatively  equitable  contract,  and  the  other  an 
unconscionable  one,  the  former  construction  should  prevail. 
In  such  cases,  the  Court  may  well  assume  that  the  parties 
do  not  intend  that  which  is  opposed  alike  to  justice  and  to 
common  sense.  Unless  the  language  is  so  definite  and  cer- 
tain that  no  other  interpretation  can  be  upheld,  a  construc- 
tion should  not  be  adopted  which  must  inevitably  cast  a 
reflection  upon  the  sanity  of  one  of  the  contracting  parties. 

The  contract  contains  several  clauses  which,  read  separate 
and  apart  from  the  context,  sustain  the  defendant's  version, 
and  they  have  been  pressed  upon  the  attention  of  the  Court 
with  much  learning  and  ingenuity.  But,  taken  as  an  entirety, 
read  as  one  instrument,  read  in  the  light  of  surrounding 
circumstances,  it  must  be  said  that  the  plaintiff's  construction 
is  the  true  one. 

The  contract  provides,  among  other  things,  that  the  plaint- 
iff is  to  be  leading  man  in  such  dramatic  performances  as 
shall  be  given  in  the  Fifth  Avenue  Theatre  during  the  sea- 
son of  1883-84.  It  is  then  mutually  agreed  that  seven  per- 
formances each  week  shall  constitute  a  week's  business.  The 
plaintiff  agrees  to  appear  seven  times  a  week,  and  the  defend- 
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ant  agrees  that  he  will  employ  the  plaintiff  at  least  sevea 
times  a  week.  The  provision  is  as  binding  on  one  of  the 
parties  as  on  the  other ;  neither  can  avoid  it.  The  defendant 
agrees  to  pay  the  plaintiff  $100  for  each  performance  in 
which  he  shall  appear.  The  clause  in  italics  is  the  one  upon 
which  the  defendant  bases  his  principal  argument.  It  is  pos- 
sible that  these  words  are  unnecessary,  that  the  contract 
would  be  perfect  without  them,  and  yet,  taken  in  conjunction 
with  the  stipulation  as  to  the  number  of  performances  each 
week,  there  is  little  difficulty  in  reconciling  them  with  the 
other  clauses.  The  contract  would  then  read,  in  substance  r 
"  The  party  of  the  first  part  agrees  to  pay  the  party  of  the 
second  part  the  sum  of  one  hundred  dollars  for  each  per- 
formance in  which  he  shall  appear,  and  it  is  understood  and 
agreed  that  seven  performances  each  week  shall  constitute  a 
week's  business."  The  plaintiff  shall  be  paid  for  the  seven 
performances,  but  for  no  more,  unless  he  actually  appears  in 
more.  The  clause  referred  to  was,  also,  a  wise  provision  in 
case  the  plaintiff,  through  sickness  or  otherwise,  neglected  to 
appear. 

I  am  unable  to  see  how  the  plaintiff  waived  any  of  his- 
rights  by  his  subsequent  appearance  at  Boston.  His  action  in 
that  regard  was  entirely  consistent  with  his  theory  of  the  con- 
tract. By  accepting  pay  under  the  contract,  he  did  not 
accede  to  the  defendant's  interpretation  to  any  greater  ex- 
tent than  the  defendant  acceded  to  his  by  paying  the  amount 
due. 

The  objection  that  the  defendant  does  not  agree  to  em- 
ploy the  plaintiff  has  already  been  disposed  of.  If  it  were 
necessary,  the  law  would  imply  an  agreement  to  employ  him 
during  the  stipulated  period,  the  plaintiff  having  entered  upon 
the  discharge  of  his  duties  under  the  contract,  and  rendered 
services  for  the  defendant,  which  were  accepted  by  him. 
But,  there  is  here  an  express  agreement.  The  contract  is  not 
unilateral.  The  one  party  agrees  to  act,  and  the  other  agrees 
to  pay. 

Eegarding  the  objection  disputing  the  plaintiff's  right  to 
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maintain  the  action  in  its  present  form,  it  is  sufficient  to  say, 
that,  upon  the  trial,  the  plaintiff  asked  leave  to  amend  the 
complaint,  so  as  to  meet  the  criticisms  of  the  defendant.  This 
request  should  be  granted.  It  is  not  the  policy  of  modern 
procedure  to  defeat  a  party  who  has  a  meritorious  cause  of  ac- 
tion, because  he  has  not  declared  in  the  right  form,  especially 
when  all  of  the  facts  are  disclosed  and  the  opposite  party  is 
not  misled.  The  fault  here  'pointed  out  is,  that  the  plaintiff 
seeks  to  recover  a  sum  of  money  as  wages,  which  he  should 
recover  as  damages.  The  objection,  though,  quite  likely,  it  is 
well  founded,  is  a  formal  and  technical  one.  Every  element 
of  surprise  is  wanting.  Had  the  complaint  been  in  the  form 
suggested,  the  result  would,  inevitably,  have  been  the  same. 

It  is  said  that  the  defendant  should  be  permitted  to  offer, 
in  mitigation  of  damages,  proof  that  the  plaintiff  could  have 
obtained  an  engagement  elsewhere  during  the  time  he  re- 
mained idle.  The  short  answer  is,  that,  by  the  terms  of  the 
contract,  the  plaintiff  expressly  bound  himself  u  not  to  per- 
form in  any  other  theatre."  He  could  not  have  accepted  a 
position  under  another  management  without  himself  violating 
the  contract. 

The  amendment  is  within  the  discretion  of  the  Court,  and 
is  one  which  clearly  should  be  allowed.  To  withhold  it  would 
simply  protract  litigation,  without  change  of  result. 

The  plaintiff  is  entitled  to  the  judgment  demanded  in  the 
complaint. 

Olin,  Hives  dk  Montgomery,  for  the  plaintiff. 

A.  J.  Dittenhoefer,  for  the  defendant. 
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James  J.  Hicks 

vs. 

Ferdinand  G.  Otto  and  others.    In  Equity. 

Re-issued  letters  patent  No.  10,189,  granted  to  James  Joseph  Hicks,  as  assignee- 
of  L.  Peroni,  August  29th,  1882,  for  an  improvement  in  thermometers,  the 
original  patent,  No.  222,420,  having  been  granted  to  said  Peroni,  December 
9th,  1879,  are  valid. 

Claim  1  of  the  re-issue,  namely,  "A  thermometer  having  its*  bore  in  rear  of  or 
beyond  the  mechanical  axis  or  centre  of  the  convex  surface  through  which  it 
is  viewed,  as  and  for  the  purpose  described/'  is  not  a  broader  claim  than 
claim  1  of  the  original,  namely,  "  A  thermometer  tube  having  its  bore  out 
of  or  beyond  the  mechanical  axis  or  centre,  as  and  for  the  purpose  de- 
scribed." 

The  description  in  the  original  patent  set  forth,  as  the  invention,  what  is 
claimed  in  claim  1  of  the  re-issue ;  and  there  was  nothing  in  the  state  of 
the  art  to  limit  the  invention  to  anything  less  than  what  is  covered  by  that 
claim. 

The  questions  of  prior  use,  novelty  and  infringement  considered. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  March  18th,  1884.) 

Wallace,  J.  Infringement  is  alleged  of  the  first  and  sec- 
ond claims  of  re-issaed  letters  patent  No.  10,189,  granted 
August  29th,  1882,  to  James  Joseph  Hicks,  assignee  of  L. 
Peroni,  for  an  improvement  in  thermometers.  The  invention 
of  Peroni  was  patented  in  England,  January  24th,  1878,  and 
the  original  patent  here,  No.  222,420,  was  issued  December 
9th,  1879.  It  relates  to  the  class  of  thermometers  known  as 
clinical  thermometers,  in  which  it  is  desirable  that  the  bore 
should  be  as  small  as  possible,  in  order  that  the  column  of 
mercury  may  respond  rapidly  to  changes  of  temperature  at 
the  bulb.  The  employment  of  a  bore  almost  microscopic  in 
its  calibre  necessitates  the  use  of  a  magnifying  lens ;  other- 
wise, it  is  very  difficult  to  detect  the  exact  point  in  the  bore 
at  which  the  mercury  stands.    Peronfs  improvement  is  di- 
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reeled  to  such  a  construction  of  the  glass  tube  surrounding 
the  bore  for  the  mercury  column  as  will  increase  the  lens 
power  of  the  tube. 

The  defences  principally  relied  upon,  besides  that  of  non- 
infringement, are,  (1)  that  the  re-issue  is  void,  being  for  that 
which  was  abandoned  on  the  application  for  the  original  pat- 
ent, and  as  enlarging  the  claim  of  the  original ;  (2)  anticipa- 
tion by  description  in  prior  foreign  publications ;  (3)  prior 
public  use. 

The  specification  of  the  original  patent  follows  verbatim 
that  of  the  English  patent.  The  invention  is  substantially  de- 
scribed as  consisting  in  locating  the  bore  for  the  mercury  in 
the  glass  tube  beyond  the  mechanical  centre  or  axis  of  the 
magnifying  curve  of  the  tube.  This  involves  discarding  the 
circular  glass  tubes  commonly  used,  and  employing  those  in 
which  there  is  a  convex  surface  so  located  as  to  be  eccen- 
tric to  the  bore.  Several  illustrations  are  given  to  show  how 
the  bore  is  located  when  the  magnifying  surfaces  of  the  tube 
differ  in  their  form  and  location,  and  all  of  which  exhibit 
how  the  scientific  fact  is  utilized,  that  the  apparent  size  of 
an  object  is  magnified  more  when  it  is  beyond  the  mechan- 
ical centre  of  the  convex  face  through  which  it  is  viewed 
than  when  it  is  located  at  the  centre  of  the  arc  formed  by  the 
convex  face. 

There  were  two  claims  in  the  original:  "  1.  A  thermome- 
ter tube  having  its  bore  out  of  or  beyond  the  mechanical  axis 
or  centre,  as  and  for  the  purposes  described.  2.  A  thermom- 
eter tube  having  its  bore  out  of  and  beyond  the  centre  there- 
of, and  a  curved  portion  or  portions  for  magnifying  said  bore, 
substantially  as  set  forth."  It  is  insisted,  for  the  defendants, 
that  these  claims  are  intended  to  emphasize  the  theory,  that 
the  invention  consisted  of  a  tube  in  which  the  bore  was  to  be 
outside  the  centre  of  the  tube,  and  were  intended  to  limit  the 
patent  to  such  an  invention,  and  that  this  was  done  in  order 
to  obviate  the  danger  that  the  claims  would  otherwise  be  an- 
ticipated by  the  Negretti  and  Zambra  English  patent,  of  1852. 
Although  the  language  of  the  claims,  read  without  a  careful 
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analysis  of  the  specification,  would  seem  to  limit  them  to  a 
tube  in  which  the  bore  is  out  of  or  beyond  the  centre  of  the 
tube  itself,  the  first  claim  is  certainly  capable  of  a  construction 
as  broad  as  the  invention  described  in  the  specification ;  and, 
if  the  case  were  now  here  upon  that  claim,  such  would  be  the 
construction  which  it  would  receive.  The  mechanical  axis  or 
centre  referred  to  in  the  claim  would  be  construed  to  refer  to 
the  mechanical  axis  or  centre  of  the  convex  or  curved  surface 
of  the  tube.  There  was  nothing  in  the  prior  state  of  the  art 
to  require  a  more  limited  construction  to  the  claim.  The  Ne- 
gretti  and  Zambra  patent  merely  describes  a  thermometer  with 
a  flat  glass  tube  instead  of  a  round  one.  It  nowhere  suggests 
the  existence  of  any  magnifying  effect  by  reason  of  the  change 
in  the  form  of  the  tube  or  the  location  of  the  bore.  So  far  as 
appears,  Peroni  was  the  first  to  suggest  this.  A  reference  to 
Peroni's  English  patent  shows,  that,  in  the  claim,  he  specifi- 
cally stated  the  nature  of  his  invention  to  consist  in  making 
tubes  in  which  the  bore  is  out  of  or  beyond  the  mechanical 
axis  or  centre  of  the  magnifying  curve;  In  the  specification 
of  his  original  patent  here,  he  describes  one  form  of  tube 
which  has  a  curved  top  and  perpendicular  sides,  and  another 
in  which  the  curves  are  located  between  the  top  and  the  sides, 
which,  he  states,  "  by  reason  of  the  bore  being  beyond  the 
mechanical  centre  or  axis  of  such  curves,  act  as  magnifying 
curves  or  lenses,  and  thus  magnify  the  appearance  of  the  bore 
more  than  is  the  case  where  the  bore  is  placed  in  the  me- 
chanical centre  or  axis  of  the  tube  or  of  the  curved  portion 
of  the  tube."  Again,  he  represents  a  different  section  of 
tubing  with  his  invention  applied  thereto,  and  states :  "  In 
this  case  the  tube  is  mainly  circular  in  section,  and  the  bore 
is  in  the  centre  of  the  main  portion  thereof,  but  the  tube  is 
formed  with  a  curved  portion  standing  up  above  the  general 
surface  of  the  tube,  and,  by  reason  of  the  bore  of  the  tube 
being  beyond  the  mechanical  axis  or  centre  of  such  raised 
curved  portion,  the  latter  acts  as  a  lens  or  magnifying  curve, 
and  greatly  magnifies  the  appearance  of  the  bore."  All  this 
is  quite  inconsistent  with  a  construction  of  the  first  claim  that 
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would  limit  the  invention  to  one  in  which  the  bore  is  ont  of 
or  beyond  the  mechanical  axis  or  centre  of  the  tube  itself. 

In  the  re-issue,  the  specification  has  been  amended  so  as  to 
express  clearly  what  was  plainly  suggested,  but  left  to  be  spelt 
out  by  inference,  in  the  original.  This  has  been  done  by  a 
statement  of  the  principle  of  his  invention,  and  a  more  spe- 
cific description  of  the  means  employed  to  carry  it  ont.  The 
ftret  claim  of  the  re-issue  is :  "A  thermometer  having  its  bore 
in  rear  of  or  beyond  the  mechanical  axis  or  centre  of  the  con- 
vex surface  through  which  it  is  viewed,  as  and  for  the  pur- 
pose described."  The  second  is :  "A  thermometer  having  a 
convex  or  lens  front  for  magnifying  the  bore,  formed  of  a 
smaller  curve  than  that  of  the  body  of  the  thermometer,  sub- 
stantially as  set  forth."  The  second  claim,  as  also  the  third, 
(which  is  not  involved  in  this  suit,)  cover  details  of  construc- 
tion described  in  the  specification ;  but  the  first  claim  is  broad- 
ly for  the  principle  and  means  of  producing  the  magnifying 
effect  as  described  in  the  specification.  While  any  uncertainty 
which  existed  in  the  first  claim  of  the  original  patent  is  elim- 
inated by  the  first  claim  of  the  re-issue,  it  is  not  a  broader  or 
a  different  claim,  upon  a  fair  and  reasonable  construction  of 
that  claim  in  the  original. 

What  has  already  been  said  concerning  the  Negretti  and 
Zambra  patent  disposes  of  any  defence  of  anticipation  resting 
upon  that  patent. 

Reliance  is  also  placed  on  a  printed  publication,  which  was 
a  catalogue  circulated  by  the  complainant  in  1876,  in  which 
he  advertised  thermometers  for  sale.  One  of  these,  designated 
as  No.  450,  is  described  as  one  "  with  an  oval  back  and  front." 
Another  (No.  451)  is  described  as  one  "  with  flat  back,  the 
front  made  in  the  form  of  a  lens,  so  as  to  magnify  the  mercu- 
rial column."  Neither  of  these  descriptions  suggests  a  tube 
in  which  the  bore  is  so  located  as  to  be  beyond  the  centre 
of  the  lens  or  curved  surface  through  which  it  is  to  be 
viewed. 

The  defence  of  prior  use  is  not  satisfactorily  established 
by  the  evidence.    So  far  as  it  rests  upon  the  thermometers  of 
Vol.  XXEL—  7 
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Hicks  sold  in  this  country,  those  of  the  class  described  as  No. 
450  in  his  catalogue,  and  which  were  made  with  a  fiat  back 
and  front,  so  that  they  would  not  roll  off  a  table  when  in  use, 
if  they  magnified  the  column  at  all,  they  did  so  in  a  hardly 
appreciable  degree,  and  they  were  of  no  practical  utility  in 
that  behalf.  The  class  described  as  No.  451  were  passed  upon 
by  the  Patent  Office  before  granting  the  re-issue,  and  held 
not  to  show  the  invention  of  Peroni.  Although  they  had 
been  described  in  the  complainant's  catalogue  as  magnifying 
the  mercurial  column,  the  proofs  show  the  bore  to  have  been 
located  between  the  lens  surface  and  the  centre  of  the  arc  of 
the  lens,  and,  consequently,  the  magnification  was  much  less 
than  that  produced  by  Peroni,  and  did  not  involve  bis  prin- 
ciple. 

As  to  the  thermometers  made  and  sold  by  Adolph  Bayer, 
the  evidence  indicates,  that,  although  he  made  half  a  dozen, 
or  a  less  number,  on  one  occasion,  they  were  made  experi- 
mentally, and  the  result  was  not  sufficiently  encouraging  to 
induce  him  to  repeat  the  experiment.  He  was  a  manufacturer 
and  dealer  in  the  article.  The  Peroni  thermometer  was  a 
success  as  soon  as  it  was  introduced  to  the  trade,  while  Bayer's 
fell  still-born  upon  the  current.  The  proof  is  not  satisfactory 
that  they  were  a  practical  success,  but,  on  the  contrary,  indi- 
cates that  they  belong  to  the  catalogue  of  abandoned  experi- 
ments. The  specimen  exhibited  was  made  years  later,  for  the 
purpose  of  meeting  a  motion  for  an  injunction,  in  a  suit  brought 
upon  the  complainant's  patent. 

Without  considering  with  particularity  the  other  instances 
of  prior  use  relied  upon,  it  suffices  to  say,  that  the  defendants' 
case  fails  to  meet  and  overthrow  the  presumption  arising  from 
the  grant  of  the  patent,  by  such  cogent  and  satisfactory  proof 
as  the  rule  of  law  applicable  to  this  defence  requires. 

The  more  difficult  question  in  the  case  is  as  to  infringe- 
ment. The  defendant  is  manufacturing  extensively  under  the 
letters  patent  granted  to  Henry  Weinhagen,  October  19th, 
1880,  and  re-issued  January  16th,  1883.  The  claim  of  the 
original  was  for  a  thermometer  tube  having  a  flat  bore  and 
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a  fiat  back,  and  sides  forming  acute  angles  with  said  back, 
and  converging  toward  and  joining  each  other  at  an  acute 
*ngle  opposite  the  flat  bore,  so  as  to  form  a  prismatic  front. 
The  theory  of  the  invention  is,  that  the  magnifying  power  is 
due  to  the  refracting  action  of  the  prismatic  sides,  in  combi- 
nation with  the  flattened  bore  in  a  plane  at  right  angles  to  the 
line  of  view.  Indeed,  it  is  insisted  by  the  experts  for  the 
•defendant,  that  the  substantial  and  practical  magnifying  ef- 
fect found  in  the  Peroni  thermometer  is  not  due  to  the  lens 
action  of  the  cylindrical  tube,  whether  the  bore  of  the  tube 
be  placed  in  its  axis,  or  beyond  that  axis,  or .  beyond  the 
Axis  of  curvature  of  any  part  of  the  tube,  but  is  due  to  the 
refracting  action  of  the  sides ;  and  an  attack  is  made  upon 
the  complainant's  patent  as  containing  a  false  and  deceptive 
specification  in  this  regard.  A  careful  consideration  of  the 
evidence,  taken  in  connection  with  the  experimental  tests 
made- upon  the  hearing,  has  led  to  the  conclusion,  that  the 
theory  of  the  defendants'  experts  is  not  correct.  In  his 
original  specification,  Weinhageit  states  that  his  tube  "is 
made  as  sharp  as  possible  at  its  junction,  and  forms  a  pris- 
matic portion  or  front ; "  and  that  "  the  prismatic  sides  join 
each  other  at  an  acute  angle  opposite  the  bore."  If  the 
defendants'  thermometer  tubes  were,  in  fact,  of  this  descrip- 
tion, they  would  not  infringe  the  complainant's  patent.  The 
magnifying  curve,  which  is  the  convex  surface  of  Peroni, 
would  be  absent,  and  the  two  inventions  would  not  involve 
the  6ame  principle.  But,  it  is  believed  that  Weinhagen 
found  it  necessary  to  adopt  the  principle  of  Peroni's  inven- 
tion. In  his  re-issue,  the  feature  of  the  acute  angle  in  front 
of  the  bore,  formed  by  making  the  tube  as  sharp  as  possible 
at  its  junction,  is  modified  by  a  description  of  the  mode  of 
making  the  tube,  which  results  in  the  angles  remaining 
u  slightly  rounded."  This  configuration  of  the  angle  appears 
quite  clearly  in  the  photographic  representations  of  a  section 
of  his  tubes.  These  present  a  "  slightly  rounded  "  angle  or 
lens  surface,  which  is  substantially  the  same  as  is  shown  in 
figure  2  of  the  drawings  of  complainant's  patent.    The  bore 
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is  located  beyond  the  centre  of  the  magnifying  curve.    It  isr 
therefore,  held  that  the  defendants  infringe. 
A  decree  is  ordered  for  the  complainant. 

Louis  W.  Frosty  for  the  plaintiff. 

Arthur  V.  Briesen,  for  the  defendants. 


William  J.  Fbyxr,  Jb.  vs.  Henry  Maurrr.    In  Equity. 

Re-issued  letters  patent  No.  6,174,  granted,  December  3d,  1872,  to  Balthaaar 
Kreischer,  for  an  improvement  in  tiling  used  in  fire-proof  buildings  under  the 
floors,  the  original  patent  haying  been  granted  March  21st,  1871,  do  not  cover 
any  patentable  invention. 

The  invention  claimed  is  a  hollow  sectional  tile  combined  with  the  girders  of 
the  building  in  such  a  manner  that  the  tiling  spans  a  space  between  op- 
posite girders,  the  end  sections  being  supported  upon  or  against  the  girders, 
and  the  middle  section  forming  a  key  to  bind  the  sections  together,  the  whole 
having  a  flat  under  surface. 

Nothing  adduced  on  the  question  of  novelty  shows  an  arch  of  hollow  tiles,  on 
which  the  several  sections  have  plane  joints,  or  are  supported  merely  by 
the  wedging  power  of  the  plane  voussoirs;  but,  as  an  arch  of  hollow  tiles 
made  in  sections,  supported  by  girders  on  either  side,  between  the  stones  of 
fire-proof  buildings,  was  old ;  and  such  an  arch,  having  a  flat  under  surface,, 
with  the  voussoirs  interlocked  by  indented  joints,  and  a  keystone  with  an 
indented  joint,  was  old ;  and  the  latter  arrangement,  with  a  recess  in  the  end 
sections  of  the  arch,  receiving  the  flanges  of  the  girders,  with  air  spaces  on 
the  upper  side  of  the  arch,  was  old,  nothing  of  Kreischer*s  structure  being- 
wanting  but  the  plane  joints  of  the  arch ;  and  a  flat  arch,  with  plane  joints, 
and  the  intrados  with  no  curve,  was  old ;  and  a  flat  arch  of  hollow  bricks, 
with  the  pieces  against  the  joists  having  one  side  perpendicular  and  the 
other  oblique,  and  the  intermediate  pieces  having  parallel  sloping  sides,  and 
the  key  piece  being  of  a  wedge  form,  was  old ;  there  was  no  invention  in 
what  Kreischer  did. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  March  19th,  1884.) 

Wallace,  J.    The  invention  described  in  the  complain- 
ant's patent  (re-issne  No.  5,174,  granted,  December  3d,  1872, 
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to  Balthasar  Kreischer,  original  granted  March  21st,  1871)  re- 
lates to  an  improvement  in  tiling  used  in  fire-proof  buildings 
Tinder  the  floors.  The  specification  describes  it  as  consisting 
in  a  hollow  sectional  tile  combined-  with  the  girders  of  the 
building  in  such  a  manner  that  the  tiling  spans  the  space  be- 
tween opposite  girders,  the  end  sections  being  supported 
upon  or  against  the  girders,  and  the  middle  section  forming  a 
key  to  bind  the  sections  together,  the  whole  having  a  flat 
under  surface.  Considered  with  the  aid  of  the  drawings,  the 
invention  may  be  more  intelligently  understood  as  being  an 
4tfch  composed  of  sections  of  hollow  tiles,  and  supported  by 
girders  against  which  it  abuts  at  either  side,  the  intrados  hav- 
ing no  curve,  and  the  sections  being  voussoirs  radiating  to  a 
-centre,  and  the  joints  of  the  section  being  plane ;  and,  as  an  in- 
cidental arrangement  for  supporting  the  arch,  the  end  sections 
Are  provided  with  a  recess,  where  they  rest  upon  the  flanges 
of  girders,  for  receiving  and  interlocking  with  the  flanges. 
The  arch  may  be  so  formed  on  the  upper  6ide  as  to  furnish 
air  spaces  for  ventilation  under  the  flooring,  and  it  may  also 
be  provided  with  recesses  in  the  sections  at  the  joints  on  the 
upper  side  of  the  arch,  into  which  the  sleepers  may  be  inserted ; 
but  neither  of  these  features  is  essential,  and  neither  enters  in- 
to the  claims,  as  one  of  their  constituents. 

The  claims  are  as  follows  :  "  1.  In  combination  with  sup- 
porting beams  or  girders,  a  sectional  hollow  tile,  whose  end 
flections  abut  against  opposite  beams  or  girders,  and  whose 
middle  section  forms  a  key,  and  so  constructed  that  the  under 
side  of  the  tile  forms  a  flat  surface,  substantially  as  described. 
2.  A  hollow  tile  made  in  sections,  one  of  which  forms  a  key 
for  the  end  sections,  which  are  provided  with  recesses  to 
catch  over  the  flanges  of  the  girders,  substantially  as  de- 
scribed." 

The  several  publications  relied  on  by  the  defendant  as  an- 
ticipating the  patent  are  ineffectual  for  this  purpose,  because 
none  of  them  describe  an  arch  of  hollow  tiles,  in  which  the 
.several  sections  have  plane  joints,  or  are  supported  merely  by 
the  wedging  power  of  the  plane  voussoirs.    These  publications, 
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however,  contribute  important  information  concerning  the  prior 
state  of  the  art,  and  materially  assist  the  argument  for  the  de- 
fendant, that  there  was  no  invention  in  what  Kreischer  did. 
In  considering  them,  the  drawings  are  of  great  assistance,  aa 
they  illustrate  clearly  what  the  descriptive  words  alone  would 
fail  to  point  out  adequately.  These  publications  show,  that  it 
was  not  new  to  employ  an  arch  of  hollow  tiles  made  in  sections,, 
supported  by  girders  on  either  side,  between  the  stories  of 
fire-proof  buildings.  The  French  letters  patent  to  Vincent 
Garcin,  of  October  11th,  1867,  and  amendment  of  October 
9th,  1868,  show  such  an  arch,  having  a  flat  under  surface  or 
intrados.  The  voussoirs  are,  however,  interlocked  by  indented 
joints,  so  that  the  sections  support  each  other  by  this  means* 
The  keystone  has  also  an  indented  joint.  The  French  letters 
patent  to  Rottx,  Fr6res,  of  March  24th,  1868,  show  the  same 
thing.  They  also  show  a  recess  in  the  end  sections  of  the- 
arch,  where  they  rest  upon  the  flanges  of  girders,  for  receiv- 
ing the  flanges,  and  air  spaces  for  ventilation  on  the  upper 
side  of  the  arch.  Every  substantial  feature  of  the  com* 
plainant's  patent  is  here  shown  except  the  plane  joints  of 
the  arch,  the  sections  in  the  Roux,  Fr£res'  patent  having 
indented  joints,  but  indented  differently  from  Garcin's  con- 
struction. Other  publications  show  very  similar  arches, 
which  are  supported  by  rods  or  bolts  instead  of  interlocking 
joints. 

It  is  common  knowledge,  that  the.  flat  arch,  in  which  the 
joints  are  plane  and  the  intrados  has  no  curve,  is  old.  It  was. 
generally  employed  in  doorways,  fire-places,  and  windows.  If 
Kreischer  had  been  the  first  to  introduce  the  plane  joints  of 
this  arch  into  tiling  for  spanning  the  space  between  the  girders- 
of  buildings,  the  case  would  refcolve  itself  into  the  single  ques- 
tion of  fact,  whether  the  substitution  of  the  plane  joints  for 
the  indented  joints  of  Garcin  and  Roux,  Freres,  was  such  an 
obvious  thing  as  not  to  involve  invention.  But,  the  English 
provisional  specification  of  George  Davis,  of  July  10th,  1868, 
for  filling  pieces  for  iron  floors  and  ceilings,  describes  a  filling 
of  hollow  bricks,  in  which  the  pieces  which  abut  against  the: 
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joists  have  one  side  perpendicular,  and  the  other  oblique,  the 
intermediate  pieces  have  parallel  sloping  sides,  and  the  centre 
filling  piece  is  of  a  tapering  or  wedge  form,  "  so  that,  when 
the  filling  pieces  are  fitted  together  between  the  iron  beams 
or  joists,  they  form  a  self-sustaining  fiat  arch,  of  which  the 
centre-piece  is  the  key."  It  thus  appears,  that  Ereischer  was 
not  the  first  to  employ  the  plane  joints  in  an  arch  of  tiling, 
for  spanning  the  space  between  the  girders  of  buildings. 
Such  joints  having  been  used  for  this  purpose,  it  was  not  in- 
vention to  employ  them  for  the  same  purpose  in  the  arches 
of  Garcin  or  Boux,  Freres.  This  was  merely  improving  a 
known  structure  by  introducing  a  known  equivalent  for  one 
of  its  features. 

The  bill  is  dismissed. 


George  W.  Van  Siclen,  for  the  plaintiff. 
John  A.  Foster,  for  the  defendant. 


Ohables  W.  S.  Banks 

vs. 

Thb  Charles  P.  Harris  Manufacturing  Company, 

An  order,  addressed  to  the  defendant,  read  thus :    "  Messrs.  C.  P.  Harris  Mfg. 

Co.    Order  No. .    Send  to  C.  W.  S.  Banks,  of  59  South  St.,  Baltimore, 

Md.  Terms,  net  80  days,  freight  allowed.  M.  D.  Berry,  Agent."  Then 
followed  a  list  of  goods,  with  prices,  and  "  to  be  shipped  after  two  months 
from  date  of  this  order."  The  order  was  in  duplicate.  Banks  signed  it  at 
the  foot.  Berry  represented  the  defendant.  He  sent  one  order  to  the  de- 
fendant, and  left  one  with  Banks,  and  himself  kept  a  copy  of  the  written 
parte.  The  defendant  refused  to  send  the  goods.  In  a  suit  for  their  non-de- 
livery :  Hdd,  |hat  there  was  no  sufficient  memorandum  in  writing  of  a  bar- 
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gain  of  sale,  to  charge  the  defendant,  within  the  statute  of  frauds,  29  Car.  2, 
c.  8,  in  force  in  Maryland,  where  the  order  was  signed. 

(Before  Wheels*,  J.,  Vermont,  March  20th,  1884.) 

Wheelkb,  J.  One  Berry,  representing  the  defendant,  a 
manufacturer  of  chairs,  either  as  salesman  or  as  a  solicitor  of 
orders,  bargained  to  the  plaintiff,  a  dealer  in  chairs  at  Balti- 
more, Maryland,  two  lots  of  unfinished  chairs,  at  an  agreed 
price,  to  be  delivered  there,  amounting,  respectively,  to  $4,274 
and  $2,458,  and,  by  manifold  writing,  filled  duplicates  of 
blank  orders  for  each,  which  were  substantially  alike,  and, 
when  filled,  read :  "  Messrs.  C.  P.  Harris  Mfg.  Co.  Order 
No. .  Send  to  C.  W.  S.  Banks,  of  59  South  St.,  Balti- 
more, Md.  Terms,  net  30  days,  freight  allowed.  M.  D.  Ber- 
ry, Agent."  Then  followed  a  list  of  goods,  with  prices,  and 
"  to  be  shipped  after  two  months  from  date  of  this  order." 
They  were  signed  at  the  foot  by  the  plaintiff.  One  of  each 
Berry  left  with  the  plaintiff,  the  other  he  sent  to  the  defend- 
ant, and  a  copy  of  the  written  parts  he  kept  himself.  The 
defendant  received  the  orders,  refused  to  send  the  goods  be- 
cause the  prices  were  so  low,  and  the  plaintiff  brings  this  suit 
for  the  non-delivery. 

A  principal  question  is,  whether  this  order  is  a  sufficient 
memorandum  in  writing  of  the  bargain,  to  charge  the  defend- 
ant, within  the  statute  of  frauds,  29  Car.  2,  c.  3,  still  in  force  in 
Maryland.  There  is  no  real  question  but  that  these  instruments 
sufficiently  set  forth  the  terms  of  the  sale,  if  they  show  a  sale, 
nor  but  that  the  name  of  the  agent  is  sufficiently  signed  to  the 
memorandum,  if  it  is  a  memorandum  of  a  bargain  of  sale,  and 
he  had  authority  to  bind  the  defendant  to  a  contract  of  sale. 
(Drury  v.  Young,  58  Md.,  546.)  The  memorandum  must 
set  forth  on  its  face  enough  to  gather  a  contract  of  sale  from, 
as  against  the  party  to  be  charged  with  the  consequences  of 
such  a  contract,  in  the  action.  {Egerton  v.  Mathews,  6  East, 
307 ;  Cooper  v.  Smith,  15  East,  103 ;  Bailey  v.  Ogdens,  3 
Johns.,  399.)  This  memorandum  appears  to  be  of  an  order, 
and  not  of  a  sale ;  and  would,  so  far  as  it  shows  for  itself,  fail 
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to  make  out  a  sale,  without  acceptance  of  the  order.  {Chitty 
on  Con.,  349.)  The  acceptance  of  the  order  might  be  by  a 
delivery  or  forwarding  of  the  goods  according  to  its  terms,  so 
as  to  charge  the  purchaser  with  the  price,  without  acceptance 
by  him  ;  but  here  there  is  no  delivery  ;  the  action  is  for  want 
of*  that.  There  is  nothing  from  the  defendant  to  help  this 
memorandum  out  at  all.  There  was  a  letter  to  the  plaintiff, 
after  the  order  was  received,  but  it  treated  the  memorandum 
as  an  order,  and  did  not  in  any  way  recognize  a  sale.  {Cooper 
v.  Smith,  vupra.)  In  Drury  v.  Young,  the  memorandum  was, 
"  Sold  W.  H.  H.  Young,"  &c.  No  case  has  been  shown  or  ob- 
served in  which  the  writing  did  not  show  a  sale,  or  that  from 
which  a  sale  could  be  gathered,  where  it  is  held  sufficient.  In 
this  instrument,  the  name  of  the  defendant  itself  appears,  put 
there  by  its  agent,  but  as  being  requested  to  send  the  goods, 
not  as  selling  them.  The  name  of  the  agent  appears,  but  only 
as  to  ordering  the  goods.  If  he  joined  as  agent  in  the  order, 
it  would  be  as  agent  of  the  plaintiff,  for  that  comes  from  him 
to  the  defendant,  and  does  not  proceed  at  all  from  the  de- 
fendant. If  he  was  authorized,  he  could  accept  the  order  in 
writing,  and  then  the  whole  would  show  a  bargain  of  sale. 
But,  the  acceptance  is  lacking,  and  the  memorandum  is  of 
only  one  side  of  a  bargain.  The  agent  has  testified  to  the 
bargain,  and  that  the  writing  delivered  to  the  plaintiff  was 
intended  to  show  it.  This  would  be  well  enough  if  the  writ- 
ing did  show  it.  Parol  evidence  is  admissible  to  show  the 
meaning  of  trade  expressions,  and  to  apply  the  writing  to  the 
circumstances,  but  not  to  contradict  the  writing,  nor  to  sup- 
ply any  part  required  by  the  statute  to  be  in  writing.  To 
hold  that  what  is  on  its  face  an  order  may  be  shown  to 
be  intended  as  a  sale,  or  that  an  acceptance  of  an  order  nec- 
essary to  make  a  sale  may  be  supplied  by  parol,  would  be  to 
disregard  the  plain  provisions  of  the  statute.  In  any  view  of 
Berry's  authority,  the  statute  cuts  off  this  action. 
Judgment  for  defendant. 

Aldace  F.  Walker,  for  the  plaintiff. 

Walter  C.  Dunton  and  Eleazer  R.  Hard,  for  the  defendant. 


106  VERMONT, 


Barlow  v.  Loomis. 


Horace  Barlow 

vs. 

Hbnby  Loomis  and  others.    In  Equity. 

B.,  in  his  lifetime,  delivered  and  transferred  to  L.  bonds,  under  written  agree- 
ments between  them ;  one,  that  L.  should  hold  the  bonds  in  trust  to  pay  the 
interest  to  B.  during  his  life,  and,  at  his  death,  to  transfer  them  to  persons 
named ;  the  other,  that  L.  should  hold  the  bonds  for  the  benefit  of  persona 
named,  at  the  death  of  B.,  reserving  to  him  the  right  to  demand  and  have 
the  income  while  he  should  live,  and  to  revoke  the  trust  and  have  the  bonds 
returned  to  him,  if  he  should  so  elect.  L.  paid  the  interest  to  B.  during  his 
life.  B.  did  not  revoke  the  trust,  but  died  leaving  the  bonds  in  the  pos- 
session of  L. :  Held,  that  the  bonds  were  no  part  of  the  estate  left  by  B.  at 
his  death. 

(Before  Whto.br,  J.,  Vermont,  March  20th,  1884.) 

Wheeler,  J.  The  orator  is  a  residuary  legatee  under  the 
will  of  Sidney  Barlow,  who,  in  his  life,  at  three  several  times, 
delivered  and  transferred  to  the  defendant  Loomis  stocks  and 
bonds,  under  written  agreements  made  between  them,  provid- 
ing, in  two  of  them,  that  Loomis  should  hold  the  stocks  and 
bonds  in  trust  to  pay  over  the  interest  and  dividends  to  Bar- 
low during  his  life,  and  at  his  decease  to  transfer  them  to  the 
other  defendants ;  and,  in  the  other,  that  Loomis  should  hold 
the  bonds  for  the  benefit  of  other  defendants  at  the  death  of 
Barlow,  reserving  the  right  to  him  to  demand  and  have  the 
income  while  he  should  live,  and  to  revoke  the  trust  altogether 
and  have  the  bonds  returned  to  him,  if  he  should  so  elect. 
Loomis  paid  the  income  to  Barlow  during  his  life.  Barlow 
did  not  revoke  the  trust,  but  died  leaving  the  stocks  and  bonds 
in  the  possession  of  Loomis.  This  bill  is  brought  to  have 
these  stocks  and  bonds  brought  into  the  assets  of  the  estate, 
so  that  the  orator  may  have  his  share  of  them.  The  orator's 
interest  in  them  depends  wholly  upon  whether  they  were  a 
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part  of  the  estate  of  the  testator  at  the  time  of  his  death.  If 
they  were,  his  share  in  them  goes  to  him  by  the  will ;  if  they 
were  not,  nothing  of  them  wonld  pass  by  the  will,  to  him  or 
any  one.  There  is  no  question  as  to  mental  capacity,  nor  as 
to  the  rights  of  creditors,  nor  in*  any  way  as  to  the  right  and 
power  of  the  testator  to  give  or  dispose  of  these  securities  to 
Loomis  or  the  beneficiaries,  or  any  one  else,  in  any  manner  he 
might  see  fit.  The  sole  inquiry  is  as  to  the  effect  of  what  he 
did  do.  He  could  control  the  disposition  of  his  estate  after 
his  death  only  by  will  executed  according  to  the  statute  of 
wills ;  but  he  could  divest  himself  of  this  property  during 
life,  by  mere  delivery  and  transfer,  such  as  he  fully  accom- 
plished. Had  there  been  no  reservations  there  could  have 
been  no  question.  But  these  reservations  were  all  optional  and 
personal  to  himself.  If  he  did  not  exercise  his  right  to  them 
they  were  gone ;  he  died  without  exercising  the  right,  and  it 
expired  with  him,  leaving  the  property  absolutely  gone  out  of 
his  estate,  and  wholly  beyond  the  orator's  rights.  The  trans- 
action was  in  Vermont,  governed  by  Vermont  laws,  which 
fully  uphold  it,  in  this  view.  {Blanchard  v.  Sheldon,  43  Vt^ 
412.)  Upon  the  case  made,  there  is  no  relief  to  which  the 
orator  is  entitled. 

Let  there  be  a  decree  dismissing  the  bill,  with  costs. 

&  R.  Ewrd  and  A.  G.  Bafford,  for  the  plaintiff. 

Daniel  Roberts  and  Robert  Roberts,  for  the  defendants. 
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The  Western  Union  Telegraph  Company 

The  National  Telegraph  Company,  the  Baltimore  and 
Ohio  Telegraph  Company,  and  the  New  York,  Wkbjt 
Shore  and  Buffalo  Railway  Company.    In  Equity, 

An  agreement  whereby  a  railroad  company,  "so  far  as  it  legally  may," 
grants  to  a  telegraph  company  an  exclusive  right  of  way  along  its  line,  and 
agrees  not  to  furnish  any  competing  line  any  facilities  which  "  it  may  law- 
fully withhold/'  will  be  interpreted  as  granting  only  such  an  easement  as  is 
necessary  for  the  legitimate  use  of  the  telegraph  company  in  constructing  and 
operating  its  lines,  because  otherwise  it  would  contravene  the  Act  of  Congress, 
of  July  24th,  1866,  (14  U.  8.  Stat,  at  Large,  221.) 

The  telegraph  company  will  be  protected,  by  injunction  against  the  railroad 
company,  in  the  possession  of  a  line  of  telegraph  which  it  has  constructed. 

An  injunction  to  restrain  a  proposed  breach  of  a  contract  was  refused. 

<Before  Wallace,  J.,  Southern  District  of  New  York,  March  28th,  1884.) 

Wallace,  J.  The  complainant  moves  for  a  preliminary 
injunction  to  restrain  the  two  telegraph  companies,  defend- 
ants, from  erecting  and  operating  the  telegraph  line  upon  the 
land  of  the  defendant  railway  company,  and  to  enjoin  the 
railway  company  from  permitting  either  of  the  defendant  tele- 
graph companies  to  use  its  right  of  way  for  such  purpose,  and 
from  violating  any  of  the  provisions  of  an  agreement  entered 
into  between  the  complainants  and  the  Jersey  City  and  Al- 
bany Railway  Company,  on  the  7th  of  January,  1880.  The 
facts  are  these :  On  the  7th  of  January,  1880,  the  complainant 
entered  into  a  written  agreement  with  the  Jersey  City  and 
Albany  Railway  Company,  which,  among  other  things,  con- 
tained the  following  clause  :  "  The  railway  company,  so  far  as 
it  legally  may,  hereby  grants,  and  agrees  to  assure,  to  the  tele- 
graph company,  an  exclusive  right  of  way  on  and  along  the 
line  and  lands  of  the  railway  company,  and  on  any  extension 
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or  branches  thereof,  for  the  construction  and  nse  of  lines  of 
poles  and  wires  for  commercial  or  public  uses  or  business,  with 
the  right  to  put  up,  from  tim6  to  time,  such  additional  wires  or 
lines  of  poles  and  wires  as  the  telegraph  company  may  deem 
expedient ;  and  the  said  railway  further  agrees  *  *  *  * 
that  it  will  not  furnish  any  competing  line  any  facilities  or 
assistance  that  it  may  lawfully  withhold." 

At  the  time  this  agreement  was  entered  into,  the  Jersey 
City  and  Albany  Railway  Company  was  constructing  a  line  of 
railroad  from  a  point  on  or  near  the  Hudson  River,  in  the 
county  of  Hudson,  in  the  State  of  New  Jersey,  through  the 
State  of  New  Jersey,  and  thence  northerly  to  a  point  at  or 
near  Fort  Montgomery,  on  the  Hudson  river,  those  points  be- 
ing the  termini  of  its  route,  as  provided  in  its  articles  of  asso- 
ciation. It  appears,  by  the  affidavits,  that  the  complainant 
constructed  a  telegraph  line,  of  about  26  miles  in  length,  along 
the  right  of  way  of  the  railway  company,  between  Richfield 
Junction,  N.  J.,  and  Haverstraw,  N.  Y.,  which  was  carried 
into  and  connected  with  the  several  stations  of  the  railway, 
which  line  was  operated  by  the  complainant  under  its  contract 
•  with  the  Jersey  City  and  Albany  Railway  Company.  In 
March,  1880,  the  North  River  Railway  Company  was  incor- 
porated and  organized,  and,  in  May,  1880,  the  Jersey  City  and 
Albany  Railway  Company  consolidated  with  this  Corporation. 
In  February,  1880,  the  defendant  the  New  York,  West  Shore 
and  Buffalo  Railway  Company  was  incorporated  and  organ- 
ized, and,  in  June  following,  consolidated  with  the  North 
River  Railway  Company,  and,  by  the  agreement  of  consoli- 
dation, succeeded  to  and  assumed  all  the  obligations  of  the 
Jersey  City  and  Albany  Railway  Company  to  the  complain- 
ant. 

The  bill  alleges,  that  the  defendant  railway  company  is 
now  seeking  to  disaffirm  and  violate  the  obligations  of  the 
contract  of  January  7th,  1880,  and  is  allowing  and  assisting 
the  defendant  telegraph  companies  to  construct  and  operate 
over  its  right  of  way  a  line  of  telegraph,  to  be  operated  in 
competition  with  any  line  which  may  be  constructed  by  the 
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complainant ;  and  that  the  defendant  telegraph  companies  are 
proceeding  to  construct  and  erect  their  competing  line  upon 
the  lands  of  the  railway  company,  without  the  consent  of  the 
complainant,  and  without  acquiring  any  right  of  way  by 
condemnation,  and  compensation  to  the  complainant  there- 
for. 

It  is  claimed,  on  the  part  of  the  complainant,  that,  along 
certain  portions  of  the  lands  of  the  railway  company,  owing 
to  the  physical  characteristics  of  the  route,  there  is  not  suffi- 
cient room  for  more  telegraph  lines  than  are  or  may  be  neces- 
sary for  the  convenient  operations  of  the  complainant's  busi- 
ness.   The  proofs  do  not  sustain  this  contention. 

Without  considering  the  question  whether  the  railway  of 
the  New  York,  West  Shore  and  Buffalo  Company  is  an  exten- 
sion of  the  Jersey  City  and  Albany  Eailway  Company,  the 
case  may  be  disposed  of  upon  other  grounds.  If  it  was  the 
purpose  of  the  agreement  to  enable  the  complainant  to  ex- 
clude all  other  telegraph  companies  from  acquiring  a  right  of 
way  for  constructing  and  operating  their  lines  over  the  lands 
of  the  railway  company,  the  agreement  was  void  as  against 
public  policy,  and  in  contravention  of  the  Act  of  Congress  of 
July  24th,  1866,  (U  U.  S.  Stat,  at  Large,  221.)  That  Act 
authorized  any  telegraph  company  then  organized,  or  there- 
after to  be  organized,  under  the  laws  of  any  State  of  the 
Union,  to  construct,  maintain,  and  operate  lines  of  telegraph 
over  and  along  any  post  road  of  the  United  States.  The  rail- 
road here  and  all  railroads  in  the  United  States  are  such  post 
roads ;  the  Act  of  Congress  applies  to  them ;  and  its  provis- 
ions are  operative  and  supreme,  as  a  legitimate  regulation  of 
commercial  intercourse  among  the  States.  This  was  decided 
by  the  Supreme  Court,  in  Pensacola  Telegraph  Co.  v.  Western 
Onion  Telegraph  Co.,  (96  U.  &,  1.)  It  was  not  held  in  that 
case  that  a  telegraph  company  could  acquire  a  right  of  way 
over  a  railroad  without  the  consent  of  the  owner  of  the  Baid 
road,  or  even  that  the  Act  gave  to  telegraph  companies  the 
power  to  acquire  such  a  right  of  way  by  compulsory  proceed- 
ings, upon  due  compensation  to  the  owner ;  and  the  contrary 
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was  plainly  intimated.  But,  the  Act  was  considered  and  ex- 
pounded as  intended  and  effectual  to  deny  to  any  one  tele- 
graph company  the  power  to  acquire  any  such  easement  in 
the  lands  of  a  railroad,  for  telegraphic  facilities,  as  would  ex- 
clude other  companies  from  obtaining  like  privileges,  and  as  a 
declaration  by  Congress,of  a  policy,  in  the  interests  of  the 
public  and  of  the '  Government,  which  was  reasonable  and 
lawful.  Since  that  decision  it  has  been  adjudged  in  two  cases, 
in  the  Circuit  Courts  of  the  United  States,  that  a  railroad  com- 
pany cannot  grant  to  a  telegraph  company  the  exclusive  right 
to  establish  a  line  over  its  right  of  way.  ( Western  Union 
Telegraph  Co.  v.  American  Union  Telegraph  Co.,  9  BisseU, 
72;  Western  Union  Telegraph  Co.  v.  Burlington  <&  South- 
western Railway  Co.,  11  Fed.  Rep.,  1.)  See,  also,  Western 
Union  Telegraph  Co.  v.  American  Union  Telegraph  Co.,  (65 
Georgia^  160.)  Whether  an  agreement  of  this  kind  would 
not  be  void,  as  intended  to  strangle  competition,  and,  there- 
fore, as  being  in  restraint  of  trade  and  obnoxious  to  public 
policy,  irrespective  of  the  Act  of  Congress,  is  a  question 
which  it  is  not  necessary  to  discuss.  It  suffices,  that  such 
an  agreement  is  void  because  contrary  to  the  policy  declared 
by  Congress. 

The  agreement  here  is  to  be  interpreted  so  as,  if  possible, 
to  give  it  some  efficacy  and  validity.  Its  language  is  carefully 
chosen,  so  as  to  permit  it  to  be  thus  interpreted.  The  railway 
company  assumes  to  grant  only  "so  far  as  it  legally  may." 
Were  it  not  for  this  qualification,  the  grant  would  be  void. 
The  complainant  can  take  nothing  by  the  agreement  beyond 
such  an  easement  as  is  necessary  for  its  legitimate  use  in  con- 
structing and  operating  its  lines.  To  this  extent  it  could  ac- 
quire an  exclusive  right.  It  could  not  acquire  the  right  to 
dictate  to  other  telegraph  companies  upon  what  terms  they 
may  be  permitted  to  construct  and  operate  competing  lines. 
Nor  could  the  railway  company  put  it  out  of  its  own  power 
to  permit  any  telegraph  company  to  enjoy  the  privileges 
given  by  the  Act  of  Congress,  by  a  cession  of  that  power 
to  the  complainant.     This  would  be  as  obnoxious  to  the  spirit 
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and  meaning  of  the  law  as  a  grant  excluding  other  telegraph 
companies  from  the  lands  of  the  railway.  It  would  be  doing* 
indirectly  what  cannot  be  done  directly.  It  would  lodge 
the  power  with  a  favored  company,  to  impose  such  oneroua 
terms  upon  other  companies  as  to  preclude  competition. 

If  it  were  not  practicable  for  the  defendant  telegraph 
companies  to  construct  their  lines  upon  the  lands  of  the 
railroad  without  invading  the  complainant's  easement,  by 
using  its  poles  or  otherwise,  they  would  be  obliged  to  obtain 
the  consent  of  the  complainant,  or  resort  to  such  proceed- 
ings as  are  authorized  by  the  laws  of  the  State,  under  the 
power  of  eminent  domain.  Such  is  not  the  case  exhibited 
by  the  record,  and  the  railway  company  consents.  As  to 
these  defendants,  therefore,  the  motion  for  an  injunction  is 
denied. 

The  complainant  alleges  that  the  railway  company  has  re- 
moved some  of  the  old  line  of  poles  and  wires  erected  by  the 
complainant  between  Richfield  Junction  and  Haverstraw, 
with  the  intention  of  preventing  the  complainant  from  operat- 
ing its  line.  This  is  denied  by  the  railway  company.  Suffi- 
cient appears,  however,  to  indicate  that  the  railway  company 
is  hostile  to  the  complainant,  and  in  sympathy  with  the  de- 
fendant telegraph  companies,  and,  in  view  of  all  the  circum- 
stances, it  is  deemed  reasonable  that  the  complainant  be 
protected,  during  the  pendency  of  the  suit,  in  its  posses- 
sion of  the  line  it  has  actually  constructed.  To  this  extent 
an  injunction  will  be  granted  as  against  the  railway  com- 
pany. 

The  agreement  between  the  complainant  and  the  prede- 
cessor of  the  present  railway  company  contains  various  stipu- 
lations for  the  benefit  of  the  complainant,  which  the  complain- 
ant insists  the  railway  company  proposes  to  violate,  and  should 
be  enjoined  from  violating.  One  of  these  stipulations  is,  that 
the  railway  company  shall  furnish  office  room,  light  and  fuel, 
free  of  charge,  to  the  complainant,  whenever  the  complainant 
elects  to  establish  an  office  at  a  station  of  the  railway  company. 
As  to  all  these  stipulations  it  is  sufficient  to  say,  that  the  com- 
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plainant  has  an  adequate  remedy  at  law,  for  any  breach  that 
may  take  place.  Although  equity  interferes  by  injunction  to 
restrain  the  breach  of  an  agreement,  when  the  case  is  one  in 
which  a  decree  for  a  specific  performance  might  be  made,  as, 
also,  in  some  cases,  to  restrain  the  breach  of  negative  cove- 
nants, the  ground  of  the  jurisdiction  is,  that  compensation  in 
damages  will  not  afford  redress  to  the  complaining  party. 
This  is  not  such  a  case. 

Wager  Swayne  and  Burton  N.  Harrison,  for  the  plaint- 
iff. 

Edward  It.  Bacon  and  Grosvenor  P.  Lowrey,  for  the  de- 
fendant telegraph  companies. 

M.  M.  Waters,  for  the  defendant  railway  company. 


James  S.  Simpson  and  Geobge  F.  Simpson 

vs. 

William  H.  Davis.    In  Equity. 

The  cost,  to  the  defendant,  of  making  a  newel-post  infringing  the  plaintiffs  pat- 
ent for  a  design,  was  $5.  It  was  sold  for  $7.  Allowing  10  per  cent,  for  a 
manufactarer'B  profit,  the  profit  was  $1  50.  The  defendant  was,  at  the  same 
tune,  selling  newel-posts,  of  other  designs,  not  patented,  from  which  he  real- 
ized  as  much  as  from  sales  of  those  containing  the  plaintiff's  design :  Held, 
that  that  fact  did  not  dispel  the  presumption  that  the  $1  50  was  profit  from 
adopting  the  plaintiff's  design. 

Under  §  4,919  of  the  Revised  Statutes,  when  the  defendant's  profits  do  not 
amount  to  as  much  as  the  plaintiffs  damages,  the  Court  may,  in  a  suit  in 
equity,  add  to  the  amount  of  such  profits  a  sum  sufficient  to  make  the  amount 
decreed  equal  to  the  plaintiff's  damages. 

(Before  Behxdiot,  J.,  Eastern  District  of  New  York,  April  2d,  1884.) 
Vol.  XZn.— 8 
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Benedict,  J.  This  case  comes  before  the  Court  upon  the 
master's  report  of  the  complainants'  damages  and  the  defend- 
ant's profits  arising  out  of  an  infringement  by  the  defendant 
of  the  plaintiffs'  patent  for  a  design  for  newel-posts. 

The  proof  is  that  101  newel-posts  made  and  sold  by  the  de- 
fendant embodied  the  design  secured  to  the  plaintiffs  by  their 
patent.  The  cost  of  making  these  posts  is  shown,  by  a  stipu- 
lation made  between  the  parties,  to  be  $5  each.  The  testimony 
shows  that  10  per  cent,  is  the  fair  manufacturer's  profit  on  the 
construction  of  such  an  article.  The  defendant  sold  the  newels 
so  made  by  him  for  $7  each.  His  profit,  therefore,  for  the  use 
of  complainants'  design,  is  $151  50.  It  is  contended,  by  the  de- 
fendant, that  the  proofs  show  that,  at  the  time  he  was  selling 
newels  of  the  plaintiffs'  design,  he  was  also  selling  newels  of 
other  designs,  not  patented,  from  which  sales  he  realized  as 
much  as  he  did  from  the  sales  of  the  plaintiffs'  newels ;  and, 
therefore,  it  is  said  no  profit  accrued  to  the  defendant  from 
the  use  of  the  plaintiffs'  design.  But,  the  remainder  of  the 
price  realized  from  the  sale  of  newels  of  the  plaintiffs'  design, 
after  deducting  the  cost  of  making  the  newels,  and  a  fair 
profit  for  their  manufacture,  must  be  presumed  to  represent 
the  profit  realized  by  the  defendant  from  his  adoption  of  the 
plaintiffs'  design,  in  the  construction  of  the  newels  sold  by 
him.  And  this  presumption  is  not  dispelled  by  proving  that 
the  defendant  realized  the  same  profit  from  adopting,  in  the 
manufacture  of  the  newels  sold  by  him,  a  different  and  un- 
patented design.  The  fact  that  a  certain  profit  is  realized 
from  the  adoption  of  the  design  of  A.  does  not  show  that 
no  profit  is  realized  from*  the  adoption  of  the  design  of  B. 

The  4th  exception  raises  the  question  whether  the  plaintiff 
can,  by  virtue  of  §  4,919*  of  the  Revised  Statutes,  recover 
damages  resulting  from  the  defendant's  infringement  of  his 
patent,  in  addition  to  the  profits  realized  by  the  defendant. 
Doubts  appear  to  have  existed  in  regard  to  the  meaning  of  the 
provision  in  §  4,919,  but  I  understand  the  Supreme  Court,  in 
Birdsall  v.  Coolidge,  (93  (7.  &,  64,)  to  hold  the  effect  of  the 
statute  to  be,  that,  when  it  appears,  in  a  case  in  equity,  that 
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the  defendant's  profits,  derived  from  the  use  of  the  plaintiffs 
invention,  do  not  amount  to  so  much  as  the  plaintiffs  damages 
Arising  from  the  infringement,  the  Court  may  add  to  the 
Amount  of  the  defendant's  profits  a  sum  # sufficient  to  make 
the  amount  awarded  by  the  decree  equal  to  the  plaintiffs 
damages.  So  the  decision  referred  to  is  understood  in  Child 
t.  Boston  dk  Fair  Haven  Iron  Works,  (19  Fed.  Rep.,  258.) 
Under  this  construction  of  the  statute,  the  plaintiffs,  upon  the 
proofs  in  this  case,  may  have  added  to  the  defendant's  profits 
the  sum  of  $151  50,  making  the  recovery  $303,  which  is  the 
amount  of  the  plaintiffs'  damages,  as  shown  by  the  proofs. 

Edwin  H.  Brown  and  Arthur  M*wrphy,  for  the  plaint- 
iffs. 

N.  H.  Clement  and  Sidney  V.  Lowell,  for  the  defendant. 


Robert  H.  Moobb  and  others 

V8. 

The  North  River  Construction  Company,  the  New  York, 
West  Shore  and  Buffalo  Railway  Company  and  the 
United  States  Trust  Company.'    In  Equity. 

A  citizen  of  New  York  brought  a  suit,  in  a  State  Court,  against  a  corporation 
of  New  Jersey  and  two  corporations  of  New  York,  claiming  to  be  a  creditor, 
without  judgment,  of  the  New  Jersey  corporation.  The  complaint  prayed 
that  certain  real  estate  alleged  to  have  been  paid  for  by  that  corporation, 
when  insolvent,  and  conveyed  directly  to  one  of  the  other  corporations,  in 
fraud  of  the  plaintiff's  rights,  be  sold  to  satisfy  his  claims,  and  that  the  de- 
fendants be  restrained  from  disposing  of  or  incumbering  the  land.  No  judg- 
ment was  asked  for  against  the  New  Jersey  corporation :  Held,  that  this  Court 
could  not  entertain  jurisdiction  of  .the  case/  by  a  removal  of  the  suit  by  the 
New  Jersey  corporation,  under  clause  2  o,f  section  a  of  the  Act  of  March  8d, 
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1875,  (18  XT.  8.  Stat,  at  Large,  470,)  because  there  was  no  separate  and  dis- 
tinct controversy,  which  could  be  fully  determined,  between  the  plaintiff  and 
the  New  Jersey  corporation. 

(Before  Con,  J.,  Southern  District  of  New  York,  April  8d,  1884.) 

Coxe,  J.  The  plaintiffs  are  citizens  of  New  York.  The 
defendant  the  North  Kiver  Construction  Company  is  a  New 
Jersey  corporation.  The  other  two  defendants  are  New  York 
corporations.  The  plaintiffs  are  creditors  of  the  Construction 
Company.  There  being  no  pleading  before  the  Court  but 
the  complaint,  it  must  be  the  sole  guide  in  determining  the 
character  of  the  action.  The  relief  demanded  is,  that  certain 
real  estate  alleged  to  have  been  paid  for  by  the  Construction 
Company,  when  insolvent,  and  conveyed  directly  to  the  rail- 
way company,  in  fraud  of  the  plaintiffs'  rights,  be  sold  to 
satisfy  their  claims ;  also,  that  an  injunction  issue,  restraining 
the  defendants  from  disposing  of  or  incumbering  the  land. 
No  judgment  is  asked  for  against  the  Construction  Com- 
pany. 

It  is  argued,  that,  because  the  plaintiffs  are  not  judgment- 
creditors,  there  is  a  controversy  between  them  and  the  Con- 
struction Company,  and  that  this  Court,  therefore,  has. 
jurisdiction.  In  one  sense,  undoubtedly,  this  is  true ;  but,  is 
it  such  a  controversy  as  is  contemplated  by  the  statute  ?  Is  it,, 
to  use  the  language  of  the  Chief  Justice,  in  Hyde  v.  Rubley 
(104  U.  S.y  409,)  "  a  separate  and  distinct  cause  of  action  ?  " 
Does  the  complaint  state  two  causes  of  action  or  one  ?  No 
separate  judgment  could  be  entered  against  the  Construction 
Company.  Should  the  trial  Court  find,  on  the  main  issue, 
that  there  were  no  purchases  of  land,  as  alleged,  the  complaint 
would  be  dismissed  as  to  all  of  the  defendants,  without  refer- 
ence to  what  the  proof  might  be  upon  the  question  of  indebt- 
edness. Test  it  in  another  way.  Suppose,  on  the  trial,  the 
plaintiffs  prove  that  they  are  creditors  of  the  Construction 
Company,  and  there  stop.  Would  there  be  a  judgment  against 
that  company  for  the  amount  so  proved,  or  a  general  decree 
in  favor  of  all  the  defendants?    It  is  thought  that,  under  the 
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allegations  of  this  complaint,  the  latter  would  be  the  inevi- 
table result.  In  Barney  v.  Latham,  (103  Z7".  A,  205,)  on  the 
contrary,  there  were  two  entirely  distinct  controversies,  in 
each  of  which  judgment  could  be  entered. 

In  the  case  at  bar,  the  perplexities  which  surround  the  ques- 
tion of  jurisdiction  are  enhanced  by  reason  of  the  anomalous 
character  of  the  action  ;  but,  it  may  be  said,  with  certainty, 
that  the  goal  which  the  plaintiffs  seek  is  the  land  in  the  pos- 
session of  the  West  Shore  Company.  In  order  to  reach  it, 
they  must  establish  a  number  of  facts,  regarding  which,  un- 
doubtedly, a  controversy  may  arise  between  them  and  the 
Construction  Company.  For  instance,  they  must  prove  that 
the  company  was  insolvent,  that  its  money  paid  for  the  land, 
that 'the  transfer  was  collusively  made,  that  they  are  its  cred- 
itors, etc.  The  Construction  Company  is  interested  in  dis- 
proving each  of  these  propositions ;  but,  are  they  not,  if  de- 
nied, issues  to  be  tried,  rather  than  separate  and  distinct  causes 
of  action  ?  I  am  constrained  to  hold  that  the  motion  should 
prevail,  on  the  ground  that  the  action,  if  it  can  be  maintained 
at  all,  must  proceed  upon  the  theory  that  there  is  no  separate 
-and  distinct  controversy  which  can  be  fully  determined  be- 
tween the  plaintiffs  and  the  Construction  Company,  within 
the  meaning  of  the  second  clause  of  the  second  section  of  the 
Act  of  March  3d,  1875,  (18  U.  S.  Stat  at  Large,  470.) 

The  complaint  has  been  considered  solely  with  reference 
to  the  question  of  jurisdiction.  It  is  not  intended  that  any- 
thing said  upon  this  question  shall  be  considered  as  an  intima- 
tion that  a  creditor  who  has  not  established  his  claim  by  a 
judgment  can  maintain  an  action  of  this  character. 

The  motion  to  remand  is  granted. 

Edward  W.  Paige  and  Alonzo  P.  Strong,  for  the  plaint- 
iffs. 

P.  B.  McLennan,  Otto  T.  Bannard,  and  Albert  B. 
Boardman,  for  the  defendants. 
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Clinton  G.  Colgate 

vs. 

The  Western  Union  Telegraph  Company.    In  Equity. 

In  a  suit  in  equity  for  the  infringement  of  a  patent,  there  was  an  interlocutory- 
decree  for  the  plaintiff,  and  an  injunction,  a  settlement,  a  license,  and  pay- 
ment for  a  release.  Afterwards  the  defendant  applied  for  a  rehearing,  on 
the  ground  of  newly  discovered  evidence.  The  application  was  denied,  on. 
the  ground  of  laches. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  April  4th,  1884.) 

.  Wallace,  J.  This  is  an  application  by  the  defendant  for 
a  rehearing  in  a  cause  decided  in  November,  1878,  (15  Blatchf. 
C.  C.  H.j  365,)  and  in  which  an  interlocutory  decree  was  en- 
tered in  December  1878,  adjudging  the  validity  of  the  com- 
plainant's letters  patent  and  the  infringement  thereof  by  the 
defendant,  and  that  the  complainant  recover  the  profits  of  tha 
defendant  derived  by  such  infringement.  In  January,  1879, 
the  complainant  applied  for  a  final  injunction  against  the  de- 
fendant, to  enjoin  the  infringement,  which  was  granted  as  to 
any  further  use  of  the  invention,  but,  as  to  certain  uses  to- 
which  it  had  already- been  applied,  the  question  of  issuing  a> 
perpetual  injunction  was  postponed,  to  await  an  accounting 
and  application  for  a  final  decree.  Thereafter,  the  parties 
entered  into  negotiations,  which  resulted  in  the  defendant's 
taking  a  license  from  the  complainant,  and  paying  $100,000 
for  a  release. 

The  application  is  made  on  the  ground  of  newly  discovered 
evidence,  which  shows  the  withdrawal  of  an  application  for  a 
patent.  At  the  hearing  of  the  cause,  the  defence  of  abandon- 
ment of  the  invention  was  relied?  on  "by  the  defendant,  and 
was  considered  in  the  opinion  delivered  by  the  Court,  and 
overruled  in  part  upon  the  view  that  the  application  for  a 
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patent  had  never  been  withdrawn  by  the  inventor.  Upon  that 
hearing,  it  was  stated  by  counsel  for  the  complainant,  that  a 
letter  had  shortly  before  been  found  by  him,  in  looking  over 
the  files  of  the  Patent  Office,  written  by  the  inventor,  form- 
ally withdrawing  the  application;  and  this  fact  was  fully 
brought  to  the  attention  of  the  defendant's  counsel.  Whether 
it  was  assumed  by  the  defendant's  counsel  that  the  fact  was 
not  of  sufficient  importance  to  be  incorporated  into  the  proofs, 
or  whether  they  supposed  it  would  be  treated  by  the  Court 
as  a  conceded  fact,  is  not  material,  in  view  of  the  decision 
and  opinion  of  the  Court,  by  which  it  was  plainly  indicated 
that  the  fact  was  a  material  one,  and  was  not  in  the  proofs. 

If,  under  these  circumstances,  an  application  had  been 
promptly  made  for  leave  to  reopen  the  proofs,  and  for  a  re- 
hearing, it  would  have  been  incumbent  upon  the  defendant 
to  satisfy  the  Court  that  the  evidence  could  not  have  been 
obtained  by  the  exercise  of  reasonable  diligence,  and  intro- 
duced before  the  hearing.  (Baker  v.  Whiting,  1  Story,  218  ; 
Jenkins  v.  Eldredge,  3  Story,  299.)  It  is  not  necessary  to 
search  for  authorities  outside  the  decisiobs  qf  this  Court,  main- 
taining the  rule,  that  a  rehearing  will  be  denied  if  the  non- 
production  of  the  evidence  is  attributable  to  the  laches  of  the 
party  or  his  counsel.  (India  Bubber  Comb  Co.  v.  Phelps,  8 
Blatchf.  C.  C.  B.,  85 ;  Hitchcock  v.  Tremaine,  9  Id.,  550 ; 
Buggies  v.  Eddy,  11  Id.,  524/529;  Page  v.  Holmes  Bur- 
glar  Alarm  Co.,  18  Id.,  118*)  Whatever  might  have  been  the 
result  of  an  application,  if  it  had  then  been  made,  it  would  have 
appealed  much  more  forcibly  to  the  judicial  discretion  than 
can  be  expected  now,  after  more  than  three  years  have  elapsed, 
after  further  hearing  has  been  had,  and  a  perpetual  injunction 
ordered  against  the  defendant,  and  after  the  defendant  has 
recognized  the  complainant'**  rights  by  compromising  for  past 
use,  and  taken  a  license  for  the  future  use  of  the  invention, 
and  for  a  considerable  period  has  been  enjoying  the  use  of  the 
invention  under  the  license.  The  law  of  laches,  as  applied  to 
motions  for  new  trials  or  rehearings,  is  founded  on  a  salutary 
policy.  It  is  for  the  interest  of  the  public,  as  well  as  of  litigants, 
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that  there  should  be  an  end  to  litigation,  and  that  efforts  to 
reopen1)  controversies  by  nnsnccessf ul  parties,  after  they  have 
had  a  fnll  opportunity  to  be  heard,  and  a  careful  hearing  and 
consideration,  should  be  discouraged. 
A  rehearing  is  denied. 

Frederic  H.  Bette,  for  the  plaintiff. 

Wager  Swayne,  for  'the  defendant. 


Rafael  Pentlarge 
vs. 


Frederick  Pentlarge  and  William  R.  Beeston.     In 

Equity. 

In  a  suit  in  equity  brought  under  §  4,918  of  the  Revised  Statutes,  to  determine 
a  question  of  interference  between  two  patents,  where  the  defendant  sets  up, 
by  plea,  that  the  plaintiff's  patent  is  void  for  want  of  novelty,  and  the  plea  is 
overruled  on  the  ground  that,  in  a  proceeding  under  §  4,918,  the  plaintiff's 
patent  cannot  be  attacked  for  want  of  novelty,  the  defendant  will  not  be 
allowed  to  set  up  afterwards,  in  an  answer,  the  matter  contained  in  the 
plea. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  April  7th,  1884.) 

Benedict,  J.  This  is  an  application  made  by  the  defend- 
ants for  permission  to  set  up  in  their  answer  to  a  supplemental 
bill,  matter  heretofore  set  forth,  by  way  of  defence,  in  a  plea 
to  the  original  bill,  which  plea  has  been,  upon  argument,  over- 
ruled upon  the  merits.  ( Ante,  p.  10.)  The  action  is  instituted 
by  virtue  of  §  4,918  of  the  Re  vised  Statutes,  to  procure  a  de- 
termination of  the  question  of  interference  between  a  patent 
owned  by  the  plaintiff  and  a  patent  owned  by  the  defendants. 
In  defence,  a  plea  was  interposed,  wherein  was  set  up  an  Eng- 
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liflh  patent  prior  in  date  to  the  plaintiff's  patent,  and,  as  it  is 
claimed,  for  the  same  invention,  which  patent,  if  found  to  be  as 
claimed  by  the  defendants,  would  show  the  plaintiffs  patent  to 
be  void  for  want  of  novelty.  This  plea,  having  been  set  down 
for  argument,  w*s  overruled,  upon  the  ground  that,  in  the 
proceeding  authorized  by  §  4,918,  it  is  not  permissible  for  a 
defendant  to  attack  the  plaintiff's  patent  for  want  of  novelty 
in  the  invention.  Thereafter,  the  plaintiff,  by  leave  of  the 
Court,  filed  a  supplemental  bill,  in  which  he  sets  up,  and,  by 
virtue  of  §  4,918,  prays  relief  against,  a  patent  re-issued  to  the 
defendants  since  the  commencement  of  this  suit,  upon  a  sur- 
render of  the  defendants'  patent  described  in  the  original  bill, 
and  in  place  thereof.  Now  the  defendants  apply  for  permis- 
sion to  set  up,  in  their  answer  to  the  supplemental  bill,  the 
same  matter  set  up  by  them  in  their  plea  to  the  original 
bill. 

The  defendants  insist,  that,  by  virtue  of  Equity  Rule  39, 
they,  as  matter  of  right,  must  be  granted  the  permission 
6onght.  I  do  not  understand  Equity  Rule  39  to  confer  upon 
a  defendant  an  absolute  right  to  set  up,  in  his  answer,  matter 
which,  upon  his  plea,  has  been  held  to  be  no  defence  to  the 
action.  The  defendants,  doubtless,  had  the  right  to  elect 
whether  to  set  up  the  matter  in  question  by  plea  or  by  answer,* 
but,  having  elected  to  set  it  up  by  plea,  when  this  matter  was  . 
determined,  upon  the  argument  of  this  plea,  to  be  insufficient 
as  a  defence,  that  question  became  res  adjxtdioata  in  this  case-; 
and  Rule  39  confers  upon  a  defendant  no  right,  by  setting 
up  the  same  matter  in  his  answer,  to  compel  the  Court  to  ad- 
judicate the  same  question  a  second  time.  So  it  was  said  in 
Hubbell  v.  Be  Land,  (14  Fed.  Hep.,  471,)  and,  notwithstand- 
ing what  was  said  in  Sharp  v.  Heismer,  (20  Blatchf.  C.  C. 
H.j  10,)  that  case  is  not  an  authority  to  the  contrary. 

The  defendants  also  claim  permission  to  set  up  this  matter 
a  second  time  in  an  answer,  by  virtue  of  the  practice  of  Courts 
of  Equity  outside  of  the  Equity  Rules.  But,  the  cases  cited 
furnish  no  authority  for  saying  that  the  ordinary  practice  of 
Courts  of  Equity  entitles  the  defendants  to  the  relief  here 
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moved  for.  When  a  plea  states  matter  which  may  be  a  de- 
fence to  the  bill,  though,  perhaps,  not  proper  for  a  plea,  or 
informally  pleaded,  it  is  usual  to  allow  the  plea  to  stand  as 
an  answer,  (MitforcPs  PL,  303  ;)  and,  in  such  a  case,  permis- 
sion may  be  given  to  insert  such  matter  in  the  answer,  where 
the  plea  has,  upon  argument,  been  overruled.  But,  when  a 
plea  has  been  overruled,  upon  argument,  because  the  matter 
of  the  plea  constitutes  no  defence  to  the  action,  the  defendant, 
if  he  answers,  must  make  a  new  defence.  Here,  the  applica- 
tion is  to  be  allowed  to  insert  in  an  answer  matter  which  has 
already,  in  this  case,  upon  the  defendants'  own  plea,  been  ad- 
judged not  to  constitute  a  defence.  I  have  not  been  able  to 
find  any  authority  supporting  such  an  application,  and  I  know 
of  no  reason  why  it  should  be  granted. 

Preston  Stevenson,  for  the  plaintiff. 

Brodheady  King  dk  Voorhies,  for  the  defendants. 


James  J.  Hioks 

vs. 

Ferdinand  G.  Otto  and  others.    In  Equity. 

After  a  final  hearing  on  pleadings  and  proofs,  and  a  decision  in  favor  of  the* 
plaintiff,  in  a  suit  in  equity  for  the  infringement  of  a  patent,  the  defendant 
applied  for  leave  to  amend  the  answer  and  for  a  rehearing,  in  order  to  set  np 
a  new  defence  of  prior  use.  It  did  not  appear  that  the  facts  constituting  the 
new  defence  could  not  have  been  discovered,  by  reasonable  diligence,  before 
the  hearing.  The  facts  showing  diligence  were  not  specified,  but  the  con- 
clusion only  was  alleged.    The  application  was  denied. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  April  9tb,  1884.) 
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Wallace,  J.  The  application  to  amend  the  answer,  and 
for  a  rehearing,  (ante,  p.  94,)  should  be  denied,  because  it  doe* 
not  satisfactorily  appear  that  the  facts  constituting  the  new 
defence  could  not  have  been  discovered,  by  the  exercise  of 
reasonable  diligence,  before  the  cause  went  to  a  hearing.  The 
complainant  has  conducted  a  difficult,  protracted,  and  expen- 
sive litigation  to  a  successful  issue,  and  it  would  subject  him 
to  great  hardship  to  compel  him  now  to  abandon  the  fruits  and 
meet  a  new  defence.  It  was  his  right  to  be  apprised,  by  the  an- 
swer, of  the  defences  which  he  would  have  to  meet  and  over- 
throw, so  that  he  could  elect  whether  to  proceed  with  his  suit 
or  abandon  it. 

Amendments  of  pleadings,  which  introduce  a  new  defence, 
are  permitted  with  great  reluctance,  in  equity,  after  a  cause 
has  been  set  for  hearing,  and,  after  a  hearing,  are  rarely  al- 
lowed. ( Walden  v.  BodUy,  14  Peters,  156, 160  ;  Smith  v. 
Babcock,  3  Sumner,  583.)  When  the  application  is  based  up- 
on the  ground  of  newly  discovered  evidence,  a  more  liberal 
rule  obtains,  but  Courts  of  equity,  as  well  as  Courts  of  law,  in 
such  cases,  proceed  with  great  caution,  and  extend  no  indul- 
gence to  the  negligent.  Unless  it  appears  affirmatively  that  the 
evidence  could  not  have  been  obtained  in  due  season,  if  the 
party  applying  had  used  all  reasonable  efforts  in  that  behalf, 
the  application  will  be  denied.  It  is  due  to  the  public  inter- 
ests, as  well  as  to  the  immediate  litigants,  that  rehearings  for 
the  purpose  of  letting  in  evidence  which  might  and  ought  to 
have  been  introduced  before  the  hearing  should  not  be  toler- 
ated. In  no  class  of  cases  should  the  practice  of  allowing  re- 
hearings  be  more  strictly  guarded  t^an  in  cases  like  the  pres- 
ent, where  the  defence  of  prior  use  is  relied  on  to  defeat  the 
novelty  of  a  patented  invention  ;  because,  it  is  seldom  that  a 
defendant  cannot  make  it  appear  that  he  has  discovered  addi- 
tional evidence  in  support  of  such  a  defence. 

The  defendant  states,  in  his  affidavit,  in  general  terms, 
that  "  he  has  been  eager  to  collect  all  material  evidence,"  and 
"has  made  great  exertion,  and  every  reasonable  effort,  to  de- 
fend the  suit."    These  are  his  conclusions,  but,  if  the  facts 
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were  specified,  they  might  not  be  the  conclusions  of  the 
Court.  Such  generality  of  statement  is  not  sufficient.  If 
it  could  not  be  conscientiously  made  in  almost  every  case, 
it  could  be,  in  every  case,  with  facility  and  with  entire 
safety. 

The  motion  is  denied. 

Arthur  V.  Briesen,  for  the  plain  tiff. 

Louis  W.  Frosty  for  the  defendants. 


The  Kheola. 

C,  a  laborer,  employed  by  a  master  stevedore,  was  unloading  iron  ore  from  a 
steamer,  at  a  wharf,  by  filling  it,  in  the  hold,  into  tabs,  which  were  hoisted  by 
a  chain,  furnished  by  the  steamer.  The  chain  broke  and  the  tab  fell  upon 
him,  and  injured  him:  Held, 

(1.)  It  was  the  duty  of- the  master  of  the  steamer  to  provide  a  suitable  chain, 
and,  if  he  was  negligent  in  that  respect,  the  ship-owner  and  the  vessel  were 
liable ; 

(2.)  Negligence  in  the  master  was  shown,  as  a  fact; 

(3.)  G.  was  not  negligent  or  in  fault; 

(4.)  The  sum  of  $750  should  be  awarded  to  him,  as  compensation. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  April  12th,  1884.) 

Wallace,  J.  The  libellant  has  appealed  from  a  decree  of 
the  District  Conrt  for  the  Southern  District  of  New  York 
dismissing  the  libel.  (7  Fed.  Hep.,  781.)  The  suit  is  in  rem, 
and  is  brought  to  recover  for  personal  injuries  sustained  by 
the  libellant,  while  unloading  the  Rheola,  in  July,  1879,  when 
she  was  discharging  cargo  alongside  a  pier  in  the  port  of  New 
York.  The  libellant  was  one  of  a  number  of  laborers  em- 
ployed by  one  Hogan,  a  master  stevedore,  to  discharge  the 
cargo,  which  consisted  of  tin  in  cases  and  iron  ore  in  bulk. 
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He  and  others,  in  all  a  gang  of  six  men,  were  in  the  lower 
hold  of  the  ship,  filling  the  hoisting  tubs  with  the  iron  ore. 
He  had  hooked  one  of  the  tubs  to  the  chain,  and  was  in  the 
act  of  filling  another,  when  the  chain  broke,  while  the  tub  was 
suspended  over  the  hatchway,  and  the  tub  fell  upon  him. 
Three  tubs  were  being  used,  and  the  work  was  done  rapidly. 
The  chain  and  hoisting  apparatus  were  furnished  by  the 
steamer,  under  the  bargain  with  the  stevedore. 

It  is  not  suggested  that  the  suit  is  not  properly  brought  m 
rem,  if  the  master,  while  acting  within  the  scope  of  the  author- 
ity conferred  upon  him  by  the  owners,  in  the  management  of 
the  vessel,  was  guilty  of  negligence  towards  the  libellant.  Neg- 
ligence, when  committed  upon  navigable  waters,  is  a  maritime 
tort,  which  subjects  the  vessel  to  liability  to  an  extent  coinci- 
dent with  the  liability  of  the  owner.  (The  Oermania,  9  Bene- 
dict, 356 ;  The  Commissioners  v.  Lucas,  93  U.  S.,  108.)  If  the 
relations  of  the  master  of  the  steamer  towards  the  libellant 
were  such  as  to  create  a  duty  not  to  be  negligent,  the  latter  is 
entitled  to  recover,  if  there  was  a  breach  of  that  duty.  (Lea- 
thers v.  Blessing,  105  U.  S.,  626.) 

The  learned  Judge  in  the  Court  below  was  of  the  opinion, 
that,  as  there  was  no  privity  of  contract  between  the  libellant 
and  the  owners  of  the  steamer,  they  were  not  liable,  unless  the 
thing  by  which  he  was  injured  was  imminently  dangerous ; 
bat  he  was  also  of  opinion,  that,  if  the  degree  of  negligence 
which  would  make  an  employer  liable  to  his  employee  were 
enough,  such  negligence  was  not  established  by  the  proofs. 

As  the  libellant  was  not  directly  employed  by  the  master, 
and  could  only  look  to  the  master  stevedore  for  his  pay,  there 
was  no  privity  of  contract  between  him  and  the  ship-owners. 
Nor  did  the  relation  of  master  and  servant,  in  its  technical 
sense,  exist  between  the  libellant  and  the  ship-owners.  But, 
it  is  conceived  that  this  does  not  in  the  least  affect  the  obliga- 
tion of  the  master  not  to  be  negligent  towards  the  libellant,  or 
the  degree  of  care  which  it  was  incumbent  upon  him  to  exer- 
cise. The  libellant  was  performing  a  service  in  which  the  ship- 
owners had  an  interest,  and  which  they  contemplated  would  be 
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performed  by  the  use  of  appliances  which  they  had  agreed  to 
provide.  They  were  under  the  same  obligation  to  him  not  to 
expose  him  to  unnecessary  danger  that  they  were  under  to  the 
master  stevedore,  his  employer.  There  was  no  express  con- 
tract obligation,  on  their  part,  to  either,  to  provide  safe  and 
suitable  appliances ;  but  they  were  under  an  implied  duty  to 
«ach ;  and  the  measure  of  the  duty  towards  each  was  the  same. 
What  would  be  negligence  towards  one  would  be  towards  the 
other.  (Coughtry  v.  Globe  Co.,  56  If.  Y.,  124;  Midchey  v. 
Methodist  Society,  125  Mass.,  487.) 

The  implied  obligation  on  the  part  of  one  who  is  to  pro- 
vide machinery  or  means  by  which  a  given  service  is  to  be 
performed  by  another,  is  to  use  proper  care  and  diligence  to 
see  that  such  instrumentalities  are  safe  and  suitable  for  the 
purpose.  "  It  is  the  duty  of  an  employer  inviting  employees 
to  use  his  structure  and  machinery,  to  use  proper  care  and 
diligence  to  make  such  structure  and  machinery  fit  for  use."" 
{  Wharton  on  Negligence,  §  211.)  If  he  knows,  or,  by  the  use 
of  due  care,  might  have  known,  that  they  were  insufficient, 
he  f ails  in  his  duty.  This  doctrine  is  cited  with  approval  in 
Hough  v.  Railway  Co.,  (100  U.  S,  220.)  Due  care,  or  ordi- 
nary care,  implies  the  use  of  such  vigilance  as  is  proportioned 
to  the  danger  to  be  avoided,  judged  by  the  standard  of  com- 
mon prudence  and  experience.  Applying  this  test  here, 
where,  if  the  appliances  to  be  used  were  defective,  serious 
<MU3ualties  were  to  be  apprehended,  it  was  the  duty  of  the  mas- 
ter of  the  steamer  to  exercise  a  corresponding  vigilance  to 
provide  against  them. 

The  proofs  show,  that  the  average  weight  of  the  tubs  of 
ore  which  were  being  hoisted  out  of  the  hold  was  about 
1,800  pounds ;  that,  on  the  day  before,  one  of  the  chains  of 
the  steamer,  which  was  being  used  in  the  same  work,  broke ; 
that  both  of  these  chains  had  been  in  use  about  two  vears ; 
that  the  one  that  broke  first  had  been  used  more  than  the 
other ;  and  that  such  chains,  when  in  proper  condition,  were 
sufficiently  strong  to  sustain  a  hoisting  weight  of  six  or  seven 
tons.    Concededly,  the  chain  was  defective,  as  it  broke  with 
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a  weight  of  1,800  pounds,  after  it  had  only  been  used  to  hoist 
four  or  five  tubs.  It  was  rusted  and  considerably  worn  in  ap- 
pearance. The  breaking  of  the  other  chain  was  a  circumstance 
to  attract  attention  and  put  the  master  on  inquiry.  Under 
these  circumstances,  it  must  be  held,  that  the  casual  examina- 
tion of  the  chain,  which  was  given  to  it  while  it  was  being 
brought  from  the  other  hatch,  was  not  sufficient  to  exonerate 
the  master  from  the  charge  of  negligence.  Before  he  permit- 
ted it  to  be  employed  in  a  use  which  was  so  hazardous  to  those 
who  were  to  use  it,  he  should  have  made  a  careful  and  thor- 
ough test  or  examination.  Anything  less  than  this  was  a  fail- 
ure to  observe  proper  care. 

The  proofs  do  not  justify  the  inference  that  the  libellant  was 
negligent.  If  he  had  had  any  reason  to  anticipate  the  accident, 
he  could,  undoubtedly,  have  escaped ;  but  this  may  be  said  in 
almost  every  conceivable  case  where  an  accident  has  happened. 
It  was  not  indispensable  for  him  to  remain  exposed  while  ac- 
tually filling  the  tubs ;  but,  part  of  the  time,  he  and  the  other 
laborers  were  necessarily  there,  because  they  had  to  unhook 
the  empty  tubs,  hook  on  the  full  ones,  and  steady  them  until 
they  were  hauled  out  of  the  hold.  The  work  was  being  done 
with  great  despatch  ;  there  were  six  men  doing  it,  and  a  lim- 
ited place  in  which  to  do  it ;  the  tubs,  while  being  filled,  stood 
near  the  hatchway,  and,  part  of  the  time  under  it ;  and,  under 
all  the  circumstances,  it  would  seem  that  the  libellant  was  as 
caveful  as,  in  the  hurry  and  excitement  of  the  occasion,  could 
be  reasonably  expected  of  him,  and  should  not  be  deemed  in 
fault 

The  proofs  show,  that,  while  the  libellant  sustained  painful 
injuries,  they  were  not  of  a  permanent  character,  nor  did  they 
incapacitate  him  long  from  doing  his  ordinary  work.  A  decree 
for  $750  will  be  a  fair  compensation,  and  is,  accordingly,  or- 
dered. 


F.  A.  Wilcox,  f or  the  libeUant. 
W.  W.  Goodrich,  for  the  claimants. 
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The  Vermont  Farm  Machine  Company  and  others 

vs. 
E.  M.  Marble,  Commissioner  of  Patents.    In  Equity. 

In  a  suit  in  equity,  brought  under  §  4,915  of  the  Revised  Statutes,  against  the 
Commissioner  of  Patents,  in  the  Circuit  Court  for  the  District  of  Vermont,  to 
obtain  an  adjudication  that  the  plaintiffs  were  entitled  to  a  patent,  which  the 
Commissioner  had  refused  to  issue,  he  accepted  service  of  the  subpoena,  to 
have  the  same  effect  as  if  duly  served  on  him  by  a  proper  officer,  and  ac- 
knowledged receipt  of  a  copy,  but  did  not  appear  in  Court  nor  make  any  ob- 
jection to  proceeding  to  a  decree.  After  hearing  the  plaintiffs,  a  decree  was 
made  in  their  favor.  A  new  Commissioner  moved  for  a  rehearing,  princi- 
pally on  the  ground  that  the  Court  had  no  jurisdiction :  Held,  that  the  motion 
must  be  denied. 

The  exclusive  jurisdiction,  under  §  4,915,  is  not  in  the  Supreme  Court  of  the 
District  of  Columbia. 

The  Circuit  Court  in  Vermont  had  general  jurisdiction  of  the  subject,  and  the 
Commissioner,  by  accepting  service,  consented  to  be  found  in  the  District  of 
Vermont,  and  his  consent  is  binding  on  his  successor. 

(Before  Wheeler,  J.,  Vermont,  April  12th,  1884.) 

Wheeler,  J.  The  bill  was  brought  for  an  adjudication 
that  the  orators  were  entitled  to  a  patent,  pursuant  to  §  4,915 
of  the  Revised  Statutes.  The  defendant  accepted  service  of 
the  subpoena,  to  have  the  same  effect  as  if  duly  served  on  him 
by  a  proper  officer,  and  acknowledged  receipt  of  a  copy,  but 
did  not  appear  in  Court,  nor  make  any  objection  to  proceed- 
ing to  decree.  After  hearing  the  orators,  a  decree  was  made 
and  entered  in  their  favor,  {ante,  p.  32.)  The  present  Com- 
missioner now  moves  for  a  rehearing,  principally  upon  the 
ground  of  alleged  want  of  jurisdiction  of  this  Court. 

One  mode  of  attempting  to  show  that  this  Court  has  not 
jurisdiction  is,  by  claiming  that  the  Supreme  Court  of  the 
District  of  Columbia  has  exclusive  jurisdiction.  The  language 
of  this  section,  however,  seems  to  preclude  this  idea.     It 
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reads :  "  Whenever  a  patent,  on  application,  is  refused,  either 
by  the  Commissioner  of  Patents,  or  by  the  Supreme  Court  of 
the  District  of  Columbia,  upon  appeal  from  the  Commis- 
sioner, the  applicant  may  have  remedy,  by  bill  in  equity." 
This  seems  to  clearly  imply  that  the  remedy  may  be  else- 
where.   (  Whipple  v.  Miner,  15  Fed.  Rep.,  117.) 

Another,  and  the  principal,  mode  is,  by  claiming  that  no 
Circuit  Court  of  a  District  away  from  the  Patent  Office,  and 
in  which  the  Commissioner  does  not  reside,  can  acquire  ju- 
risdiction of  such  cases.  The  Circuit  Courts  have  original 
jurisdiction  :  "  Ninth.  Of  all  suits  at  law  or  in  equity  arising 
under  the  patent  or  copyright  laws  of  the  United  States." 
{Rev.  Stat,  §  629.)  This  is,  unquestionably,  a  suit  so  arising. 
There  is  no  restriction  upon  proceeding  in  these  Courts  in 
such  cases,  except  that  civil  suits  against  inhabitants  of  the 
United  States  are  not  to  be  brought  by  original  process  in 
any  other  District  than  that  in  which  the  defendant  resides 
or  is  found  at  the  time  of  service.  {Rev.  Stat,  §  739.)  The 
Court  had  general  jurisdiction  of  this  subject,  and  the  de- 
fendant, by  his  acceptance  of  service,  consented  to  be  found 
in  this  District,  and  did  not  appear  in  Court  to  object  to  be- 
ing bound  by  his  consent.  In  Ex  parte  Sohollenberger,  (96 
U.  8.,  369,)  Mr.  Chief  Justice  Waite,  in  delivering  the  opin- 
ion of  the  Court,  says :  "  The  Act  of  Congress  prescribing  the 
place  where  a  person  may  be  sued  is  not  one  affecting  the 
general  jurisdiction  of  the  Courts.  It  is  rather  in  the  nature 
of  a  personal  exemption  in  favor  of.  a  defendant,  and  it  is 
one  which  he  may  waive.  If  the  citizenship  of  the  parties  is 
sufficient,  a  defendant  may  consent  to  be  sued  anywhere  he 
pleases,  and,  certainly,  jurisdiction  will  not  be  ousted  because 
he  has  consented."  Here,  no  question  was  made  before. 
Now,  when  one  on  this  subject  is  made,  it  is  not  whether 
the  Commissioner  can  be  compelled  to  answer,  but  whether 
he  can  consent  to  be  sued  away  from  the  seat  of  Government 
and  his  residence.  Prentiss  v.  Ellsworth,  {Mirror  of  Pat 
Off.,  36  ;  Law's  Dig.,  108  ;  2  Wharton's  Dig.,  6th  ed.,  415,) 
raised  the  question  as  to  the  compulsion,  and  not  as  to  the 
Vol.  XXII.—  9 
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consent,  and  it  was  held,  upon  apparently  sound  reasoning,  by 
Randall,  J.,  that  the  Commissioner  conld  not  be  compelled, 
by  process  issuing  ont  of  the  Circuit  Court  for  the  Eastern 
District  of  Pennsylvania,  to  answer  there.  The  question  of 
jurisdiction  founded  on  consent  did  not  arise. 

It  is  further  objected  against  the  jurisdiction  here,  that  the 
Court  here  could  not  compel  obedience  of  the  Commissioner, 
at  the  Patent  Office,  to  its  decree.  It  is  to  be  presumed,  how- 
ever, that  a  high  officer  of  a  Department  of  the  Government 
will  do  his  duty  without  compulsion,  or  even  command,  from 
any  quarter,  especially  in  a  matter  where  he  has  no  interest, 
nor  the  Government  any,  except  that  the  duty  be  done.  This 
provision  of  the  statute  is  framed  according  to  this  view. 
The  Court  does  not  decree  that  the  Commissioner  shall  issue 
a  patent,  but  only,  "  may  adjudge  that  such  applicant  is  enti- 
tled, according  to  law,  to  receive  a  patent  for  his  invention,  as 
specified  in  his  claim,  or  for  any  part  thereof,  as  the  facts  in  the 
case  may  appear.  And  such  adjudication,  if  it  be  in  favor  of 
the  right  of  the  applicant,  shall  authorize  the  Commissioner 
to  issue  such  patent,"  &c.  Granting  the  permission  expressed 
the  will  of  Congress,  which  would  be  sufficient.  Neither  the 
adjudication,  nor  issuing  the  patent  under  it,  will  conclude  any 
individual  rights.  The  validity  of  the  patent  will  be  open  to 
trial  under  the  law.  But,  if  it  is  not  granted,  no  suit  for  in- 
fringement can  be  brought,  and  the  right  to  the  invention 
cannot  be  judicially  tested.  This  jurisdiction  has  been  exer- 
cised without  challenge,  except  in  Prentiss  v.  Ellsworth,  be- 
fore cited.  (Ellithorp  v.  Hobertson,  4  Bla&chf.  C.  C\  li., 
807.) 

As  this  case  is  how  considered,  the  jurisdiction  upon  the 
consent  of  the  Commissioner  seems  to  be  ample.  The  ques- 
tion involved  in  the  case  on  the  merits  was  purely  one  of  law, 
requiring  the  production  of  no  models  or  exhibits,  and  no 
personal  attendance,  and  might  well  be  submitted  anywhere. 
Whether,  under  the  circumstances,  it  should  be  submitted 
here,  rested  in  the  discretion  of  the  Commissioner.  His  act 
in  this  respect  is  binding  upon  his  successor,  like  any  other 


APRIL,  1884.  131 


The  Holyoke  Water  Power  Company  «.  The  Connecticut  River  Company. 

lawful  act,  and  it  oppresses  no  one.  This  ground  presents 
no  reason  that  appears  to  be  sufficient,  for  opening  the 
case. 

All  the  grounds  now  urged  on  the  merits  of  the  appli- 
cation for  the  patent  were  fully  considered  before,  and  no 
sufficient  reason  appears  for  going  over  the  ground  again. 

The  motion  is  denied. 

Frank  T.  Browny  for  the  Commissioner  of  Patents. 
William  E.  Simonds,  for  the  plaintiffs. 


The  Holtokb  Water  Power  Company 

vs. 

The  Connecticut  River  Company.    In  Equity. 

The  rights  of  the  Connecticut  River  Company,  In  respect  to  obstructing  the  flow 
of  the  water  of  the  Connecticut  River,  in  the  State  of  Connecticut,  for  tl*e 
purpose  of  improving  its  navigation,  examined  and  defined. 

The  effect  of  the  structures  already  made  by  that  company  in  the  river  exam- 
ined, and  held  not  to  be  injurious  to  the  works  of  the  Holyoke  Water  Power 
Company,  m  Massachusetts,  and  not  to  be  the  cause  of  legal  damage. 

The  carr)  ing  of  the  obstruction  of  the  flow  of  the  water  to  a  greater  extent 
than  now  would  cause  pecuniary  injury  to  the  Qolyoke  Company,  and  must 
be  enjoined,  because  Connecticut  has  no  right  to  authorize  such  obstruction, 
with  such  effect  on  the  works  of  the  Holyoke  Company,  in  Massachusetts. 

(Before  Shepman,  J.,  Connecticut,  April  23d,  1884.) 

Shjfman,  J.  The  Connecticut  River  Company  was  incor- 
porated in  the  year  1824,  by  the  General  Assembly  of  the 
State  of  Connecticut,  "  for  the  purpose  of  improving  the  boat 
navigation  of  Connecticut  River,"  a  navigable  stream,  and 
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was  empowered,  among  other  things,  to  remove  obstructions 
from  the  channels  and  bars  of  said  river,  from  and  above  the 
bridge  at  Hartford  to  Springfield,  to  lock  the  falls  at  En- 
field on  said  river,  to  make  channels  to  aid  them,  to  construct 
a  canal  on  either  bank  of  said  river,  near  said  falls,  and  to  con- 
struct a  dam  or  dams  for  the  purpose  of  entering  and  leaving 
the  locks,  "  provided  the  extension  and  form  thereof  shall  be 
such  as  shall  not  prevent  the  convenient  passage  of  boats  and 
lumber  down  the  river,  nor  obstruct  the  passage  of  fish,"  to 
demand  and  receive  specified  tolls  from  every  boat  passing  up 
said  river,  or  through  the  locks,  and  to  purchase,  hold,  lease 
or  alien  mill  seats  or  manufactories  upon  or  near  Enfield  Falls. 
The  locks  and  canals  were  to  be  and  were  constructed  under 
the  direction  of  a  board  of  commissioners,  who  were  named 
in  the  charter,  and  who  were  authorized  to  direct  further 
improvements  to  be  made,  if,  after  the  completion  of  the 
works,  such  improvements  should  become  necessary. 

Under  this  charter,  the  defendant,  before  1829,  built  a  dam 
from  the  west  bank  into  the  river,  at  Enfield  Falls,  and  also 
built  a  canal  upon  the  west  side  of  the  river,  about  five  and 
one  half  miles  long,  with  the  necessary  locks  and  other  works. 
In  1829,  the  water  of  the  river  was  turned  into  the  canal,  and, 
since  then,  boats  engaged  in  the  navigation  of  the  river  have 
continuously  passed  through  the  canal,  and  so  have  avoided 
the  difficulties  incident  to  the  passage  of  Enfield  Falls.  The 
defendant  has  also  continuously  leased  the  use  of  the  water  and 
water  power  in  6aid  canal  to  the  occupants  of  mills  upon  its 
banks. 

Upon  the  defendant's  application  to  the  board  of  commis- 
sioners to  examine,  approve  and  allow  certain  proposed  dams 
in  the  river,  the  commissioners,  on  September  3d,  1849,  found  , 
and  authorized  as  follows:  ''That  the  depth  of  water  at  and 
above  the  northern  termination  of  said  canal  is  not  sufficient  for 
the  safe  and  easy  passage  of  boats  ipto  and  out  of  said  canal,  at 
low  stages  of  water,  and  that  it  is  expedient  and  necessary  that 
the  depth  of  water  should  be  increased.  We  do  also  find, 
that  the  dam  and  works  proposed,  or  in  the  process  of  erec- 
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tion,  in  said  river,  and  extending  westwardly  from  the  east 
bank  of  the  same,  are  well  adapted  to  effect  that  object  of  in- 
creasing the  depth  of  the  water,  and  that  the  same  will  not 
impede  the  passage  of  fish  up  said  river,  or  the  passage  or 
floating  of  boats,  timber  or  other  property  down  the  6ame. 
We  do,  therefore,  authorize,  approve  of  and  allow  the  erec- 
tion and  completion  of  the  dam  and  other  works  in  said 
river,  whether  proposed  or  now  in  progress,  as  the  same  are 
hereinafter  specified  and  described,  viz. :  the  dam  extending 
westerly,  from  the  east  bank  of  said  river,  four  hundred  and 
dxty-one  (461)  feet,  and  at  such  height  as  shall,  at  the  lowest 
stage  of  water,  when  the  water  is  at  the  height  of  the  top  of 
said  dam,  raise  the  water  in  said  canal  to  the  height  of  five  (5) 
feet  and  nine  (9)  inches  on  the  mitre-sill  of  the  upper  guard 
gate ;  also,  to  sink  a  crib  at  the  western  end  of  said  last-men- 
tioned dam,  and  continue  and  keep  the  same  there,  of  twenty- 
eight  feet  in  breadth  westerly  from  said  west  end,  and  at  such 
height  from  the  bottom  of  said  river  as  will  leave  the  water 
two  feet  in  depth  at  its  lowest  stage,  leaving  the  opening  in 
the  river,  from  the  western  end  of  said  dam  to  the  eastern 
end  of  the  old  or  former  dam,  not  less  than  one  hundred 
(100)  feet,  and  from  the  western  side  of  said  crib,  not  less 
than  seventy  (70)  feet,  to  the  eastern  end  of  said  old  dam ; 
also,  to  make  a  sunken  dam  across  the  said  opening  of  sev- 
enty (70)  feet,  from  the  westerly  side  of  said  crib  to  the  east- 
ern end  of  said  old  dam,  by  the  sinking  of  cribs  or  other 
materials  on  the  bottom  of  said  river,  and  to  make  and  con- 
struct said  sunken  dam  to  such  height  that  the  water  shall 
not,  at  its  lowest  stages,  ever  be  less  than  four  (4.)  feet  in 
depth  upon  and  above  the  top  or  highest  part  of  said  sunken 
dam." 

In  the  year  1855,  the  defendant  made  another  application 
to  the  board  of  commissioners,  "  to  approve,  authorize  and 
allow  certain  alterations  on  and  additions  to "  its  works  and 
dams  which  had  been  constructed  or  were  in  progress.  The 
commissioners  decided  as  follows:  ""We  do,  therefore, decide, 
that  it  is  inexpedient  to  modify  or  vary  said  order  of  1849, 
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but  we  adopt  and  confirm  the  same,  so  far  as  it  specifies  and 
fixes  the  depth  of  water  at  five  feet  nine  inches  on  the  mitre- 
sill  of  the  guard  lock,  at  low  water.  We  believe  it  is  better 
for  all  parties,  that,  so  far  as  the  action  of  the  commissioners 
is  concerned,  it  should  be  held  as  a  settled  point,  that  the 
water  at  low  stages  should  be  and  continue  to  be  at  this 
specified  depth,  and  that  all  the  erections  and  obstructions  of 
the  company  should  have  reference  to  that  depth.  We  do, 
therefore,  approve  the  erection  of  the  eastern  dam,  the  mak- 
ing of  the  cribs  and  sunken  dam  in  the  opening  between  the 
dams,  but  decide  that  certain  of  those  cribs  which  are  above 
the  general  level  be  taken  down  and  reduced  to  such  level, 
as  soon  as  the  weather  and  the  stage  of  water  will  allow,  and, 
in  the  meantime,  they  are  to  remain  as  they  now  are.  As  it 
respects  the  navigation  down  Enfield  Falls,  it  is  very  incon- 
siderable and  dangerous  at  the  best,  and,  at  extreme  low  water, 
is  scarcely  attempted  or  practicable,  and  we  think  the  weight 
of  evidence  produced  before  us  shows  that  the  recent  erections 
have  not  increased  the  danger  or  the  difficulty.  The  eastern 
dam  we  think  somewhat  higher  than  necessary  to  secure  the 
specified  depth  of  water  at  low  stages,  and  incline  to  the 
opinion  it  might  properly  be  lowered  a  few  inches ;  but,  as 
some  persons,  who  were  understood  to  have  been  remon- 
strants, suggested  it  might  be  injurious  to  them,  as  they  were 
interested  in  property  above  the  Falls,  we  make  no  order  on 
that  subject." 

The  dams  remained  in  the  condition  in  which  they  were 
authorized  to  be  by  these  two  orders  of  the  commissioners 
until  1881.  The  defendant  fully  availed  itself  of  the  permis- 
sion to  sink  cribs  in  the  opening  between  the  dams,  and,  when 
they  were  repaired,  as  hereinafter  mentioned,  in  the  summer 
of  1881,  there  was,  in  the  gap,  "  a  pile  of  stone,  which  had 
been  built  right  round  on  a  circle,  from  one  wing  to  another," 
about  two  feet  below  the  surface  of  the  water,  at  the  opening. 
At  this  time  about  4,000  cubic  feet  of  water  per  second  were 
flowing  at  Holyoke. 

In  1881,  the  defendant's  charter  was  amended  by  the 
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General  Assembly  of  Connecticut,  as  follows :  "  Whereas,  the 
dams  of  the  Connecticut  River  Company,  at  Enfield  Falls, 
have  become  inadequate  by  reason  of  natural  changes  in  the 
channel  of  Connecticnt  River,  and  by  reason  of  the  uneven  and 
greatly  diminished  flow  of  water  therein,  making  said  river, 
for  a  distance  of  several  miles  below  said  dams,  unnavigable ; 
and  whereas,  to  improve  the  navigation  upon  said  river  both 
above  and  below  said  dams,  and  to  preserve  and  maintain  the 
water-power  of  said  company,  it  is  necessary  that  the  water  in 
the  canal  of  said  company,  and  in  said  river  above  said  canal, 
shall  be  of  greater  depth  than  the  dams  of  said  company,  at 
their  present  heights,  will  allow ;  therefore,  Resolved  by  this 
Assembly  :  Section  1.  That  the  Connecticut  River  Company 
are  hereby  empowered  and  authorized  to  unite  their  said  dams 
at  Enfield  Falls,  aforesaid,  so  as  to  continue  and  extend  the 
same  across  the  Connecticut  River,  and  to  raise  said  dam  and 
dams  to  such  a  height  that  the  crest  or  crests  thereof  shall  not 
exceed  the  height  of  seven  feet  above  the  mitre-sill  of  the 
upper  guard  gate  or  lock,  at  the  upper  entrance  to  said  canal, 
as  said  mitre-sill  now  is ;  but  the  dam  at  the  extreme  west  end 
may  be  fifteen  inches  higher  than  its  present  height,  sloping 
on  a  regular  incline  for  three  hundred  feet ;  provided,  that 
said  company  shall  construct  and  maintain,  at  the  said  dam  or 
dams,  and  as  a  part  thereof,  subject  to  the  approval  of  the  fish 
commissioners  of  this  State,  suitable  and  proper  fish-ways,  to 
admit  the  free  passage  of  fish  up  and  down  said  river,  over 
and  above  said  dams,  and  to  be  kept  open  at  such  seasons  as 
shall  be  necessary  for  the  passage  of  fish,  said  fish-ways  at  all 
times  to  be  under  the  direction  and  approval  of  said  commis- 
sioners, or  of  such  other  authority  as  this  State  shall  appoint 
with  reference  thereto."  The  second  section  related  to  the 
assessment  and  payment  of  damages  which  should  accrue  to 
the  property  of  any  person  by  reason  of  the  exercise  of  the 
powers  conferred  by  the  amendment. 

In  July,  1881,  the  defendant  began  to  fill  the  gap  between 
the  dams,  and,  after  building  a  coffer  dam,  404  feet  long,  above 
and  in  front  of  the  opening,  built,  below  the  dams  and  across 
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the  gap  between  the  wings,  and  connecting  with  the  old 
dams,  a  piece  of  new  dam,  285  feet  long,  and,  after  it  had  set- 
tled two  inches,  10AV  inches  above  the  average  crest  of  the 
old  dam.  The  gap  between  the  wings  was  100  feet.  The  re- 
spective surveyors  differ  about  two  inches  in  the  height  of 
the  new  dam  before  it  had  settled.  I  adopt  the  measurement 
of  the  defendant's  surveyor.  In  the  new  piece  of  dam,  there 
is  an  opening  14  inches  deep,  and  from  40  feet  to  42  feet  in 
width,  for  the  passage  of  fish  and  lumber  over  the  dam.  The 
elevation  of  the  old  dam  above  the  mitre-6ill  was  5  feet  9J  in- 
ches. On  August  19th,  1882,  the  surface  of  the  water  in  the 
river  was  6  feet  and  4  inches  above  the  mitre-sill.  The  average 
elevation  of  the  new  work,  not  including  the  fish-way,  is  40.31 
feet  above  the  datum  plane,  or  imaginary  horizontal  plane, 
which  was  established  by  the  engineers  on  both  6ides,  and 
which  is  explained  in  the  record.  The  remainder  of  the  dam, 
or  the  old  dam  still  remaining,  is  about  1,288  feet  long,  and 
on  an  average  height  of  39.41  feet  above  the  datum  plane. 
Of  the  coffer  dam,  332  feet  in  length  were  about  6  feet  in 
height  above  the  water,  and  the  remainder  of  this  dam  was 
about  two  feet  in  height  above  the  water.  It  was  taken  away 
late  in  the  fall  of  1881. 

.The  Holyoke  Water  Power  Company  was  incorporated  in 
January,  1 859,  by  the  Legislature  of  Massachusetts,  for  the 
purpose  of  upholding  and  maintaining  the  dam  across  the 
Connecticut  River,  theretofore  constructed  by  the  Hadley 
Falls  Company,  and  one  or  more  locks  and  canals,  in  connec- 
tion with  the  said  dam,  and  of  creating  and  maintaining  a 
water  power  to  be  used  for  manufacturing  and  mechanical 
purposes,  and  to  be  6old  or  leased  to  be  used  for  like  purposes. 
The  Hadley  Falls  Company  was  incorporated  for  similar  pur- 
poses, by  the  Legislature  of  Massachusetts,  in  1848,  and  in  1859 
the  plaintiff  purchased  its  dam,  canals,  water  privileges  and  land* 
The  plaintiff  thus  became  and  is  the  owner  of  an  extensive  and 
valuable  water-power  upon  the  Connecticut  River,  at  Holyoke, 
in  Massachusetts,  sixteen  miles  above  the  defendant's  dam,  and 
has  expended  large  sums  of  money  in  the  development  and 


APRIL,   1884.  137 


The  Holyoko  Water  Power  Company  v.  The  Connecticut  River  Company. 

improvement  of  its  property.  It  leases  the  water  power  to 
mill  owners,  and  from  such  leases  derives  a  large  portion  of 
its  income.    The  fall  is  about  sixty  feet. 

This  bill  was  brought  in  September,  1881,  and,  after  the 
gap  had  been  -  filled  by  the  new  piece  of  dam  which  has 
been  described,  but  before  the  work  was  entirely  completed, 
alleging  that  this  solid  dam,  and  the  raising  the  dam  across 
the  width  of  the  river,  as  authorized  by  the  Legislature  of 
Connecticut,  will  set  back  the  water  upon  the  plaintiff's  works, 
will  overflow  its  land,  impede  the  operation  of  the  mills  there 
situate,  diminish  the  effective  head  of  its  fall,  and  commit  ir- 
reparable injury  to  its  property,  and  praying  that  the  defend- 
ant may  be  ordered  to  remove  the  obstruction  between  the 
wing  dams,  and  be  enjoined  against  raising  the  dam. 

The  answer  of  the  defendant  admits  that  the  gap  was  filled 
by  tfce  new  dam  substantially  as  has  been  stated,  but  denies 
that  any  damage  has  been  done  to  the  rights  or  property  of 
the  plaintiff,  and  alleges  that  it  has  no  present  intention  of 
raising  the  rest  of  the  dam,  but  claims  that,  under  said  amend- 
ment of  1881,  it  has  the  right  to  raise  the  whole  of  the 
dam  to  the  height  authorized  thereby,  and  asserts  that  it 
proposes  to  make  such  erection,  if  it  should  become  neces- 
sary. 

The  water  of  the  river  is  diverted  by  the  plaintiff,  at  Hol- 
yoke,  into  three  canals,  which  are  substantially  parallel  to  the 
river,  and  are  called  the  first,  second  and  third  level  canals. 
u  They  are  so  arranged,  that  the  water  flows  from  the  gates 
at  the  dam  into  the  first  level ;  from  the  first  level,  a  small 
portion  into  the  river,  and  the  balance  into  the  second  level 
canal ;  from  the  second  level,  part  into  the  third  level,  and 
a  part  into  the  river ;  and  from  the  third  level  into  the  river. 
The  third  level  canal  is  furthest  from  the  dam  and  nearest 
to  and  parallel  with  the  bank  of  the  river,  where  the  river 
bends  to  the  westward,  below  the  city  of  Holyoke."  The 
plaintiff  owns  about  440  acres  of  land,  "  390  acres  being  build- 
ing lots,  and  about  50  acres  being  mill  sites ;  20  acres  of  these 
mill  sites  are  on  the  third  level  canal.    The  Holyoke  Water 
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Power  Company  now  owns  the  river  front,  from  the  dam  to 
the  foot  of  the  fall,  about  9,600  feet  in  length,  and  thence 
about  5,500  feet  further,  on  the  west  bank  of  the  river. 
This  last  described  bank  of  the  river  is  the  one  across  which 
the  tail  races  of  the  mills  on  the  third  level  canal  are  con- 
structed.!' 

The  plaintiff  furnished  elaborate  and  careful  computations 
of  its  hydraulic  engineer,  which  were  based  upon  the  com- 
parison of  an  extensive  system  of  observations,  taken  by  his 
employees  after  the  construction  of  the  coffer  dam,  with  ob- 
servations and  data  before  such  construction,  for  the  purpose 
of  showing  that  the  effect  of  the  present  obstruction  at  Enfield 
Falls  was  to  raise  the  water  of  the  river  at  the  point  next  ad- 
jacent to  the  tail-races  of  the  mills  upon  the  third  level  canal, 
but  not  to  show  that  any  water  has  been  set  back  upon  the 
plaintiff's  land,  or  into  the  tail-races,  or  upon  the  worfcs  of 
any  of  the  mills,  as  now  constructed.  The  plaintiff's  engineer, 
Mr.  Herschel,  was  corroborated,  to  a  certain  extent,  by  the 
opinion  of  General  Ellis,  the  engineer  in  charge  of  the  surveys 
which  had  been  taken  since  1870,  and  of  the  works  which 
had  been  constructed  by  the  United  States  Government  for 
the  purpose  of  improving  the  navigation  of  the  Connecticut. 

Two  other  hydraulic  engineers,  Messrs.  Worthen  and 
Greene,  criticised  the  accuracy  of  the  data  upon  which  the 
computations  were  based,  and  Mr.  Greene  denied  that  the 
property  of  the  plaintiff  is  or  will  be  injured  by  the  present 
or  proposed  dam  of -the  defendant,  whenever  the  river  is  at  the 
stage  which  he  estimates  to  be  its  ordinary  stage. 

Two  facts  are  conceded  by  all  the  witnesses  to  be  true. 
The  first  is,  that,  at  low  water,  which  is  generally  stated  to  be 
a  flow  of  4,000  cubic  feet  per  second  at  Holyoke,  the  Connect- 
icut River  between  Holyoke  and  the  defendant's  dam,  as  it 
existed  before  the  gap  was  filled,  was  nearly  a  still  pond.  Mr. 
Herschel  says,  that  "  a  slope  of  only  four  inches  sufficed  to 
convey  4,000  cubic  feet  per  second  from  Holyoke  to  the  En- 
field dam."  Therefore,  any  material  additional  obstruction 
placed  upon  the  Enfield  dam  of  1849  or  1855  would  be  per- 
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ceptible  in  the  river  at  Holyoke,  at  the  time  of  very  low  or 
low  water.  The  second  conceded  fact  is,  that  the  defendant's 
dam,  as  it  was,  or  as  it  is  now  constructed,  is  so  low,  that,  as 
the  volume  of  water  increases  in  the  river  and  flows  over  the 
dam,  there  is  a  point  where  the  present  dam  would  cause  no 
injury  at  Holyoke.  The  amount  of  the  rise  of  the  water 
which  is  ordinarily  caused  by  the  present  dam,  the  fact  of  in- 
jury, the  length  of  time  during  which  any  injury  would  be 
perceptible,  and  the  point  at  which  any  injury  would  cease, 
are  controverted  questions. 

The  most  reliable  testimony  upon  the  amount  of  the  rise 
in  the  river,  resulting  from  the  increased  obstruction  at  En- 
field Falls,  is  derived  from  the  records  of  the  river  heights  at 
the  Springfield  toll  bridge,  which  were  kept  by  the  keeper  of 
the  bridge  from  March,  1881,  to  December,  1881.  From 
these  records,  it  is  shown,  that,  when  4,000  cubic  feet  of  water 
per  second  were  passing  Holyoke,  the  water  at  Springfield 
was,  after  the  construction  of  the  coffer  dam,  -Afc  of  a  foot 
higher  than  it  was  before  July,  1881.  It  is  to  be  observed, 
that  these  figures  state  the  effect  between  July  and  Decem- 
ber, and  that,  during  the  greater  portion  of  the  time,  the 
coffer  dam  was  a  part  of  the  obstruction.  The  other  results 
are  given  in  the  following  table : 

Cubic  feet  per  second, 

at  Holyoke.  Increase. 

7,000 0.28 

10,000 0.25 

13,000 '. 0.24 

16,000 0.22 

19,000 0.19 

.22,000 0.13 

At  4,000  feet,  the  effect  at  Holyoke  would  be  the  same  as  at 
Springfield.  From  and  after  the  flow  of  7,000  cubic  feet,  the 
effect  at  Holyoke  would  be  about  half  that  felt  at  Springfield. 
The  observations  which  were  taken  at  Holyoke  and  'near 
Enfield  Falls,  under  the  direction  of  the  plaintiff,  show  a 


140  CONNECTICUT, 


The  Ilolyoke  Water  Power  Company  v.  The  Connecticut  Ri?er  Company. 

greater  effect  than  that  which  is  here  stated,  but  the  Spring- 
field observations  I  regard  as  more  reliable. 

In  order  to  determine  whether  any  damage  will  be  caused 
by  the  present  dam,  the  length  of  time  during  which  a  rise  at 
Ilolyoke  will  continue  is  important.  Mr.  Herschel,  collect- 
ing the  scattered  days  of  the  year,  in  the  order  of  their  dry- 
ness, into  months,  and  arranging  the  months  in  like  order, 
estimates,  that,  during  the  dryest  month,  the  flow  of  the  river 
at  Holyoke  is  4,092  cubic  feet  per  second,  and  is  during  the 
second  month  4,886  cubic  feet,  and  is  during  the  third  month 
6,515  cubic  feet,  and  is  during  the  fourth  month  8/225  cubic 
feet,  and  is  about  47,000  cubic  feet  per  second  during  the 
wettest  month. 

General  Ellis,  who  had  been  very  familiar  with  the  river 
between  Enfield  dam  and  Holyoke,  from  having  superin- 
tended the  Government  surveys,  was  of  the  opinion,  that,  if 
the  gap  was  filled  up,  so  that  the  crest  of  the  solid  dam  should 
average  39.1  feet  above  the  datum  plane,  which  would  be 
3t*&  inches  below  the  average  crest  of  the  old  part  of  the 
present  structure,  the  river  would  be  raised  a  foot  during 
about  one  month,  and,  in  his  report,  recommended  that  the 
opening  should  be  thus  closed  by  the  Government.  Assum- 
ing that  the  gap  was  filled  up  by  a  structure  eighteen  inches 
above  the  mean  level  of  the  old  dam,  and  280  feet  long,  he 
testified  that  this  obstruction  "  would  certainly  raise  the  water 
at  Holyoke  in  the  lower  stages  of  the  river.  The  reasons  are, 
that  the  obstruction  contracts  the  water  way  at  Enfield,  and 
thereby  raises  the  water  flowing  over  the  rest  of  the  dam. 
This  sets  the  water  back  at  Ilolyoke,  at  the  lower  stages  of  the 
river,  almost  exactly  the  amount  of  the  rise  at  Enfield.  *  *  * 
Exactly  what  part  of  the  year  this  effect  would  take  place,  I 
am  not  able  to  state  of  my  own  knowledge.  As  the  river  rose 
from  the  state  of  low  water,  the  effect  would  diminish."  in 
his  affidavit,  made  September  13th,  1881,  to  be  used  upon 
the  motion  for  a  preliminary  injunction,  he  said :  u  There 
would  probably  be,  from  the  best  data  in  my  possession,  and 
my  general   knowledge  of  the  river,  an   average  of  about 
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thirty  days  in  each  year  when  the  water  would  be  one  foot 
lower,  with  the  gap  as  it  existed  eight  years  ago,  than  with  the 
gap  filled  up  as  at  present."  It  is  evident  that  General  Ellis 
was  intentionally  vague  as  to  the  increase  of  flow  which  would 
overcome  the  effect  of  the  obstruction. 

From  the  testimony  in  the  case,  no  certain  and  indisput- 
able conclusion  can  be  reached,  either  as  to  the  length  of  time 
in  each  year  in  which  the  influence  of  the  present  dam  will  be 
known  at  Holyoke,  or  as  to  the  amount  of  the  flow  of  water 
at  which  the  influence  of  the  dam  will  cease  to  be  felt ;  but 
my  opinion  is,  that,  with  a  flow  of  7,000  cubic  feet  per  second, 
the  effect  will  be  unknown,  and  that  such  effect  will  be  per- 
ceived at  Holyoke  between  thirty  and  ninety  days,  during  the 
dryest  part  of  the  year. 

Putting  aside  the  testimony  for  the  defendant,  certain 
facts  tend  strongly  to  satisfy  me  that  the  effect  of  the  present 
structure  will  not  be  protracted  and  will  not  be  injurious. 
They  are  as  follows:  1st.  When  the  observations  in  regard  to 
the  rise  of  the  water  were  taken,  the  coffer  dam,  the  dimen- 
sions of  which  have  been  given,  was  the  effective  obstruction 
in  the  river,  in  addition  to  that  caused  by  the  pre-existing  dam. 
2d.  General  Ellis'  indisposition  to  commit  himself  in  regard 
to  the  point  at  which  the  effect  will  be  utiknown,  when  he  was 
testifying  for  the  plaintiff,  and  his  admission  that,  when  he 
was  testifying  before  the  Legislative  Committee,  which  had 
the  amendment  of  1S81  under  consideration,  he  might  have 
6aid,  in  substance,  that,  if  the  dam  was  raised  fifteen  inches, 
the  back  water  would  be  overcome  by  a  slight  rise.  3d.  His 
recommendation  to  the  Government  to  close  the  gap,  when  it 
was  apparent  that  such  a  course  would  raise  the  water  about 
one  foot,  during  thirty  days  in  the  year.  He  was,  undoubt- 
edly, making  recommendations  which  he  knew  it  would  be 
perfectly  safe  for  the  Government  to  act  upon,  and  which 
were  probably  inside  the  limit  which  he  thought  that  careful 
prudence  would  suggest. 

The  next  point  is  as  to  the  amount  of  damage  which  is 
caused  by  the  present  structure.    The  rise  is  simply  a  rise 
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within  the  banks  of  the  river.  It  overflows  nothing,  it  occu- 
pies no  land.  As  the  works  of  the  existing  mills  are  arranged, 
it  is  impossible  for  this  obstruction  to  set  back  any  water  up- 
on their  wheel  pits  or  canals.  The  fall  on  the  third  level 
canal,  as  computed  by  Mr.  Herschel,  in  the  order  of  his  ar- 
rangement of  months,  is  as  follows :  dryest  or  first,  25.10  feet ; 
second,  24.80 ;  third,  24.20 ;  fourth,  23.65 ;  fifth,  23.10 ;  sixth, 
22.35 ;  seventh,  21.65 ;  eighth,  20.85 ;  ninth,  20.00 ;  tenth, 
18.85. 

The  usual  lease  heretofore  in  use  has  been  for  a  fall  of  24 
feet.  It  is,  of  course,  practicable  for  the  lessors  and  lessees 
of  power  at  Holyoke  to  alter  their  indentures,  and  for  the  les- 
sees to  alter  their  structures,  so  as  to  utilize  every  inch  of  fall 
that  is  attainable  daring  the  dryest  portion  of  the  summer ; 
and  it  may  be  possible  for  the  plaintiff  so  to  arrange  its 
contracts  with  the  present  lessees,  or  with  the  purchasers  of 
unsold  mill  powers,  as  to  derive  a  pecuniary  benefit  from 
the  slight  additional  amount  of  fall  during  this  dry  period, 
but  the  damage  which  will  accrue  to  the  plaintiff  from  the 
present  Enfield  dam  seems  to  me  to  be  theoretical  and  fan- 
ciful rather  than  actual.  In  the  months  of  August  and  Sep- 
tember, it  might  have  a  nominal  advantage  if  the  gap  had 
not  been  filled,  but  I  cannot  deem  it  reasonable  that  no 
change  should  be  permitted  in  the  structures  for  the  benefit 
of  navigation  sixteen  miles  distant  from  Holyoke,  in  order 
to  furnish  the  Holyoke  Company  with  an  advantage  which 
consists  far  more  in  theory  than  in  fact  During  nine  or 
ten  months  in  the  year  this  obstruction  will  not  be  known  at 
Holyoke,  during  two  or  three  months  it  can  be  perceived, 
but  it  practically  does  no  damage  to  the  owners  of  the  water 
power. 

In  regard  to  the  raising  of  the  dam  above  its  present 
height,  to  the  point  authorized  by  the  amendment  of  1881, 1 
am  of  opinion  that  it  would  produce  to  the  plaintiff  a  pecun- 
iary injury  for  a  period  of  six  or  seven  months  in  the  year,  by 
the  diminution  of  its  fall,  but  not  by  an  overflow  of  its  land, 
or  a  taking  of  its  property — an  injury  which  is  called  a  conse- 
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quential  injury.  (McKeon  v.  Delaware  Division  Canal  Co., 
49  Penn.  St.,  424.)  The  defendant  admits,  in  its  answer, 
that  it  claims  the  right  to  raise  its  dam  to  the  point  au- 
thorized by  the  amendment,  and  that  it  proposes  to  do  so, 
whenever  necessary. 

The  defendant  insists,  that,  inasmuch  as  the  State  of  Con- 
necticut authorized  the  addition  to  the  dam  for  the  purpose 
of  improving  the  navigation  of  Connecticut  River  within  the 
limits  of  the  State,  any  consequential  injury,  not  amounting 
to  the  taking  of  land,  which  is  occasioned,  in  the  exercise  of 
ordinary  care,  by  reason  of  such  improvement,  to  the  land  of  a 
riparian  proprietor,  is  damnum  absque  injumd  ;  and  it  may 
be  considered  as  settled,  that,  where  a  State,  by  itself  or  by  its 
agents,  in  the  construction  of  works  authorized  or  directed  by 
the  Legislature  of  such  State,  for  the  benefit  of  the  navigation 
of  a  navigable  river  within  its  borders,  causes,  without  malice 
and  in  the  exercise  of  ordinary  care,  a  necessary  consequential 
injury  to  land  within  its  borders,  no  relief  will  be  granted 
against  such  injury.  The  State  and  Federal  Courts  concur  in 
the  assertion  of  this  principle.  The  Supreme  Court  of  Er- 
rors of  Connecticut  says,  in  regard  to  works  erected  for  the 
improvement  of  the  navigation  of  Connecticut  River :  "  The 
public,  being  the  owners  of  this  river,  have  an  unquestionable 
right  to  improve  the  navigation  of  it,  without  any  liability 
for  remote  and  consequential  damage  to  individuals."  (IIol- 
lister  v.  Union  Co.,  9  Conn.,  436.)  "  Acts  done  in  the  proper 
exercise  of  Governmental  powers,  and  not  directly  encroach- 
ing npon  private  property,  though  their  consequences  may 
impair  its  use,  are  universally  held  not  to  be  a  taking,  within 
the  meaning  of  the  constitutional  provision.  They  do  not  en- 
title the  owner  of  such  property  to  compensation  from  the 
State  or  its  agents,  or  give  him  any  right  of  action.  This  is 
supported  by  an  immense  weight  of  authority.  *  *  *  * 
We  have  examined  the  decisions  of  the  Courts  of  Illinois,  and 
others  to  which  we  have  been  referred  by  the  plaintiffs  in  er- 
ror, but  in  none  of  them  was  it  decided  that  a  riparian  owner 
on  a  navigable  stream,  or  that  an  ad  joiner  on  a  public  high- 
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way,  can  maintain  a  suit  at  common  law  against  public  agents, 
to  recover  consequential  damages  resulting  from  obstructing  a 
stream  or  highway  in  pursuance  of  Legislative  authority,  un- 
less that  authority  has  been  transcended,  or  unless  there  was  a 
wanton  injury  inflicted,  or  carelessness,  negligence  or  want  of 
skill  in  causing  the  obstruction."  {Transportation  Co.  v. 
Chicago,  99  U.  S.,  635.) 

In  this  case,  the  injury  will  be  caused  to  property  beyond 
the  limits  of  Connecticut,  and  the  question  arises,  whether  the 
doctrine  which  has  been  asserted  is  applicable  to  this  state  of 
facts.  This  question  has  never,  so  far  as  I  can  ascertain,  been 
decided  by  the  Courts  of  this  country.  The  question  has 
arisen,  whether,  by  virtue  of  the  right  of  eminent  domain,  one 
State  can  take,  or  subject  to  public  use,  land  in  another  State, 
and  the  decisions  have  naturally  been  against  such  a  power. 
(Farnum  v.  Canal  Co.,  1  Sumn.,  46 ;  Salisbury  Mills  v.  For- 
saith,  57  N.  27.,  124 ;  Wooster  v.  Great  Falls  Co.,  39  Me., 
248 ;  United  States  v.  Ames,  1  IF.  <&  M.,  76.)  In  two  cases 
which  have  recently  arisen  in  "Federal  Courts,  and  which  in- 
volved the  right  of  a  State  to  regulate  or  to  improve  the 
navigation  of  a  river  wholly  within  its  limits,  the  judges 
have  carefully  limited  their  decisions  to  the  facts  in  the 
cases.  (Fscanaba  Co.  v.  Chicago,  107  U.  S.,  678;  If  use  v. 
Glover,  15  Fed.  Rep.,  296.)  Important  suggestions  which 
bear  upon  the  questions  in  this  case  are  made  by  Judge  Treat, 
in  Ruiz  v.  St.  Louis,  (7  Fed.  Rep.,  438,)  and  by  Mr.  Justice 
McLean,  in  Palmer  v.  Comrs.  of  Cuyahoga  Co.,  (3  McLean, 
226.) 

The  rule  which  has  been  referred  to  is  based  upon  the 
principle,  that  the  improvement  of  thenavigation  of  naviga- 
ble rivers  within  a  State,  is  a  part  of  the  State's  governmental 
duties,  and  that  the  work  which  is  done  towards  such  im- 
provement is  done  in  the  discharge  of  the  governmental 
powers  of  the  State,  and  that  the  land  of  the  riparian  pro- 
prietor within  the  State  is  subject  to  the  just  exercise  of  this 
power,  and  that,  when  the  State  undertakes  to  exercise  its 
governmental  power,  the  public  good  is  paramount  to  the 
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consequential  injury  to  land  which  is  incidentally  and  neces- 
sarily affected  by  the  improvement.  The  land  is  under  the 
jurisdiction  of  the  State,  and  the  State  derives  the  power  to 
inflict  remote  and  consequential  injuries  upon  it  by  virtue  of 
such  jurisdiction.  The  owner  of  land  abutting  upon  a'navi- 
gable  river  owns  it  subject  to  the  right  of  the  State  to  improve 
the  navigation  of  the  river,  because  the  land  is  within  the 
governmental  control  of  the  State,  but  it  seems  to  me  that  the 
State  obtains,  by  virtue  of  its  governmental  powers,  no  control 
over  or  right  to  injure  land  without  its  jurisdiction.  Juris- 
diction confers  the  power  and  the  right  to  inflict  consequen- 
tial injury,  but,  where  no  jurisdiction  exists,  the  right  ceases 
to  exist.  It  is  a  recognized  principle,  that  the  statutes  of  one 
State,  in  regard  to  real  estate,  cannot  act  extra-territorially. 
As  Connecticut  has  no  direct  jurisdiction  or  control  over  real 
estate  situate  in  another  State,  it  cannot  indirectly,  by  vir- 
tue of  its  attempted  improvement  of  its  own  navigable  waters, 
control  or  subject  to  injury  foreign  real  estate.  If  this  reso- 
lution is  a  bar  to  an  action  for  any  consequential  injury  to 
land,  or  to  rights  connected  with  land,  in  Massachusetts,  Con- 
necticut is  acting  extra-territorially. 

Let  there  be  a  decree  enjoining  the  defendant  against 
any  further  raising  of  its  present  dam,  and  against  construct- 
ing a  new  dam  or  dams  to  a  greater  height  than  the  height  oc- 
cupied by  the  respective  portions  of  the  present  structure. 

N.  A.  Leonard  and  Alvan  P.  Hyde,  for  the  plaintiff. 

Henry  C.  Robinson,  Charles  E.  Perkins,  Charles  H. 
Briscoe  and  Arthur  F.  Eggleston,  for  the' defendant. 
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ALONZO  KlMfiALL    VS.    JOHN   G.    CUNNINGHAM.      In  EQUITY. 

The  claim  of  letters  patent  No.  149.896,  granted  to  Halmeah  Van  Geasen,  April 
.  21st,  1874,  namely,  "  As  nn  article  of  manufacture,  a  size  or  quality  mark  or 
ticket,  composed  of  two  layers  of  paper,  between  wbicb  is  secured  the  head 
or  bridge  of  the  fastening  springs  e,  which  extend  through  the  bottom  layer, 
and  are  adapted  to  fasten  die  ticket  to  a  fabric,"  is  a  claim  to  constructing  a 
tag  of  two  layers  of  paper,  and  placing  the  bridge,  or  the  head  of  the  staple, 
between  the  layers,  which  are  then  fastened  together,  and  is  not  infringed  by 
a  tag  having  a  like  staple  secured  by  an  eyelet,  the  lips  of  which  clamp  the 
bridge  or  head  of  the  staple  to  the  underside  of  the  tag. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  April  24th,  1884.) 

Benedict,  J.  This  case  comes  before  the  Court  upon  a 
motion  for  &  preliminary  injunction  to  restrain  the  defendant 
from  making  and  selling  a  certain  form  of  tag  or  ticket  used 
for  ticketing  clothes  and  other  similar  fabrics,  and  alleged  to 
be  an  infringement  upon  letters  patent  No.  149,896,  issued  to 
Halmeah  Van  Geasen,  April  21st,  1874,  and  owned  by  the 
plaintiff. 

The  plaintiffs  patent  is  for  an  invention  the  object  of 
which,  as  stated  in  the  patent,  is  to  provide  a  ticket  capable 
of  being  more  readily  attached  than  those  heretofore  in  use. 
The  invention  is  stated  to  consist  in  constructing  tickets  with 
metallic  points  at  the  back,  which,  upon  being  pressed  against 
the  fabric,  will  pass  through  the  same,  and,  by  being  bent  back 
of  the  cloth,  will  effectually  secure  the  ticket  to  the  cloth  in  a 
neat  and  strong  manner.  The  claim  reads  thus  :  "  As  an  arti- 
cle of  manufacture,  a  size  or  quality  mark  or  ticket,  composed 
of  two  layers  of  paper,  between  which  is  secured  the  head  or 
bridge  of  the  fastening  springs  c,  which  extend  through  the 
bottom  layer,  and  are  adapted  to  fasten  the  ticket  to  a  fabric." 
The  invention  here  sought  to  be  secured  does  not,  as  insisted 
by  the  plaintiff,  consist  in  the  employment  of  a  tag  having 
soft,  metallic  prongs  securely  fastened  to  the  tag,  so  as  to  at- 
tach it  readily  to  the  goods.     If  that  were  the  invention,  #the 
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patent  would  be  void  for  want  of  novelty.  -  What  the  patent 
purports  to  secure  is  the  method  of  attaching'  the  fastening 
springs  or  staple  to  the  tag.  No  more  is  asserted  in  the  claim, 
and  the  patent  is  limited  to  the  method  there  described.  The 
novelty  of  the  invention  thus  sought  to  be  secured  consists  in 
the  method  adopted  for  securing  the  staple  to  the  tag.  The 
distinctive  feature  of  this  method  is  constructing  the  tag  of 
two  layers  of  paper  or  other  similar  material,  and  placing  the 
bridge,  or  the  head  of  the  staple,  between  the  layers,  which 
are  then  pasted,  or  otherwise  fastened,  together.  The  patent 
is,  by  its  terms,  confined  to  a  ticket  having  a  tag  which  is 
composed  of  two  layers  fastened  together,  and  a  staple  which 
is  secured  to  the  tag  by  placing  its  bridge  or  head  between 
the  layers  of  the  tag. 

The  defendant  makes  a  ticket  having  a  staple  similar  to 
the  staple  of  the  Van  Geasen  ticket,  secured  to  a  tag  by  an 
eyelet,  the  lips  of  which  clamp  the  bridge  or  head  of  the 
staple  to  the  underside  of  the  tag.  Such  a  ticket  does  not,  in 
my  opinion,  infringe  the  plaintiff's  patent,  for  the  reason,  that 
a  tag  composed  of  two  layers  is  not  necessary  in  the  defend- 
ant's tag,  and  the  staple  is  not  secured  to  the  tag  by  placing 
the  staple  between  any  layers  of  the  tag.  Clamping  the 
head  of  the  staple  to  the  underside  of  the  tag  is  not,  in  my 
opinion,  equivalent  to  securing  the  head  of  the  staple  by  plac- 
ing it  between  the  layers  of  the  tag  and  pasting  the  layers 
together. 

The  motion  for  an  injunction  is  denied. 

Townsendy  Dyett  dk  Einstein,  for  the  plaintiff. 
William  C.  Witter,  for  the  defendant. 
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In  the  Matter  of  the  Accounts  of  the  Shipping  Com- 
missioner of  the  Port  of  New  York. 

The  question  considered,  whether  the  salaries  paid  by  the  Shipping  Com- 
missioner of  the  Port  of  New  York  to  his  deputies,  for  the  year  1882,  were 
reasonable. 

A  salary  of  $3,648  to  each  of  three  sons  of  his,  as  a  deputy,  held  not  to  be 
reasonable. 

The  administration  of  the  office  by  the  Shipping  Commissioner  reviewed,  and 
the  conclusion  reached,  either  that  he  was  so  blinded  by  parental  interests 
that  he  could  not  exercise  an  intelligent  judgment  respecting  the  economical 
and  decorous  administration  of  his  office,  or  that  he  corruptly  exercised  his 
powers  and  opportunities,  to  farm  out  its  revenues,  as  spoils  for  family  dis- 
tribution. 

Regulations  made  as  to  the  number  of  clerks  to  be  employed,  and  their  sal- 
aries. 

The  Commissioner  ordered  to  show  cause  wby  he  should  not  be  removed  from 
office. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  May  6th,  1884.) 

"Wallacej  J.  The  immediate  question  presented  by  the 
report  of  the  master,  and  the  motion  made  on  behalf  of  the 
Shipping  Commissioner  to  confirm  the  report,  is  whether  the 
salaries  paid  by  the  Shipping  Commissioner  to  his  deputies 
for  the  year  1882  were  reasonable.  Having  filed  his  account  of 
the  receipts  and  expenses  of  his  oifice  for  the  year  1 882,  an  order 
was  made,  pursuant  to  the  established  mode  of  procedure  since 
the  year  1876,  by  which  the  account  was  referred  to  a  master  for 
an  examination  and  report  to  the  Court,  upon  notice  to  the  Uni- 
ted States  Attorney.  Pursuant  to  that  order,  Mr.  Gutman,  the 
master,  in  February,  18^3,  filed  his  report,  showing  that  the  re- 
ceipts of  the  office  for  the  year  1882  were  $22,531  50,  and  the 
expenses  for  the  year  were  $22,531  50.  Among  the  items  of 
expenses  in  that  account  were  three,  of  $3,648  each,  paid  by 
the  Shipping  Commissioner  to  his  three  sons,  for  their  salaries 
as  deputy  Shipping  Commissioners.  Upon  the  motion  to 
confirm  that  report,  objection  was  made  by  the  United  States 
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Attorney,  that  the  salaries  paid  by  the  Shipping  Commissioner 
to  his  deputies  were  excessive.  Thereupon,  and  on  the  2d  of 
October,  1883,  this  Court  made  an  order  referring  back  the 
report  to  the  master,  and  directing  him  to  take  such  proof  as 
might  be  produced  by  the  Shipping  Commissioner  and  by  the 
United  States  Attorney,  and  report  explicitly  upon  the  reason- 
ableness of  these  salaries.  Although,  since  1875,  the  accounts 
of  the  Shipping  Commissioner  have  been  returned  annually, 
have  been  passed  by  a  master,  and,  on  several  occasions,  have 
been  objected  to  by  the  United  States  Attorney,  and  considered 
upon  such  objections  by  my  predecessors  in  office,  this  is  the 
first  instance  in  which  those  accounts  hare  been  challenged 
by  opposing  proofs  on  the  part  of  the  United  States  Attorney. 
There  is  no  statute  which  makes  it  the  duty  of  the  District 
Attorney  to  scrutinize  or  challenge  these  accounts,  and  it  is 
doubtful  if  he  has  any  authority  in  the  premises  except  such 
as  is  conferred  upon  him  permissively  by  the  order  of  the 
Court ;  and  for  this  reason,  probably,  the  predecessors  of  the 
present  United  States  Attorney  deemed  it  beyond  their  prov- 
ince to  controvert  the  correctness  of  the  accounts,  beyond 
criticising  items  which  seemed  objectionable  upon  their  face. 
The  last  occasion  when  the  accounts  were  specially  investi- 
gated was  in  1878,  when  objections  were  filed  by  the  United 
States  Attorney  to  the  accounts  for  the  year  1877.  It  then 
appeared,  that  the  Commissioner  had  paid  to  each  of  his  three 
sons,  for  their  services  as  deputies,  during  that  year,  a  salary  at 
the  rate  of  $3,800  per  annum,  two  of  them  being  paid  for  the 
whole  year,  and  one  of  them  for  six  months.  Judge  Blatch- 
ford,  in  considering  the  objections,  and  passing  upon  the  ac- 
count, (16  Blatchf.  C.  O.  i?.,  92,)  examined  with  particularity 
the  financial  history  of  the  office  from  its  inception,  and  con- 
sidered the  principles  and  items  of  the  accounts  ;  and,  refer- 
ring to  the  question  of  salaries  paid  by  the  Commissioner  to 
his  sons,  used  the  following  language,  in  his  opinion :  "  As  to 
the  allegation  that,  on  the  deposition  of  the  Shipping  Commis- 
sioner, the  master  should  have  reported  that  the  salaries,  at 
the  rate  of  $3,800  a  year,  paid  to  the  three  deputy  commis- 
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sioners,  F.  C.  Duncan,  G.  F.  Duncan,  and  C.  D.  Dnncan, 
were  entirely  too  large  for  the  work  performed  by  them,  there 
is  nothing  to  show  that  any  such  point  was  taken  by  the  Dis- 
trict Attorney  before  the  master.  Nor  was  any  evidence  in- 
troduced before  the  master,  by  the  District  Attorney,  to  show 
that  the  salaries  of  the  deputies  were  too  large  for  the  work 
performed  by  them.  No  witness  expresses  an  opinion  to  that 
effect,  nor  was  the  Shipping  Commissioner  asked  whether  he 
could  not  have  obtained  competent  persons  to  discharge  the  du- 
ties so  performed  for  a  less  compensation,  nor  was  any  evidence 
given  that  he  could.  The  arrangement  made  is  testified  to 
have  had  the  sanction  of  each  of  my  predecessors,  Judges 
Woodruff  and  Johnson.  The  three  deputies  named  were 
deputies  from  the  beginning.  The  arrangement  was  one 
which  sanctioned  a  salary  of  $4,000  to  each  of  them,  if  the 
fees  of  the  office  would  pay  it.  It  has  never  exceeded  that 
sum.  The  Commissioner  and  the  deputies  had  a  right  to  rely 
on  the  arrangement,  until  it  should  be  shown,  on  notice  and 
hearing,  that  the  salaries  ought  to  be  reduced.  These  obser- 
vations cover  the  above  named  accounts.  I  do  not  intend  to 
say,  however,  that  the  salaries  of  the  deputies  and  of  the  sub- 
ordinates ought  not  to  be  reduced  and  their  number  fixed  for 
the  future,  nor  do  I  intend  to  say  that  they  ought." 

As  the  objections  to  the  accounts  are  now  presented,  I  am 
relieved  from  any  embarrassment  arising  from  the  decisions 
of  my  predecessors,  inasmuch  as  they  were  called  upon  to  con- 
sider such  objections  when  there  was  no  evidence  to  contro- 
vert the  case  made'  by  the  Commissioner  himself,  and,  prac- 
tically, only  his  side  of  the  controversy  was  exhibited.  These 
decisions,  while  authoritative,  and,  perhaps,  conclusive,  as  an 
auditing  of  past  accounts,  do  not  stand  in  the  way  of  consid- 
ering de  novo  the  question  of  the  reasonableness  of  the  salaries 
paid  in  1882,  unless,  as  stated  in  the  opinion  of  Judge  Blatch- 
ford,  u  the  Commissioner  and  the  deputies  had  a  right  to  rely 
on  the  arrangement,"  (in  the  past)  "  until  it  should  be  shown, 
on  notice  and  hearing,  that  the  salaries  ought  to  be  re- 
duced." 
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The  proofs  taken  before  the  master  are  voluminous,  and 
embrace  a  wide  range  of  investigation,  notwithstanding  the 
strenuous  efforts  on  the  part  of  the  Commissioner  to  narrow 
the  field  of  investigation.  It  was  quite  impossible,  however, 
to  confine  the  proofs  to  the  value  of  the  deputies'  services 
in  1882.  Whether  it  was  necessary  that  these  deputies  should 
be  employed  for  that  year,  and  what  was  a  fair  compensation 
for  their  services  then,  were  questions  which  could  not  well 
be  resolved  without  a  comparison  of  the  business  and  duties 
of  the  office  in  previous  years,  and  the  relative  value  of  the 
services  then  and  now.  This  led  to  an  inquiry  into  the  nature 
and  extent  of  their  services  in  the  past,  and,  finally,  to  an  ex- 
tended examination  into  the  business  of  the  office  generally, 
and  into  the  duties  of  the  Commissioner  and  of  the  deputies 
and  the  various  subordinates,  during  the  whole  period  of  its 
existence.  This  examination  has  been  sufficiently  compre- 
hensive and  thorough  to  possess  the  Court  not  only  with 
the  material  facts  respecting  the  primary  subject,  but  also 
concerning  the  past  administration  of  the  office,  which  it  is 
very  much  to  be  regretted  were  not  brought  to  the  attention 
of  my  predecessors.  It  will  not  be  profitable  to  attempt  a  re- 
capitulation of  the  evidence.  It  is  due  to  the  Shipping  Com- 
missioner, however,  to  state,  that  witnesses  of  high  respect- 
ability and  intelligence  have  commended  his  administration 
of  the  office  generally,  and  approved  as  reasonable  the  salaries 
which  he  has  paid  his  sons.  The  reasons  why  I  cannot 
concur  in  their  opinion,  and  must  disapprove  the  findings  of 
the  master,  may  be  briefly  stated,  and  rest  upon  a  few  salient 
but  controlling  considerations. 

The  duties  of  the  Shipping  Commissioner  are  not  intricate 
or  arduous,  but  they  are  useful  and  various,  and  require  good 
judgment  and  executive  capacity.  He  is  the  responsible  head 
of  the  office,  and  is  charged  with  the  supervision  of  its  mani- 
fold operations,  and  incurs  some  financial  risks,  because  he  is 
obliged  to  pay  the  expenses  of  maintaining  the  office  and  of 
conducting  its  business,  including  rent  and  the  pay  of  em- 
ployees, out  of  the  receipts  of  the  office.    He  must  rely  ex- 
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clusively  upon  the  fees  of  the  office  to  meet  the  expenses  as 
well  as  his  own  salary.  If  these  fees  fall  short,  he  has  no  re- 
course upon  the  treasury  of  the  United  States.  The  statute 
that  creates  the  office  provides  that  the  salary,  fees  and  emolu- 
ments of  the  Commissioner  shall  in  no  case  exceed  $5,000  per 
annum.  This  salary  was  deemed  adequate,  by  the  legislative 
department  of  the  Government,  to  compensate  him  for  all  his 
responsibilities  and  services,  however  onerous  and  exacting 
they  might  be.  The  duties  and  responsibilities  of  the  Ship- 
ping Commissioner  are,  of  course,  far  more  important  and 
onerous  than  those  of  any  of  his  subordinates.  Their  duties 
are  either  clerical,  such  as  those  of  book-keepers  or  account- 
ants, or  they  are  services  of  a  lower  grade.  The  law  contem- 
plates that  these  duties  are  to  be  discharged  by  the  Commis- 
sioner himself,  with  such  clerical  assistance  as  may  be  necessary. 
It  enacts  that  "  any  Shipping  Commissioner  may  engage  clerks 
to  assist  him  in  the  transaction  of  the  business  of  the  ship- 
ping office,  at  his  own  proper  co6t,  and  may,  in  case  of  neces- 
sity, depute  such  clerks  to  act  for  him  in  his  official  capacity." 
{Rev.  Stat.,  §  4,505.)  As  appears  by  the  proofs,  the  services 
which  the  subordinates  of  the  higher  grades  perform  in  the 
office  are  almost  identically  such  as  were  rendered  by  clerks 
in  private  shipping  offices  in  New  York  City.  The  Commis- 
sioner recognized  this,  by  selecting  all  his  principal  assist- 
ants, exclusive  of  his  own  sons,  from  this  class  of  employees, 
persons  who  had  been  clerks  in  private  shipping  offices.  In- 
asmuch as  his  own  salary  and  emoluments  were  fixed  by  the 
law  at  $5,000,  and  this  standard  of  compensation  was  adopted 
by  Congress  as  a  sufficient  remuneration  for  his  risks  as  well 
as  his  services,  the  action  of  the  Commissioner  in  appointing 
five  deputies  to  discharge  clerical  duties,  as  soon  as  he  had 
occupied  the  office  long  enough  to  ascertain  its  probable  in- 
come from  fees,  three  at  a  salary  of  $3,500  each,  and  two 
at  a  salary  of  $3,000  each,  starts  the  suggestion,  that  he  had 
gravely  misconceived  the  spirit  of  the  law  under  which  he 
was  to  administer  the  office.  But,  when  it  appears  that,  in 
the  ensuing  year,  1874,  these  five  deputies  were  salaried  at 
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$3,900  each,  that  four  of  them  were  his  own  sons,  and  that 
one  of  these  sons  was  only  nineteen  years  old,  with  no  more 
experience  or  qualifications  for  the  place  than  his  years  would 
imply,  a  very  cogent  inference  arises,  that  he  had  conceived 
a  scheme  for  administering  his  office,  which  was  not  only 
illegitimate,  as  a  radical  departure  from  that  contemplated 
by  law,  but  which  was  utterly  repugnant  to  all  notions  of 
economy  and  decency,  if  it  was  not  tainted  with  a.  corrupt 
motive.  In  1875,  these  five  deputies  were  salaried  by  him  at 
$4,000  each.  In  1874,  after  paying  his  own  salary  and  those 
of  the  deputies,  and  the  other  expenses  of  the  office,  there  re- 
mained, out  of  receipts  of  fees  amounting  to  $55,000,  the  sum 
of  $126  to  be  paid  into  the  Treasury  of  the  United  States.  In 
1875  the  fees  were  $51,000,  and  $433  less  than  the  expenses. 
From  1875  to  the  present  time  the  expenses  of  each  year 
have  absorbed  the  receipts.  The  theory  of  the  Shipping 
Commissioner  is,  that,  with  the  concurrence  of  Judge  Wood- 
ruff, he  made  an  arrangement  with  his  deputies,  by  which  a 
salary  of  $4,000  a  year  to  each  of  them  was  to  be  allowed, 
when  the  fees  of  the  office  would  pay  it,  because  the  receipts 
of  the  office  were  fluctuating,  and  at  times  the  salaries  would, 
therefore,  have  to  be  much  less ;  and  it  appears  that,  in  1876, 
they  were  allowed  only  $2,450  each,  the  receipts  having 
fallen,  in  that  year,  to  the  sum  of  $29,774.  Yet,  in  1877, 
when  the  receipts  were  still  less,  the  deputies'  salaries  were 
allowed  at  $3,800  each,  and  it  is  noticeable,  that,  in  this  year, 
there  were  but  four  clerks  employed  in  the  office,  and  they 
were  only  paid,  in  the  aggregate,  the  sum  of  $2,587.  In 
1878,  the  number  of  deputies  was  reduced  to  four,  the  four 
sons  of  the  Shipping  Commissioner  being  retained,  and  they 
were  paid  $3,800  each.  Suqsequently,  one  of  them  retired, 
and  since  then  three  deputies  have  been  retained,  all  of  them 
the  sons  of  the  Commissioner.  In  1882,  the  year  specially 
under  consideration,  these  three  deputies  have  been  paid 
$3,648  each,  while  the  pay  roll  shows  that  only  two  clerks 
were  employed,  one  of  whom  was  paid  $960,  and  one  $655, 
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and  the  receipts  of  the  office  were  $22,531,  which  are  just 
balanced  by  the  expenses. 

These  figures,  standing  alone,  are  a  sufficient  commentary 
upon  the  extravagance  and  impropriety  of  the  arrangement 
respecting  deputies  and  their  salaries  which  was  made  by  the 
Shipping  Commissioner,  and  which,  according  to  his  statement, 
was  approved  by  Judge  Woodruff.  But,  it  is  now  shown,  by 
the  testimony,  that,  during  all  these  years,  until  1881,  there 
were  experienced  and  competent  clerks  employed  in  the 
office,  by  the  Commissioner,  who  were  not  only  fully  quali- 
fied to  perform  the  services  of  the  deputies,  but  who  ac- 
tually did  perform  substantially  the  same  services,  at  sal- 
aries of  from  $20  to  $25  per  week;  and  the  proofs  also 
show,  that  such  compensation  is  what  is  generally  allowed 
for  similar  services  in  the  private  shipping  offices  of  New 
York  city. 

In  view  of  this  testimony,  there  can  be  but  one  of  two  con- 
clusions ;  either  that  the  Commissioner  has  been  so  blinded 
by  parental  interests  that  he  could  not  exercise  an  intelligent 
judgment  respecting  the  economical  and  decorous  administra- 
tion of  his  office,  or  he  has  corruptly  exercised  his  powers 
and  opportunities,  to  farm  out  its  revenues  as  spoils  for  family 
distribution. 

The  idea  that  Judge  Woodruff,  or  either  of  my  other 
predecessors  in  office,  would  have  sanctioned  such  a  state  of 
affairs  as  is  now  shown  to  have  existed,  is  not  to  be  harbored 
for  a  moment.  They  were  misled,  undoubtedly,  by  a  plaus- 
ible presentation  of  the  facts  on  the  part  of  the  Shipping 
Commissioner,  and  were  called  upon  to  decide  upon  an  ex 
parte  hearing,  or  upon  proofs  which  did  not  exhibit  any  coun- 
tervailing evidence. 

The  following  general  conclusions  are  reached,  and,  under 
the  power  of  this  Court  to  regulate  the  mode  of  conducting 
the  business  of  the  Shipping  Office,  will,  for  the  present, 
be  adopted  as  rules  for  the  regulation  of  the  business  of  the 
office: 

1.  That  the  employment  of  one  chief  clerk,  deputized,  in 
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case  of  necessity,  to  act  for  the  Shipping  Commissioner  in  his 
official  capacity,  and  to  be  allowed  a  salary  not  to  exceed 
$2,500  per  annum,  may  be  justified  by  the  demands  of  the 
office,  and  is  authorized. 

2.  Three  other  clerks  at  salaries  not  to  exceed  $1;200  each, 
or  two  at  salaries  not  to  exceed  $1,600  each,  in  the  discretion 
of  the  Commissioner,  may  also  be  employed. 

3.  All  compensation  received  by  the  Commissioner,  or  his 
subordinates,  for  services  rendered  during  office  hours,  to 
owners  or  masters  of  vessels  or  to  seamen,  are  to  be  accounted 
for  and  returned  with  the  receipts  of  the  office. 

Although  the  master's  report  must  be  disapproved,  the 
Court  has  no  power  to  compel  the  Shipping  Commissioner  to 
pay  into  the  Treasury  of  the  United  States  any  fees  which  he 
has  not  sufficiently  accounted  for.  Although  the  Court  is 
empowered  to  regulate  the  mode  of  conducting  the  business 
of  the  office,  and  is  invested  with  complete  control  of  the 
same,  its  powers  are  supervisory,  not  plenary,  and  it  acts  in 
an  administrative  rather  than  in  a  judicial  capacity.  The  re- 
ceipts of  the  office  belong  to  the  United  States.  The  Govern- 
ment can  claim  them  or  relinquish  them  at  its  option.  If 
they  have  been  misappropriated,  the  United  States  can  sue 
for  them  and  recover  them.  The  Court  is  not  a  competent 
party  to  such  a  controversy.  Nor  should  the  Court  undertake 
to  adjudicate  upon  the  rights  of  the  Shipping  Commissioner, 
or  of  the  Government,  in  a  proceeding  to  which  the  United 
States  are  not  a  party,  because  its  judgment  would  not  con- 
clude either.  The  Government  is  not  a  party  merely  because 
the  United  States  Attorney  has  intervened  in  the  proceeding, 
at  the  direction  of  the  Court.  He  did  not  come  into  the  pro- 
ceeding by  the  authority  of  any  statute  which  expressly,  or  by 
implication,  makes  it  his  duty,  or  his  privilege,  to  represent 
the  United  States,  nor  did  he  appear  upon  the  retainer,  or  at 
the  request,  of  any  Department  of  the  Government,  which 
can  be  deemed  to  represent  the  United  States.  When  a  suit 
is  brought  to  which  the  United  States  are  a  party  to  the  rec- 
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ord,  all  the  questions  of  fact  and  law  upon  which  the  Govern- 
ment and  the  Shipping  Commissioner  are  entitled  to  be  heard, 
can  be  appropriately  and  conclusively  determined.  So  far  aa 
the  latter  has  acted  conformably  to  regulations  prescribed  by 
this  Court,  he  will  be,  undoubtedly,  protected,  because  the  ad- 
ministrative power  to  make  the  regulations  is  lodged  with  the 
Court ;  and  it  may  be  well  urged  that  it  is  immaterial  whether 
his  acts  have  received  a  subsequent  sanction,  or  were  sanctioned 
in  advance.  It  is  not  necessary  nor  is  it  expedient  to  express 
any  opinion  now,  as  to  whether  the  Shipping  Commissioner 
was  justified  in  assuming,  from  the  action  of  my  predecessors 
prior  to  1882,  that  he  was  authorized  to  retain  his  sons  as 
deputies  and  pay  them  the  salaries  he  has  paid  them.  If  a 
suit  shall  be  brought,  it  may  become  pertinent  to  inquire 
whether  such  action  was  induced  by  misrepresentations  or 
suppressions  of  material  facts  on  the  part  of  the  Shipping 
Commissioner,  which  were  intended  and  effectual  to  mislead. 
Neither  is  it  intended,  by  the  present  decision,  to  preclude  him 
from  a  full  opportunity  of  reviewing  and  overturning  the  con- 
clusions of  fact  which  have  been  reached  and  expressed  in  the 
present  proceeding. 

The  statute  authorizes  the  Court  to  remove  from  office  any 
Shipping  Commissioner  "  whom  the  Court  may  have  reason 
to  believe  does  not  properly  perform  his  duties."  {Rev.  StaL, 
§  4,501.)  The  permissive  language  in  such  a'  statute  is  man- 
datory. Where  power  is  devolved,  by  statute,  upon  a  public 
body  or  officer,  to  do  an  act  which  concerns  the  public  inter- 
ests, its  exercise  is  an  imperative  duty  whenever  the  occa- 
sion calls  the  power  into  activity.  What  my  impression  is 
respecting  the  official  conduct  of  Mr.  Duncan,  upon  the 
proofs  and  records  used  upon  this  motion,  has  been  suffi- 
ciently indicated,  but  he  is  entitled  to  a  full  hearing,  and 
should  be  given  an  opportunity,  if  he  desires  to  retain  the 
office,  to  show  that  he  has  properly  performed  his  duties. 

An  order  will  be  entered  denying  the  motion  to  pass  the 
accounts  for  1882,  and  directing  the  Shipping  Commissioner 


MAY,  1884.  157 

The  Worswick  Manufacturing  Company  v.  The  City  of  Buffalo. 

to  show  cause  before  me,  on  the  10th  day  of  May  next,  at 
10.30  a.  m.,  why  he  should  not  be  removed  from  office. 

Elihu  Sooty  (District  Attorney,)  for  the  United  States. 

IBnos  N.  Taft,  for  the  Shipping  Commissioner. 


The  Worswick  Manufacturing  Company  and  Isaac  Kidd 

vs. 

The  City  of  Buffalo,  and  George  K.  Potter  and  others, 
as  Fire  Commissioners  of  the  City  of  Buffalo. 

Letters  patent  No.  171,190,  granted,  December  14th,  1875,  to  Edward  0.  Sulli- 
van, for  improvements  in  harness  for  fire  engines,  are  valid. 

Claim  3  of  the  patent,  namely,  "  8.  The  combination,  with  a  harness  for  a  fire- 
engine  or  like  apparatus,  of  a  device  for  suspending  said  harness  above  the 
place  occupied  by  the  horse  when  attached  to  the  apparatus,  substantially  as 
and  for  the  purpose  set  forth,"  does  not  claim  the  abstract  idea  of  suspending 
a  harness  from  the  ceiling  in  a  particular  place. 

As  Sullivan  was  the  first  to  enter  this  field  of  invention,  such  claim  should  be 
be  construed  broadly,  to  cover  any  similar  apparatus  which  suspends  a  har- 
ness in  substantially  the  same  manner. 

On  the  question  of  novelty,  it  was  held,  that  the  defendants  had  succeeded  only 
in  casting  doubt,  but  had  not  proved  the  want  of  novelty  beyond  a  reasonable 
doubt. 

(Before  Cox*,  J.#  Northern  District  of  New  York,  May  8th,  1S84.) 

Coxe,  J.  The  complainants  are  the  owners  of  letters  pat- 
ent No.  171,190,  granted,  December  14th,  1875,  to  Edward  O. 
Sullivan,  for  improvements  in  harness  for  fire  engines.  The 
patent  relates  not  only  to  the  construction  of  the  harness,  but 
also  to  the  manner  of  suspending  it  above  the  horse.  The 
object  of  the  invention  is  to  enable  the  horses  to  be  kept  un- 
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harnessed  until  the  moment  of  the  alarm,  and  then  to  attach 
them  to  the  engine  with  great  expedition.  One  man  is  thus 
enabled  to  do  the  work  of  three  under  the  old  system.  The 
harness  is  made  in  sections,  is  permanently  fastened  to  the 
neap  or  thills  and  suspended  from  the  ceiling  by  means  of 
straps  and  spring  catches,  so  that  it  may  be  dropped  upon  the 
horse  and  quickly  secured. 

Before  the  use  of  this  apparatus  horses  were  kept  continu- 
ally in  harness  night  and  day.  The  result  was,  that  they 
were  irritated  and  galled,  and  the  harness  was  injured  and 
soon  destroyed,  by  the  constant  rubbing  which  this  irritation 
occasioned. 

There  can  be  no  doubt  regarding  the  utility  of  the  inven- 
tion. Its  advantages  may  be  summarized  as  follows  :  Belief 
to  the  horses ;  expedition  in  reaching  the  fire ;  durability 
and  reliability  of  the  harness ;  economy  in  the  employment 
of  firemen  and  harness  makers.  And,  when  it  is  remem- 
bered that  promptness  in  arriving  at  a  fire  has  often  pre- 
vented a  great  conflagration,  the  indirect  benefits  can  hardly 
be  estimated. 

The  claim  in  controversy  is  the  third.  It  is  in  these 
words :  "  3.  The  combination,  with  a  harness  for  a  fire- 
engine  or  like  apparatus,  of  a  device  for  suspending  said 
harness  above  the  place  occupied  by  the  horse  when  attached 
to  the  apparatus,  substantially  as  and  for  the  purpose  set 
forth." 

The  defences  interposed  are,  first,  the  claim  is  void  for 
the  reason  that  there  is  an  attempt  to  patent  a  mere  abstrac- 
tion— the  idea  of  suspending  a  harness  from  the  ceiling  in  a 
particular  place.  Second,  the  defendants  do  not  infringe,  if 
the  claim  is  confined  to  the  particular  mechanism  described 
in  the  specification.  Third,  the  patentee  was  not  the  original 
inventor. 

So  far  as  the  records  of  the  Patent  Office  show,  Sullivan 
was  the  first  to  enter  this  field  of  invention.  No  other  patent, 
American  or  foreign,  is  introduced  to  anticipate  or  limit  the 
claim  referred  to.     It  should,  therefore,  be  construed  broadly, 
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to  cover  any  similar  apparatus  which  suspends  a  harness  in 
substantially  the  same  manner. 

The  details  of  construction,  both  in  the  harness  and  the 
suspending  apparatus,  are  non-essentials,  inferior 'and  subor- 
dinate to  the  principle  embodied  in  the  patent,  which  is  the 
paramount  and  superior  consideration.  The  man  who  first 
conceived  the  idea  of  suspending  the  harness  above  the  horse, 
and  put  it  into  successful  and  practical  operation,  is  the  one 
who  conferred  the  benefit  and  is  entitled  to  the  reward.  It 
would  be  an  exceedingly  illiberal  and  narrow  construction 
to  hold  that  he  should  be  deprived  of  the  fruits  of  his  in- 
genuity by  one  who  simply  changed  the  form  of  the  harness 
or  of  the  device  by  which  it  is  suspended.  No  principle  is 
better  settled  than  that  a  mere  abstract  idea  is  not  the  subject 
of  a  patent ;  but  that  principle  has  little  application  here, 
for  the  reason  that  the  inventor  has  put  his  idea  into  tan- 
gible shape  and  given  it  form  and  substance.  For  years  the 
problem  was  how  to  get  the  engine  to  the  scene  of  the  fire 
in  the  shortest  possible  time.  By  a  combination  of  old  de- 
vices Sullivan  has  reduced  time  to  the  minimum,  and  accom- . 
plished  a  confessedly  beneficial  result.  It  is  not  an  abstraction 
he  seeks  to  secure,  but  the  apparatus  by  which  the  idea  is  car- 
ried out. 

With  the  claim  thus  construed,  and  in  view  of  the  state  of 
the  art,  very  little  need  be  said  upon  the  question  of  infringe- 
ment. The  defendants  have  adopted  an  analogous  combina- 
tion. The  harness  and  hoisting  apparatus  used  by  them  are 
substantially  the  samfe  as  those  described  in  the  patent.  They 
have,  quite  likely,  introduced  some  improvements  ;  they  have 
employed  the  well  known  mechanical  equivalent  of  a  pulley 
and  weight  for  a  coiled  spring ;  they  suspend  the  whole  har- 
ness and  attach  no  part  of  it  to  the  pole,  and  there  are  minor 
points  of  difference  between  the  two  mechanisms,  but,  in  all 
essential  particulars,  they  are  alike. 

The  main  effort  on  the  part  of  the  defendants  has  been  to 
show  that  Sullivan  was  not  the  original  inventor.  Here,  the 
burden  is  upon  them,  to  satisfy  the  Court  beyond  a  reasonable 
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doubt.  A  mere  preponderance  of  evidence  is  not  enough  ; 
the  proof  must  be  of  such  a  convincing  character  that  the 
Court  can  say,  without  hesitancy,  that  the  allegations  of  the 
answer  in  that  behalf  are  true.  Has  such  proof  been  offered  ? 
It  is  thought  not.  A  fair  conclusion  to  draw  from  the  evi- 
dence is,  that  the  defendants  have  succeeded  only  in  casting 
doubt  upon  the  title  of  the  patentee.  Instead  of  capturing 
the  citadel  they  have  simply  made  a  breach.  True  it  is,  that 
before  the  patent  vague  conceptions  of  the  invention  had  en- 
tered other  minds ;  true  it  is  that  others  had  approximated 
more  or  less  closely  to  the  successful  realization.  No  one  had 
quite  reached  the  goal. 

The  evidence  shows  that  in  one  instance,  while  the  horse 
was  standing  harnessed  in  the  stall,  the  collar  was,  by  means 
of  a  cord,  pulley  and  weight,  raised  on  his  neck  to  prevent 
chafing,  heat  and  irritation.  In  another  case,  a  single  harness, 
without  collar  and  hames,  was  attached  to  the  thills  of  a  light 
fire  wagon.  The  harness  and  thills  were  elevated  to  the  ceil- 
ing by  a  rope,  pulley  and  weight.  A  similar  method  was,  at 
another  time,  applied  to  the  harness  of  hose  carts,  excepting 
that  the  collar  and  hames  were  left  on  the  horse. 

There  was  also  evidence  tending  to  show,  that,  in  1872, 
at  Louisville,  the  harness  of  a  hose  cart  was  suspended  by  a 
rope  and  pulley  from  the  ceiling,  and  that  the  collar  was 
hinged,  and  fastened  by  a  snap  or  spring  lock  at  the  bottom. 
No  witness  was  called  who  recollected  seeing  a  harness  for  fire- 
engines  suspended  prior  to  the  date  of  the  patent. 

But,  if  not  discredited,  the  evidence  'relating  to  the  Louis- 
ville apparatus  would  certainly  have  the  effect  of  restricting 
the  claim  within  exceedingly  narrow  limits.  The  complain- 
ants have,  however,  succeeded  in  showing  that  there  may  well 
be  a  mistake  both  as  to  the  time  when,  and  the  manner  in 
which,  the  harness  was  suspended  at  Louisville.  The  chief 
and  assistant-chief  of  the  fire  department  of  that  city  during 
the  year  1872,  never  saw  or  heard  of  the  apparatus  described 
by  the  defendants'  witnesses.  The  chief  next  in  succession, 
who,  previous  to  his  elevation   to  that  office,  had  been  in 
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and  about  the  engine  houses  for  twenty  years,  gave  like  evi- 
dence. A  member  of  the  Cleveland  fire  department,  who 
came  to  Louisville  in  1879,  for  the  purpose  of  explaining 
and  introducing  the  Sullivan  apparatus,  testified  that  he  vis- 
ited the  different  engine  houses  but  saw  nothing  at  all  re- 
sembling a  swinging  harness.  The  Louisville  firemen  were 
surprised  and  pleased  with  the  invention,  and  it  was  immedi- 
ately adopted  by  them. 

It  must,  therefore,  be  said,  within  the  rule  heretofore  ad- 
verted to,  that  the  defendants  have  not  succeeded  in  establish- 
ing their  defence. 

There  should  be  a  decree  for  an  injunction  and  account, 
with  costs. 

M.  D.  Liggett  and  John  Croioett,  for  the  plaintiffs. 
Giles  E.  Stilwell,  for  the  defendants. 


Henry  Hetjser 
The  Continental  Life  Insurance  Company. 

A  life  insurance  company  passed  the  following  vote,  February  6th,  1871 : 
"Voted,  that  a  dividend  from  the  snrplus  of  the  company,  of  60  per  cent,  upon 
life  policies  entitled  to  participate  in  the  profits,  which  were  issued  prior  to 
January  1,1869,  and  of  40  per  cent  upon  endowment  policies  of  the  same  year, 
be  declared  and  made  payable  in  accordance  with  the  rales  of  the  company, 
upon  premiums  paid  in  1868,  when  renewed  previous  to  January  1st,  1873." 
The  word  "renewed,"  in  this  vote,  is  not  limited  to  policies  which  were  re- 
newed or  prevented  from  forfeiture  by  the  payment  of  a  premium,  but  in- 
cludes participating,  limited-payment  policies  which  had  been  prevented  from 
forfeiture  prior  to  January  1st,  1878. 

(Before  Shifkan,  J.,  Connecticut*  May  12tb,  1884.) 
Vol.  XXII.— 11 
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-  Shipman,  J.  This  is  an  action  at  law,  -which  was  tried  by 
the  Court,  the  parties  having,  by  a  duly  signed  written  stipu- 
lation, waived  a  trial  by  jury.  The  facts  which  are  found  to 
have  been  proved  and  to  be  true,  are  the  following :  On 
April  4th,  1867,  in  consideration,  among  other  things,  of  the 
annual  premium  of  $386  90,  in  hand  paid  and  to  be  paid,  to 
the  defendant,  by  Susan  Heuser,  the  wife  of  the  plaintiff,  cm 
or  before  the  4th  day  of  April  in  each  and  every  year  during 
the  term  of  fifteen  years,  the  defendant,  a  life  insurance  com- 
pany, duly  incorporated  and  located  in  Hartford,  Connecticut, 
made  its  policy  of  insurance  in  writing,  and  thereby  assured 
the  life  of  the  plaintiff,  now  of  Syracuse,  New  York,  in  the 
amount  of  $5,000.  In  and  by  said  policy  of  insurance,  it  was 
agreed,  that  if,  after  the  receipt  by  said  company  of  not  less 
than  two  annual  premiums,  default  should  be  made  in  the 
payment  of  any  subsequent  premium,  said  policy  should  then 
be  binding  on  said  company,  for  as  many  fifteenth  parts  of 
the  sum  originally  insured  as  there  should  have  been  complete 
annual  premiums  paid,  without  subjecting  the  assured  to  any 
subsequent  charge,  and  that,  if  the  plaintiff  should  survive 
until  April  4th,  1882,  the  amount  insured  should  be  paid  to 
him,  deducting  therefrom  all  his  indebtedness  to  the  company, 
if  any,  then  existing.  Five  consecutive  annual  premiums 
were  paid  by  Susan  Heuser  to  the  defendant,  upon  said  pol- 
icy. Said  payments  of  premiums  ceased  on  April  4th,  1871, 
On  April  4th,  1882,  Henry  Heuser  was  and  still  is  living. 
One-half  of  each  annual  premium  was  paid  in  cash,  and  one- 
half  was  paid  by  note  of  Henry  Heuser,  the  interest  being 
paid  in  advance.  On  April  4th,  1882,  the  defendant  held 
and  still  holds  four  of  said  notes,  each  for  $193  45,  and  dated 
on  April  4th,  in  the  years  1867, 1868, 1869,  and  1870,  respect- 
ively, each  payable  twelve  months  after  date,  to  the  order  of 
the  defendant,  with. interest,  and  each  having  been  given  for 
one-half  of  the  premiums  which  were  payable  at  the  respective 
dates  of  said  notes.  On  the  first  note  the  following  endorse- 
ment had  been  made,  dated  April  4th,  1872 :  "  Received  on 
the  within  note  one  hundred  and  thirty-five  -ftV  dollars,  divi- 
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dend."  On  the  second-note  the  same  endorsement  had  been 
made,  dated  April  4th,  1873.  On  the  third  note  the  follow- 
ing endorsement  had  been  made,  dated  April  4th,  1874 :  "  Re- 
ceived on  the  within  note  thirty  ffo  dollars  dividend."  Each 
•one  of  said  endorsements  was,  in  1 880,  erased,  by  lines  drawn 
through  them  respectively,  by  the  secretary  of  the  company, 
who  also  added  the  words  "  Error — no  dividend."  This  was 
done  with  the  knowledge  and  approval  of  the  directors. 
These  endorsements  were  made  by  the  direction  or  under  the 
instructions  of  the  president  or  secretary  of  the  company,  in 
the  usual  course  of  business,  and,  as  was  supposed,  by  author- 
ity of  the  following  votes  of  the  directors  of  said  company, 
the  first  having  been  passed  February  6th,  1871,  the  second, 
February  19th,  1872,  and  the  third,  December  2d,  1873 : 
■"  Voted,  that  a  dividend  from  the  surplus  of  the  company, 
of  50  per  cent,  upon  life  policies  entitled  to  participate  in 
the  profits,  which  were  issued  prior  to  January  1, 1869,  and 
of  40  per  cent,  upon  endowment  policies  of  the  same  year,  be 
declared  and  made  payable,  in  accordance  with  the  rules  of 
the  company,  upon  premiums  paid  in  1868,  when  renewed 
previous  to  January  1st,  1873."  "  Voted,  that  a  dividend 
from  the  surplus  of  the  company,  of  50  per  cent,  upon  life 
policies  entitled  to  participate  in  the  profits,  which  were  issued 
prior  to  January  1, 1870,  and  of  4:0  per  cent,  upon  endowment 
policies  of  the  same  year,  be  declared  and  made  payable,  in 
accordance  with  the  rules  of  the  company,  upon  premiums 
paid  in  1869,  when  renewed  previous  to  January  1st,  1874." 
"  Voted,  that  a  dividend  be,  and  hereby  is  declared  to  those 
policy  holders  entitled  to  participate  in  the  profits  of  the  com-  k 
pany,  payable  January  1st,  next,  and  thereafter  during  the 
year  ending  December  31st,  1874,  as  the  several  policies  may 
be  renewed,  in  accordance  with  the  contribution  of  each  to 
the  surplus,  using  the  following  assumptions."  .Endorsements 
like  those  made  upon  the  notes  in  question  were  made,  when 
the  interest  was  paid  and  not  otherwise,  upon  all  premium 
notes  upon  this  class  of  endowment,  non-forfeitable,  partici- 
pating [policies,  which  had  lapsed  in  part,  but  which  were 
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existing  policies  at  the  time  the  endorsements  were  madet 
and  which  in  other  respects  were  included  within  the  pro- 
visions of  said  respective  votes.  If  the  interest  was  not  paid 
upon  a  note,  no  endorsement  was  made.  About*  40  per 
cent,  of  such  notes  received  the  endorsement  in  1872  and  in 
1873,  and  a  much  less  proportion  in  1874.  There  was  no  dif- 
ference in  the  policies  pertaining  to  the  notes  which  received 
and  which  did  not  receive  the  endorsement,  except  that,  m 
the  former  case,  the  interest  had  been  paid  upon  the  notes, 
and  in  the  latter  it  had  not  been  paid.  Similar  erasures  were 
made  by  the  secretary  after  the  year  1880,  upon  all  similarly 
endorsed  premium  notes  belonging  to  this  class  of  policies,, 
when  the  policies  upon  which  the  notes  were  given  matured 
and  became  payable. 

The  following  statement*was  contained  in  the  prospectus 
of  the  defendant  which  was  prepared  by  the  secretary  of  the 
company  in  1868,  and  was  circulated  among  the  agents  and 
policy  holders :  "  On  all  participating  policies,  dividends  will 
be  paid  annually,  commencing  four  years  after  the  payment 
of  the  first  premium ;  although,  when  credit  is  given  for  part 
of  the  premium,  they  are  practically  available  in  advance,  les- 
sening each  annual  payment.  They  will  be  paid  in  cash,  when 
the  full  premium  is  paid  in  cash,  or  applied  to  cancel  the 
notes  of  those  who  elect  to  have  credit  for  one-half ;  and,  in 
the  settlement  of  a  policy,  a  dividend  will  be  allowed  on  each 
premium  which  has  been  in  possession  of  the  company  for  a 
full  year,  and  on  which  no  dividend  has  been  paid.  Divi- 
dends based  upon  the  rates  paid  will  cease  when  they  equal 
the  payments  in  number ;  if  based  on  the  ordinary  life  rate, 
they  will  continue  during  life,  and  if  on  the  annual  endow- 
ment rate,  during  the  existence  of  the  policy.  If  the  annual 
premiums  on  limited-payment  policies  are  discontinued  be- 
fore' the  specified  number  have  been  paid,  the  dividends 
thereafter  will  be  based  on  the  continued  rate  for  the  same 
kind  of  insurance,  and  will  continue  until  the  number  of  divi- 
dends equals  the  number  of  annual  premiums  paid."  The 
first  of  said  paragraphs  was  repeated  in  another  circular  which 
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was  prepared  by  the  company  for  distribution  and  was  circu- 
lated. The  dividends  of  1872  and  1873  were  computed  ac- 
cording to  the  rule  stated  in  the  first  part  of  the  third  para- 
graph. These  three  paragraphs  contained  the  company's 
regulations  or  rules  prescribed  for  the  management  of  divi- 
dends, and  the  practice  of  the  company  continued  to  be  in 
accordance  therewith,  at  least  until  1876.  The  amount  of 
dividends  which  were  paid  during  the  years  1872,  1873  and 
1874,  and  which  included  the  endorsements  in  question,  was 
annually  reported  to  the  stockholders  of  the  company.  It  is 
admitted  that  one  other  and  subsequent  dividend,  of  $31  20, 
was  properly  endorsed  upon  the  fourth  note.  The  interest 
upon  the  amount  of  the  notes  as  they  were  diminished  by  all 
said  endorsements  was  demanded  by  the  secretary  after  said 
erasure,  the  circular  stating  thef  amount  of  the  notes  to  be 
$440  86,  and  was  paid  to  April  4th,  1882.  This  fact  is  not 
material  upon  the  construction  of  the  said  three  votes,  and  was 
not  admitted  for  that  purpose. 

The  only  question  in  the  case  is,  whether  the  amount  of 
the  three  erased  endorsements  should  be  deducted  from  the 
amount  claimed  by  the  defendant  to  have  been  due  upon  said 
notes  on  April  4th,  1882.  This  question  depends  upon  the 
construction  to  be  given  to  the  word  "  renewed,"  in  the  three 
Totes  which  have  been  quoted.  For  example,  in  the  vote  of 
February,  1871,  the  dividend  is  declared  upon  premiums  paid 
in  1868,  when  the  policies  are  "  renewed  "  previous  to  Janu- 
ary 1st,  1873.  The  defendant  says  that  this  language  can 
refer  only  to  policies  which  are  renewed  or  prevented  from 
forfeiture  by  the  payment  of  a  premium,  and,  as  a  nonfor- 
feitable endowment  policy  which  had  lapsed  pro  rata,  but 
which  was  a  paid-up  policy  for  a  portion  of  the  amount  origi- 
nally assured,  was  not  continued  in  force  or  prevented  from 
forfeiture  by  the  payment  of  an  annual  premium,  the  tvord 
"renewed"  did  not  apply  to  such  a  policy. 

The  plaintiff  insists  that  no  such  literal  meaning  is  to 
be  given  to  the  language,  but  that  the  vote  is  to  be  con- 
strued in  harmony  with  the  contemporaneous  written  rules  of 
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the  company,  and  that  the  contemporaneous  acts  of  the  com- 
pany in  accordance  with  the  rules  should  have  an  influence  in 
determining  what  was  meant  by  the  votes. 

It  certainly  appears,  from  the  printed  prospectus,  that  a 
dividend  was  promised  to  be  allowed  in  the  settlement  of  a 
policy  upon  each  premium  which  had  been  in  the  possession 
of  the  company  for  a  year,  and  that,  notwithstanding  annual 
premiums  on  limited-payment  policies  had  been  discontinued 
before  the  specified  number  had  been  paid,  it  was  understood 
that  dividends  thereafter,  based  on  the  continued  rate  for  that 
kind  of  insurance,  would  continue  until  the  number  of  divi- 
dends equalled  the  number  of  annual  premiums  paid.  This 
rule  declares  the  intended  practice  of  the  company.  If  the 
vote  is  to  be  construed  as  confined  to  policies  which  are 
prevented  from  forfeiture  by  the  prompt  payment  of  an  an- 
nual premium,  such  a  construction  would  not  be  in  harmony 
with  the  rule  of  the  company,  and  would,  also,  be  contrary  to 
its  uniform  practice  when  the  interest  upon  the  premium 
notes  had  been  paid.  Annual  dividends  were  declared  in 
accordance  with  the  rule,  and  the  officers  showed,  by  their 
acts,  that  the  intent  of  the  votes  was  to  make  the  dividends 
applicable  to  this  policy  and  to  all  others  in  like  circumstances. 
The  attempt  of  the  company,  in  erasing  these  endorsements, 
was  to  place,  in  1880,  for  its  own  advantage,  a  limited  mean- 
ing upon  the  language  of  the  votes  of  1871,  1872  and  1S73, 
when  such  meaning  was  at  variance  with  the  contemporaneous 
written  rules  and  with  the  contemporaneous  acts  of  the  com- 
pany. The  office  of  a  "renewal,"  as  it  is  termed,  of  a  life 
policy,  is  to  prevent  discontinuance  or  forfeiture,  and,  by  the 
word  "  renewed,"  the  respective  votes  meant  to  include,  and 
did  include,  participating  limited-payment  policies  which  had 
been  prevented  from  forfeiture  prior  to  the  dates  respectively 
mentioned. 

Let  judgment  be  entered  for  the  plaintiff,  for  $1,225  80> 
with  interest  from  April  4th,  1882. 

Charles  J.  Cole,  for  the  plaintiff. 

Charles  E.  Perkins^  for  the  defendant. 
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Jones,  Lamson  &  Co. 

vs. 

The  Steam  Stone  Cutter  Company. 

In  a  rait  for  betterments,  under  section  1,260  of  the  Revised  Laws  of  Vermont, 
the  plaintiff  must  have  purchased  the  land  "  supposing  the  title  to  be  good  in 
fee,"  and  is  not  entitled  to  recover  if  he  purchased  subject  to  a  lien,  of  which 
he  knew,  and  which  he  did  not  suppose  to  be  invalid,  and  from  which  he 
■opposed  his  grantor  could  and  would  relieve  the  land. 

(Before  Wheklke,  J.,  Vermont,  May  29th,  1884.) 

Wheeler,  J.  This  is  a  declaration  for  betterments,  filed 
according  to  the  statutes  of  the  State,  after  judgment  in  eject- 
ment in  favor  of  this  defendant  against  the  plaintiffs,  at  last 
term.  {Rev.  Laws  Vt.,  sec.  1,261.)  The  issue  has  been  heard  by 
the  Court  upon  the  waiver  of  a  jury,  and  involves  the  right  to 
maintain  the  declaration,  which  is  the  chief  matter  in  contro- 
versy. The  right  to  maintain  the  action  depends  wholly  upon 
the  statutes  of  the  State.  {Griswold  v.  Bragg,  18  Blatchf. 
C.  C.  R.,  202.)  These  statutes  give  the  right  to  the  defend- 
ant in  ejectment  against  whom  a  recovery  has  been  had,  to  re- 
cover of  the  plaintiff  the  value  of  improvements  made  by  the 
defendant,  or  those  under  whom  he  claims,  upon  the  land,  if 
he  has,  or  they  have,  purchased  the  lands,  "supposing  the 
title  to  be  good  in  fee."  {Rev.  Laws  Vt.,  sec.  1,260.)  These 
plaintiffs  purchased  the  lands  of  the  Windsor  Manufacturing 
Company.  They  were  subject  to  a  lien  in  the  nature  of  an 
attachment,  held  by  this  Court  to  be  valid,  and  upon  which 
the  recovery  in  ejectment  has  been  had.  {Steam  Stone  Cut- 
ter Co.  v.  Sears,  20  Blatchf.  C.  C.  R.,  23 ;  Steam  Stone  Cut- 
ter Co.  v.  Jones,  21  Id.,  138.)  These  plaintiffs  knew,  at  the 
time  of  their  purchase,  of  this  attachment.  It  was  mentioned 
as  an  incumbrance,  and  covenanted  against,  in  their  deed. 
They  testify  that  they  supposed  the  Windsor  Manufacturing 
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Company  would  make  the  title  good,  and  do  not  testify  that 
they  supposed  the  attachment  was  invalid.  It  seems  qnite 
clear,  npon  the  evidence,  that  they  relied  upon  the  covenant 
of  their  grantor,  and  the  ability  of  the  grantor  to  relieve  the 
property  from  the  attachment,  either  by  defeating  the  snit  in 
which  the  attachment  was  made,  or  by  satisfying  the  judg- 
ment if  one  should  be  recovered,  rather  than  the  title  of  their 
grantor,  as  against  the  attachment.  They  purchased  sup- 
posing the  title  to  be  subject  to  the  attachment,  instead  of 
supposing  it  to  be  good  in  fee,  as  the  statute  requires,  to  en- 
title them  to  maintain  this  claim.  They  do  not  lose  the  land 
by  the  failure  of  a  title  which  they  supposed  to  be  good,  but 
by  the  failure  of  the  "Windsor  Manufacturing  Company  to 
keep  good  a  title  which  they  knew  was  liable  to  turn  out  to 
be  bad.  This  is  a  rule  of  property  to  be  governed  by  the  laws 
of  the  State,  but  the  decisions  of  the  Courts  of  the  State  most 
favorable  to,  and  most  relied  upon  to  support,  the  claims  of 
these  plaintiffs,  only  give  countenance  to  recoveries  for  bet- 
terments made  under  a  title  supposed  to  be  good  in  itself. 
{Brown  v.  Storm,  4  Vt,  37 ;  Whitney  v.  Richardson,  31  Vt.9 
300.)  The  faith  which  these  statutes  vindicate  must  rest  upon 
the  title  and  its  inherent  strength  to  withstand  attack,  and  not 
upon  covenants  or  other  undertakings  to  maintain.  The  re- 
sult is,  there  must  be  judgment  for  this  defendant,  upon  this 
declaration.  These  plaintiffs  will  have  left  to  them,  apparent- 
ly, all  the  remedies  which  they  supposed  they  had  against  the 
Windsor  Manufacturing  Company.  If  those  remedies  fail  of 
substantial  result  for  want  of  pecuniary  responsibility  of  that 
company,  these  plaintiffs,  and  not  these  defendants,  trusted  to 
that  responsibility  in  this  respect,  and  it  is  more  just*  that  they 
should  stand  the  loss. 

There  must  be  a  judgment  for  the  defendant  on  the  de- 
claration for  betterments,  with  costs. 

William  Batchelder,  for  the  plaintiffs. 

Aldace  F.  Walker,  for  the  defendant. 
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The  Albany  Steam  Trap  Company 

vs. 

Babent  W.  Felthousen  and  others.    In  Equity. 

Claims  1  and  8  of  letters  patent  granted  to  Helem  Merrill,  April  80th,  1867,  for 
an  improvement  in  steam-heating  apparatus,  namely,  "  1.  The  retaining  of 
the  water  in  the  receiving  and  discharging  cylinders  until,  at  required  heights, 
it  exerts  a  power  sufficient  to  perform  the  operations  substantially  as  de- 
scribed and  set  forth/'  "  8.  I  claim  the  method  of  returning  the  water  of 
condensation  to  the  boiler,  substantially  as  described,"  must  be  construed  as 
claims  for  the  apparatus  which  performs  the  functions  mentioned  in  the  first 
claim,  and  which  is  the  means  for  effecting  the  method  specified  in  the  first 
claim. 

On  the  construction  given  to  all  the  claims  of  the  patent,  the  defendants  were 
held  not  to  infringe. 

Re-issued  letters  patent,  No.  5,549,  granted  to  James  H.  Blessing  and  Frederick 
Townsend,  as  assignees  of  James  H.  Blessing,  August  26th,  1878,  for  an  im- 
provement in  steam-traps,  the  original  patent,  No.  178,670  having  been 
granted  February  18th,  1872,  are,  as  to  claim  1,  void  for  want  of  patentable 
invention,  and,  as  to  claim  5,  not  infringed. 

Re  issued  letters  patent,  No.  8,286,  granted  to  the  Albany  Steam  Trap  Company, 
as  assignees  of  James  H.  Blessing,  June  18th,  1878,  for  an  improvement  in 
steam-traps,  the  original  patent,  No.  142,828,  having  been  granted  Septem- 
ber 2d,  1878,  are  not  infringed. 

Letters  patent,  No.  207,484,  granted  to  James  H.  Blessing,  August  27th,  1878, 
for  an  improvement  in  steam-traps,  are  valid  and  are  infringed. 

As  the  plaintiff  succeeded  on  only  one  of  the  four  patents  sued  on,  costs  were  not 
allowed  to  it. 

(Before  Wallace  and  Coxs,  J  J.,  Northern  District  of  New  York,  May  81st, 
1884.) 

Wallace,  J.  The  first  of  the  four  patents  in  controversy 
was  granted  to  Helem  Merrill,  April  30th,  1867,  and  the  spe- 
cific improvement  in  steam-heating  apparatus  which  it  de- 
scribes consists  in  the  devices  for  returning  the  water  of  con- 
densation back  into  the  boiler.  The  main  contention  of  the 
parties  is  respecting  the  construction  which  should  be  placed 
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upon  the  claims,  especially  upon  the  first  and  third  claims  of 
the  patent,  it  being  conceded  by  the  experts  for  the  defendant 
that  the  claims  have  not  been  anticipated  by  any  of  the  earlier 
patents  introduced  in  evidence  by  the  defendant,  if  the  claims 
are  limited  so*  as  to  restrict  the  patent  to  the  specific  devices 
of  the  description. 

The  description  of  the  patent  is  as  follows:  "My  im- 
provement consists  in  the  manner  of  returning  the  water  of 
condensation  back  into  the  steam-boiler  or  generator,  when 
the  heaters,  evaporators  or  condensers  are  above  or  below  the 
water  level  in  the  boiler,  thus  keeping  the  coils  and  return 
pipes  free  from  water.  The  steam  being  dry,  imparts  more 
heat  for  the  purposes  required,  thereby  causing  a  great  econ- 
omy in  fuel.  To  enable  others  skilled  in  the  art  to  make  and 
use  my  invention,  I  will  proceed  to  describe  its  construction. 
Figure  1  is  a  front  view  of  a  steam-boiler  with  a  receiving  and 
discharging  cylinder,  also  a  heater  above  and  one  below  the 
water-level  in  the  boiler,  together  with  the  necessary  pipes 
and  valves.  Figure  2  is  an  enlarged  vertical  section  of  one  of 
the  cylinders  and  float,  as  attached  to  the  steam  or  water  cock. 
Figure  3  is  a  cross  section  of  a  cylinder,  float,  and  arm.  Fig- 
ure 4  is  a  vertical  section  of  one  of  the  check  valves.  The 
letters  of  reference  show  corresponding  parts  in  the  different 
figures  represented  in  the  corresponding  drawings.  Steam 
is  generated  in  boiler  A,  fig.  1.  The  air  cocks,  g,  g,  fig.  1,  re- 
ceiving cylinder  G,  and  discharging  cylinder  H,  fig.  1,  are 
opened.  The  steam  is  let  into  the  main  pipe  C,  through  the 
stop  valve  B,  and  into  the  coil  D,  which*  is  above  the  water- 
level,  as  indicated  by  red  line  i,  and  also  into  coil  £,  which  is 
below  the  water-  line,  through  the  cocks  A,  A,  all  in  fig.  1.  As 
the  steam  is  condensed  in  the  coils  by  the  process  of  heating 
or  evaporating,  the  water  of  condensation  passes  down  into 
and  through  the  condensing-pipe  F,  into  cylinder  G,  fig.  1. 
When  all  the  air  is  exhausted  through  cock  g,  it  is  closed,  and 
the  water  rises,  carrying  up  the  float  a',  fig.  2,  until  it  strikes 
the  arm  o\  fig.  2,  and  carries  it  up  with  the  rod  and  arm  J, 
figs.  2  and  3,  which  are  connected  together  through  a  stuffing- 
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box  on  the  outer  side  of  the  cylinder.  The  connecting-rod  &  is 
attached  by  a  loose  joint  to  the  arm  b,  fig.  2.  The  other  end  of 
the  rod  c  has  a  slot  that  moves  on  a  pin  on  the  side  Of  the 
ball-arm  P.  "When  the  float  raises  the  arm  i,  fig.  1,  it  brings 
the  end  of  the  slot  in  contact  with  the  pin,  and  throws  the 
ball  P  past  the  centre,  when  it  falls  by  its  own  weight,  being 
loose  on  the  pin  which  projects  from  the  head  of  the  key  of 
the  cock  N,  fig.  1.  The  quadrant,  which  is  attached  firmly  to 
the  key  of  the  cock,  has  two  points  projecting  outward,  against ' 
which  the  shaft  holding  the  ball  strikes,  in  its  fall,  and  carries 
the  qnadrant  round,  thereby  opening  the  water  cock  N,  fig.  1, 
allowing  the  water  to  flow  from  cylinder  G,  through  pipe  J, 
and  check-valve  I  and  pipe  K,  into  discharging-cylinder  H, 
fig.  1.  The  air-cock  y,  in  cylinder  H,  being  still  open,  there 
is  no  pressure  on  the  top  of  the  water,  which  rises,  carrying 
the  float  and  arms,  as  before  described  in  fig.  2,  until  it  is  near  the 
top,  when  the  air-cock  g  is  closed,  and,  the  float  having  raised 
the  inner  end  of  the  arm  i,  fig.  1,  it  carries  the  outer  end 
down,  by  the  shaft  in  the  stu  fling-box  being  the  axis,  until  it 
has  drawn  the  ball-arm  P  down  by  means  of  the  connecting-rod 
e'j  fig.  1.  Thus  throwing  the  ball  past  the  centre,  it  falls  and 
operates  as  before  described  for  receiving-cylinder  G,  fig.  1. 
The  ball  P,  in  falling,  moves  the  quadrant  attached  to  the  key 
of  the  cock  O,  admits  the  steam  from  the  boiler  A,  through 
pipe  K,  into  the  cylinder  H,  on  top  of  the  water,  which  being 
above  the  level,  and,  by  the  pressure  of  the  steam  on  its  surface, 
causes  it  to  flow  downward  by  its  own  gravity,  through  pipe 
K,  up  through  valve  L,  pipe  M  and  cock  e\  into  the  boiler  A, 
fig.  1.  When  the  water  is  nearly  all  out  of  cylinder  H,  the 
float,  having  fallen,  closes  the  steam  cock  O,  by  means  of  the 
lever,  connecting-rod  and  ball-arm.  By  reversing  the  ball,  it 
stops  the  steam  from  entering  the  cylinder  H,  fig.  1.  The 
cylinder  G,  having  discharged  its  water  into  the  cylinder  H, 
the  float  has  fallen  and  closed  the  cock  K  in  the  same  manner 
as  described  for  the  steam-cock  O.  While  the  water  is  again 
filling  the  cylinder  G,  the  steam  is  being  condensed  in  the 
cylinder  H,  thus  reducing  the  pressure,  so  that,  when  the 
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water  again  rises  sufficiently  to  open  the  cock  N",  it  rashes  up, 
as  before  described,  to  fill  the  vacuum  caused  by  the  steam 
being  condensed  in  the  cylinder  II.  The  pressure  on  the  top 
of  the  water  in  the  cylinder  G  also  forces  it  up,  thereby  mak- 
ing the  operation  sure,  the  cylinders  receiving  and  discharging 
alternately,  as  described.  The  cocky,  fig.  1,  at  the  bottom  of 
the  cylinder  Q,  is  for  drawing  off  the  water  when  the  whole 
apparatus  is  not  in  operation.  The  float  a',  fig.  2,  has  a  tube 
through  its  centre,  and  is  air-tight.  The  rod  which  holds  the 
float  in  the  centre  of  the  cylinder  passes  through  the  tube,  the 
float  thereby  being  independent  of  the  levers  until  they  come 
in  contact  by  the  rising  or  falling  of  the  water.  One  or  more 
coils  or  heaters  may  be  used  at  the  same  time.  If  motive 
power  is  required  from  the  same  boiler,  a  separate  pipe  should 
be  used  for  that  purpose."  The  claims  axe  as  follows:  ul. 
The  retaining  of  the  water  in  the  receiving  and  discharging- 
cylinders  until,  at  required  heights,  it  exerts  a  power  sufficient 
to  perform  the  operations  substantially  as  described  and  set 
forth.  2.  The  independent  float,  as  connected  and  combined 
with  the  stop-cocks,  making  the  whole  apparatus  self-acting, 
for  the  purposes  substantially  as  set  forth  and  described.  3. 
I  claim  the  method  of  returning  the  water  of  condensation  to 
the  boiler,  substantially  as  described." 

Upon  the  face  of  the  claims  grave  doubt  is  entertained 
whether  the  first  and  third  claims  are  not  nugatory,  because 
they  do  not  particularly  specify  and  point  out  the  part,  im- 
provement or  combination  which  the  inventor  claims  as  his 
invention.  The  first  claim  is  so  vague  and  nebulous  that  it 
does  not  convey  any  definite  meaning.  The  third  is  so  gen- 
eral that  it  is,  in  effect,  the  mere  statement  of  the  inventor 
that  he  claims  what  he  has  described  in  his  specification.  The 
first  is  a  claim  for  the  functions  of  some  part  of  the  apparatus 
described,  whereby  the  water  is  retained,  and  enabled  to  per- 
form certain  operations  by  reason  of  being  retained,  in  the  re- 
ceiving and  discharging  cylinders  ;  but  what  these  operations 
are,  and  what  devices  co-operate  thereto,  is  left  open  to  con- 
flicting theories.    Both  of  these  claims  must  be  construed  as 
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claims  for  the  apparatus  which  performs  the  functions  men- 
tioned in  the  first  claim,  and  which  is  the  means  for  effecting 
the  method  specified  in  the  third  claim  ;  otherwise,  both 
claims  are  void,  as  being  for  a  function,  or  abstract  effect,  in- 
stead of  the  means  by  which  it  is  produced.  If  the  claims 
were  for  some  of  the  specific  devices  employed,  either  separ- 
ately or  in  combination,  or,  if  the  description  distinguished 
what  was  new  from  what  was  old  in  the  state  of  the  art,  the 
scope  and  limits  of  the  invention  might  be  intelligently  ascer- 
tained. 

Eef erring  to  the  prior  state  of  the  art,  to  ascertain  what 
Merrill  really  invented,  it  appears  that  he  was  not  the  first  to 
effect  a  return  of  the  water  of  condensation  to  the  boiler, 
when  the  heating  surfaces  in  a  steam-heating  system  were  lo- 
cated above  or  below,  or  above  and  below,  the  water-level  of 
the  boiler.  The  English  patent  of  July  8th,  1857,  to  Bons- 
field,  and  the  United  States  patent  of  March  2d,  1858,  to 
Dennison  and  Sealy,  show  all  the  features  of  the  closed  pres- 
sure steam-heating  system  of  Merrill,  except  the  receiving 
chamber,  and  the  automatic  valve  operating  mechanism  in 
that  chamber  and  in  the  discharge  chamber.  The  United 
States  patent  to  Barnes,  of  September  6th,  1859,  shows  a 
closed  pressure  steam-heating  system,  in  which  the  heating 
surfaces  are  located  both  above  and  below  the  level  of  the 
water.  This  system  contains  a  receiving  chamber  located 
below  the  level  of  the  boiler,  to  receive  the  water  of  condensa- 
tion, and  a  discharge  chamber  located  above  the  level  of  the 
boiler.  The  chambers  are  connected,  and  the  receiving  cham- 
ber empties  the  water  into  the  discharge  chamber,  and  the 
discharge  chamber  empties  it  into  the  boiler.  The  pipe 
by  which  steam  passes  from  the  boiler  into  the  discharge 
chamber,  and  the  pipe  by  which  the  water  flows  back  from 
that  chamber  into  the  boiler,  are  provided  with  a  stop-cock 
or  valve,  to  close  or  open  the  passage,  which  is  operated  by 
hand.  The  system  contains  all  the  features  of  Merrill's,  ex- 
cept the  automatic  valve  mechanism,  the  valves  in  this  system 
being  operated  by  hand. 
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The  automatic  valve  devices  of  Merrill  were  old  in  prin- 
ciple. An  automatic  steam-boiler  feeder,  consisting  of  a  ves- 
sel interposed  between  the  boiler  and  a  water  reservoir,  and 
fitted  with  valves  and -a  float,  so  applied  as  to  cause  the  said 
vessel  to  be  alternately  filled  from  the  reservoir  and  discharged 
into  the  boiler,  is  disclaimed  as  old,  in  the  patent  to  James 
Hoover,  of  August  6th,  1861.  That  patent  describes  auto- 
matic valve  devices  in  the  feeding  vessel,  which  operate  upon 
the  same  principle  as  Merrill's,  to  do  the  same  work.  The 
English  patents  to  Routledge,  of  June  25th,  1860,  and  Auld, 
of  April  21st,  1859,  also  describe  a  float  and  tumble  bob  de- 
vices for  actuating  equalizing  valves  in  steam-boiler  feeding 
apparatus. 

What  Merrill  did  was  to  introduce  the  automatic  valve  de- 
vices shown  in  these  patents,  with  modifications,  into  the  re- 
ceiving and  discharging  chambers  of  the  Barnes  patent.  By 
doing  this,  he  effected  an  automatic  return  of  the  water  to  the 
boiler,  a  new  result  and  a  valuable  one  in  a  steam-heating  sys- 
tem of  the  kind  to  which  his  invention  relates.  If  he  had 
claimed  a  method  of  returning  the  water  by  means  of  his  new 
combination,  pointing  out  the  co-operative  members,  there 
would  be  nothing  to  impeach  his  claim.  The  difficulty  of  the 
complainant's  case  is  to  give  any  construction  to  the  claims  of 
the  patent  that  will  save  the  invention.  For  present  purposes, 
it  is  only  necessary  to  construe  the  patent  so  far  as  to  decide 
the  precise  point  of  difference  between  the  experts  as  to  the 
proper  construction  of  the  claims.  As  to  the  first  and  third 
claims,  the  question  is,  whether  they  must  be  confined  to  a 
combination  of  devices  of  which  the  valve  operating  mechap- 
ism  of  the  lower  cylinder  or  receiving  chamber  is  a  constitu- 
ent. If  they  are  to  be  limited  to  such  a  construction,  the  de- 
fendant does  not  infringe,  as  he  employs  merely  an  ordinary 
trap  for  his  receiving  vessel,  without  any  automatic  valve 
mechanism.  It  is  insisted,  for  the  complainant,  that  the  only 
function  of  the  receiving  chamber  is  to  receive  and  store  the 
water  for  delivery  into  the  discharging  chamber,  and,  there- 
fore, that  this  valve  mechanism  in  the  receiving  chamber  is 
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not  an  essential  element  in  the  system.  Undoubtedly,  the 
automatic  return  of  the  water  of  condensation  can  be  effected 
successfully  if  the  receiving  chamber  is  merely  a  trap  located 
below  the  level  of  the  lowest  heating  surface.  But,  how  can 
this  be  ascertained  from  the  claims  and  description  of  the 
patent  ?  Not  only  does  the  description  locate  the  automatic 
valve  mechanism  in  the  receiving  chamber,  but  its  operations 
there  are  pointed  out  with  particularity.  According  to  the 
theory  of  the  specification,  the  automatic  mechanism  in  that 
chamber  regulates  the  supply  of  the  discharge  chamber,  by 
emptying  the  water  at  intervals  determined  by  the  action  of 
the  float.  The  water  is  to  be  retained  in  the  receiving  cham- 
ber until  it  is  full,  and  there  is  a  fixed  point  which  it  must 
reach  before  it  can  actuate  the  valve  mechanism  and  escape 
into  the  discharge  chamber.  Tt  seems  very  plain,  that  the 
automatic  valve  mechanism  in  the  receiving  chamber  cannot 
be  eliminated  from  the  invention  described,  and  must  be  re- 
garded as  of  the  substance  of  the  invention  claimed.  The 
second  claim  of  the  patent  must  also  be  limited  to  such  a 
float,  in  general  detail  of  construction,  as  is  described  in  the 
specification,  or  the  claim  is  anticipated  by  the  independent 
float  shown  in  Vie  patent  of  Hoover,  and  the  other  references 
cited.     The  defendants  do  not  employ  such  a  float. 

As  to  all  the  claims  of  this  patent  the  conclusion  is,  there- 
fore, reached,  that  the  defendants  do  not  infringe. 

Coxa,  J.,  concurs. 

Coxe,  J.  This  is  an  equity  action  founded  upon  four  pat- 
ents for  improvements  in  steam-heating  and  steam- traps.  The 
first  was  issued  to  Helem  Merrill,  April  30th,  1867.  The 
other  three,  known  as  the  Blessing  patents,  were  issued  as  fol- 
lows :  the  first,  No.  123,670,  February  13th,  1872,  re-issued  as 
No.  5,549,  August  26th,  1873;  the  second,  No,  142,323,  Sep- 
tember  2d,  1S73,  re-issued  as  No.  8,286,  June  18th,  1878 ;  the 
third,  No.  207,484,  August  27th,  1878. 

The  Blessing  patents  alone  remain  to  be  considered,  it 
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having  been  determined,  for  reasons  stated  in  the  opinion  of 
the  Circuit  Judge,  that  the  defendant  does  not  infringe  the 
claims  of  the  Merrill  patent.  The  object  of  the  inventor  in 
each  of  these  patents  was,  as  in  the  Merrill  patent,  to  return 
the  waters  of  condensation  automatically  to  the  boiler,  to  ac- 
complish the  same  result  upon  similar  principles,  but  by  dif- 
ferent and  improved  mechanism.  In  view  of  the  prior  state 
of  the  art  and  of  the  construction  given  to  the  Merrill  or 
foundation  patent,  it  maybe  said,  at  the  outset,  that  the  claims 
now  to  be  examined  should  be  confined  within  exceedingly 
narrow  limits.  Each  inventor  must  be  restricted  to  the  spe- 
cific improvement  and  the  particular  device  described  and 
claimed  by  him. 

Eegarding  the  first  Blessing  patent,  the  controversy  is  lim- 
ited to  the  first  and  fifth  claims.  They  are  as  follows :  "  1.  A 
receiving  and  discharging  vessel,  C,  communicating  with  a 
steam-boiler  by  means  of  a  steam-pipe,  G',  and  inlet-check 
valve,  »,  and  with  the  same  boiler  by  means  of  an  outlet-pipe, 
J,  and  a  valve,  2,  and  so  arranged  between  or  in  respect  to  the 
two  valves,  that  the  water  is  received  and  allowed  to  fall  to 
the  bottom  of  the  vessel,  and  the  steam  following  is  not  com- 
pelled to  pass  through  the  water,  all  for  the  purpose  of  auto- 
matically returning  water  of  condensation  to  the  said  boiler 
from  steam-heaters,  substantially  as  described."  "5.  A  re- 
ceiving vessel,  C,  for  the  purpose  of  insuring  the  return  of  the 
water  of  condensation  to  the  boiler,  which  rises  and  falls  on 
occasions,  combined  with  a  steam-heater  and  a  steam-boiler, 
substantially  as  set  forth." 

As  to  the  first  claim,  the  conclusion  is  reached,  that  noth- 
ing valuable  is  there  described,  which  was  not  known  before, 
and,  as  to  the  fifth,  that  the  defendant  does  not  infringe. 
The  points  of  difference  suggested  by  the  complainant  be- 
tween the  apparatuses  in  this  and  the  Merrill  patent  are  these : 
In  the  latter  the  inlet  and  outlet  passages  to  and  from  the 
trap  are  combined  in  one.  In  the  former  the  inlet  is  at  the 
top  and  the  outlet  at  the  bottom.  In  the  former,  too,  the 
weight  of  the  water  is  used  to  operate  the  equalizing  steam- 
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valve,  the  receiving  vessel  being  counterbalanced  by  a  weight 
combined  with  a  lever.  In  the  Merrill  patent  an  air-tight 
float  rises  and  falls  with  the  water  in  each  cylinder.  With 
these  exceptions,  the  principles  of  the  two  patents  are  sub- 
stantially identical. 

Begarding  the  first  claim,  it  is  unnecessary  to  repeat  what 
is  so  well  stated  by  Judge  Wallace,  or  to  refer  in  detail  to 
the  numerous  references  which  have  been  so  extensively 
commented  upon  by  the  experts  and  by  counsel.  It  suffices 
to  say,  that  the  patentee  has,  in  view  of  what  was  before 
known  in  the  art,  done  nothing  to  entitle  him  to  a  monop- 
oly. It  is,  perhaps,  true,  that  the  precise  apparatus  is  not 
described  in  any  prior  patent,  but  every  separate  element  was 
known,  and  the  mechanical  change  necessary  to  transform 
several  of  the  devices  referred  to  into  the  receiving  and  dis- 
charging vessel  communicating  with  a  steam-boiler,  as  described 
in  the  claim,  would  hardly  amount  to  invention. 

The  fifth  claim  refers  to  a  receiving  vessel,  counterbalanced 
by  a  weight,  in  such  a  manner  that  the  vessel  will  rise  when 
the  water  is  withdrawn  and  sink  when  it  is  filled  again.  In 
the  defendants'  device  the  trap  is  stationary,  and  the  float  is 
caused  to  rise  by  what  is  termed  "  a  water  counterbalance ; " 
that  is,  the  water  is  introduced  into  the  trap,  and  the  float, 
being  empty,  rises  until  the  water,  overflowing  into  it,  causes 
it  to  sink.  It  is  contended  that  this  is  the  mechanical  equiva- 
lent for  the  metal  weight  described.  We  cannot  accede  to 
this  view.  Indeed,  the  inquiry  is  suggested,  why  did  the  in- 
ventor, if  he  considered  the  one  an  equivalent  for  the  other, 
describe  and  claim  the  equivalent  so  carefully  in  the  second 
patent.  To  use  the  language  of  the  complainant's  brief,  the 
second  patent  shows  "Mr.  Blessing's  first  modification  of 
the  invention  described  in  Exhibit  First  Blessing  Patent, 
and  it  consists  simply  in  the  substitution,  for  the  weight,  W, 
of  a  water  counterbalance."  The  method  of  operation  in 
the  defendants'  and  complainant's  apparatuses  is,  in  practice, 
entirely  dissimilar,  and,  where  the  field  of  invention  is  so  thor- 
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oughly  occupied  as  we  find  it  here,  each  patentee  must  be  con- 
tented  with  the  mechanism  described  by  him. 

The  second.  Blessing  patent  contains  the  following  claims : 
"  1.  A  steam-trap  provided  with  a  rising  and  falling  bucket 
contained  within  a  shell,  into  which  the  return-water  is  deliv- 
ered, and  from  which  it  is  discharged  by  a  siphon-pipe  which 
passes  nearly  to  the  bottom  of  said  bucket,  substantially  as  de- 
scribed. 2.  A  steam-trap  provided  with  a  rising  and  a  falling 
bucket  contained  within  a  shell,  into  which  the  water  is  deliv- 
ered, and  from  which  it  is  discharged  by  a  siphon-pipe  passing 
nearly  to  the  bottom  of  the  apparatus,  the  said  bucket  being 
attached  to  apparatus  operating  the  steam-valve,  which  appa- 
ratus does  not  open  or  close  the  steam-valve  at  the  commence- 
ment of  the  fall  or  rise  of  the  bucket,  but  allows  an  interval 
of  time  to  elapse  between  the  movement  of  the  bucket  and  its. 
action  on  the  steam-valve,  whereby  the  bucket  is  entirely  filled 
and  discharged,  substantially  as  described.  3.  An  improved 
steam-trap,  provided  with  a  rising  and  a  falling  bucket, 
through  the  top  of  which  the  water  is  delivered  and  dis- 
charged by  means  of  a  delivery  and  discharge  pipe,  each  pro- 
vided with  a  check-valve,  substantially  as  described.  4.  An 
improved  steam-trap,  provided  with  a  rising  and  falling  float- 
ing bucket,  into  which  the  water  is  delivered,  and  through 
which  it  is  discharged,  by  means  of  a  siphon-pipe  reaching 
nearly  to  its  bottom,  and  provided  with  an  air-cock,  by  means 
of  which  the  accumulated  air  may  be  discharged  from  the  ap- 
paratus, substantially  as  described.  5.  The  inlet  and  outlet 
passages,  b  b'9  provided  with  check-valves,  and  combined  with 
a  water  receiver  containing  a  vertically  movable  bucket,  T, 
into  which  the  water  enters,  and  from  which  it  is  discharged, 
substantially  as  and  for  the  purposes  described."  They  all 
relate  to  an  open  top  float  contained  within  a  shell  constructed 
with  a  siphon-pipe,  so  that  the  water  is  discharged  from  the 
top  instead  of  the  bottom  of  the  float.  The  water  from  the 
coils  is,  by  means  of  a  pipe,  forced  directly  into  the  float, 
which,  when  a  sufficient  quantity  has  been  introduced,  is  thus 
caused  to  sink. 
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In  the  defendants'  trap,  the  water  is  showered  down  from 
the  perforated  diaphragm  to  the  bottom  of  the  containing 
shell.  As  the  water  flows  into  the  trap,  it  causes  the  float, 
which  is  empty,  to  rise  until  it  comes  in  contact  with  a  plate 
at  the  top  of  the  trap,  where  it  remains  until  the  circumjacent 
water  flows  over  its  edge,  and,  when  the  trap  and  float  are 
filled,  the  latter  sinks  to  the  bottom  of  the  former.  It  is  in- 
sisted that  this  difference  is  immaterial,  though  the  complain- 
ant's expert  admits  that,  "  perhaps,  it  is  an  improvement  to 
deliver  the  water  outside  of  the  bucket."  It  certainly  is  an 
improvement,  and  one  to  which  the  defendant  would  be  enti- 
tled, provided  he  first  made  the  discovery.  Step  by  step  ha» 
the  advance  in  steam-traps  been  made,  each  inventor  adding- 
something,  until,  at  the  present  time,  perfection  has  been 
nearly  reached.  The  progress  made  by  Blessing,  as  shown  in* 
this  patent,  since  the  several  devices  which  preceded  it,  is^ 
surely  no  more  beneficial  and  important  than  that  made  since* 
the  patent,  as  illustrated  by  the  defendants'  trap  and  the  third 
Blessing  trap. 

The  claims  of  the  third  Blessing  patent  are  as  follows  r 
"  1.  An  automatic  steam-trap,  for  the  purpose  of  returning 
water  to  the  boiler,  having  an  open-top  float,  into  which  water 
enters  and  whence  it  is  delivered  to  the  boiler,  thereby  caus- 
ing said  open-top  float  to  rise  and  fall,  when  the  said  open-top 
float  is  connected -to  an  equalizing  steam- valve,  by  a  connect- 
ing apparatus,  which  does  not  connect  a  steam-space  and  the 
atmosphere,  nor  two  steam  spaces  of  different  pressures,  and 
when  the  opening  and  closing  of  the  steam-valves  is  not  ef- 
fected gradually,  but  suddenly  and  surely,  by  reason  of  the 
fact  that  there  is  a  certain  amount  of  lost  motion  between 
the  movement  of  the  open-top  float  and  its  action  on  the 
valve.  2.  An  automatic  steam-trap,  consisting  of  a  contain- 
ing-vessel  and  a  rising  and  falling  open-top  float,  when  the 
water  which  enters  said  trap  first  fills  the  space  between  the 
open-top  float  and  the  containing-vessel,  and  when  the  equal- 
izing steam-valve  is  not  immediately  actuated  by  the  move- 
ment of  the  open-top  float,  but  the  open-top  float  is  connected 
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to  said  steam-valve  by  means  of  apparatus  allowing  a  certain 
amount  of.  lo6t  motion,  substantially  as  described.  3.  An  au- 
tomatic steam-trap,  which  consists  of  an  inclosing- vessel,  A, 
and  a  rising  and  falling  open-top  float,  B,  when  the  inclosing- 
vessel  is  provided  with  a  tank  communicating  with  its  upper 
portion,  substantially  as  described.  4.  An  automatic  steam- 
trap,  having  a  vessel,  A,  provided  with  a  tank,  T,  connecting 
with  its  upper  portion,  which  tank  communicates  with  the 
vessel  by  means  of  two  or  more  small  openings,  thereby  de- 
laying the  escape  of  the  water  in  the  tank  into  the  inclosed 
vessel,  substantially  as  described.  5.  An  automatic  steam- 
trap,  for  returning  water  to  the  boiler,  provided  with  a  ris- 
ing and  a  falling  vessel,  and  with  apparatus,  substantially  as 
described,  independent  of  the  mere  inflow  of  water  from  the 
supply,  whereby  the  water-level  between  the  rising  and  fall- 
ing vessel  and  the  containing-casing  is  maintained  and  raised, 
after  the  vessel  begins  to  ascend.  6.  The  combination  of  the 
vessel,  A,  open-top  float,  B,  and  rod,  jp,  provided  with  collars, 
g  and  f,  operating  the  steam-valve,  t,  when  the  collars  g  and/" 
are  separated  for  the  purpose  of  allowing  a  certain  amount  of 
lost  motion  before  opening  or  closing  the  valve,  substantially 
as  described.  7.  In  an  automatic  steam-trap  for  returning 
water  to  the  boiler,  the  combination  of  the  shell,  A,  with  a 
siphon,  C  and  C,  provided  with  the  airlock,  a,  for  the  pur- 
pose of  filling  said  siphon,  substantially  as  described.  8.  An 
automatic  steam-trap,  provided  with  the  tank,  T,  connecting 
with  the  upper  part  of  said  trap,  by  means  of  apertures, 
m  n,  and  operating  the  steam-valve  by  means  of  apparatus 
substantially  as  described,  whereby  a  certain  amount  of  lost 
motion  is  allowed  between  the  rising  and  falling  open-float 
and  the  equalizing  steam-valve,  substantially  as  described." 

It  will  be  observed,  that  the  trap  here  described  is  almost 
the  exact  counterpart  of  the  defendants'.  In  principle  and 
operation  the  two  are  substantially  alike,  and  we  have  no 
hesitancy  in  saying  that  the  defendants  infringe.  The  main 
controversy,  therefore,  has  reference  to  the  alleged  anticipa- 
tion by  the  defendant,  who  asserts  that  he  is  the  prior  in- 
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ventor.  Upon  this  issue,  the  burden  is  upon  him,  and  he  has 
failed  to  prove  to  our  satisfaction  the  allegations  of  the  an- 
swer in  this  behalf.  The  evidence  relied  on  to  establish  prior 
use  is  vague,  shadowy  and  uncertain.  No  part  of  the  trap 
which,  as  is  alleged,  anticipated  complainant's  invention,  is 
produced,  and  there  is  nothing  definite  as  to  the  manner  of 
its  construction.  Opposed  to  the  defendant's  testimony  is  the 
positive  statement  of  Blessing,  that  he  conceived  his  invention 
in  the  spring  of  1874,  though  it  was  not  perfected  till  the 
spring  of  1875.  ,  In  corroboration  of  this  statement,  the  pat- 
terns are  produced,  and  the  pattern  maker  identifies  them  as 
having  been  made  by  him  in  the  months  of  February,  March 
and  April,  1874.  Our  conviction  is  that  the  defendant  has 
not  succeeded  in  proving  a  defence. 

There  should,  therefore,  be  a  decree  for  the  complainant 
upon  the  third  Blessing  patent.  As  the  complainant  has  been 
defeated  upon  three  of  the  four  patents  in  suit,  the  decree  will 
not  allow  costs. 

WAUiACB,  J.,  concurs. 

Dickerson  &  Dickereon,  for  the  plaintiff. 

George  B,  Goodwin  and  J.  D.  F.  Stone,  for  the  defend- 
ants. 


182  NORTHERN  DISTRICT  OF  NEW  YORK, 

The  New  York  Grape  Sugar  Company  v.  The  Buffalo  Grape  Sugar  Company. 

The  New  York  Grape  Sugar  Company 

vs. 

The  Buffalo  Grape  Sugab  Company  and  others.    In 

Equity. 


The  Samb 

vs. 

The  Amebioan  Grape  Sugab  Company  and  othkbs.     In 

Equity. 

An  assignee  of  a  patent,  haying  obtained  a  decision  in  his  favor,  in  a  suit  in 
equity  for  infringement,  moved,  before  the  signing  of  an  interlocutory  de- 
oree,  to  amend  the  bill  by  averring  that  the  assignment  conveyed  the  rijgit 
to  recover  profits  and  damages  for  prior  infringements,  and  by  praying  an 
accounting  for  the  same.  It  appearing  that  the  litigation  had  been  con- 
ducted on  both  sides  in  that  view,  the  motion  was  granted,  without 
prejudice  to  the  question  as  to  whether  the  decree  should  provide  for  such 
accounting. 

(Before  Shipmak,  J.,  Northern  District  of  New  York,  June  2d,  1884.) 

Shipman,  J.  In  these  cases,  the  plaintiff  moved,  before 
the  signature  of  the  interlocutory  decree,  (21  Blatehf.  61  C. 
H. ,  519,)  to  amend  each  bill  by  the  insertion  of  averments, 
that  the  assignments  of  the  letters  patent  which  are  the  sub- 
ject of  the  respective  bills,  also  conveyed  to  the  plaintiff  and 
present  owner  the  right  of  recovery  for  prior  infringements  of 
said  letters,  both  in  regard  to  profits  and  damages,  during  the 
previous  life  of  the  patents,  and  by  the  insertion  of  a  prayer 
for  an  accounting  for  the  infringement  by  the  defendants  of 
the  letters  patent,  from  the  date  of  the  issuing  of  them  sever- 
ally, and  for  the  violation  of  the  rights  of  the  mesne  assignors 
and  of  each  of  them.    The  motion  has  been  argued  solely 
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upon  the  propriety  of  allowing  the  amendments,  and  not  upon 
the  effect  of  the  allowance,  if  made,  upon  the  decrees. 

The  counsel  for  the  plaintiff  asks  for  the  amendments  upon 
this  ground :  He  admits  that,  as  a  general  rule,  an  amendment 
which  changes  the  character  of  the  bill,  or  which  introduces  a 
new  cause  of  action,  ought  not  to  be  allowed,  especially  after 
the  bill  has  been  heard,  {The.  Tremolo  Patent,  23  Wall.,  518 ;) 
but  he  says  that  these  bills  were  brought  not  only  for  an  in- 
junction and  for  an  accounting  in  respect  to  the  amount  which 
the  plaintiff,  as  an  owner  of  the  patent,  should  recover,  but  to 
recover  the  assigned  claims  for  damages  and  profits ;  that  the 
plaintiff  supposed  that  the  averments  were  sufficient ;  that  all 
the  equitable  objections  to  a  recovery  for  infringements  prior 
to  the  plaintiff's  purchase  were  set  up  in  the  answer ;  and  that 
the  defendants  knew  that  a  recovery  upon  the  assigned  claims 
was  brought. 

I  think  that  these  positions  are  true.  In  view  of  the  his- 
tory of  the  case,  it  is  not  possible  that  the  plaintiff  brought. its 
bills  without  intending  to  include,  and  supposing  that  it  had 
included,  the  subject  of  the  assigned  claims  for  the  damages 
and  profits  which  were  due  to  the  mesne  assignors,  although  I 
am  clearly  of  opinion  that  the  averments  of  the  bills  did  not 
include  such  claims.  It  is,  also,  true,  that  the  defendants 
knew  that. a  recovery  for  such  claims  was  brought  and  de- 
fended against  them. 

Under  these  circumstances,  I  think  that,  the  allowance  of 
the  amendments  being  within  the  power  of  the  Court,  it  is  its 
duty  to  allow  them,  and  that  to  refuse  the  allowance  would  be 
an  improper  precedent.  The  question  will  hereafter  arise  as 
to  the  propriety  of  a  decree  for  an  account  of  the  profits,  or 
an  assessment  of  the  damages,  which  accrued  before  the  pur- 
chase of  the  patents. 

The  motion  is  granted. 

K  N.  Dickerson,  for  the  plaintiff. 

George  Harding  and  FranJdih  D.  Locke,  for  the  de- 
fendants. 


184  SOUTHERN  DISTRICT  OF  NEW  YORK, 

Andrews  v.  Cole. 


William  D.  Andrews  and  others 

v*. 

Oliver  Cole.    In  Equitt. 

Where  a  bill  if  taken  pro  eon/mo,  and  there  is  afterwards  a  final  decree,  a  docket 
fee  of  $20  is  taxable,  as  part  of  the  plaintiff's  costs,  under  §  824  of  the  Revised 
Statutes,  for  the  hearing,  as*  "fioal  hearing,0  because  the  Court  most  decree- 
the  matter  of  the  bill. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  June  8d,  1884.) 

Wallace,  J.  The  defendant  objects  to  the  taxation  by 
the  clerk  of  a  docket  fee  of  $20,  as  part  of  the  costs  of  the* 
complainant  upon  a  final  decree  herein.  The  defendant  did 
not  answer  or  demur  to  the  bill,  and  the  complainant  took  an 
order  for  a  decree  pro  confesso,  and  subsequently  obtained  a. 
final  decree.  As  the  cause  has  been  finally  determined,  and 
as  its  determination  involved  a  hearing*  by  the  Court,  there- 
has  been  a  final  hearing,  within  the  meaning  of  §  824  of 
the  Revised  Statutes,  which  authorizes  a  docket  fee  of  $20  to 
be  taxed. 

There  has  been  much  discussion  of  the  meaning  of  the 
term  "  final  hearing,"  as  used  in  this  section,  and  a  diversity 
of  opinion  is  found  in  the  decisions.  Several  cases  decide 
that'any  order  or  determination  which  results  in  a  final  disposi- 
tion of  the  cause,  including  a  dismissal  of  the  bill  on  the  motion 
of  the  complainant,  or  the  dismissal  of  an  appeal  by  the  appellee 
for  irregularity  on  the  part  of  the  appellant  in  bringing  it  to  a 
hearing,  is  a  final  hearing.  (Rayford  v.  Griffith,  3  Blatehf.  C. 
C.  R.9  79 ;  The  Alert,  15  Fed.  Rep.,620 ;  Goodyear  v.  Saw- 
yer,  17  Fed.  Rep.,  2.)  Other  cases  hold  that  there  is  a  final 
hearing  only  when  some  question  of  law  or  fact  has  been  sub- 
mitted to  the  Court,  requiring  not  merely  formal  action,  but 
consideration.    {Coy  v.  Perkins,  13  Fed.  Rep.,  Ill ;   Yale 
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Lock  Co.  v.  Colvin,  21  Blatchf.  C.  C.  R.,  168.)  The  defend- 
ant relies  upon  the  authority  of  the  latter  decisions ;  but  they 
are  not  decisive  here,  because  a  complainant  is  not  entitled,  as 
of  course,  to  a  final  decree,  when  he  has  obtained  an  order  pro 
confesso.  The  matter  of  the  bill  is  still  to  be  decreed  by  the 
Court,  and  then  only  when  it  is  proper  to  be  decreed.  The 
bill  is  to  be  examined  to  see  if  the  facts  alleged  entitle  the 
complainant  to  relief.  According  to  the  earlier  practice  of 
the  English  Chancery,  a  bill  would  not  be  taken  pro  con- 
fesso without  putting  the  complainant  to  prove  its  material 
allegations.  (Johnson  v.  Desmineere,  1  Vern.,  223.)  The 
later  practice  is  to  set  down  the  bill  for  hearing,  upon  an 
order,  previously  obtained,  that  the  bill  be  taken  pro  confesso, 
whereupon  the  record  is  produced,  and  the  Court  hears  the 
pleadings  and  pronounces  the  decree.  The  complainant  is 
not  permitted  to  take,  at  his  discretion,  such  a  decree  as  he 
may  be  willing  to  abide  by.  {Geary  v.  Sheridan,  8  Vesey,  192.) 
This  is  the  practice  which  obtains  under  the  equity  rules  of 
this  Court.  The  consideration  of  the  bill  is  a  hearing,  and  is 
final  when  it  results  in  the  final  disposition  of  the  cause. 
The  taxation  was  correct. 


Thomas  Richardson,  for  the  plaintiffs. 
R.  A.  Stanton,  for  the  defendant. 


Isaac  E.  Paimeb  vs.  James  P.  Travehb.    In  Equity. 

A  Court  of  Equity  has  no  jurisdiction  of  libel  or  slander  affecting  title  to  prop- 
erty  or  property  rights,  nnless  threatened  or  apprehended  repetition  makes 
preventive  relief  proper  and  necessary ;  and  a  bill  will  not  lie  merely  for 
an  account  of  damage  from  such  libel  or  slander. 

(Before  Wiotldi,  J.,  Southern  District  of  New  York,  June  6th,  1884.) 
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Wheelkb,  J.  This  suit  is  brought  upon  written  represen- 
tations to  dealers  in  hammocks  that  hammocks  made  by  the 
orator  infringe  a  patent  of  the  defendant,  and  threats  of  suit 
for  the  infringement,  contained  in  letters  from  the  defend- 
ant's attorneys  addressed  to  such  dealers.  The  bill  does  not 
allege  that  the  defendant  threatens,  nor  that  the  orator,  be- 
lieves he  intends,  to  continue  such  representations  or  threats, 
nor  even  that  the  orator  fears  he  will.  The  proof  does  not 
go,  in  this  respect,  beyond  the  bill.  These  representations  by 
letter  addressed  to  persons  or  firms  do  not  import  that  they 
are  to  be  continued,  as  circulars  or  advertisements  inserted  in 
stated  continuous  publications  might ;  but  each  is  complete  in 
itself  and  stands  by  itself.  Courts  of  equity  have  no  jurisdic- 
tion of  libel  or  slander  affecting  title  to  property  or  prop- 
erty rights,  or  any  other  slander  or  libel,  unless  threatened 
or  apprehended  repetition  makes  preventive  relief  proper  and 
necessary.  The  remedy  for  past  injuries  of  that  nature  is 
understood  to  be  wholly  at  law.  On  the  allegations  and 
proofs  here,  the  orator  might,  and  might  not,  be  entitled  to 
maintain  an  action  at  law  for  these  representations  and  threats 
and  their  consequent  damage.  But,  whether  he  would  or  not, 
he  is  not  entitled  to  maintain  a  suit  in  equity  merely  for  an 
account  of  such  damage.  An  account  might  follow,  as  it  does 
in  patent  and  other  cases,  if  the  equitable  right  to  an  injunc- 
tion was  made  out.  There  must  be  some  ground  for  equitable 
relief  before  a  Court  of  Equity  will  grant  any  relief.  (N.  Y. 
Guaranty  Co.  v.  Memphis  Water  Co.,  107  U.  S>  205.)  No 
ground  for  such  relief  is  claimed  here,  except  the  right  to  an 
injunction;  and  no  ground  for  an  injunction  appears,  for 
nothing  a  Court  of  Equity  would  prevent  is  shown  to  be  im- 
pending. 

Let  there  be  a  decree  dismissing  the  bill  of  complaint, 
with  costs. 

Edwin  H.  Brown,  for  the  plaintiff. 

Louis  W.  Frost,  for  the  defendant. 
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Spencer  Eryin  and  others 

vs. 

The  Oregon  Railway  and  Navigation  .  Company  and 
Henry  Villard.    In  Equity. 

The  case  made  by  the  bill  was,  that  a  majority  of  the  stockholders  of  the  3. 
company  resolved  to  avail  themselves  of  their  power,  as  a  quorum,  to  sac- 
rifice the  interests  of  the  minority  of  stockholders,  for  their  own  profit,  by 
dissolving  the  corporation  and  selling  its  property  and  franchises  to  them- 
selves, at  half  their  real  value ;  and  that  they  had  carried  out  the  scheme 
and  retain  its  fruits,  and  had  deprived*the  plaintiffs,  the  minority  stock- 
holders, of  what  would  be  their  share,  on  a  fair  division  of  the  corporate 
property.  The  bill  was  filed  against  the  R.  company,  as  such  majority  of 
stockholders,  and  V.,  as  a  confederate,  to  obtain  such  share :  Held, 

(1.)  The  proceeding  to  dissolve  the  S.  company  was  regular; 

(2.)  The  majority  of  the  stockholders  could  not  sell  the  property  to  them- 
selves at  their  own  valuation ; 

(8.)  Neither  the  S.  company,  nor  its  stockholders,  other  than  the  plaintiffs, 
are  indispensable  parties  to  the  suit ; 

(4.)  The  plaintiffs  are  entitled  to  maintain  the  bill. 

(Before  Wallace,  J.,  Southern  District  of  New.  York,  June  6th,  1884.) 

Wallace,  J.  The  principal  questions  raised  by  the  de- 
murrers to  this  bill  are,  whether  the  Oregon  Steam  Naviga- 
tion Company  is  not  an  indispensable  party  whose  absence 
renders  the  bill  defective,  and  whether  the  bill  states  a  cause 
of  action  in  equity.  The  substantive  allegations  of  the  bill 
are,  that,  at  the  time  the  several  transactions  complained  of 
took  place,  the  complainants  were  stockholders  of  the  Oregon 
Steam  Navigation  Company,  a  corporation  of  the  State  of  Ore- 
gon; that,  in  1879,  that  company  had  a  capital  of  $5,000,000, 
divided  into  50,000  shares,  was  prosperous,  owned  large  prop- 
erties, and  had  a  valuable  business ;  that,  in  that  year,  the  de- 
fendant Villard  conceived  the  scheme  of  acquiring  control  of 
the  company  and  its  property,  for  his  own  benefit,  and,  with 
this  view,  caused  another  corporation,  the  defendant  the  Ore- 
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gon  Railway  and  Navigation  Company,  to  be  organized  under 
the  laws  of  Oregon,  to  which  the  property  of  the  first  named 
company  was  to  be  transferred  ;  that  he  procured  himself  to 
be  elected  president  of  the  new  company ;  that  he  then  pur- 
chased 40,000  shares  of  the  old  company,  and  transferred  his 
purchase  to  the  new  company,  receiving,  for  himself,  a  large 
profit  by  the  transaction ;  that  thereupon  he  and  the  new 
company  concerted  and  consummated  the  design  of  winding 
up  the  old  company,  of  acquiring  all  its  property  and  busi- 
ness, for  the  benefit  pf  the  new  company,  and  of  excluding 
the  minority  stockholders  of  the  old  company  from  their  just 
interest  in  the  assets ;  that,  in  this  behalf,  they  caused  a  board  of 
directors  favorable  to  their  scheme  to  be  chosen  for  the  old  com- 
pany, by  voting  the  stock  owned  by  the  new  company,  and,  un- 
der a  statute  of  Oregon,  which  permits  such  a  corporation,  upon 
a  vote  of  a  majority  of  the  stock,  to  dissolve  and  dispose  of  its 
property,  the  defendants  procured  the  dissolution,  and  a  sale 
and  transfer  of  all  the  property  and  franchises  of  the  old  cor- 
poration to  the  new  corporation.  Respecting  the  proceedings 
which  took  place,  and  the  manner  in  which  the  dissolution  of 
the  old  company,  and  the  transfer  of  its  property  and  franchises 
to  the  new  company,  v^aa  effected,  the  bill  sets  forth,  with 
particularity  and  in  detail,  the  history  of  the  transaction. 
Yillard,  who  was  president  of  the  new  company,  together  with 
some  of  the  directors  of  that  company,  were  elected,  Villard 
as  president,  and  the  others  as  directors,  of  the  old  company. 
Resolutions  were  then  adopted  concurrently  by  the  board  of 
directors  of  each  company,  on  the  part  of  the  old  company 
proposing,  and  on  the  part  of  the  new  company  accepting,  the 
purchase  of  all  the  property  and  franchises  of  the  old  company 
by  the  new  company,  at  a  valuation  to  be  fixed  by  two  ap- 
praisers, one  to  be  selected  by  the  old  company  and  one  by  the 
new  company.  The  appraisers  were  selected  and  agreed  upon 
a  valuation  of  the  property  at  $2,300,000,  which  was  equiv- 
alent to  forty-six  per  cent,  of  the  par  value  of  the  stock  of 
the  old  company.  Thereupon,  the  requisite  corporate  action, 
was  taken  by  the  companies,  to  sanction  and  confirm  the 
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transfer  at  the  price  fixed  by  the  appraisers,  concluding  with  a 
meeting  of  the  stockholders  of  the  old  company,  called  to  ef- 
fect a  valid  dissolution.  At  this  meeting  46,249  shares  of 
stock  were  represented,  all  of  which  were  owned  by  the  new 
company,  or  in  its  interest,  except  456  shares  owned  by  one 
Goldsmith,  who  had  opposed  the  proceeding,  but  had  been 
placated  by  the  defendants.  By  the  vote  of  the  stock  owned 
by  the  old  company,  a  resolution  was  adopted  confirming  all 
that  had  been  done  by  the  directors,  confirming  the  sale  at  the 
appraisement  which  had  been  made,  authorizing  the  dissolu- 
tion of  the  corporation,  and  directing  the  directors  to  carry 
into  effect  the  dissolution,  the  sale,  the  settling  of  its  business, 
the  division  of  the  proceeds  of  the  sale  among  the  stock- 
holders, and  the  cancellation  of  all  outstanding  certificates  of 
stock,  with  all  practicable  dispatch.  The  resolution,  so  far  as 
it  relates  to  the  dissolution,  is  as  follows :  "  that  the  said  Ore- 
gon Steam  Navigation  Company  be  and  hereby  is  dissolved, 
to  take  effect  upon  the  transfer  of  the  company's  property, 
the  settling  of  its  business,  and  the  division  of  its  capital 
stock."  The  board  of  directors  then  met  and  took  formal 
action,  pursuant  to  the  resolution  of  the  stockholders,  and 
thereafter  sent  notice,  under  the  company's  seal,  and  signed 
by  its  treasurer,  to  all  stockholders,  stating  that  the  company 
was  duly  dissolved,  all  its  property  conveyed  to  the  Oregon 
Kailway  and  Navigation  Company,  and  that  a  final  dividend 
of  $46  97  per  share  had  been  declared,  payable  to  each  stock- 
holder upon  the  surrender  of  his  certificate  of  stock.  The  bill 
also  alleges,  that  the  property  of  the  old  company,  thus  sold, 
was  appraised  at  a  grossly  inadequate  price ;  that  no  money 
passed,  or  has  ever  been  actually  paid  by  the  new  company  to 
the  old  company,  although  the  directors  went  through  the 
form,  those  of  one  company  of  delivering,  and  those  of  the 
other  of  accepting,  a  check  for  the  purchase-money ;  that  such 
stockholders  of  the  old  company  as  have  surrendered  their 
certificates  of  stock  have  been  paid  the  final  dividend  by  the 
new  company  ;  and  that  the  new  company  now  holds  itself 
out  as  ready  to  pay  the  remaining  stockholders  in  the  same 
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way.  The  complainants  having  refused  to  consent  to  the  pro- 
ceedings which  have  taken  place,  or  to  participate  in  the  so 
called  dividend,  have  filed  this  bill,  in  behalf  of  themselves, 
as  minority  and  dissenting  stockholders,  and  in  behalf  of  all 
other  stockholders  who  may  desire  to  join.  The  prayer  for 
relief  is,  among  other  things,  that  the  several  acts  of  the  de- 
fendants complained  of  be  declared  fraudulent  and  void;  that 
the  defendants  be  adjudged  to  pay  the  complainants,  and  such 
other  stockholders  as  may  join  them,  their  proportionate  share 
of  the  value  of  all  the  property  and  franchises  of  the  Oregon 
Steam  Navigation  Company ;  that  the  Oregon  Railway  and 
Navigation  Company  be  adjudged  to  hold  the  property  it  ac- 
quired, as  trustee  for  the  complainants,  in  proportion  to  their 
holdings  of  stock  in  the  former  company ;  and  that  the  com- 
plainants be  decreed  to  have  a  lien  thereon. 

For  the  purposes  of  the  demurrers,  and  assuming  the  facte 
alleged  in  the  bill  to  be  true,  the  case  disclosed  may  be  briefly 
stated  as  follows :  A  majority  of  the  stockholders  of  a  corpora- 
tion resolve  to  avail  themselves  of  theto power,  as  a  quorum,  to 
sacrifice  the  interest  of  the  minority  stockholders,  for  their  own 
profit,  by  dissolving  the  corporation,  and  selling  its  property  and 
franchises  to  themselves,  at  half  their  real  value ;  this  scheme 
they  have  carried  out  and  they  now  retain  its  fruits ;  they  have 
thrust  out  the  complainants,  the  minority,  from  their  position 
as  stockholders,  terminating  their  relations  with  the  corpora- 
tion as  such,  and  have  deprived  them  from  realizing  what 
would  belong  to  them  upon  a  fair  disposition  and  division  of 
the  corporate  property.  The  defendant  the  Oregon  Railway 
and  Navigation  Company  is  this  majority  of  stockholders,  and 
the  defendant  Villard  is  a  privy  and  confederate  in  the  whole 
transaction. 

It  is  to  be  observed,  that  the  proceedings  of  the  defend- 
ants were  not  outside  of  the  charter  or  articles  of  association 
•of  the  corporation,  but,  on  the  contrary,  were  carefully  pur- 
sued according  to  the  forms  of  the  organic  law.  They  had  a 
right  to  dissolve  the  corporation  and  dispose  of  its  property 
and  distribute  the  proceeds.     The  minority  cannot  be  heard 
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to  complain  of  this,  because  the  laws  of  Oregon  permitted  it, 
and  because  it  is  an  implied  condition  of  the  association  of 
stockholders  in  a  corporation,  that  the  majority  shall  have 
power  to  bind  the  whole  body  as  to  all  transactions  within  the 
scope  of  the  corporate  powers.  (Durfee  v.  Old  Colony  A  F. 
R.  R.  R.  Co.,  5  Allen,  230 ;  Bill  v.  Western  Union  Td.  Co., 
16  Fed.  Rep.,  19.)  Nor  dpes  it  matter,  in  legal  contempla- 
tion, that  the  majority  were  actuated  by  dishonorable  or  even 
corrupt  motives,  so  long  as  their  acts  were  legitimate.  In 
equity,  as  at  law,  a  fraudulent  intent  is  not  the  subject  of  ju- 
dicial cognizance,  unless  accompanied  by  a  wrongful  act. 
(Clark  v.  White,  12  Peters,  178.)  In  other  words,  if  the  ma- 
jority had  the  right  to  wind  up  the  corporation  at  their  elec- 
tion, and  they  availed  themselves  of  it  in  the  mode  which  was 
permitted  by  the  organic  law  of  the  corporation,  neither  a 
Court  of  law  nor  a  Court  of  equity  can  entertain  an  inquiry 
as  to  the  motives  which  influenced  them.  The  power  to  do 
this  was  undoubted. 

But,  the  right  of  the  majority  to  sell  the  property  to  them- 
selves at  their  own  valuation  is  a  very  different  matter.  It 
cannot  be  implied  from  the  contract  of  association,  and  will 
not  be  tolerated  by  a  Court  of  equity.  As  is  said  by  Mellish, 
Lord  Justice,  in  Menier  v.  Hooper* %  Telegraph  Works,  (L.  R., 
9  Ch.  App.,  350,  354 :)  "  Although  it  may  be  quite  true  that 
the  shareholders  of  a  company  may  vote  as  they  please,  and 
for  the  purpose  of  their  own  interests,  yet  the  majority  of 
shareholders  cannot  sell  the  assets  of  the  company  and  keep 
the  consideration,  but  must  allow  the  minority  to  have  their 
share  of  any  consideration  which  may  come  to  them."  If 
the  majority  sell  the  assets  to  themselves,  they  must  account 
for  their  fair  value.  They  cannot  bind  the  minority  by  fix- 
ing their  own  price  upon  the  assets.  A  majority  have  no 
right  to  exercise  the  control  over  the  corporate  management 
which  legitimately  belongs  to  them,  for  the  purpose  of  ap- 
propriating the  corporate  property,  or  its  avails,  to  themselves, 
or  to  any  of  the  shareholders,  to  the  exclusion  or  prejudice 
of  the  others.    (Brewer  v.  Boston  Theatre,  104  Mass.,  378, 
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395;  Preston  v.  Grand  Collier  Dock  Co.,  11  Sim.,  327; 
Hodgkinson  v.  National  Live  Stock  Ins.  Co.,  26  Beav.  473 ; 
Atwool  v.  Merryiceather,  L.  2?.,  5  Eq.,  464,  note.)  In  Greg- 
ory v.  Patchett,  (33  Beavan,  595,)  the  property  of  a  company 
was  transferred  to  Wo  shareholders,  in  lien  of  their  shares, 
and  the  company  was  thereby  practically  pnt  an  end  to,  and 
the  debts  were  thrown  on  the  remaining  shareholders.  This 
was  sanctioned  by  a  majority  of  the  shareholders  at  a  gen- 
eral meeting;  bnt  it  was  held  that  the  majority  could  not 
bind  the  minority  in  such  a  transaction,  and  it  was  set  aside. 

These  observations  sufficiently  indicate  the  conclusion,  that 
the  complainants  are  entitled  to  equitable  relief  upon  such  a 
state  of  facts  as  is  exhibited  by  the  bill.  The  question  re- 
mains, whether  that  relief  can  be  obtained  in  the  present 
suit.  The  defendants  insist,  by  their  demurrers,  that  the 
Oregon  Steam  Navigation  Company  is  an  indispensable  party 
to  the  controversy.  They  also  insist,  in  argument,  that  all 
the  stockholders  of  that  company  are  indispensable  parties, 
if  the  corporation  is  not  a  party. 

There  does  not  seem  to  be  any  good  reason  why  the  Ore- 
gon Steam  Navigation  Company  should  be  deemed  an  indis^ 
pensable  party.  It  is  not  a  going  concern.  If  the  sale  of  the 
property  should  be  set  aside,  the  corporation  would  be  only  a 
dry  trustee,  for  the  purpose  of  dividing  the  property  among 
the  beneficial  owners.  The  reason  why  such  a  trustee  is  re- 
quired to  be  a  party  to  a  suit  respecting  the  property  is  in 
order  to  bind  the  legal  title  by  the  decree.  But,  here,  there 
is  no  trustee  to  dispute  the  legal  title  with  the  defendants. 
The  majority  stockholders  exercised  their  lawful  power  to 
dissolve  the  corporation  and  sell  its  property,  and.  they  thus 
terminated  the  conventional  relations  between  the  corpora- 
tion and  its  stockholders.  They  could  not,  however,  prevent 
the  equitable  owners  of  the  assets  from  following  them  into 
the  hands  of  the  defendants,  and  calling  upon  the  defendants 
to  account  for  their  fair  value.  Although  the  resolution  of 
the  last  stockholders'  meeting  declared  that  the  corporation 
"  was  thereby  dissolved,  to  take  effect  on  the  transfer  of  the 
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company's  property,  the  settling  of  its  business  and  the  divi- 
sion of  its  capital  stock,"  the  board  of  directors  were  consti- 
tuted the  body  to  carry  the  resolution  into  effect.  They 
proceeded  to  carry  it  into  effect  by  settling  its  business,  dispos- 
ing of  all  its  property,  declaring  a  final  dividend,  and  noti- 
fying the  stockholders  that  the  corporation  was  dissolved. 
Generally,  it  is  no  doubt  true,  that  the  legal  existence  of  a 
corporation  only  ceases  when  the  surrender  of  its  franchises 
has  been  accepted  by  the  State.  But  the  statute  of  Oregon, 
authorizing  a  dissolution  upon  the  majority  vote  of  the  stock- 
holders, would  seem  to  be  an  acceptance  in  advance.  Al- 
though the  corporation  may  not  be  effectually  extinguished, 
as  against  creditors,  there  is  no  difficulty  in  concluding  that 
it  is  so  far. extinct  that  it  cannot  stand  in  the  way  of  the 
enforcement,  by  its  former  stockholders,  of  their  equitable 
rights  to  a  fair  accounting  from  those  who  have  assumed  to 
distribute  its  assets.  {Gregory  v.  Patchett,  33  Beav.,  597, 
608;  State  Savings  Association  v.  Kellogg,  52  Mo.,  583; 
Perry  v.  Turner,  55  Mo.,  418.) 

It  is  urged,  that,  if  the  corporation  is  not  a  necessary  party 
to  the  suit,  no  relief  can  be  had  unless  all  the  stockholders  are 
made  parties.  This  point  is  not  specifically  presented  by  the 
demurrers ;  but,  if  no  relief  can  be  decreed  until  such  absent 
parties  are  brought  in,  it  would  seem  that  the  objection 
might  be  considered  upon  the  demurrer  for  want  of  equity. 
(See  Vernon  v.  Vernon,  cited  in*  Story's  Eq.  PL,  §  543,  note.) 
Who  these  stockholders  are,  and  whether  they  are  within  the 
jurisdiction  of  the  Court,  does  not  appear.  If  the  only  relief 
prayed  by  the  bill,  or  which  could  be  granted  upon  the  facts 
alleged,  were  a  rescission  of  the  sale  of  the  property,  the  ob- 
jection might  be  fatal.  (Ribon  v.  Railroad  Cos.,  16  Wall., 
446.)  No  relief  could  be  granted  without  affecting  the  rights 
of  every  stockholder.  But,  the  redress  which  is  given  to  a 
cestui  que  tt^ust,  or  an  equitable  owner  of  a  fund,  in  case  of  a 
fraudulent  purchase  by  the  trustee,  or  other  fiduciary,  is  either 
rescission  or  Account,  at  the  election  of  the  injured  party. 
(Bispham's  Eq.,  239.)  Here,  the  complainants  pray  for  an  ac- 
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count,  and  the  decree  may  limit  them  to  that  relief.  No  rights 
of  the  other  stockholders  will  be  affected,  if  such  relief  is 
granted  to  the  complainants.  Although  the  defendants  may 
be  called  upon  to  meet  similar  claims  in  behalf  of  other  stock- 
holders, that  circumstance  does  not  stand  in  the  way  of  the 
complainants.  It  suffices  that  relief  can  be  granted  which 
will  not  affect  the  rights  of  other  stockholders.  Nor  does  it 
matter  that  there  may  be  other  stockholders  of  the  corporation 
who  co-operated  with  the  defendants  in  the  wrongs  complained 
of.  The  theory  of  the  bill  is,  that  these  defendants,  while 
occupying  the  fiduciary  relation  towards  the  complainants,  of 
equitable  joint  owners  of  the  property,  bought  it  themselves, 
at  an  inadequate  price  and  by  unfair  means.  They  are  in  the 
position  of  quasi  trustees,  who  have  been  guilty  of  a  fraudu- 
lent breach  of  their  trust.  The  right  of  action  in  such  case 
is  ex  delicto,  and  the  tort  may  be  treated  as  several  or  joint ; 
and  the  trustees  have  no  right  of  contribution,  as  between 
themselves.  {Peck  v.  Ellis,  2  John.  Ch.,  131 ;  Miller  v. 
Fenton,  11  Paige,  18 ;  Heath  v.  Erie  R.  R.  Co.,  8  Blatchf. 
C.  6V  R.,  347  ;  Wilkinson  v.  Parry,  4  Russ.,  272  ;  Franca 
v.  Franco,  3  Ves.,  75.) 

In  conclusion,  it  may  be  said,  that  it  does  not  lie  with  the 
defendants,  who  claim  to  have  sold  and  divided  the  assets 
of  the  corporation  among  those  who  were  stockholders,  so 
that  each  is  entitled  to  a  specified  proportion,  as  a  final  divi- 
dend, to  insist  that  others,  who  were  also  stockholders,  have 
any  interest  in  the  question  whether  the  6um  which  has  been 
set  aside  for  the  complainants  is  their  fair  share  or  not.  The 
other  stockholders  can  acquiesce  or  ratify,  if  they  please. 
The  complainants  cannot  be  affected  by  their  action,  and  do 
not  have  any  interest  in  it.  The  complainants  occupy,  sub- 
stantially, the  position  of  creditors  of  the  corporation,  seeking 
to  obtain  satisfaction  of  their  just  claim  out  of  the  fund  in 
the  hands  of  the  defendants,  and  having  an  equitable  lien. 
Such  creditors  can  pursue  the  fund  wherever  they  can  find 
it,  without  making  the  stockholders  parties,  or  bringing  in 
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all  who  are  liable  to  account  to  the  fund,  or  have  an  interest 
in  its  distribution.     {Hatch  v.  Dana,  101  U.  8.9  205.) 

These  views  meet  the  important  questions  raised  by  the 
demurrers.  The  other  grounds  of  demurrer  have  been  consid- 
ered and  are  deemed  to  be  untenable. 

The  demurrers  are  overruled. 

William  Allen  Buder  and  Thomas  H.  Hubbard,  for  the 
plaintiffs. 

Artemas  H.  Holmes,  for  the  defendants. 


Almtra  R.  Glare,  as  Administratrix,  &o. 

V8. 

The  Providence  and  Stonington  Steamship  Company. 

A  speed  of  about  11  knots  an  hour,  (between  12£  and  13  miles,)  by  a 
steamer,  in  Long  Island  Sound,  in  a  fog,  near  midnight,  is  not  the  "  mod- 
erate speed"  required  by  sailing  rule  No.  21,  (Rev.  Stat.,  §  4,233,)  and, 
where  the  death  of  a  passenger  on  a  vessel  with  which  the  steamer  col- 
lides, in  the  fog,  while  going  at  such  speed,  is  caused  by  such  collision, 
the  owner  of  the  steamer  will  be  held  liable  for  the  negligence  resulting  in 
such  death. 

(Before  Coxb,  J.,  Southern  District  of  New  York,  June  7th,  1884.) 

Coxe,  J.  This  action  is  brought  by  Almira  R.  Clare,  as 
administratrix  of  Charles  C.  Clare,  her  deceased  husband,  to 
recover  damages  of  the  defendants,  for  having  negligently 
caused  his  death.  The  defendants  are  common  carriers,  and, 
on  the  eleventh  of  June,  1880,  they  were  the  owners  of 
two  steamers,  the  Narragansett  and  the  Stonington.     On  the 
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evening  of  that  day,  the  former  was  proceeding  from  New 
York  to  Stonington,  Connecticut,  and  the  latter  from  Ston- 
ington to  New  York,  via  Long  Island  Sound.  At  about  11.30 
p.  m.,  which  was  their  usual  hour  for  meeting,  the  two  vessels 
collided,  the  Narragansett,  upon  which  the  plaintiffs  intestate 
was  a  passenger,  took  fire  and  sank,  and  he  was  drowned. 
The  Sound,  at  this  point,  is  about  12  miles  wide.  The  night 
was  still  and  dark,  and  there  was  a  dense  fog.  Both  vessels 
were  upon  the  same  course,  going  at  about  11  knots  (between 
12£  and  13  miles)  per  hour.  This  was  their  usual  rate  of 
speed.  Though  it  was  customary  for  the  Stonington  to  make 
her  trips  with  two  pilots,  on  this  occasion  she  had  but  one. 
When  she  first  sighted  the  Narragansett,  the  latter  was  about 
150  feet  distant,  headed  across  the  Stonington 's  bow.  The 
Stonington  then  gave  signals,  in  quick  succession,  to  slow  down, 
to  stop,  to  back  water  and  to  back  strong.  It  was  then  too 
late.  There  was  not  time  enough  to  stop.  The  Stonington 
was,  prior  to  the  collision,  engaged  in  signalling  approach- 
ing vessels  to  go  to  the  right,  by  short  blasts  upon  her 
whistle.  She  was  also  blowing  fog  whistles,  about  three 
times  .per  minute.  She  heard  the  Narragansett's  fog  whistle 
when  the  latter  was  from  three  to  five  minutes  off,  appar- 
ently about  a  point  and  a  half  on  her  port  bow.  The  wheel 
of  the  Stonington  was  then  put  hard-a-port  and  her  head 
turned  about  five  points  to  the  right,  but  her  speed  was  not 
slackened.  The  captain  of  the  Narragansett,  on  the  con- 
trary, testified  that  he  made  the  Stonington  a  point  or  a  point 
and  a  half  on  his  starboard  bow,  and  he  gave  orders  to  star- 
board his  helm. 

The  defendants  introduced  testimony  to  prove  that  ex- 
perience has  demonstrated,  that,  in  fogs  on  Long  Island 
Sound,  accidents  are  less  likely  to  occur  if  vessels  are  run  at 
full  speed.  The  Sound  is  navigated  by  taking  a  course  from  , 
light  to  light.  In  thick  weather,  it  is  customary,  after  leav- 
ing one  light,  to  run  the  time  nearly  up  which  is  required  to 
make  the  next  light,  at  the  usual  rate  of  speed.  The  boat  is 
then  stopped,  and,  feeling  her  way  cautiously  by  sounding. 
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she  makes  the  second  light,  and  this  is  repeated  through  the 
Sound. 

It  is  urged,  that,  if  the  rate  of  speed  is  changed,  or  the  boat 
stopped  except  in  the  vicinity  of  a  light,  the  reckoning  will 
be  lost,  or,  at  least,  less  accurately  attained ;  that,  if  the  steamer 
is  slowed  down  in  the  strong  currents  and  crossed  tides  of 
the  Sound,  the  danger  of  drifting  or  running  on  to  the 
rocks,  reefs  and  points,  whish  everywhere  abound,  is  vastly 
increased.  In  short,  it  is  maintained,  by  those  accustomed 
to  the  navigation  of  the  Sound,  that,  by  keeping  up  the  regu- 
lar speed,  they  are  better  able  to  make  their  course,  handle 
their  boat  and  tell  their  whereabouts,  than  by  adopting  a  dif- 
ferent rule. 

The  defendants  introduced  the  record  of  the  proceedings 
in  the  District  Court  in  the  matter  of  the  Narragansett,  taken 
under  the  Act  of  March  3d,  1851,  entitled,  "  An  Act  to  limit 
the  liability  of  ship-owners  and  for  other  purposes,"  (9  U.  S. 
Stat  at  Largey  635  ;)  and  they  insist  that  the  decree  there 
rendered  constitutes  a  bar  to  this  action.  The  Court  decided 
that  this  position  was  well  taken  as  to  the  Narragansett,  but 
that,  in  so  far  as  the  plaintiff's  right  to  recover  depended  upon 
the  negligence  of  the  Stonington,  which  was  not  surrendered, 
the  proceedings  in  the  District  Court  were  not  a  bar,  and  that 
the  question  whether  or  not  the  Stonington  was  at  fault  should 
be  submitted  to  the  jury.  The  jury  found  for  the  defend- 
ants, and  the  plaintiff  now  moves  for  a  new  trial  on  several 
grounds,  only  one  of  which  will  be  considered. 

It  is  urged  that  the  verdict  should  be  set  aside  as  contrary 
to  evidence  and  to  law,  for  the  reason  that  there  was  a  clear 
and  palpable  violation  of  sailing  rule  No.  21.  The  rule  is  as 
follows :  "  Every  steam- vessel,  when  approaching  another  ves- 
sel, so  as  to  involve  risk  of  collision,  %hall  slacken  her  speed, 
or,  if  necessary,  stop  and  reverse ;  and  every  steam-vessel 
shall,  when  in  a  fog,  go  at  a  moderate  speed."  {Rev.  Stat, 
§4,233,^.  818,  2ded.) 

No  case  has  been  found,  where  this  rule  was  under  consid- 
eration, which  holds  that  12J  or  13  miles  an  hour  is  a  moder- 
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ate  speed  for  a  steam-vessel  in  a  fog.  On  the  contrary,  the 
decisions  are  unanimously  the  other  way.  The  Pennsylvania, 
19  Wall.,  125, 133,  (7  knots ;)  The  Colorado,  91  0.  8.%  692,  (5 
or  6  miles ;)  The  Blackstone,  1  Lowell,  488,  (8  knots ;)  The 
Rhode  Island,  17  Fed.  Hep-,  554,  (15  miles ;)  The  State  of 
Alabama,  17  Id,,  847,  (8  or  8£  knots;)  The  City  of  New 
York,  15  Id.,  624,  (10  knots;)  The  Eleanora,  17  Blatchf  C. 
C.  R.,  88, 100,  (between  5  and  6  miles ;)  The  Leland,  19  Fed. 
Hep.,  771,  (8  miles ;)  The  Bristol,  4  Ben.,  397,  (16  miles ;) 
The  Hansa,  5  fd.,  501,  (7  knots ;)  The  Manistee,  7  Biss.,  35, 
(7  miles.)  It  is  true,  that  the  foregoing  are  causes  in  the  Ad- 
miralty ;  and  the  criticism  is  made,  that  the  question  of  speed 
was  determined  as  a  question  of  fact.  It  is  urged,  by  the  de- 
fendants, that,  because  one  Court  concludes,  upon  the  evi- 
dence before  it,  in  a  particular  case,  that  8  knots  per  hour, 
for  instance,  is  immoderate  speed,  no  reason  is  therefore 
suggested,  why  another  tribunal,  in  different  circumstances, 
should  reach  the  same  conclusion ;  and  that,  to  argue- to  the 
contrary  is  tantamount  to  the  absurdity  of  contending  that, 
because  a  jury  determines  that  25  miles  an  hour  is  too  high 
a  rate  of  speed  for  a  railroad  train  at  a  particular  crossing, 
every  other  jury,  in  similar  cases,  should  be  constrained  to 
find  the  same  way.  This  position  would  quite  likely  be  well 
founded,  if  the  only  questions  decided  were  questions  of 
fact ;  but  it  will  be  observed,  that,  in  several  of  the  cases  re- 
ferred to,  some  of  which  were  not  presented  to  the  Court  upon 
the  trial  or  argument,  a  construction  is  placed  upon  rule  21, 
that,  in  all  circumstances,  "  moderate  speed  "  means  less  than 
usual  speed. 

In  The  Pennsylvania,  (19  Wallace,  125,)  the  Court,  at 
page  133,  says :  "  Our  rules  of  navigation,  as  well  as  the  Brit- 
ish rules,  require  every  steamship,  when  in  a  fog,  '  to  go  at  a 
moderate  speed.'  What  is  such  speed  may  not  be  precisely 
definable.  It  must  depend  upon  the  circumstances  of  each 
case.  That  may  be  moderate  and  reasonable  in  some  circum- 
stances which  would  be  quite  immoderate  in  others.  But,  the 
purpose  of  the  requirement  being  to  guard  against  danger  of 
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collisions,  very  plainly  the  speed  should  be  reduced  as  the 
risk  of  meeting  vessels  is  increased.  *  *  *  And  even 
if  it  be  true  that  such  a  rate  "  (7  knots)  "  was  necessary  for 
safe  steerage,  it  would  not  justify  driving  the  steamer  through 
so  dense  a  fog,  along  a  route  so  much  frequented,  and  when 
the  probability  of  encountering  other  vessels  was  so  great.  .  It 
would  rather  have  been  her  duty  to  lay  to." 

In  The  Blaekstone,  (1  Lowell,  485,)  the  Court,  adopting 
the  language  of  another  case  in  the  same  Circuit,  says,  at  page 
488 :  "  What  would  be  a  moderate  speed  in  the  open  sea, 
would  not  be  allowable  in  a  crowded  thoroughfare  or  in  a  nar- 
row channel.  And,  under  the  same  circumstances  in  other 
respects,  the  speed  should  be  the  more  moderate  according 
as  the  fog  is  more  dense.  The  only  rule  to  be  extracted 
from  the  statute  and  a  comparison  of  the  decided  cases  is,  that 
the  duty  of  going  at  a  moderate  speed  in  a  fog  requires  a 
apeed  sufficiently  moderate  to  enable  the  steamer,  under  ordi- 
nary circumstances,  seasonably,  usefully  and  effectually  to  do 
the  three  things  required  of  her  in  the  same  clause  of  the  stat- 
ute, viz.,  to  slacken  her  speed,  or,  if  necessary,  to  stop  and  re- 
verse." 

In  The  Colorado,  (91  U.  S.,  692,)  the  Court,  at  page  702, 
uses  this  language  :  "  Different  formulas  have  been  suggested 
by  different  judges,  as  criterions  for  determining  whether  the 
speed  of  a  steamer  in  any  given  case  was  or  was  not  greater 
than  was  consistent  with  the  duty  which  the  steamer  owed  to 
other  vessels  navigating  the  same  waters ;  but,  perhaps,  no  one 
yet  suggested  is  more  useful,  or  better  suited  to  enable  the  in- 
quirer to  reach  a  correct  conclusion,  than  the  one  adopted  by 
the  Privy  Council  {The  Batavier,  40  Eng.  L.  &  Eg.,  25.) 
In  that  case  the  Court  say,  'At  whatever  rate  she  (the  steamer) 
was  going,  if  going  at  such  a  rate  as  made  it  dangerous  to  any 
craft  which  she  ought  to  have  seen,  and  might  have  seen,  she 
had  no  right  to  go  at  that  rate.'  " 

In  The  Rhode  Island,  (17  Fed.  #<*p.,  554,)  the  Court  says, 
at  page  557 :  "  The  rate  of  speed  at  which  the  Rhode  Island 
was  going  in  a  dense  fog,  viz.,  15  miles  per  hour,  is  far  beyond 
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that '  moderate  speed  '  which  the  rules  of  navigation  permit. 
This  has  been  so  often  discussed,  and  the  prior  adjudications 
are  so  numerous  and  uniform,  that  it  cannot  be  deemed  longer 
an  open  question." 

In  The  Slate  of  Alabama,  (Id.,  847f)  the  Court  says,  at 
page  852  :  "  The  failure  to  slacken  speed  in  this  fog  must  be 
set  down  as  one  fault  in  the  steamer.  Although  the  fog  was 
not  dense,  it  was,  nevertheless,  evidently  siich  a  fog  as  materi- 
ally to  interfere  with  the  timely  observation  of  other  vessels, 
and,  therefore,  increased  materially  the  dangers  of  navigation. 
To  go  at  full  speed  in  such  a  fog  is  not  a  compliance  with  rule 
21,  which  requires  steamers  in  a  fog  to  go  at  moderate  speed. 

*  *  *  *  jj 0  steamer's  speed  is  moderate,  in  the  sense  of 
rule  21,  so  long  as  she  is  going  at  her  ordinary  full  speed. 
She  is  required  to  moderate  and  reduce  her  speed  according 
to  the  density  of  the  fog  and  the  increased  difficulty  of  dis- 
covering danger,  and  of  adopting  timely  means  to  avoid  it. 

*  *  *  *  "Without  determining  whether  8  or  8$  knots 
would  or  would  not  be  a  moderate  rate  for  vessels  of  much 
higher  ordinary  speed,  in  so  light  a  fog  as  prevailed  on  the 
night  of  this  collision,  I  must  hold  it  not  moderate  for 
this  steamer,  because  not  moderated  or  reduced  from  her  ordi- 
nary speed." 

In  The  City  of  New  York,  (15  Fed  Rep.,  624,)  the  Court, 
having  under  consideration  rule  21,  says,  at  page  627 :  "  This 
rule  plainly  imposes  upon  a  steamer  two  duties ;  (1)  to  pro- 
ceed in  a  fog  at  a  moderate  speed;  (2)  in  approaching  an- 
other vessel,  so  as  to  involve  danger  of  collision,  to  slacken 
her  speed,  and,  if  necessary,  to  stop  and  back.  *  *  *  * 
Whatever  c  moderate  speed '  may  be,  under  given  circum- 
stances, *  *  *  it  is,  at  least,  something  materially  less 
than  that  full  speed  which  is  customary  and  allowable  when 
there  are  no  obstructions  in  the  way  of  safe  navigation. 
To  continue  at  full  speed,  therefore,  as  the  steamer  in  this 
case  substantially  did,  or  until  the  bark  was  in  sight,  was  a 
clear  violation  of  the  statutory  obligation  to  go  at  moderate 
speed." 
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In  The  Eleanwa,  (17  Blatchf.  C.  C.  £.,  88,)  the  Court, 
at  page  100,  says :  "  A  simple  slackening  of  speed  by  a 
steamer  in  a  fog  is  not  always  enough.  She  must  run  at  a 
moderate  speed,  and  is  never  justified  in  coming  in  collision 
with  another  vessel,  if  it  be  possible  to  avoid  it.  This  implies 
such  a  speed  only  as  is  consistent  with  the  utmost  caution. 
*  #  *  #  uer  fife  0f  8peed  must  be  graduated  according 
to  the  circumstances.  The  more  dense  the  fog  the  greater  the 
necessity  for  moderation." 

In  The  Leland,  (19  Fed.  Rep.,  771,)  the  Court,  at  page 
773,  says  :  "  It  is  an  undoubted  violation  of  the  sailing  rules, 
for  a  steamer  to  run  at  a  reckless  or  dangerous  rate  of  speed 
in  a  fog.  What  is  a  moderate,  and  what  is  a  dangerous,  rate 
of  speed,  are,  of  course,  to  some  extent,  comparative  terms, 
depending  upon  surrounding  circumstances.  *  *  *  * 
Thi6  rate  of  speed,"  (8  miles  per  hour)  "I  have  no  doubt, 
was  too  great  in  a  dense  fog,  in  the  night  time,  upon  waters 
where  the  liability  to  collision  was  so  imminent  as  on  the 
waters  of  Lake  Michigan,  even  at  this  early  season  of  the 
year." 

In  Thf  Manistee,  (7  £i*8.,  35,)  the  Court  says  :  "  I  know 
what  steam-boat  men  say,  that  they  must  make  their  time ; 
that  they  must  run  in  the  fog.  But  they  cannot  be  per- 
mitted to  run  with  their  usual  speed  in  a  fog,  surrounded  by 
sail-vessels,  against  which  they  are  liable  to  collide  at  any  mo- 
ment." 

The  conclusion  derived  from  these  authorities  is  this,  that 
"  moderate  speed  "  means  moderated  speed ;  reduced  speed  ; 
less  than  usual  speed.  It  was  not  the  intention  of  Congress 
that  steam-vessels  should  run  as  fast  in  a  fog  as  in  fair  weather. 
Applying  the  rule  so  construed  to  the  Stonington,  there  is  no 
possible  escape  from  the  conviction  that  she  was  guilty  of  a 
grave  maritime  fault.  The  law  said  to  her  that  she  must  not 
run  at  the  rate  of  1 1  knots  an  hour  in  a  fog,  and,  yet,  in  total 
disregard  of  the  statute,  she  was  running  at  11  knots  an  hour, 
at  midnight,  in  a  dense  fog,  and  at  a  time  when  she  knew  that 
she  was  in  close  proximity  to  the  colliding  vessel.    She  was 
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going  bo  fast  that  all  efforts  to  avoid  or  mitigate  the  collision 
were  unavailing. 

It  can  hardly  be  contended  that  this  high  rate  of  speed  did 
not  produce  or  contribute  to  the  accident.  Had  the  steamer 
been  going  at  a  less  rate,  not  only  would  she  in  all  probability 
have  heard  the  signals  sooner,  but  she  could  have  stopped  in 
less  space,  and,  though  the  collision  might  have  occurred,  the 
blow  would  have  been  less  severe.  Within  the  cases  cited,  it 
must  be 'said,  upon  this  evidence,  that  the  Stonington  was  at 
fault,  and  that  the  finding  of  the  jury  exculpating  her  was 
not  in  accordance  with  the  evidence  and  the  law. 

It  is  thought  that  the  sailing  rule  referred  to,  which  has 
its  counterpart  in  the  English  Admiralty,  contains  provisions 
the  wisdom  of  which  can  hardly  be  disputed.  If,  in  the  opin- 
ion of  others,  it  states  an  erroneous  principle  of  navigation,  it 
behooves  those  interested  to  petition  Congress  for  its  repeal 
•or  modification,  so  far  as  it  relates  to  Long  Island  Sound. 
While  it  remains  the  law,  it  is  incumbent  upon  the  Courts  to 
«ee  that  it  is  properly  enforced.  Those  who  violate  it  should 
do  so  at  their  peril.  If  the  owners  of  vessels  navigating  the 
Sound  choose  to  take  a  course  forbidden  by  law,  they  should 
clearly  understand,  that,  when  loss  and  injury  happen,  they 
must  take  the  consequences,  and  that  the  excuse  that  the  un- 
lawful way  is  the  best  way  will  not  be  accepted  by  the 
Courts. 

A  new  trial  is  ordered. 

Isaac  N.  Miller,  for  the  plaintiff. 
Wheeler  H.  Peokham  for  the  defendant. 
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The  Land  Company  of  New  Mexico,  Limited 
Steven  B.  Elkins  and  others.    In  Equity- 

A  citizen  of  the  District  of  Colombia  is  not  a  citizen  of  a  State,  within  the  mean- 
ing of  the  statutes  conferring  jurisdiction  on  the  Circuit  Courts  of  the  United 
States,  and  the  jurisdiction  of  those  Courts  does  not  extend  to  a  contro- 
yersy  between  an  alien  and  a  citizen  of  the  United  States  who  is  not  a  citizen 
of  a  State. 

A  bill  in  equity  by  L.,  against  E.,  and  S.,  and  B.,  alleged  that  E.  and  S.  agreed 
to  buy  land ;  that  it  was  bought,  and  title  taken  in  the  name  of  E. ;  that  S. 
paid  his  share  of  the  price,  and  became  entitled  to  a  conveyance  of  his  share 
of  the  land ;  that  L.  had  acquired  the  interest  of  S. ;  that  S.  had  assumed  to 
convey  that  interest  to  B. ;  and  that  E.  threatened  to  convey  to  B. :  Held, 
that  S.  was  a  necessary  party  to  the  suit,  and  that,  as  the  Court  had  no  juris- 
diction as  to  him,  no  injunction  could  be  granted  against  E. 

An  amendment  of  the  bill  cannot  be  allowed,  which  would  amount  to  a  new 
and  materially  different  suit,  either  as  to  parties  or  as  to  cause  of  action. 

{Before  Wallace,  J.,  Southern  District  of  New  York,  June  7th,  1884.) 

Wallace,  J.  The  complainant,  a  British  corporation,  has 
filed  this  bill  against  Elkins,  a  resident  of  New  York,  Smoot, 
a  resident  of  the  District  of  Columbia,  Butler,  a  resident  of 
Massachusetts,  and  three  other  defendants,  alleging,  in  sub- 
stance, that  Elkins,  Smoot  and  three  others  entered  into  an 
agreement  for  the  joint  purchase  of  a  tract  of  land  in  New 
Mexico ;  that  the  land  was  purchased,  and  the  title  taken  in 
the  name  of  Elkins ;  that  Smoot  advanced  his  share  of  the 
purchase-money,  and,  under  the  terms  of  the  agreement,  be- 
came entitled  to  a  conveyance  of  an  undivided  fifth  part  of 
the  land ;  that  the  complainant  has  acquired  Smoot' s  interest 
by  purchase ;  that  Elkins  has  recognized  the  purchase  by  com- 
plainant of  Smoot's  interest ;  that  Smoot  has  assumed  to  assign 
and  convey  the  interest  acquired  of  him  by  the  complainant 
to  the  defendant  Butler ;  and  that  Elkins  refuses  to  convey 
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the  same  to  the  complainant,  and  threatens  to  convey  the  same 
to  Butler.  The  bill  prays  for  a  conveyance  by  Elkins,  of 
Smoot's  interest,  to  the  complainant,  and  for  an  injunction 
against  Elkins,  Smoot  and  Butler,  from  interfering  with  the 
complainant's  interests. 

The  defendant  Smoot  moves  to  dismiss  the  bill  as  to  him, 
for  want  of  jurisdiction.  This  motion  must  prevail,  because 
it  is  well  settled,  that  a  citizen  of  the  District  of  Columbia  is 
not  a  citizen  of  a  State,  within  the  meaning  of  the  Judiciary 
Act  and  the  subsequent  Acts  conferring  jurisdiction  upon 
the  Circuit  Courts  of  the  United  States,  and  the  jurisdiction 
of  this  Court  does  not  extend  to  a  controversy  between  an 
alien  and  a  citizen  of  the  United  States  who  is  not  a  citizen  of 
a  State.  (Hepburn  v.  EUzey,  2  Crunch,  445;  Barney  v. 
Baltimore  City,  6  Watt.,  280 ;  New  Orleans  v.  Winter,  1 
Wheat.,  91.) 

The  complainant  moves  for  a  preliminary  injunction 
against  Elkins,  and  he  resists  the  motion,  upon  the  ground 
that  no  relief  can  be  decreed  against  him  upon  the  bill.  His 
contention  is,  that  Smoot  is  an  indispensable  party  to  the  suit, 
and,  as  there  can  be  no  decree  against  Smoot,  there  can  be 
none  against  him.  If  Smoot's  interest  in  the  controversy  is 
such  that  a  final  decree  could  not  be  made  against  Elkins  with- 
out affecting  that  interest,  or  leaving  the  controversy  in  such 
condition  that  its  final  determination  may  be  inconsistent 
with  justice,  the  Court  wil]  not  proceed  in  his  absence.  (  Wil- 
liams v.  Bankhead,  19  Watt.,  563 ;  Florence  Co.  v.  Singer  Co., 
8  Blatchf.  C.  C.  R.,  113  ;  Mallow  v.  Hinde,  12  Wheat.,  193; 
Bank  v.  Carrollton  R.  R.,  11  Wall.,  624.)  If  the  complain- 
ant had  acquired  Smoot's  interest  in  the  lands  by  a  transfer 
absolute  and  fully  executed,  the  latter  would  not  be  a  neces- 
sary party  to  the  controversy.  {Blake  v.  Jones,  3  Anst.,  651 .) 
An  assignor  who  has  made  an  absolute  assignment  of  his  in- 
terest need  not  be  a  party  to  a  suit  by  the  assignee  to  enforce 
the  equitable  title  acquired  by  the  transfer,  against  a  third 
party,  even  when  the  former  retains  the  legal  title.  {Barbour 
on  Parties,  463  ;  Trecothick  v.  Austin,  4  Mason,  41 ;  Ward 
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v.  Van  Bdkkden,  2  Paige,  289,  295.)  But,  the  agreement 
under  which  the  complainant  acquired  Smoot's  interest  in  the 
land  is  executory,  and  Smoot  is  now  asserting  a  right  to  trans- 
fer the  same  interest  to  Butler.  A  decree  cannot  be  made 
without  affecting  his  rights.  If  Elkins  is  adjudged  to  convey 
to  the  complainant,  Smoot's  interest  in  the  lands  will  be  di- 
vested. Not  being  bound  by  the  decree,  he  might  still  con- 
test with  Elkins,  and  insist  that  he  account,  for  the  value  of 
the  interest  conveyed  to  the  complainant  under  the  decree ; 
but  this  might  be  a  barren  remedy.  As  Smoot  cannot  be 
mad$  a  party,  no  decree  can  be  obtained  by  the  complainant, 
for  the  relief  prayed  in  the  bill.  The  motion  for  an  injunc- 
tion must,  therefore,  be  denied. 

The  complainant  cannot  be  permitted  to  amend  its  bill,  as 
is  suggested  in  its  behalf,  by  omitting  all  the  parties  but 
Elkins,  and  proceeding  against  him,  upon  the  theory  that  the 
complainant  has  acquired  Smoot's  interest  by  an  absolute  and 
unconditional  transfer.  An  amendment  cannot  be  allowed 
which  would,  in  effect,  amount  to  the  institution  of  a  new 
and  materially  different  suit,  either  as  to  parties  or  as  to  cause 
of  action.  {Goodyear  v.  Bourn,  3  Blatehf.  C.  C.  R.,  266 ; 
Ogleeby  v.  AUrill,  4  Woods,  114.) 

Simon  Sterne,  for  the  plaintiff. 

William  O.  Choate,  for  the  defendant  Elkins. 

Roger  A.  Pryor,  for  the  defendant  Butler. 
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The  Consolidated  Electric  Light  Company 

vs. 

The  Brush-Swan  Electric  Light  Company.     In  Equity. 

A  hill  in  equity  on  five  different  patents  alleged  that  the  inventions  were 
capable  of  being  used  conjointly;  that  the  plaintiff  made,  used  and  sold  them 
conjointly,  as  parts  of-  the  same  electric  lighting  system ;  and  that  the  de- 
fendant infringed  all  of  the  patents,  by  making,  selling  and  using  all  of  the 
inventions  conjointly,  in  a' system  of  electric  lighting.  It  appeared,  by  the 
patents,  that  the  inventions  could  be  used  separately,  and  operate  inde- 
pendently, with  respect, to  each  other,  and,  though  used  in  the  same  sys- 
tem, were  distinct  parts  of  the  system.  A  demurrer  to  the  bill  was  sus- 
tained. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  June  10th,  1884.) 

*  * 

Wheeleb,  J.  This  is  an  amended  bill,  brought  upon  five 
different  patents,  one  for  an  electric  lighting  system,  one  for 
an  improved  regulator  for  electric  lights,  one  for  an  improve- 
ment in  electric  lamps,  one  for  an  improvement  in  carbons 
for  electric  lights,  and  one  for  an  improvement  in  the  treat- 
ment of  carbons  for  electric  flights,  and  is  demurred  to  for 
multifariousness.  The  bill  alleges,  that  the  patented  inven- 
tion* are  capable  of  being  used  conjointly;  that  the  orator 
infike*?.  uses  ;ind  sells  conjointly,  as  parts  t)f  the  same  electric 
lighting  Bjstem,  each  and  all  of  said  inventions,  in  some  es- 
sential ahd  material  parts  thereof  ;  and  that  the  defendant  is 
infringing  6ach  and  all  of  these  patents,  by  making,  selling 
and  u^ing  each  and  all  of  said  inventions  conjointly,  in  a  sys- 
□  of  electric  lighting,  the  same  substantially  as  that  of  the 
orator.  The  titles  of  the  patents,  as  well  as  the  patents  them- 
s<  hi  >,  of  which  profert  is  made,  show  that  these  inventions 
may  6e  used  separately,  and  operate  independently,  with  re- 
spSJtifc  to  each  other.  Any  of  them  might  be  infringed  without 
infringing  any  of  the  others.     The  trial  of  the  validity  of 
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each,  and  of  the  infringement  of  each,  must  be  separate  from 
that  of  the  others,  upon  distinct  issues  as  to  each.  The  facts 
may  be  proved  by  the  same  witnesses,  but,  if  so,  it  will  be  on 
account  of  identity  of  persons  in  connection  with  the  subject, 
rather  than  because  of  the  sameness  of  the  issues  involved  in 
the  subject..  That  they  are  used  in  the  same  system  does  not 
change  the  nature  of  the  issues  to  be  tried.  They  are  distinct 
parts  of  the  system.  Each  patent  is  for  a  distinct  machine,  or 
process,  or  manufacture,  and  must  stand  or  fall  as  such ;  and 
the  infringement  of  each  must  or  may  be  a  separate  trespass. 
The  bill,  apparently,  covers  as  many  causes  as  there  are  pat- 
ents, when  it  should  cover  but  one.  {Hayes  v.  Dayton,  18 
Blotch/.  C.  0.  /?.,  420.) 

The  demurrer  is  sustained,  and  the  bill  adjudged  insuffi- 
cient. 

Amos  Broadnax,  for  the  plaintiff, 

William  C.  Witter,  Eugene  H.  Lewis  and  Samuel  A. 
Duncan,  for  the  defendant. 


Hannah  B.  Lull 

vs. 

John  K.  Clark  and  others.    In  Eqoity. 

In  making  a  decree  for  an  account,  in  a  suit  in  equity  for  the  infringement  of  a 
patent  for  a  hinge,  the  Court  held  a  certain  hinge  to  be  an  infringement.  On 
the  reference,  the  master  held  that  he  could  not  extend  the  accounting  to 
other  hinges,  a*  infringements.  The  plaintiff  then  moved  for  an  order  di- 
recting the  master  to  take  an  account  covering  such  other  hinges.  The 
motion  was  denied,  as  a  practice  not  sustained  by  authority  or  usage,  and 
as  inconvenient. 

(Before  Coxb,  J.,  Northern  District  of  New  York,  June  11th,  1884.) 
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Coxe,  J.  This  is  a  motion  to  instruct  the  master  in  an 
equity  action.  The  complainant  has  a  patent  for  an  "  im- 
provement in  shutter  hinges."  The  Court  heretofore  sustained 
the  patent,  and  directed  a  decree  for  an  injunction  and  an  ac- 
count. (21  Blatchf.  C.  C.  jB.,  95.)  The  infringing  device 
introduced  by  the  complainant  on  the  trial  was  a  hinge  known 
as  No.  1.  On  the  accounting,  she  sought  to  extend  the  inves- 
tigation to  several  other  hinges  manufactured  and  sold  by  the 
defendants,  contending  that  they  were  substantially  the  same 
as  No.  1,  and  that  they  .were  covered  by  the  decree.  To  this 
the  defendants  objected,  on  the  ground,  inter  alia,  that  the 
hinges  other  than  No.  1  do  not  infringe,  and,  in  the  absence 
of  a  decision  by  the  Court  holding  that  they  infringe,  the  mas- 
ter had  no  authority  to  proceed.  This  objection  was  sustained 
by  the  master,  and  complainant's  counsel  excepted,  and  im- 
mediately gave  notice  of  a  motion  for  an  order  directing  and 
instructing  the  master  to  take  and  state,  and  report  to  the 
Court,  an  account  covering  all  the  hinges  referred  to.  A  cer- 
tified copy  of  the  proceedings  before  the  master  is  presented 
upon  this  motion.  But  the  master  has  made  no  report  and 
has  not  sought  instruction  or  advice  from  the  Court. 

The  first  objection  interposed  by  the  defendants  is,  that 
this  application  is  irregular,  and  is  not  sustained  by  authority 
or  the  practice  of  the  Court.  I  am  of  the  opinion  that  the 
objection  is  well  taken.  Rule  77  gives  the  master  very  gen- 
eral discretion  in  the  conduct  of  the  investigation  before 
him.  He  occupies,  for  the  time  being,  the  position  of  the 
Court,  and  is  not  to  be  continually  interfered  with,  while  dis- 
charging his  duties  to  the  best  of  his  ability.  It  would  create 
intolerable  delays  and  confusion,  besides  putting  an  unneces- 
sary burden  upon  the  Court,  to  hold,  that  each  time  the  master 
makes  a  ruling  the  aggrieved  party  may,  by  special  motion, 
have  it  reviewed.  The  orderly,  and,  it  seems,  the  generally  ac- 
cepted, procedure  is,  to  present  all  the  questions  arising  before 
the  master  by  objections  and  exceptions  to  his  report. 

Let  it  he  assumed  that  the  direction  asked  for  is  within  the 
discretion  of  the  Court.     It  has  not  been  customary  to  exer- 
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cise  it,  and,  in  my  judgment,  it  ought  not  to  be  exercised  in  a 
case  like  the  present,  where  the  master  simply  makes  a  rul- 
ing which  he  has  an  undoubted  right  to  make.  A  decision 
for  the  complainant  will  be  recorded  for  a  precedent,  and  the 
attention  of  the  Court  continually  occupied  with  similar  ap- 
plications. A  simple  and  well  understood  system  will  thus 
be  involved  in  confusion  and  uncertainty.  The  weight  of  au- 
thority sustains  the  view  here  taken.  {The  Union  Sugar  Re- 
finery v.  Mathie88on,  3  Clifford,  146 ;  Wooster  v.  Gru?nbirnner, 
20  Fed.  Rep.,  167;  Anon.,  3  Atkins,  524;  Vanderwich  v. 
Summerl,  2  Wash.  C.  C.  R.,  41 ;  DanieWe  Oh.  Pr.,  [pth  Am. 
'  *?.,]  1,181.) 

The  motion  must  be  denied,  but  without  prejudice  to  any 
other  remedy  the  complainant  may  see  fit  to  take. 


Livingston  Gifford^  for  the  plaintiff. 
George  J.  Sicard,  for  the  defendants. 


The  Royal  Ajsoh. 


In  this  case,  a  schooner,  the  R.v  sailing  close-hauled,  on  the  starboard  tack,  in 
the  night,  did  not  have  her  regulation  side  lights,  and  especially  her  green 
light,  properly  and  brightly  burning.  She  collided  with  another  schooner,  the 
N.,  whose  red  light  she  saw,  and  which  was  sailing  on  the  port  tack.  The 
H.,  though  vigilant,  did  not  see  any  light  on  the  R.,  and  did  not  see  the  R. 
till  it  was  too  late  to  avoid  a  collision.  The  R.  kept  her  course :  Held,  that 
the  failure  of  the  R.  to  exhibit  any  light  which  the  N.  could  see,  relieved 
the  N.  from  her  duty  to  avoid  the  R.,  and  the  ignorance  of  the  N.  as  to 
the  course  of  the  R.  until  it  was  too  late  for  the  N.  to  do  anything  to  avoid 
a  collision  was  excusable,  and  was  produced  by  such  fault  of  the  R. ;  and  that 
the  R.  was  liable  fur  the  damage  to  the  N. 

(Before  Blatobtoed,  J.,  Eastern  District  of  New  York,  June  12th,  1884.) 
Vol.  XXII.— 14 
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This  was  a  libel  in  rem,  filed  in  the  District  Court,  to  re- 
cover damages  for  a  collision.  That  Court  dismissed  the  libel, 
with  costs,  and  the  libellants  appealed  to  this  Court. 

Owen  db  Gray,  for  the  libellants. 

Goodrich,  Deady  <&  Piatt,  for  the  claimants. 

Blatchford,  J.     In  this  case  I  find  the  following  facts : 

1.  Shortly  after  four  o'clock  on  the  morning  of  the  6tb 
of  February,  1884,  a  collision  occurred  between  the  schooner 
Nellie  Floyd  and  the  schooner  Royal  Arch,  by  which  both 
vessels  were  seriously  damaged.  The  former  was  bound  from 
Georgetown,  South  Carolina,  to  New  York ;  the  latter  from 
Wiscasset,  Maine,  to  Baltimore,  Maryland.  The  collision  took 
place  on  the  Atlantic  Ocean,  at  a  point  about  south  southeast 
from  the  Navesink  Highlands,  off  the  coast  of  New  Jersey. 

2.  At  the  time  the  night  was  dark,  and  the  weather  was 
somewhat  hazy,  but  lights  of  vessels  could  be  seen  at  a  consid- 
erable distance  off,  and,  if  of  the  character  required  by  law, 
and  capable  of  being  seen  on  a  dark  night,  with  a  clear  atmos- 
phere, at  the  distance  required  by  law,  could  be  seen,  at  the 
time  in  question,  by  proper  observers,  at  a  sufficient  distance 
off  to  enable  a  collision  to  be  avoided  by  them.  The  wind 
was  from  southwest  to  south  southwest,  blowing  a  fresh 
breeze.  Previous  to  and  at  the  time  of  the  collision  the  Nel- 
lie Floyd  had  her  regulation  side  lights  properly  set  and 
brightly  burning,  and  a  competent  and  vigilant  look-out,  prop- 
erly stationed  and  faithfully  attending  to  his  duties.  She  was 
sailing  free,  on  her  port  tack,  at  a  speed  of  about  six  or  seven 
miles  an  hour.  For  about  an  hour  before  the  collision,  she 
had  been  steering  by  compass,  north  by  west.  The  Royal 
Arch  was  sailing  close-hauled,  on  her  starboard  tack,  at  a  speed 
of  from  three  to  four  miles  an  hour. 

3.  The  Royal  Arch  was  first  discovered  by  the  NeUie 
Floyd  when  distant  about  half  a  mile,  bearing  off  the  Nellie 
Floyd's  port  bow.    Although  the  Royal  Arch  had  her  regula- 
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tion  lights  set  and  burning,  her  green  light,  on  her  starboard 
side,  which  was  the  light  which  would  have  been  visible  to 
those  on  the  Nellie  Floyd,  if  it  had  been  of  the  character 
required  by  law,  and  capable  of  being  seen  on  a  dark  night, 
with  a  clear  atmosphere,  at  the  distance  required  by  law,  and 
could  have  been  seen  at  the  time  by  those  on  board  of  the  Nel- 
lie Floyd,  if  it  had  been  of  the  character  required  by  law,  and 
capable  of  being  seen  on  a  dark  night,  with  a  clear  atmosphere, 
at  the  distance  required  by  law,  was  not  seen  by  those  on 
board  of  the  Nellie  Floyd,  although  they  were  vigilant  and 
attentive  to  their  duty  in  looking  out  for  vessels  and  lights, 
'for  the  reason  that  such  green  light  of  the  Royal  Arch  was 
not  of  the  character  required  by  law,  and  was  not  capable  of 
being  seen  on  a  dark  night,  with  a  clear  atmosphere,  at  the 
distance  required  by  law,  and  was  not  of  such  a  character  as 
to  brightness  that  it  could  have  been  seen  at  the  time,  by  those 
on. board  of  the  Nellie  Floyd,  in  season  for  them  to  avoid  a 
collision.  Those  on  the  Nellie  Floyd  were  vigilant  and  at- 
tentive to  their  duty,  but,  not  seeing  any  light  on  the  Royal 
Arch,  saw  nothing  of  her  till  they  saw  her  sails,  and  then  were 
unable  to  determine  what  course  the  Royal  Arch  was  on,  and 
she  was  reported  by  the  lookout  as  a  sail  on  the  weather  bow. 
From  the  time  she  was  first  discovered  and  reported  to  the 
time  of  the  collision,  she  was  continually  watched  from  the 
Nellie  Floyd,  the  master  of  the  latter  using  his  glasses. 

4.  As  soon  as  the  course  of  the  Royal  Arch  could  be  de- 
termined, the  helm  of  the  Nellie  Floyd  was  put  hard  up,  and 
her  mizzen  peak  was  dropped,  and,  although  she  fell  off,  still 
the  vessels  were  so  close  to  each  other  that  the  Nellie  Floyd 
could  not  avoid  the  collision. 

5.  At  no  time  after  the  Royal  Arch  was  first  discovered 
from  the  Nellie  Floyd,  were  any  side  lights,  or  any  other 
light,  upon  the  Royal  Arch,  visible  to  or  capable  of  being 
seen  by  those  on  board  of  the  Nellie  Floyd,  and  the  latter 
were,  both  prior  to  that  time,  and,  during  all  that  time,  exer- 
cising proper  vigilance,  watchfulness  and  attention  in  looking 
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for  gome  light  upon  the  Eoyal  Arch,  down  to  the  time  of  the 
collision. 

6.  The  red  light  of  the  Nellie  Floyd  was  seen  from  the 
Eoyal  Arch,  three-quarters  of  a  mile  off,  about  three  points  off 
her  starboard  bow.  Nothing  was  done  on  board  of  the  Royal 
Arch  to  avoid  a  collision  until  it  was  too  late,  although  the 
courses  of  the  vessels  were  such,  if  continued,  as  to  render  a  col- 
lision inevitable.  After  the  red  light  of  the  Nellie  Floyd  was 
discovered  from  the  Eoyal  Arch,  there  was  time  enough,  be- 
fore the  collision,  for  the  Eoyal  Arch  to  change  her  course 
and  avoid  a  collision,  by  putting  her  helm  down,  provided  the 
Nellie  Floyd  should  keep  her  course.  The  Eoyal  Arch  kept 
her  course  until  just  before  the  collision,  when  she  attempted 
to  alter  it  so  as  to  avoid  a  collision,  but  there  was  then  not  suf- 
ficient time  for  her  to  make  a  successful  change. 

On  the  foregoing  facts  1  find  the  following  conclusions  of 
law.: 

1.  The  Eoyal  Arch  was  improperly  navigated,  in  that  she 
did  not  have  her  regulation  side  lights,  and  especially  her 
green  light,  properly  and  brightly  burning,  and  for  that  rear 
son  she  was  the  sole  culpable  cause  of  the  collision.  It  was 
her  duty  to  keep  her  course,  as  she  did,  on  seeing  the  red 
light  of  the  Nellie  Floyd.  It  was  the  duty  of  the  Nellie 
Floyd  to  avoid  the  Eoyal  Arch,  but  she  was  relieved  from 
such  duty  by  the  failure  of  the  Eoyal  Arch  to  exhibit  any 
light  which  those  on  the  Nellie  Floyd  could  see  before  the 
collision,  and  their  ignorance  of  the  course  of  the  Eoyal  Arch 
until  it  was  too  late  for  the  Nellie  Floyd  to  do  anything  to 
avoid  the  collision  was  excusable  and  was  produced  by  such 
fault  of  the  Eoyal  Arch. 

2.  The  Nellie  Floyd  was,' in  every  respect,  properly  and 
carefully  navigated,  and  in  no  wise  caused,  or  tended  to  cause, 
the  collision. 

3.  The  decree  of  the  District  Court  must  be  reversed,  and 
a  decree  be  entered  for  the  libellants  for  their  damages,  with 
interest,  and  their  costs  in  the  District  Court  and  in  this  Court, 
such  damages  to  be  ascertained  by  a  reference  in  this  Court. 
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The  District  Judge,  in  his  opinion,  states,  that,  after  a 
careful  examination  of  the  testimony,  and  with  some  hesita- 
tion, he  has  arrived  at  the  conclusion,  that  the  collision  was  at- 
tributable "  to  the  omission  to  keep  a  careful  lookout  on  the 
Nellie  Floyd,  and  not  to  a  failure  on  the  part  of  the  Royal 
Arch  to  exhibit  the  lights  required  by  law."  The  testi- 
mony was  none  of  it  taken  in  Court  before  the  Judge,  but  all 
of  it  by  deposition,  out  of  Court.  In  this  Court  there  has 
been  added  to  the  proof  for  the  libellants  the  deposition  of 
the  master  of  a  vessel  which  was  sailing  on  the  same  course 
with  the  Nellie  Floyd  at  the  time,  and  just  behind  her,  and 
who,  though  using  his  opera  glass,  saw  no  light  on  the  Royal 
Arch,  when  the  latter  was  approaching  in  such  a  position  that 
her  green  light  ought  to  have  been  seen  by  him,  as  well  as 
from  the  Nellie  Floyd,  if  it  had  been  a  proper  light.  On 
the  whole  evidence,  I  must  pronounce  for  the  Nellie  Floyd. 


Ik  the  Matter  of  Gerald  Thomas  Tully,  on  Habeas 

Cokpus. 

T.,  the  sub-manager  of  a  bank  in  England,  drew  a  check  on  an  agent  of  the 
bank,  received  the  money  od  it,  and  kept  it,  and  turned  into  the  bank  a 
"  blue  slip,"  showing  a  debit  and  a  credit  in  respect  to  the  amount,  the  credit 
being  correct  bat  the  debit  fictitious.  Being  arrested  for  extradition,  under 
the  Treaty  with  Great  Britain,  on  a  charge  of  forgery,  the  Commissioner  de- 
cided that  the  "  blue  slip  "  transaction  was  forgery,  within  the  Treaty.  On 
habeas  corpus jmd  certiorari :  Held,  that,  regarding  the  "  blue  slip  "  as  amount- 
ing to  an  entry  by  T.  in  the  books  of  the  bank,  the  transaction  was  not  for- 
gery, according  to  the  rule  prevailing  in  England,  and  the  decision  of  the 
Court  of  Appeal,  in  the  case  of  In  re  Windsor,  (6  Best  <Sc  Smith,  522.) 

(Before  Brown,  J.,  Southern  District  of  New  York,  June  18th,  1884  ) 

Beown,  J.     Gerald  Thomas  Tully,  having  been  held  by  a 
United  States  Commissioner  for  extradition  to  England  on  a 
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charge  of  forgery,  the  accused  has  been  brought  before  this 
Court,  together  with  the  proceedings  upon  which  he  was  held, 
upon  writs  of  habeas  corpus  and  certiorari.  There  is  no  dis- 
pute about  the  facts.  The  only  question  presented  is,  whether 
the  offence  constitutes  the  crime  of  forgery,  under  the  Treaty 
with  Great  Britain. 

The  record  shows,  that  Tully  was  the  sub-manager  of  the 
Preston  Banking  Company,  Limited,  a  banking  company  in 
Preston,  England ;  that  the  bank  had  various  banking  agen- 
cies in  the  vicinity,  accustomed  to  have  funds  on  its  account ; 
that  it  was  the  duty  of  Tully,  as  sub-manager,  to  regulate 
the  balances  standing  to  the  bank's  credit  with  its  various 
agents,  and,  when  the  amount  deposited  with  any  particular 
agent  was  considered  too  high,  it  was  Tully's  duty  to  make 
some  withdrawal  of  funds  and  apply  them  to  other  bank  pur- 
poses ;  that  the  bank  had  been  accustomed  to  make  advances 
of  money,  on  security,  to  Messrs.  Eailton,  Sons  &  Leedham, 
of  Manchester ;  that  Tully  "  had  a  general  authority  from  the 
Preston  bank  to  draw  checks  upon  its  agents,  in  reducing  their 
balances ; "  and  -that  the  practice,  on  doing  so,  was  for  Tully  to 
fill  out  a  printed  memorandum,  termed  a  "  blue  slip,"  show- 
ing the  amount  drawn  and  from  whom,  and  how  the  proceeds 
were  disposed  of.  These  printed  blanks  were  in  the  follow- 
ing form : 

"  Preston 

Preston  Banking  Co. 
Debit 
Credit" 

When  such  slips  were  filled  out,  Tully  signed  them  with  the 
letter  P  simply,  which  stood  as  his  signature  and  authentica- 
tion of  the  transaction  stated  in  the  memorandum*.  The  blue 
slips  were  then  handed  to  the  accountant's  department,  from 
which  the  proper  entries  were  made  in  the  books  of  the  bank, 
and  the  slips  were  preserved  as  vouchers. 

The  complaint  charges,  and  the  proof  shows,  that  Tully, 
upon  three  occasions,  drew  checks  upon  the  bank's  agents,  re- 
ceived the  money  from  them,  and  rendered  to  the  bank  blue 
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dips,  crediting  the  drafts  to  the  agents,  and  directing  the  debit 
of  the  amounts  to  certain  customers  of  the  bank.  The  proof 
warrants  the  inference,  however,  that  the  money  was  appro- 
priated by  Tnlly  to  his  own  use,  and  not  invested  with  the 
persons  against  whom  it  was  charged.  Three  transactions  of 
this  kind  are  mentioned  in  the  complaint,  all  similar,  one  of 
which  is  as  follows :  On  the  23d  of  October,,1882,  Tully  drew 
a  check  upon  the  Manchester  and  Salford  Bank,  Limited,  for 
JB1,000,  payable  to  selves  or  bearer,  signed,  "  Per  pro.  The 
Preston  Bank'g  Co.,  G.  T.  Tully,  sub-manager."  The  drawee 
was  one  of  the  agents  of  the  Preston  bank.  Tully  received 
the  money  in  person,  and,  on  the  4th  of  November  following, 
rendered  to  the  accountant's  bureau  of  the  Preston  bank  the 
following  blue  slip : 

"Preston,  4,  11,  1882. 
The  Preston  Banking  Company. 
Debit  Investment  ac.  to  Railtons. 
Credit  M.  &  S.  B'k,  Man.     do. 
£1,000,  0,  0  P." 

In  October,  1883,  Tully  absconded.  On  examination  of  the 
books  and  accounts  several  leaves  of  the  Investment  Ledger 
were  found  missing,  and  the  Railtons'  account  was  missing. 
Evidence  from  the  Railtons  shows  that  no  such  moneys  were 
received  by  them. 

The  complaint  charges  forgery  in  respect  to  the  drafts,  and 
also  forgery  in  respect  to  the  blue  slips,  in  uttering  a  "  certain 
written  instrument,  purporting  to  be  an  accountable  receipt, 
acquittance  and  receipt  for  money,  dated  on  the  4th  day  of 
November,  1882,  for  the  sum  of  £1,000,  purporting  to  be  in- 
vested with  Railton,  Sons  &  Leedham." 

The  Commissioner  held,  that  the  crime  of  forgery  was  not 
made  out  in  respect  to  the  checks  or  drafts  upon  which  the 
money  was  procured  by  Tully ;  but  he  has  held  the  prisoner 
for  forgery,  on  the  ground  that  the  blue  slips  were  account- 
able receipts. 

Forgery  is  defined  by  Blackstone  as  "  the  fraudulent  mak- 
ing or  alteration  of  a  writing,  to  the  prejudice  of  another 
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man's  right."  (4  Black.  Com.,  248.)  I  have  not  fonnd  any 
more  succinct  or  accurate  definition  than  this.  Greenleaf 
adds :  "  It  may  be  committed  of  any  writing  which,  if  genu- 
ine, would  operate  as  the  foundation  of  another  man's  liability, 
or  the  evidence  of  his  right."  (3  Qreenl.  on  Ev.y  §  103.)  In 
one  of  the  latest  English  cases,  {The  Queen  v.  RiUon,  L.  R.> 
1  6V.  6%  200,)  i\  is  defined  as  including  "  every  instrument 
which  fraudulently  purports  to  be  that  which  it  is  not ; "  and, 
in  that  case,  it  was  held,  that  a  false  date  inserted  in  a  deed, 
by  the  grantor,  prior  to  the  time  of  its  execution,  for  the 
fraudulent  purpose  of  overreaching  an  intervening  incum- 
brance, was  forgery  on  the  part  of  the  grantor,  because  it  was 
a  false  deed,  purporting  to  be  what  it  was  not,  namely,  a  deed 
of  the  date  stated,  designed  to  cut  off,  by  means  of  a  false 
date,  an  existing  right. 

As  respects  the  checks,  the  evidence  shows,  that  Tully  had 
authority  to  draw  them  upon  the  bank's  agents,  in  the  precise 
form  in  which  these  were  drawn ;  and  there  is  no  proof  that 
the  circumstances  of  the  agent's  accounts  were  not  such  as 
warranted  the  drafts.  The  act  was  done  in  his  ordinary  course 
of  business ;  it  was  an  act  which  he  was  authorized  to  do ;  and 
there  was  nothing  false  or  irregular  about  the  checks  them- 
selves. His  acts  in  drawing  these  checks  were,  therefore, 
rightly  held  not  to  constitute  forgery.  Even  if  Tully  had  had 
no  authority  to  draw  these  checks,  they  would  not,  according  to 
the  English  law,  have  constituted  forgery,  as  was  held  by  the 
fifteen  judges,  in  Regina  v.  White,  (2  Car.  dk  E.,  404,)  because 
the  signature  by  him  in  his  own  name,  "  per  procuration," 
&c.,  showed  on  its  face  all  that  it  purported  to  be,  and  was 
not  a  false  making. 

As  respects  the  blue  slips,  if  I  were  at  liberty  to  consider 
the  question  presented  as  an  original  one,  in  connection  with 
the  law  of  evidence  prevailing  in  this  State,  I  should  be  in- 
clined to  hold  that  they  might  possibly  constitute  forgery  at 
common  law,  on  the  ground  that,  under  the  usage  of  the  bank 
and  the  course  of  dealing,  these  blue  slips,  as  between  Tully 
and  the  bank,  when  supplemented  by  his  own  oath,  as  correct 
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entries  made  at  the  time  of  the  transaction,  and  in  the  course 
of  his  official  duty,  might,  in  the  absence  of  his  own  recollec- 
tion, become  evidence  in  his  favor,  admissible,  under  our  rules 
of  evidence,  to  show  an  investment  by  him  of  the  moneys  he 
had  received,  as  stated  in  the  slips,  and  hence  tending  to  show 
an  acquittance  to  him  therefor,  as  against  the  bank ;  and  that 
these  dips  were  precisely  equivalent  to  entries  in  the  books  of 
the  bank  by  Tully,  and  of  the  same  effect  as  if  it  had  been 
the  practice  for  Tully  to  make  entries  in  the  books  of  the 
bank,  instead  of  rendering  the  blue  slips  to  the  accountant's 
department,  for  the  purpose  of  such  entries  by  others.  Such 
entries  in  the  books  of  the  bank,  in  the  course  of  his  daily  du- 
ties, would,  in  connection  with  his  own  oath,  I  think,  afford 
some  corroborative  evidence,  in  themselves,  as  against  the 
bank,  in  favor  of  the  person  making  them,  as  parts  of  the  res 
gestm.  (  Whartoris  Crim.  Law,  §  663 ;  1  Greenl.  Eo.,  §  118 ; 
MoGoldricJc  v.  Traphagen,  88  N.  Y.,  334;  Bank  of  Monroe 
v.  Culver,  2  Hill,  531 ;  Ch'ffee  v.  United  States,  18  WaU., 
516,  541 ;  Burke  v.  Wolfe,  38  N.  Y.  Superior,  263 ;  Conk- 
lin  v.  Stam7*r,  2  Hilt.,  422,  428 ;  Biles  v.  Conirnonwealth, 
32  Penn.  St.,  529';  1  Taylor  on  Ev.,  §§  697  to  712.)  When 
such  entries  are  made  falsely  and  fraudulently,  in  order  to 
conceal  embezzlements,  they  might  well,  I  think,  under  our 
law,  be  held  to  be  forgery  at  common  law,  as  papers  falsely 
made,  to  the  prejudice  of  the  bank,  because  capable  of  being 
made  use  of,  in  connection  with  his  own  oath,  as  evidence 
against  it;  and  the  false  manufacture  of  written  evidence 
against  another  is  clearly  forgery.  Herein,  as  it  seems  to  me, 
lies  the  distinction  between  papers  or  documents  capable  of 
such  a  use,  and  others  which  are  merely  false  statements,  and 
can  have  no  such  legal  effect  to  another's  prejudice.  A  letter 
written  by  an  agent  to  his  principal,  containing  a  false  and 
fraudulent  account  of  a  business  transaction,  is  not  forgery, 
because  it  has  not,  and  cannot  be  made  to  have,  any  legal 
force  or  validity,  in  itself,  against  any  other  person  than  the 
writer.  However  false  its  statements,  it  is  precisely  what  it 
purports  to  be,  and  nothing  else,  and  is  not  capable  of  any 
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other. use.  (State  v.  Young,  46  iT.  If.,  266.)  But,  if  the 
principal  should  insert  in  the  letter  an  alteration  injurious 
to  the  agent,  the  alteration  would  be  forgery  on  his  part,  be- 
cause false,  and  because  the  letter  would  be  prima  facie 
evidence  against  the  agent.  So  if  a  check  delivered  in  pay- 
ment of  goods  purchased,  be  drawn  fraudulently  against  a 
bank  where  the  drawer  has  no  funds,  and  has  no  reason  to 
expect  payment,  such  a  check  is  not  forgery,  since  it  binds 
nobody  but  the  drawer,  and  is  precisely  such  as  he  made  it 
and  intended  it  to  be.  But,  if  the  holder  fraudulently  in- 
crease the  amount  payable  after  the  check  has  been  signed, 
that  is  forgery  on  his  part,  because  the  check  is  evidence,  and 
apparent  authority  for  drawing  an  amount  of  money  which 
the  maker  never  authorized.  In  all  these  cases,  the  distinc- 
tion seems  to  me  to  turn  upon  the  question,  whether  the  in- 
strument has,  or  can  be  made  to  have,  any  legal  force  or  effect, 
in  itself  considered,  against  any  other  person  than  him  who 
makes  the  false  statement  or  alteration.  If  it  has,  and  is  de- 
signed and  calculated  to  deceive,  it  is  forgery  ;  otherwise,  not. 
This  distinction,  I  think,  is  well  shown  in  the  case  of  Regina 
v.  White,  (2  Car.  &  K.,  404,)  above  referred  to.  There  the 
accused  was  held,  at  nisi  prfois,  guilty  of  forgery,  for  indors- 
ing a  check,  "  Per  procuration,  Thomas  Tomlinson,"  adding 
his  own  name,  upon  which  he  drew  the  amount  of  the  check, 
stating,  at  the  time,  that  he  was  authorized  to  sign  in  that 
manner.  He  had,  in  fact,  no  authority  to  sign  in  that  manner. 
On  appeal  before  the  fifteen  judges,  the  verdict  was  set  aside, 
as  erroneous,  on  the  ground,  as  I  understand,  that  there  was 
nothing  in  the  signature  that  purported  to  be  anything  dif- 
ferent from  what  it  was,  and,  though  the  endorsement  "  Per 
pro."  &c,  was  false,  that  signature  was  no  evidence  whatever 
against  Tomlinson  of  any  authority  from  him,  and  could  not 
be  made  such,  but  was  merely  a  naked  false  statement  in 
writing.  Entries  in  pass-books,  on  the  other  hand,  purport 
to  bind  the  parties,  and  are  evidence  of  accountability  for 
the  amounts  entered,  and,  hence,  a  subject  of  forgery.  (Reg. 
v.  Moody,  9  Cox's  C.  C,  166, 168.) 
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In  this  case,  if  the  blue  slip  was  nothing  more  than  a  mere 
direction  to  the  accountants  to  credit  the  agent  and  charge  the 
Railtons,  although  it  contained,  by  implication,  a  representa- 
tion of  the  investment  of  the  amount  named  with  the  Rail- 
tons,  that  would  not  have  constituted  forgery,  but  merely  a 
false  representation  in  writing.  It  could  only  become  forgery 
by  virtue  of  some  quality,  as  evidence,  which  it  might  possi- 
bly acquire  in  Tully's  favor,  under  the  usage  and  practice  of 
the  bank,  and  the  law  of  the  place,  tending  to  acquit  him  for 
the  money  which  he  had  drawn  from  the  agent. 

For  the  purposes  of  this  hearing,  however,  on  a  claim  of 
extradition  by  the  British  Government,  I  am  precluded  from 
passing  upon  this  as  an  original  question,  in  connection  with 
the  rules  of  evidence  prevailing  here,  because  this  transaction 
was  in  England,  where  a  different  rule  of  evidence  seems  to 
prevail,  (3  Black.  Com.,  368 ;  Marriage  v.  Lawrence^  ZB.dk 
Aid.,  142 ;)  and  also  because,  in  a  case  identical  with  the  pres- 
ent, as  it  seems  to  me,  in  all  essential  particulars,  the  Court  of 
Appeal,  in  England,  has  held  this  offence  not  ta  be  forgery. 
I  refer  to  the  case  of  In  re  Windsor,  (6  Best  <&  Smith,  522,) 
who,  in  1835,  was  arrested  in  London  on  the  charge  of  forgery 
upon  the  Mercantile  Bank  of  this  city,  in  making  false  and 
fraudulent  entries  in  the  books  of  the  bank.  Windsor,  the 
paying  teller  of  the  bank,  had  embezzled  upward  of  $200,000, 
and  concealed  his  crimes  by  entering  upon  the  bank's  books 
some  $200,000  as  coin  and  cash  in  vault,  wliich  was  not  there. 
By  these  fictitious  entries,  carried  along  for  a  period  of  two 
years,  he  concealed  his  embezzlements.  In  the  argument  be- 
fore the  Court  of  Appeal,  on  habeas  corpiis,  counsel  called 
the  attention  of  the  Court  to  the  claim  that  such  an  entry  "  is 
virtually  a  statement  by  the  bank,  and  would  be  evidence 
against  them."  The  point  was  overruled,  although  the  rules 
of  evidence  prevailing  here  were  not  considered.  Opinions 
were  delivered  by  Cockburn,  Ch.  J.,  and  Blackburn,  J.,  with 
Shee,  J.,  concurring.  Cockburn,  Ch.  J.,  says :  "  No  doubt 
this  wis  a  false  entry  and  made  for  fraudulent  purposes. 
But  it  is  clear  that  the  offence  did  not  amount  to  forgery. 
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We  must  take  the  term  "  forgery  "  in  the  Extradition  Act  to 
mean  that  which  by  universal  acceptation  it  is  understood  to 
mean,  namely,  the  making  or  altering  a  writing  so  as  to  make 
the  writing  or  alteration  purport  to  be  the  act  of  some  other 
person,  which  it  is  not."  Blackburn,  J.,  says :  "  Forgery  is 
the  falsely  making  or  altering  a  document  to  the  prejudice  of 
another,  by  making  it  appear  as  the  document  of  that  person. 
Telling  a  lie  does  not  become  forgery  because  it  is  reduced 
to  writing."  The  statute  of  the  State  of  New  York  making 
the  offence  forgery  in  the  third  degree  was  held,  and,  no 
doubt,  rightly,  not  to  extend  the  force  of  the  Treaty  to  of- 
fences not  embraced  within  the  definition  of  forgery  at  the 
time  when  the  Treaty  was  executed.  The  prisoner  was,  ac- 
cordingly, discharged.  There  has  been  no  change  in  the  laws 
or  statutes  of  either  country,  in  this  respect,  so  far  as  I  know, 
since  this  decision. 

Tt  is  immaterial  what  my  own  judgment  might  be, 
whether,  as  an  original  question,  the  case  of  Windsor  or  that  of 
Tully  constitutes  forgery  at  common  law,  so  long  as  the  point 
has  been  adjudicated  to  the  contrary  in  England,  in  whose 
behalf  the  extradition  is  here  sought.  The  blue  slips,  in  this 
case,  cannot,  by  possibility,  have  any  greater  effect  than 
Tully's  own  entries  in  the  books  of  the  bank  accord- 
ing to  the  usages  of  the  bank  would  have  had.  It  is 
only  as  some  possible  evidence  in  Tully's  favor  that  such 
entries,  or  •  these  blue  slips,  as  the  equivalent  of  such 
entries,  could  be  anything  more  or  different  than  they  pur- 
port to  be.  The  attention  of  the  English  Court  of  Appeal 
being  called  to  this  point,  they  overruled  it,  as  insufficient. 
This  adjudication  must  be  deemed  to  be  the  settled  law  of 
England,  until  in  some  way  modified  or  reversed,  and  I  have 
not  found  any  contrary  or  inconsistent  adjudication.  While 
the  definitions  of  forgery  there  given  are,  in  some  respects, 
I  think,  too  limited,  the  case  of  Windsor,  as  an  authority, 
determines  the  English  law,  as  regards  forgery,  in  this  par- 
ticular. By  that  adjudication,  Tully  could  not  be  convicted, 
or  lawfully  charged  with  the  offence,  of  forgery,  in  respect 
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to  the  transactions  here  complained  of;  and  it  would,  evi- 
dently, be  improper  to  order  his  extradition  upon  a  charge 
which  the  law  of  that  country  declares  cannot  be  maintained, 
as  constituting  forgery,  under  the  Treaty. 

The  prisoner  should,  therefore,  be  discharged. 

C.  S.  Luscomb,  forTully. 

F.  F.  Marhury,  for  the  British  Government. 

A.  P.  Whitehead,  for  the  Preston   Banking  Company, 
Limited. 


The  Davis   Improved  Weought  Iron  Wagon  Wheel 
Company 

vs. 

The  Davis  Wrought  Iron  Wagon  Company.    In  Equity. 

The  legal  title  to  a  patent  will  prevail  over  the  equitable  title,  unless  the  former 
was  acquired  with  notice  of  the  latter. 

Notice  to  individual  stockholders  in  a  corporation  is  not  notice  to  the  cor- 
poration, and  their  knowledge  of  facts  is  not  notice  of  such  facts  to  the 
corporation. 

The  fact  that  a  person  is  a  director  of  a  corporation  when  it  acquires  a 
title  will  not  charge  it  with  the  knowledge  which  such  person  has  of  any 
infirmity  in  its  title,  if  such  title  is  acquired  from  such  person. 

(Before  Wallack,' J.,  Northern  District  of  New  York,  June  20th,  1884.) 

Wallace,  J.  The  defendant  relies  upon  its  equitable  title 
to  the  patents  in  suit,  to  defeat  the  complainant's  bill.  The 
complainant  has  the  legal  title  to  the  patents,  having  taken 
not  only  an  assignment  of  the  inventions  from  the  Messrs. 
Davis,  who  were  the  inventors,  but  also  the  statutory  title,  the 
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letters  patent  being  issued  to  the  complainant.  The  defend- 
ant claims  to  have  succeeded  to  the  rights  of  the  Davis  Iron 
Wheel  Company,  under  an  agreement  made  by  that  company 
with  the  Davises,  by  the  terms  of  which  the  Davises  cove- 
nanted to  apply  in  the  name  of  that  corporation,  its  assigns  or 
successors,  for  all  patents  for  any  improvements  they  might 
invent  in  iron  wagons,  or  any  wheeled  vehicle,  or  any  parts 
thereof,  and  to  transfer  any  such  patents  which  they  might 
procure  to  the  company,  its  successors  or  assigns.  The  patents 
in  suit  are  for  inventions  made  by  the  Davises  after  this  agree- 
ment was  executed. 

As  the  complainant  has  acquired  the  legal  title  to  the 
patents,  its  title  must  prevail  over  the  equitable  title  of  the 
defendant,  unless  the  complainant's  rights  were  acquired  with 
notice  of  the  equities  of  the  defendant.  Actual  notice  of 
these  equities  is  not  shown,  but  the  defendant  contends  that 
the  complainant  is  chargeable  with  constructive  notice.  The 
complainant  was  incorporated  after  the  execution  of  the  agree- 
ment between  the  Davises  and  the  Davis  Iron  Wheel  Com- 
pany, and  the  Davises  were  two  of  the  five  incorporators. 
They  were  also  two  of  its  live  directors  when  they  assigned  to 
it  the  inventions  patented  and  when  the  letters  patent  were 
issued  to  it.  • 

The  circumstance  that  the  Davises  were  promoters  or  as- 
sociates with  others  in  forming  the  corporation  is  not  material. 
A  corporation  can  have  no  agents  until  it  is  brought  into  exis- 
tence, and  after  that  it  acts  and  becomes  obligated  only 
.  through  the  instrumentality  of  its  authorized  representatives. 
Stockholders  cannot  bind  it  except  by  their  action  at  corpo- 
rate meetings ;  and  it  is  undoubted  law,  that  notice  to  indi- 
vidual stockholders  is  not  notice  to  the  corporation,  and  their 
knowledge  of  facts  is  not  notice  of  them  to  the  corporation. 
(In  re  Carevfs  Estate  Act,  31  Beavan,  39  ;  Fairfield  County 
Turnpike  Co.  v.  Thorp,  13  Conn.,  182 ;  The  Admiral,  8  Law 
Rep.,  N.  S.,  91.)  Instances  may  occur  where  associates  com- 
bine together  to  create  a  paper  corporation,  as  a  form  or  shield 
to  cover  a  partnership  or  joint  venture,  and  where  the  stock- 
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holders  are  partners  in  intention.  The  liberal  facilities  offered 
by  the  statutes  of  many  of  our  States  for  organizing  such  cor- 
porations are,  undoubtedly,  often  utilized  by  those  whose  only 
object  is  to  escape  liability  as  partners,  by  calling  themselves 
stockholders  or  directors.  Where  such  a  concern  is  formed, 
a  Court  of  equity  might  treat  the  associates  as  partners  in  fact, 
disregard  the  fiction  of  a  corporate  relation  between  them,  and , 
subject  the  title  of  the  property  transferred  to  it  by  the  pro- 
moters to  any  equities  which  might  have  existed  as  against 
them.  If.  it  had  been  shown  here  that  the  Davises  formed 
the  corporation  for  the  purpose  of  transferring  to  it  the  inven- 
tions and  patents  which  they  were  in  equity  obligated  to  trans- 
fer to  another  corporation,  and  that  they  contributed  the  capital 
and  were  the  only  persons  having  a  substantial  interest  in  the 
corporation,  it  might  be  successfully  urged  that  the  corporation 
would  stand  in  no  better  position  than  they.  Nothing  of 
this,  however,  is  in  the  proofs,  and,  in  the  absence  of 
evidence,  the  Court  cannot  assume  that  those  persons  who 
have  been  associated  with  the  Davises  as  corporators  and 
stockholders  have  not  the  ordinary  rights  and  interests  of 
stockholders. 

The  question  remains,  whether  the  complainant  is  charged 
with  constructive  notice  of  the  defendant's  rights  because  the 
Davises  were  directors  of  the  complainant  at  the  time  it  ac- 
quired its  interest  in  the  inventions,  and  when  the  letters  pat- 
ent were  issued  to  it.  The  authorities  do  not  agree,  whether 
a  corporation  is  to  be  held  cognizant  of  facts  which  have 
come  to  the  knowledge  of  an  officer  or  director  unofficially ; 
but,  the  better  opinion  would  seem  to  be,  that,  if  the  officer 
or  director  is  an  active  agent  of  the  corporation  in  the  trans- 
action affected  by  his  knowledge,  it  is  not  material  how  or 
when  he  acquired  his  information.  There  is  no  evidence 
here  to  show  what  took  place  between  the  Davises  and  the 
other  directors  or  officers  of  tho  complainant  in  regard  to  the 
purchase  of  the  inventions,  or  whether  the  Davises  took  any 
official  part  in  the  transactions  which  resulted  in  the  issuing 
of  the  letters  patent  to  the  complainant.     The  defendant  re- 
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lies  on  the  mere  fact  that  they  were  directors  when  the  cor- 
poration derived  its  title,  and  insists  that  this  circumstance 
alone  is  notice  to  the  corporation  of  the  infirmity  of  the  title 
it  obtained.    This  is  not  enough.     It  cannot  be  assumed  that 
they  participated  as  directors  when  they  were  representing 
their  own  interests  as  parties  contracting  with  t^ie  corpora- 
tion ;  and  it  would  be  most  unreasonable  to  charge  the  corpo- 
ration with  notice  of  facts  within  their  knowledge,  but  which 
it  was  not  for  their  interest  to  communicate  to  the  officers 
or  to  their  co-directors.     They  were  selling  to  the  complain- 
ant what  they  had  already  sold  to  another,  and,  if  they  had 
communicated  the  facts,  the   corporation  would  have  pur- 
chased only  a  worthless  title.    If  they  had  imparted  their 
knowledge  to  the  other  directors  or  officers,  they  *rould  have 
defeated  the  object  in  view.    The  general  rule  which  charges 
a  principal  with  the  knowledge  of  his  agent  is  founded  on 
the  presumption  that  the  agent  will  communicate  what  it  is 
his  principal's  interest  to  know  and  the  agent's  duty  to  im- 
part.    In  the  language  of  Mr.  Justice  Bradley,  the  rule  "  is 
based  on  the  principle  of  law,  that  it  is  the  agent's  duty  to 
communicate  to  his  principal  the  knowledge  which  he  has  re- 
specting the  subject-matter  of  negotiation,  and  the  presump- 
tion that  he  will  perform  that  duty."     (  The  Distilled  Spirits, 
11  Wall.,  367.)    The  rule  has  no  application  when  an  agent 
divests  himself  of  his  fiduciary  character  and  becomes  a  con- 
tracting party  with  his  principal,  because  there  is  no  reason 
to  presume  that  he  will  impart  information  which  it  is  for  his 
interest  to  suppress.     "When  a  man  is  about  to  commit  a 
fraud  it  is  to  be  presumed  that   he  will  not  disclose   that 
circumstance  to  his  colleagues."    {Kennedy  v.  Gh*een,  3  Myl. 
&  K.,  699.)     Accordingly,  it  has  been  repeatedly  adjudged, 
that  a  corporation  will  not  be  charged  by  the  knowledge  of  a 
director  in  a  transaction  in  which  the  director  is  acting  for 
himself,  because  he  represents  his  own  interests  and  not  those 
of  the  corporation.     {Commercial  Bank  v.  Cunningham,  24 
Pick.,  270,  276 ;   Houmtonic  <fe  Lee  Banks  v.  Martin,  1 
Met.,  308 ;  Winchester  v.  Bait.  &  Sus.  B.  B.  Co.,  4  Md., 
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;  Seneca  Co.  Bank  v.  Neaee,  5  Denio,  337 ;  La  Forge 
Fire  Ins.  Co.  v.  Bell,  22  Barb.,  54 ;  Terrell  v.  Branch  Bank 
of  Mobile,12  Ala.,  502.) 

As  the  defendant  has  failed  to  show  that  the  complain- 
ant's title  is  affected  by  notice  of  the  facts  upon  which  the 
defendant's  equities  rest,  the  complainant  is  entitled  to  a  de- 
cree. 

Duell  db  Hey,  for  the  plaintiff. 

John  A.  Reynolds,  for  the  defendant. 


Catherine  L.  Edwards 

vs. 

The  Travellers'  Life  Insurance  Company. 

Clear  evidence  that  a  person  died  from  poison  is  not  famished  by  the  fact  that, 
after  death,  prussic  acid  was  foaad  in  his  stomach,  without  evidence  that 
there  was  enough  to  produce  death. 

If  he  died  from  poison,  it  must  be  shown  that  he  took  it  knowingly,  in  order  to 
make  out  a  case  of  suicide. 

A  mistake  in  ruling  as  to  the  order  of  proof  is  cared  if  the  lacking  proof  is  af- 
terwards given. 

A  new  trial  will  not  be  granted  because  one  party  offered  in  evidence  a  paper 
which  the  other  party  should  have  offered. 

Requirements  in  a  policy  of  life  insurance  as  to  giving  notice  of  death  may 
be  waived  by  the  insurer,  and  are  waived  when  the  agent  of  the  insurer 
misleads  the  assured. 

(Before  Cozs,  J.,  Northern  District  of  New  York,  June  27th,  1884.) 

Coxe,  J.    This  action  is  upon  a  policy  of  life  insurance. 
At  the  January  Circuit,  the  plaintiff  had  a  verdict.    The  de- 
fendant now  moves  for  a  new  trial. 
Vol.  XXH.— 15 
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On  the  trial,  the  principal  contention  had  reference  to  the 
defence  of  suicide.  The  defendant  succeeded  in  proving  that 
the  insured  died  in  circumstances  peculiar  and  suspicious  in 
many  of  their  aspects.  The  precise  cause  of  death  was  left  to 
conjecture.  Stated  as  strongly  for  the  defendant  as  the 
evidence  warrants,  the  facts  were,  perhaps,  sufficient,  had 
the  jury  adopted  the  defendant's  theory,  to  justify  them  in 
the  presumption  that  the  insured  took  his  own  life.  They 
did  not  so  find,  and  their  verdict  must  be  regarded  as  con- 
clusive upon  this  issue. 

It  is  insisted  that  the  Court  should  have  charged,  as  re- 
quested, that  the  evidence  was  clear  and  positive  that  the  in- 
sured committed  suicide.  I  cannot  adopt  this  view.  The 
evidence  was  not  clear  and  positive.  The  insured  might  have 
died  from  the  effects  of  poison,  and  he  might  have  died  from 
apoplexy  produced  by  excessive  heat.  The  defendant  proved, 
that,  ninety-six  hours  after  death,  prussic  acid  was  found  in 
his  stomach.  Whether  there  was  enough  to  produce  death 
could  only  be  presumed.     No  quantitative  test  was  made. 

Assuming,  however,  that  he  died  from  prussic  acid  poison- 
ing, there  was  no  evidence  as  to  how  it  was  taken,  or  that  it 
was  taken  knowingly.  But,  it  is  argued,  that,  whether  taken 
ignorantly  or  designedly  is  wholly  immaterial,  and  that  the 
Court  fell  into  error  in  charging  the  jury  that,  in  order  to 
reach  a  verdict  for  the  defendant,  they  must  find  not  only 
that  there  was  poison  sufficient  to  cause  death,  but  also  that 
the  insured  took  it  knowingly  and  not  by  mistake.  No  au- 
thority is  produced  sustaining  this  position,  which  6eems 
wholly  at  variance  with  justice  and  common  sense.  Test  it  by 
an  illustration.  A  sportsman  is  shot  to  death  by  the  acciden- 
tal discharge  of  his  own  fowling-piece ;  a  woodman  is  killed 
by  the  premature  fall  of  a  tree  which  he  himself  lias  felled ; 
an  infectious  cut  from  his  own  scalpel  causes  the  death  of  an 
anatomist.  Strictly  speaking,  each  dies  by  his  own  hand ;  but, 
can  it  be  seriously  maintained,  that  a  life-policy,  providing 
that  it  shall  be  void  if  the  insured  "shall  die  by  suicide, 
whether  the  act  be  voluntary  or  involuntary,"   would  be 
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avoided  in  such  circumstances  ?  No  Court  has  yet  enunciated 
a  doctrine  so  untenable,  and  it  is  believed  none  ever  will. 
Life  insurance  is  intended  to  cover  just  such  risks.  Its  chief 
benefits  are  found  in  cases  of  sudden  death.  But,  the  precise 
question  was  determined  by  the  Court  of  Appeals,  in  Pen/old 
v.  Universal  Life  Ins.  Co.,  (85  N.  F.,  317.) 

The  plaintiff  offered  in  evidence  a  receipt  for  the  first  an- 
nual premium,. but,  relying  on  certain  admissions  of  the  an- 
swer, did  not  produce  the  policy  of  insurance.  The  defendant 
objected  to*  the  receipt,  unless  read  in  connection  with  the 
policy,  and  the  refusal  of  the  Court  to  so  rule  is  alleged  as 
orror.  The  answer  is  two  fold — first,  it  was  not  incumbent 
on  the  plaintiff,  under  the  pleadings,  to  produce  the  policy  ; 
and,  second,  the  question  at  best  relates  only  to  the  order  of 
proof.  As  the  policy  was  subsequently  offered  and  the  jury 
properly  instructed  as  to  the  burden  of  proof,  the  mistake  was 
cured,  assuming  that  there  was  a  mistake. 

A  new  trial  will  hardly  be  granted  because  the  defendant 
offered  in  evidence  a  paper  which  the  plaintiff  should  have 
offered. 

It  is  also  argued  that  there  was  a  fraudulent  concealment 
of  certain  facts  by  the  plaintiff,  and  that  the  Court  should 
have  so  declared.  Regarding  this  proposition  it  is  sufficient 
to  say,  that  all  the  evidence  there  was  upon  this  subject — and 
there  was  but  little — was  submitted  to  the  jury,  with  instruc- 
tions as  favorable  to  the  defendant  as  it  could  fairly  ask. 

The  other  defences  are  of  a  formal  and  technical  character, 
and  relate  to  the  alleged  failure  of  the  plaintiff  to  give  immedi- 
ate notice  in  writing  of  the  death  of  the  insured,  and  to  furnish 
proofs  of  death  in  accordance  with  the  strict  letter  of  the  con- 
tract. No  attempt  will  be  made  to  conceal  the  fact  that  such 
defences  do  not  commend  themselves  to  the  Court.  They  in 
no  way  involve  the  merits,  and  it  is  not  easy  to  see  how  the 
omissions  referred  to  injured  the  defendant  or  impaired  any 
of  its  rights.  True,  the  parties  entered  understanding^  into 
the  agreement,  and,  if  the  Court  is  clearly  satisfied  that  it  has 
been  violated,  even  in  an  apparently  unimportant  particular, 
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it  should  bo  say.  Bat,  where  a  life  insurance  company  seeks 
to  avoid  the  sacred  obligation  which  it  has  assumed,  beoause, 
for  instance,  a  fact  is  communicated  to  it  orally  instead  of  in^ 
writing,  the  Court  should  be  very  sure  of  the  rectitude  of 
such  a  defence,  before  permitting  it  to  succeed.  These  poli- 
cies are  prepared  with  great  care,  by  those  in  the  company's* 
employ,  they  are  surrounded  by  agreements  and  warranties 
innumerable — a  labyrinth  of  conditions,  where  one  heedless 
or  uninformed  may  easily  go  astray.  To  construe  these  con- 
tracts narrowly  and  illiberally  is  not  the  policy  of  the  Courts. 
A  strict  construction  would  often  work  injustice  to  both  par- 
ties alike — to  the  insured,  by  permitting  non-essentials  to  de- 
feat an  equitable  claim  ;  to  the  insurer,  by  shaking  .the  confi- 
dence of  the  people  in  the  system  of  life  insurance. 

The  condition  here  alleged  to  have  been  violated  is  in  these 
words :  "  That,  in  the  event  of  the  death  of  the  person  in- 
sured, then  the  party  assured,  or  his  or  her  legal  representa- 
tives, shall  give  immediate  notice,  in  writing,  to  the  company, 
at  Hartford,  Conn:,  stating  the  time,  place  and  cause  of  death, 
and  shall,  within  seven  months  thereafter,  by  direct  and  reli- 
able evidence,  furnish  the  company  with  proofs  of  the  same, 
giving  full  particulars,  without  fraud  or  concealment  of  any 
kind."  The  facts  were  as  follows :  The  insured  died  June 
19th,  1882.  A  day  or  two  afterwards,  E.  M.  Phillips,  who  is 
described,  in  the  receipt  referred  to,  as  "  agent  of  this  company 
at  Southbridge,  Mass.,"  met  one  of  the  family  of  the  deceased 
on  the  street,  and  informed  him  that  he  was  going  to  Hart- 
ford, and  would  give  the  company  the  requisite  notice  and 
procure  the  necessary  blanks  for  the  proofs  of  death.  He  did 
go  to  Hartford,  on  or  about  the  21st  of  June,  saw  the  secre- 
tary of  the  company,  gave  him  notice  of  the  death,  stating  all 
the  particulars  which  he  then  knew,  and  obtained  the  blank 
proofs.  On  his  return,  he  handed  the  blanks  to  one  of  the 
plaintiff's  representatives,  saying,  at  the  time,  "  When  you  get 
them  completed,  I  want  you  to  return  them  to  me."  They 
were  filled  out  and  delivered  to  him  July  3d,  1882.  He  re- 
tained them  for  several  months,  and  then  returned  them  to  a 
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"brother  of  the  plaintiff,  saying  that  they  were  incomplete,  and 
demanded  additional  information.  On  the  39th  of  January, 
k1883,  they  were  again  delivered  to  Phillips,  and  by  him  sent 
to  the  company,  on  or  about  the  7th  of  February.  The  com- 
pany, in  acknowleding  their  receipt,  made  no  objection  that 
they  were  received  too  late,  and  retained  them  in  its  posses- 
sion. They  were  produced  on  the  trial,  by  the  defendant's 
•counsel. 

It  must  be  held,  that,  if  the  plaintiff  has  not  followed  the 
•contract  lit&r&Uy,  in  these  particulars,  it  was  because  she  was 
misled  by  the  course  of  the  defendant,  and  that  the  de- 
fendant is  not  now  in  a  position  to  take  advantage  of  the 
plaintiffs  omissions,  having  waived  a  strict  performance  of 
the  contract 

I  have  examined  the  other  exceptions  argued,  but  do  not 
think  any  of  them  well  taken. 

The  motion  for  a  new  trial  is  denied. 


William  F.  Cogswdl,  for  the  plaintiff. 
Henry  M.  Field>  for  the  defendant. 


Hibam  H.  Thayeb 

vs. 

William  H.  Hart,  Jr.,  and  others.    In  Equity. 

Where  the  plaintiff's  patent  antedates  the  defeudantfs,  the  defendant  must 
prove,  beyond  a  reasonable  doubt,  that  his  was  the  prior  invention. 
When  that  in  done,  the  plaintiff  must  show,  by  proof  as  convincing,  that 
his  invention  preceded  the  defendant's.  The  evidenoe  most  be  clear,  posi- 
tive and  unequivocal,  leaving  nothing  to  speculation  or  conjecture. 

(Before  Cote,  J.,  Southern  District  of  New  York,  June  28th,  1884.) 
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Coxe,  J.  The  complainant  is  the  owner  of  letters  patent 
No.  202,673,  dated  April  23d,  1878,  for  an  "  improvement  in 
neck-tie  shields."  The  application  was  filed  December  20th, 
1877.  The  defendants  are  the  owners  of  letters  patent  No. 
220,610,  dated  October  14th,  1879,  for  a  similar  invention. 
Their  application  was  filed  August  28th,  1879.  Both  patent* 
are  designed  to  secure  a  pin  formed  with  a  shoulder,  and  so 
constructed  that  it  may  be  conveniently  and  firmly  attached 
to  a  neck-tie  shield  without  using  any  device  for  the  purpose 
of  fastening  except  the  pin  itself.  The  only  difference,  so  far 
as  the  pin  in  question  is  concerned,  irrespective  of  the  method 
of  attaching  it,  is,  that  in  complainant's  device  the  upper  end 
of  the  pin  is  turned  away  from  the  point,  and  in  defendants' 
it  is  turned  towards  the  point.  The  principal  controversy  re- 
lates, therefore,  to  the  question  of  prior  invention.  The  com- 
plainant's patent  antedating  the  defendants',  it  was  incumbent 
upon  them  to  prove,  beyond  a  reasonable  doubt,  that  theirs 
was  the  prior  invention.  This  they  have  done  by  proof  so 
positive  that  the  complainant's  counsel  conceded,  on  the  argu- 
ment, that  the  date  of  their  invention  was  January  15th,  1877,, 
eleven  months  prior  to  the  filing  of  the  complainant's  applica- 
tion. This  date  being  fixed,  the  burden  was  transferred  to  the 
complainant,  to  satisfy  the  Court,  by  proof  as  convincing  as- 
that  required  of  the  defendants,  that  his  invention  preceded 
theirs.  The  rule  in  such  cases  is  very  strict.  It  is  so  easy  to 
fabricate  or  color  evidence  of  prior  invention,  and  so  difficult 
to  contradict  it,  that  proof  has  been  required  which  does  not 
admit  of  reasonable  doubt.  Where  interests  so  vital  are  at 
stake,  where  intervening  years  have  made  perfect  accuracy 
well  nigh  impossible,  where  an  event,  not  deemed  important 
at  the  time,  has  been  crowded  from  the  memory  and  obscured 
by  the  ever  varying  incidents  of  an  active  life,  it  is  not  diffi- 
cult to  imagine  that  even  an  honest  man  may  be  led  errone- 
ously to  persuade  himself  that  the  fact  accords  with  his  in* 
clination  concerning  it.  The  evidence  of  prior  invention  is 
usually  entirely  within  the  control  of  the  party  asserting  it^ 
and,  so  wide  is  the  opportunity  for  deception,  artifice,  or 
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mistake,  that  the  authorities  are  almost  unanimous  in  hold- 
ing that  it  must  be  established  by  proof  clear,  positive  and 
unequivocal.  Nothing  must  be  left  to  speculation  or  conjec- 
ture. 

In  Coffin  v.  Ogden,  (18  Wallace,  120,)  Mr.  Justice  Swayne 
says:  "The  invention  or  discovery  relied  upon  as  a  de- 
fence must  have  been  complete,  and  capable  of  produc- 
ing the  result  sought  to  be  accomplished;  and  this  must 
be  shown  by  the  defendant.  The  burden  of  proof  rests  up- 
on him,  and  every  reasonable  doubt  should  be  resolved  against 
him." 

In  Webster  Loom  Company  v.  Higgina,  (15  Blatchf.  C.  C. 
£.,  456,)  the  Court  says  :  "  The  burden  of  proof  rests  upon 
the  defendants,  to  show,  beyond  any  fair  doubt,  the  prior 
knowledge  and  use  set  up ;  but,  where  they  have  sustained 
that  burden  by  showing  such  knowledge  and  use  prior  to  the 
patent,  the  burden  of  showing  the  still  prior  invention 
claimed,  by  at  least  a  fair  balance  of  proof,  must  rest  upon 
the  plaintiff." 

In  Wood  v.  Cleveland  Rolling  MiU  Co.,  (4  Fisher,  550,) 
the  Court,  referring  to  the  witnesses  called  to  establish  prior 
invention,  says,  at  page  560  :  "  Their  imagination  is  wrought 
upon  by  the  influences  to  which  their  minds  are  subjected, 
and  beguiles  their  memory.  When  the  defence  is  made,  it  is 
the  duty  of  Courts  and  juries  to  give  it  effect.  But,  such  tes- 
timony should  be  weighed  with  care,  and  the  defence  allowed 
to  prevail  only  where  the  evidence  is  such  as  to  leave  no  room 
for  a  reasonable  doubt  upon  the  subject." 

In  Howe  v.  Underwood,  (1  Id.,  160,)  Judge  Sprague,  at 
page  175,  says :  "  How  invariable  is  it,  that,  after  a  great  in- 
vention has  been  brought  before  the  world,  has  become  known 
to  the  public,  and  been  put  in  form  to  be  useful,  people  start 
up  in  various  places  and  declare  that  they  invented  the  same 
thing  long  before."  "  After  having  seen  what  has  been  done, 
the  mind  is  very  apt  to  blend  the  subsequent  information  with 
prior  recollections,  and  confuse  them  together.  Prophecy 
after  the  event  is  easy  prophecy." 
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Within  the  rale  thus  established,  the  question  to  be  an- 
swered here  is :  Has  the  complainant  satisfied  the  Court,  be- 
yond a  reasonable  doubt,  that  he  conceived  his  invention  prior 
to  January  1 5th,  1877  ?  After  making  every  allowance  for  the 
inexperience  of  some  of  the  complainant's  witnesses,  several  of 
them  being  young  women  called  for  the  first  time  to  the  wit- 
ness stand,  it  must  be  said,  that  his  evidence  is  involved  in  such 
contradiction,  uncertainty  and  confusion,  that  he  has  failed  to 
bring  himself  within  the  rule  above  adverted  to.  The  com- 
plainant fixes  the  middle  of  October,  1876,  as  the  time  of  his 
invention.  The  circumstances  which,  among  others,  lead  him 
to  do  so  are  as  follows :  During  his  absence  at  the  Centennial 
Exhibition,  in  October,  on  which  occasion  his  wife  and  child 
accompanied  him,  the  firm  of  Hubbs  &  Klein  left  an  order 
with  his  forewoman  for  five  gross  of  "  Chancellor  shields," 
with  pins  attached.  On  his  return,  in  order  to  avoid  the  ex- 
pense of  purchasing  the  pins  then  in  the  market,  he  com- 
menced experimenting  with  a  common  pin,  and,  in  connection 
with  Albert  M.  Smith,  succeeded  in  making  the  patented  in- 
vention. A  shield  and  pin  precisely  like  thp  defendants' 
device,  alleged  to  have  been  made  shortly  after  this  time,  was 
produced  in  evidence.  In  the  latter  part  of  the  same  month, 
or  early  in  November,  another  order  for  similar  shields  and 
pins  was  filled  for  the  same  firm,  and  also  one  for  Anson  Pit- 
cher, of  Boston.  The  pliers  and  other  tools  used  in  bending 
and  fastening  the  pins,  and  a  memorandum  book  of  one  of 
the  work- women,  in  which  appears  an  entry  in  the  complain- 
ant's hand-writing,  under  date  of  October  28th,  1 876,  alleged 
to  refer  to  the  "  Chancellor  shields  "  in  question,  were  also  ex- 
hibited to  the  Court. 

The  witnesses  are  further  enabled  to  locate  the  date  of  the 
invention  by  the  circumstances,  first,  that  it  occurred  a  short 
time  prior  to  the  complainant's  removal  of  his  place  of  busi- 
ness from  Walker  street  to  Centre,  street,  and  very  soon  after 
some  fans,  known  as  "  Centennial  fans,"  were  finished.  Though 
these  are  the  salient  features,  there  are  several  other  circum- 
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stances  which  tend  to  corroborate  the  complainant  in  fixing 
upon  October,  1876,  as  the  time  when  the  idea  of  the  pat- 
ented pin  first  entered  his  mind.  But,  the  defendants  have 
succeeded  in  contradicting  or  casting  suspicion  upon  each  one 
of  the  principal  transactions  which  the  complainant  has 
grouped  around  his  invention,  as  forming  the  data  by  which 
he  locates  the  time.  It  is  shown,  for  instance,  that  he  visited 
the  exhibition  at  Philadelphia,  with  his  wife  and  child,  in  Au- 
gust and  not  in  October.  It  must,  therefore,  be  said,  either 
that  the  invention  was  not  immediately  after  that  visit,  or  that 
it  was  not  in  October,  and  it  is  difficult  to  reconcile  either  con- 
clusion with  the  other  testimony.  Being  recalled,  the  com- 
plainant testified  that  he  again  visited  Philadelphia  in  October, 
but  he  went  alone  and  was  there  but  a  single  day.  This  could 
hardly  have  been  the  occasion  referred  to  by  the  witness  Cor- 
delia White,  as  her  recollection  relates  to  the  former  rather 
than  the  latter  visit. 

The  defendant  also  offered  evidence  proving  or  tending  to 
prove  the  following  facts:  that,  although  Hubbs  &  Elein 
were  associated  together  in  business,  no  partnership  between 
them  ever  existed ;  and  that  the  October  order  referred  to  was 
never  given,  and  no  entry  thereof  appears  upon  the  complain- 
ant's books  for  1876,  notwithstanding  the  fact  that  it  is  alleged 
to  have  been  given  in  circumstances  which  would  ordinarily 
require  an  entry  to  be  made.  Indeed,  no  mention  is  made,  in 
the  ledger  of  1876,  of  Hubbs  &  Elein,  either  as  a  firm  or  as 
individuals,  and  there  is  no  entry,  either  that  year  or  the  next, 
of  which  it  can  be  positively  asserted  that  reference  is  made 
to  the  patented  pin.  The  books  do  show,  however,  that,  for 
a  year  and  more  after  the  alleged  invention  of  this  cheap  and 
simple  device,  the  complainant  purchased  of  the  defendant 
Hart  large  quantities  of  a  much  more  expensive  pin,  and  a 
few  days  before  he  bought  25  gross  of  "  barrel  pins,"  and  a 
pair  of  pliers  for  attaching  them  to  the  shields.  There  are 
circumstances  which  strongly  connect  these  pliers  with  the 
pair  produced  by  the  complainant. 
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No  satisfactory  evidence  is  offered  that  the  shields  sent  to 
Anson  Pitcher  had  pins  of  any  kind  attached. 

The  proof  leaves  little  room  for  doubt  that  the  removal  to 
Centre  street  did  not  take  place  until  November,  1877.  In  ad- 
dition to  the  complainant's  letter  strongly  pointing  to  this  date, 
bills  emanating  from  his  establishment  are  produced,  dated 
from  Walker  street  as  late  as  October  13th,  1877,  and  from 
Centre  street  November  10th,  1877.  There  is,  certainly,  a 
strong  presumption,  in  the  absence  of  direct  proof,  that  in 
October  the  complainant  was  at  Walker  street  and  in  No- 
vember at  Centre  street. 

These  circumstances,  taken  in  connection  with  the  testi- 
mony that  the  invention  was  conceived  just  before  removing, 
and  that  the  patented  pin  was  first  manufactured  after  the 
removal,  furnish  very  persuasive  evidence  that  the  invention 
was  in  the  fall  of  1877  instead  of  the  fall  of  1876.  The  wit- 
nesses were  testifying  to  events  which  took  place  six  and  seven 
years  before.  They  certainly  are  mistaken  as  to  some  of  them. 
Why  may  they  not,  without  any  wrongful  intent,  have  mis- 
taken the  year  also  ? 

It  is  not  thought  necessary  to  enter  upon  a  more  extended 
review  of  the  evidence,  which  is  very  voluminous  and  is  dis- 
cussed with  great  care  and  elaboration  upon  the  briefs  pre- 
sented. It  is  enough  to  say,  that  no  one  of  the  principal  circum- 
stances relied  on  by  the  complainant  is  free  from  perplexity. 
Either  its  own  date  is  uncertain,  or  there  is  difficulty  in  con- 
necting it  with  the  invention.  It  would  be  idle  to  assert  that 
all  this  does  not  create  the  doubt  which  the  authorities  hold 
must  be  absent  from  the  mind  of  the  Court. 

This  result  has  been  reached  without  reference  to  the  dec- 
larations or  admissions  of  the  joint  inventor,  Albert  M.  Smith, 
either  in  writing  or  otherwise. 

It  follows,  that  the  bill  must  be  dismissed,  with  costs. 

Jonah  P.  Fitch,  for  the  plaintiff. 

Frederic  H.  Beits  and  C.  WyUy*  Betts,  for  the  defendants. 
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Goods  were  shipped  by  a  Teasel,  under  a  bill  of  lading  containing  this  pro. 
vision:  "No  damage  that  can  be  insured  against  will  be  paid  for."  The 
goods  were  damaged  because  of  the  faulty  construction  of  the  ballast  tank  of 
the  vessel;  and,  having  been  insured,  the  loss  was  paid  before  the  filing  of 
the  libel :  Held,  that  the  exemption  was  not  to  be  construed  as  an  exemption 
from  liability  for  the  negligence. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  July  1st,  1884.) 

This  was  a  libel  in  rem,  filed  in  the  District  Court. 
After  a  decree  for  the  libellants,  (16  Fed.  Rep.,  861  and  18 
Id.,  459,)  the  claimants  appealed  to  this  Court. 

Sidney  Chubb,  for  the  libellants. 

Wilhelmus  Mynderse,  for  the  claimants. 

Wallace,  J.  The  proofs  show  satisfactorily  that  the  li- 
bellants' merchandise  was  injured  by  the  sea  water  which  en- 
tered the  hold  of  the  Hadji  through  the  seams  of  the  ballast 
tank,  owing  to  the  faulty  construction  of  the  tank.  The  top 
of  the  tank  was  not  made  sufficiently  rigid ;  its  motion  re- 
moved the  heads  of  the  rivets  which  fastened  the  seams  be- 
tween  the  several  plates  of  iron  forming  the  top ;  and  the 
water  from  the  tank  entered  by  the  opened  seams. 

The  goods  were  shipped  under  a  bill  of  lading  containing 
various  restrictions  of  liability  on  the  part  of  the  carrier, 
among  which  was  the  following :  u  No  damage  that  can  be 
insured  against  will  be  paid  for."  Insurance  was  effected  by 
the  libellants  in  two  marine  insurance  companies,  and,  before 
the  libel  herein  was  filed,  the  insurers  paid  to  the  libellants  the 
loss  arising  from  the  injury  to  the  goods. 

If  the  condition  relieving  the  carrier  from  liability  for 
"  any  damage  that  can  be  insured  against "  is  to  receive  an  un- 
qualified construction  and  be  deemed  to  include  a  loss  arising 
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by  the  negligence  of  the  carrier,  it  is  obnoxious  to  public  pol- 
icy, and,  therefore,  void,  according  to  the  authorities  which 
are  controlling  upon  this  Court.  The  law,  as  tersely  stated  in 
XToy**  Maxims,  (jp.  92,)  "  If  a  carrier  would  refuse  to  carry 
unless  a  promise  were  made  to  him  that  he  shall  not  be  charged 
with  any  miscarriage,  that  promise  were  void,"  is  the  rule  of 
the  Federal  Courts.  He  may  stipulate,  however,  for  such  a 
reasonable  modification  of  his  common  law  liability  as  is  not 
inconsistent  with  his  essential  duties  to  the  public ;  he  may 
absolve  himself  from  responsibility  as  an  insurer  against 
accident  or  misfortune ;  but  he  cannot  exempt  himself  from 
the  consequence  of  his  own  negligence  or  that  of  his  em- 
ployees. Public  policy  demands  that  the  right  of  the  shipper 
to  absolute  security  against  the  negligence  of  the  carrier,  and 
of  all  persons  engaged  in  performing  his  duty,  shall  not  be 
taken  away  by  any  arrangement  or  agreement  between  the 
parties  to  the  service.  ( York  Co.  v.  Central  R.  R.,  3  Wail., 
107;  R.  R.  Co.  v.  Lockwood,  17  Wall.,  357;  Rank  of  Km- 
tucky  v.  Express  Co.,  93  U.  S,  174.) 

The  same  reasons  that  forbid  the  recognition  of  an  ex- 
press contract  between  the  carrier  and  the  shipper,  exempt- 
ing the  former  from  liability  for  his  own  negligence,  forbid 
a  contract  between  them  which  is  designed  to  work  out  the 
same  result.  That  which  cannot  be  done  directly  will  not 
be  permitted  to  be  done  indirectly.  If  the  carrier  may  re- 
fuse to  carry  unless  the  shipper  will  look  to  some  other  party 
in  case  of  miscarriage,  the  result  is  the  same,  and  the  con- 
sequences to  the  public  are  the  same,  as  though  he  refused 
to  carry  at  all  unless  upon  his  own  terms  as  to  liability.  In 
this  view,  it  is  quite  immaterial,  under  such  a  stipulation  as 
is  contained  in  the  bill  of  lading,  whether  the  shippers  can 
or  cannot  obtain  insurance  which  will  protect  them  from  loss 
by  the  carrier's  negligence,  or  whether  the  libellants  actually 
did  obtain  such  insurance.  It  suffices  that  the  carrier  can- 
not divest  himself  of  his  own  responsibility  for  negligence,  by 
requiring  the  shipper  to  protect  himself  against  it ;  and  that 
an  agreement  having  this  operation  is  void. 
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Authorities  are  cited  holding  that  the  carrier  may,  by 
stipulation  in  his  contract,  reserve  to  himself  the  benefit  of 
any  insurance  which  the  shipper  may  have  effected  upon  the 
goods ;  and  thus,  although  the  loss  might  arise  from  his  mis- 
conduct, may  secure  the  indemnity  taken  by  the  shipper. 
These  authorities  fall  short  of  the  point.  It  is  one  thing  to 
sanction  a  contract  by  which  a  carrier  is  permitted  to  indem- 
nify himself  against  loss  out  of.  a  fund  which  the  shipper 
has  received  or  may  receive  on  account  of  the  loss,  and  an- 
other to  sanction  one  which  requires  the  shipper  to  obtain 
such  a  fund  as  a  condition  of  the  carrier's  undertaking,  or 
which  absolves  the  carrier  from  liability  in  default  of  obtain- 
ing the  fund. 

Rintoul  v.  New  York  Central  Co.,  (21  Blatchf.  C  C.  R.y 
439,)  was  a  decision  of  this  Court.  The  bill  of  lading  con- 
tained a  clause  providing  that,  in  case  of  loss  or  damage  to 
the  property  transported,  whereby  any  legal  liability  might  be 
incurred,  the  carrier  should  have  the  full  benefit  of  any  insur- 
ance that  might  have  been  effected  on  the  property  by  the 
shipper.  The  learned  Judge  who  decided  that  case  placed  the 
right  of  the  carrier  to  enforce  such  a  stipulation  upon  the 
ground  that  the  shipper  was  under  no  obligation  to  insure, 
and  the  stipulation  was  not,  therefore,  one  in  effect  to  ex- 
empt the  carrier  from  liability.  He  states :  "  If  it  was  a  part 
of  the  bill  of  lading  that  the  owner  must  insure  for  the 
benefit  of  the  carrier,  such  condition  would  be  unfair."  This 
observation  applies  to  the  contract  which  was  sustained  in 
the  case  of  Phoenix  Ins.  Co.  v.  Erie  <fe  Western  Co.,  (10  Bis*., 
18,)  and  to  that  in  the  case  of  Carstairs  v.  Mechanics'  <k 
Trader  J  Ins.  Co.,  (18  Fed.  Rep.,  473,)  where  a  similar  stipu- 
lation was  held  valid. 

It  is  true,  as  all  these  cases  assume,  that  a  common  carrier 
may  make  a  valid  contract  of  insurance  for  protection  against 
the  consequences  of  his  own  negligence.  He  is  under  no 
higher  obligation  towards  the  insurer  not  to  be  careless  than 
is  any  other  party  who  desires  insurance;   and  one  of  the 
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principal  objects  contemplated  by  the  contract  of  insurance 
is  the  protection  against  loss  to  the  assured  of  which  the 
primary  cause  may  be  his  negligence  or  that  of  his  agents. 
(AngeU  on  Insurance,  §  125.)  This  being  so,  it  does  not 
seem  unreasonable  to  hold  the  shipper  to  the  contract  he  has 
seen  fit  to  make  with  the  carrier.  But,  it  is  quite  another 
thing  to  permit  a  carrier  to  compel  the  shipper,  as  a  condition 
for  the  transportation  of  his  goods,  to  enter  into  an  indepen- 
dent contract  with  a  third  party,  for  the  carrier's  benefit, 
in  order  that  the  latter  may  escape  loss  arising  from  his 
own  misconduct.  It  may  be  that,  when  the  carrier  insures 
himself,  he  will  charge  the  shipper  a  higher  price  for  car- 
rying his  goods,  while,  if  the  shipper  agrees  to  insure  for 
the  carrier's  benefit,  he  may  get  a  lower  rate  from  the  car- 
rier ;  but  the  objection  to  the  condition  lies  in  its  tendency  to 
impose  upon  the  shipper  the  burden  of  protecting  himself 
against  a  risk  which  it  is  the  carrier's  duty  to  assume,  and 
which  the  law  will  not  permit  him  to  evade.  The  only  ef- 
fect that  can  be  given  to  the  stipulation  here  is,  by  construing 
it  as  exempting  the  claimants  from  liability  for  any  damage 
that  the  shipper  could  insure  against,  not  arising  from  the 
carrier's  own  negligence.  (York  Co.  v.  Central  R.  R.,  3 
Watt.,  107 ;  Bank  of  Kentoicky  v.  Express  Co.,  93  U.  &, 
174.)  And,  in  the  Courts  of  this  State,  where  it  is  held 
that  carriers  may,  by  express  contract,  exempt  themselves 
from  liability  arising  from  their  own  negligence,  the  rule 
is,  that,  when  the  general  words  may  operate  without  in- 
cluding the  negligence  of  the  carrier  or  his  servants,  it  will 
not  be  presumed  that  it  was  intended  to  include  such  negli- 
gence in  the  exemption.  ( Wells  v.  Steam  Nav.  Co.,  4  Selden, 
375 ;  Steinweg  v.  Erie  Railway  Co.,  43  If.  Y.,  123.)  In 
the  case  of  Mynard  v.  Syracuse,  &c,  R.  R..  Co.,  (71  N.  F"., 
180,)  the  contract  released  the  carrier  from  "all  claims  on 
account  of  any  damage  or  injury  to  the  property  from  what- 
soever cause  arising ; "  but  it  was  held  that  the  exemption  did 
not  include  an  injury  arising  from  the  carrier's  negligence. 
It  is  the  first  duty  of  a  common  carrier  by  water  to  pro- 
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Tide  a  vessel  tight,  staunch,  and  fit  for  the  employment  for 
which  he  holds  it  ont  to  the  public.  (Angett  on  Carriers, 
%  173.)  The  breach  of  this  duty  is  the  personal  default  of 
the  vessel  owner.  {Lyon  v.  Mells,  5  East,  428.)  The  loss 
sustained  by  the  libellants,  therefore,  arose  from  the  carrier's 
own  negligence. 

The  other  points  urged  by  the  appellants  as  a  defence 
to  the  action  are  not  of  sufficient  merit  to  require  considera- 
tion. 

The  decree  of  the  District  Court  is  affirmed,  with  interest 
and  costs. 


The  Bristol. 

A  Hbel  in  rem  against  a  vessel,  for  a  collision,  was  filed  more  than  four  years 
after  the  collision,  while  it  was  owned  by  a  company  which  had  bought  it 
for  a  valuable  consideration,  without  notice,  twenty-three  months  after  the 
collision,  the  vessel  having  been  open  to  libel  at  all  times  before  the  sale . 
Held,  that  the  lieu  had  been  lost 

(Before  Wallace,  J.,  Southern  District  of  New  York,  July  1st,  1884.) 

Wallace,  J.  The  Court  below  properly  dismissed  the 
libel  in  this  case  because  of  the  laches  of  the  libellant  in  not 
asserting  its  claim  seasonably.  The  collision  took  place  July 
5th J  1872.  The  Bristol  at  that  time  was  owned  by  the  Narrar 
gansett  Steamship  Company.  Jane  8th,  1874,  that  company 
sold  the  steamer  to  the  Old  Colony  Steamship  Company,  the 
present  owner.  During  this  period  of  nearly  two  years  that 
intervened  between  the  time  of  the  collision  and  the  sale  of 
the  steamer,  the  Bristol  could  have  been  libelled  at  any  time. 
The  Old  Colony  Steamship  Company  was  not  only  an  inno- 
cent purchaser  for  a  valuable  consideration,  but  its  officers 
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took  unusual  precautions  to  ascertain  whether  there  were  any 
claims  asserted  against  the  steamer,  by  examining  the  records* 
of  all  the  Admiralty  Courts  which  might  acquire  jurisdiction 
in  rem,  and,  for  several  months  after  it  took  possession  and 
exercised  notoriously  the  rights  of  an  owner,  it  retained  con- 
trol of  a  fund  as  a  security  in  its  hands  against  any  latent 
liens  upon  the  vessel.  The  libellant  did  not  assert  any  claim 
so  as  to  reach  the  knowledge  of  the  purchaser,  until  more 
than  four  years  had  elapsed  after  the  collision ;  and,  in  the 
meantime,  the  Narragansett  Steamship  Company  had  become 
practically  defunct  and  was  represented  by  its  officers  to  be 
irresponsible. 

Admiralty  denies  the  privilege  of  enforcing  a  lien  which 
has  been  suffered  to  lie  dormant  without  excuse  until  the 
rights  of  innocent  third  persons  would  be  prejudiced  if  it 
should  be  recognized.  The  application  of  the  rule  to  this 
case  id  eminently  just,  and  the  opinion  of  the  District  Judge 
is  fully  approved.  (11  Fed.  Hep.,  156.)  In  this  view,  it  is 
unnecessary  to  consider  whether  the  Bristol  was  culpable  in 
the  collision. 

Welcome  R.  Beebe,  for  the  libellant. 

WHliam  O.  Choate,  for  the  claimant. 


Harriet  J.  Smith  vs.  George  S.  Bakrr. 

Negligently  imparting  t>  contagious  disease  is  actionable. 

In  each  a  case,  damages  cannot   be  given   for  anything  which  the  plaintiff 

might  have  avoided,  by  the  exercise  of  the  reasonable  care  of  a  prudent 

person. 

(Before  Wbsiub,  J.,  Southern  District  of  New  York,  July  5th,  1884.) 


JULY,  1884.  241 


Smith  v.  Baker. 


Wheeler,  J.  The  defendant  took  hie  children,  when 
they  had  whooping-cough,  a  contagious  disease,  to  the  board- 
ing-house of  the  plaintiff  to  board,  and  exposed  her  child,  and 
children  of  other  boarders,  to  it,  who  took  it.  The  jury  have 
found  that  this  was  done  without  exercising' due  care  to  pre- 
vent taking  the  disease  into  the  boarding-house.  She  was  put 
to  expense,  care  and  labor  in  consequence  of  her  child's  hav- 
ing it,  and  boarders  were  kept  away  by  the  presence  of  it, 
whereby  she  lost  profits. 

Words  which  import  the  charge  of  having  a  contagious 
distemper  are,  in  themselves,  actionable,  because  prudent 
people  will  avoid  the  company  of  persons  having  such  dis- 
temper. (Bac.  Abr., -Slander,  B,  2.)  The  carrying  of  per- 
sons infected  with  contagious  diseases  along  public  thorough- 
fares, so  as  to  endanger  the  health  of  other  travellers,  is 
indictable  as  a  nuisance.  {Addison  on  Torts,  §  297 ;  Bex 
v.  VantandiUo,  4  M.  &  S.,  73.)  Spreading  contagious  dis- 
eases among  animals  by  negligently  disposing  of,  or  allowing 
to  escape,  animals  infected,  is  actionable.  (Addison  on 
Torts,  Wood's  Ed.,  §  6,  note  ;  Anderson,  v.  Buekton,  1  Str., 
192.)  A  person  sustaining  an  injury  not  common  to  others, 
by  a  nuisance,  is  entitled  to  an  action.  (Co.  Litt.,  56a.) 
Negligently  imparting  such  a  disease  to  a  person  is  clearly 
as  great  an  injury  as  to  impute  the  having  it ;  and  negli- 
gently affecting  the  health  of  persons  injuriously  as  great  a 
wrong  as  so  affecting  that  of  animals. 

It  is  objected,  that  the  jury  may  have  awarded  damages 
for  what  the  plaintiff  might  have  prevented  by  sending  the 
children  away.  But  the  jury  were  instructed  not  to  give 
damages  for  anything  that  the  plaintiff  might,  by  the  exer- 
cise of  the  reasonable  care  of  a  prudent  person,  have  avoided ; 
and  it  is  not  to  be  presumed  that  they  did.  The  evidence 
was  somewhat  conflicting,  but  it  does  not  appear  that  any  of 
the  findings  are  without  evidence  to  support  them,  or  are 
against  the  substantial  weight  of  evidence,  nor  that  the  jury 
were  actuated  by  any  imprDper  motives.  There  must  be, 
therefore,  a  judgment  for  the  plaintiff  on  the  verdict. 
Vol.  XXII.  — 16 
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The  motion  for  a  new  trial  is  overruled,  and  the  stay  of 
proceedings  is  vacated. 

Francis  S.  Turner,  for  the  plaintiff. 

Wheeler  H.  PeckAam,  for  the  defendant. 


.   Walter  G.  Ladd,  as  Tkustee,  &o. 
Samuel  H.  Mills  and  others.    In  Equity. 

The  two  owners  of  a  patent  assigned  to  L.  all  their  interest  in  it,  in  trust  to 
sell  rights  and  grant  licenses  for  certain  territory,  at  a  specified  price ;  to 
sell  rights  and  grant  licenses  for  other  territory,  on  their  request,  and  on 
terms  they  should  name,;  to  collect  the  proceeds,  and,  after  deducting  ex- 
penses and  commissions,  divide  them  equally  among  the  two  owners,  their 
executors,  administrators,  or  assigns ;  and,  on  request,  to  carry  on  suits.  One 
of  the  assignors  owned  the  exclusive  right  for  certain  territory,  the  other  for 
certain  other  territory,  and  as  to  other  territory  they  were  joint-owners. 
The  effect  of  the  assignment  was  to  make  L.  an-  agent  having  a  power 
coupled  with  an  interest.  It  operated  to  suspend  the  power  of  alienation  for 
a  period  longer  than  the  two  lives  of  the  assignors :  Held,  that  the  statute  of 
New  York  prohibiting  perpetuities  did  not  apply  to  the  case,  because 
the  assignors  could  nt  any  time,  with  L.,  transfer  the  whole  property, 
and  could  revoke  at  any  time  the  powers  of  L.,  on  tendering  to  him  his  com- 
missions. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  July  7th,  1884.) 

Wallace,  J.  At  the  hearing  of  this  cause  the  question 
was  reserved  for  farther  consideration,  whether  the  complain- 
ant acquired  title  to  the  letters  patent  granted  to  Clements 
and  Fowler,  under  the  trust  assignment  to  him  executed  by 
the  owners  of  the  patent. 
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It  is  insisted,  for  the  defendants,  that  the  trust  estate  cre- 
ated by  the  assignment  is  void,  because  the  absolute  owner- 
ship of  the  patent  is  suspended  for  a  longer  period  than  two 
lives  in  being,  and,  as  the  main  intent  and  object  of  the  as- 
signment is  thus  to  suspend  illegally  the  power  of  alienation, 
the  assignment  is  inoperative.  If  no  efficacy  can  be  given  to 
the  assignment  without  sanctioning  a  prohibited  trust,  the 
complainant's  title  is  null. 

As  the  trust  was  created,  and  its  objects  are  to  be  carried 
out,  in  this  State,  the  defendants'  position,  that  the  validity 
of  the  transfer  is  to  be  tested  by  the  rules  of  the  local  law,  is 
•correct.  The  laws  of  this  State  prohibit  the  suspension  of 
the  power  of  alienation  of  both  real  and  personal  property,  by 
auy  limitation  or  condition  whatever,  for  a  longer  period  than 
during  the  continuance,  and  until  the  termination,  of  not  more 
than  two  lives  in  being  at  the  date  of  the  instrument  contain- 
ing such  limitation  or  conditiofa.  The  statutes  use  the  term 
"  power  of  alienation,"  in  reference  to  real  estate,  and  "  un- 
qualified ownership,"  in  reference  to  personal  property,  in 
prohibiting  perpetuities,  but  the  meaning  of  the  terms  is 
synonymous.  (Gott  v.  Cook,  7  Paige,  542;  Everitt  v.  Ecer- 
itt,  29  N.  Y.,  71.) 

The  trust  assignment  by  which  the  letters  patent  were 
transferred  to  the  complainant  is  an  indenture,  by  the  terms 
of  which  Fowler  and  Burrows,  as  parties  of  the  first  part,  sell 
and  assign  to  the  complainant,  as  party  of  the  second  part,  all 
their  interests  in  the  patent,  to  be  held  and  owned  by  him, 
not  for  his  own  benefit,  but  as  trustee  upon  certain  enumer- 
ated trusts.  These  trusts  may  be  summarized  as  follows :  1.  To 
sell  rights,  and  grant  licenses,  in  and  under  the  patent,  for  any 
State  or  Territory,  (excepting  certain  specified  States,)  upon 
any  bona  fide  application  made  to  him  therefor,  at  a  price 
equal  to  one  dollar  and  fifty  cents  for  each  one  thousand  in- 
habitants of  the  State  or  Territory,  according  to  the  last  official 
census  of  the  United  States ;  2.  To  sell  rights,  and  grant  licen- 
ses, for  all  the  excepted  States,  upon  the  joint  request  of  the 
parties  of  the  first  part,  and  upon  such  terms  as  they  signify ; 
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3.  To  collect  all  moneys  and  royalties  accruing  from  sales  and 
licenses,  and  at  stated  times  divide  the  same,  after  paying  dis- 
bursements and  commissions,  into  two  equal  parts,  and  pay  over 
one  part  to  Fowler,  or  his  executors,  administrators  or  assigns, 
and  the  other  part  to  Burrows,  or  his  executors,  administra- 
tors or  assigns ;  4.  Upon  the  request  of  either  of  the  first  par- 
ties, but  not  otherwise,  to  institute,  carry  on,  and  defend  suits 
and  proceedings  to  protect  the  patent  and  the  interests  vested 
in  him,  or  to  enforce  or  annul  any  license  or  sale.  By  further 
conditions  of  the  instrument,  the  parties  provide  for  the  selec- 
tion of  a  successor  in  the  trust  of  the  complainant,  in  case  of 
his  resignation  or  death ;  the  first  parties  covenant  to  save  the 
second  party  and  his  successors  harmless  from  all  loss  and  lia- 
bility by  reason  of  the  execution  of  the  trust ;  and  the  second 
party  covenants  to  faithfully  discharge  the  duties  of  the  trust. 
The  instrument  also  provides  for  the  continuance  of  the  trust 
during  the  unexpired  term  of  the  letters  patent;  and  each 
of  the  parties  of  the  first  part  covenants,  that,  before  he 
sells  the  rights  and  interest  which  he  has  in  the  trust  cre- 
ated by  the  instrument,  he  will  offer  the  same  to  the  other, 
his  executors  or  administrators,  upon  the  terms  upon  which 
lie  proposes  to  sell. 

From  the  recitals  in  the  instrument,  it  appears,  that  Fow- 
ler owned  the  exclusive  interest  in  the  patent  for  certain  ter- 
ritory, and  Burrows  owned  the  exclusive  interest  for  certain 
other  territory,  while  as  to  still  other  territory  they  were  joint- 
owners  ;  and,  upon  reading  the  whole  instrument,  it  is  quite 
apparent,  that  it  was  designed  to  restrict  the  power  of  either 
to  deal  with  his  exclusive  interest  to  the  prejudice  of  the 
other,  and  to  effect  a  community  of  interest  in  the  whole 
property.  With  this  view,  a  third  person  was  selected  as 
trustee,  and  invested  with  the  title  of  each,  for  the  joint  use 
and  benefit  of  both.  Each  put  it  beyond  his  power  to  sell 
rights  or  grant  licenses  in  his  own  territory,  but  authorized 
the  trustee  to  do  so  on  specified  terms ;  while  in  the  territory 
which  they  owned  jointly  the  trustee  was  authorized  to  sell 
rights  and  grant  licenses  only  upon  their  joint  request.    The 
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legal  effect  of  the  instrument  was  to  make  the  complainant 
their  agent,  his  powers  being  coupled  with  an  interest,  to 
carry  out  their  joint  instructions.  Some  of  these  instructions 
were  given  in  advance,  so  that  neither  one  of  the  parties 
could  revoke  them  ;  and  as  to  these  he  had  full  power  to  act. 
Others  were  reserved ;  and  as  to  these  he  was  only  to  act  up- 
on their  joint  consent. 

The  instrument  is,  undoubtedly,  effectual  to  prevent 
♦either  of  the  parties  of  the  first  part  from  transferring  any 
interest  in  the  legal  title  to  the  patent,  during  the  unex- 
pired term  of  the  patent,  to  third  persons,  and,  in  the  event 
of  the  death  of  either  party,  to  prevent  his  legal  representa- 
tives from  doing  so ;  and  to  this  extent  it  operates  to  suspend 
the  power  of  alienation  for  a  period  longer  than  the  two  lives 
of  the  parties  who  created  the  trust. 

Such  a  restriction  upon  the  right  of  the  joint-owners  to 
deal  with  their  property  is  not  objectionable,  and  the  statutes 
prohibiting  perpetuities  have  no  application  to  the  case. 
These  statutes,  which  add  some  qualifications  to  the  rule  at 
oommon  law,  relate  only  to  future  estates.  The  prohibition 
upon  suspending  the  absolute  ownership  of  personal  property 
for  a  longer  period  than  during  two  lives  in  being  is  directed 
to  the  accumulation  of  interest  and  income  upon  trusts  in  ex- 
pectancy. The  power  of  alienation  can  only  be  suspended 
when  there  are  no  persons  in  being  by  whom  an  absolute  title 
to  the  property  can  be  transferred.  It  is  suspended  when  it 
<sannot  be  exercised.  It  may  be  suspended  by  the  creation 
of  future  contingent  estates  which  are  not  to  vest  within  the 
prescribed  period,  or  by  the  creation  of  a  trust  for  benefici- 
aries who  cannot  join  with  the  trustee  in  a  conveyance  which 
will  not  be  in  contravention  of  the  trust.  But,  unless  a  fu- 
ture estate,  contingent  or  in  trust,  is  created,  the  power  of 
alienation  is  not  suspended,  because  an  unqualified  title  can  be 
transferred  at  any  time  when  the  persons  in  being  choose  to 
join  in  a  conveyance  of  their  several  legal  or  equitable  inter- 
ests. No  such  estate  was  created  here  by  the  trust  agreement, 
because  no  persons  had  any  interest  in  the  trust,  present  or  ex- 
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pectant,  except  the  persons  who  created  it  for  their  own  bene- 
fit. It  is  competent  for  them  at  any  time  to  join  .with  the 
trustee  and  make  a  valid  transfer  of  the  whole  property  in  the 
patent.  Moreover,  the  trustee  is  merely  their  agent  to  carry 
out  their  joint  instructions ;  and,  upon  tendering  him  any 
commissions  to  which  he  may  be  entitled,  Fowler  and  Bur- 
rows can  at  any  time  revoke  his  powers,  so  far  as  they  have 
not  been  executed,  and  insist  upon  a  transfer  of  the  legal  title 
to  the  patent. 

A  decree  is  ordered  for  the  complainant. 

Rodman  <6  Adams,  for  the  plaintiff. 

Barttett,  Wilson  &  Hayden,  for  the  defendants. 


Charles   F.  Brush  and  The  Brush  Electric  Light  Com- 
pany 

vs. 

« 

C.  Harrison  Condit  and  others.    In  Equity. 

In  a  suit  in  equity  on  two  patents,  the  testimony  being  closed  aa  to  one,  and 
the  cause  set  down  for  hearing,  if  the  plaintiff  desires  to  discontinue  the  salt 
as  to  that  patent,  he  will  be  allowed  to  do  so  on  the  condition,  to  be  inserted 
in  the  decree,  that  the  evidence  taken  by  the  defendant  in  relation  to  that 
patent  may  be  stipulated  into  any  future  suit  upon  the  same  patent  by  the 
plaintiff  against  the  defendant. 

Re-issued  letters  patent  granted  to  Charles  F.  Brush,  May  20th,  1879,  for  an 
improvement  in  electric  lamps,  known  as  the  "  clamp  patent,"  the  original 
patent  having  been  granted  May  7th,  1878,  considered. 

Where  only  one  article  like  the  patented  invention  was  made  before,  but  it 
was  used  for  two  months  and  a  half,  publicly  and  practically,  in  ordinary 
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work,  with  reasonable  success,  it  was  held  to  anticipate  the  patented  inven- 
tion. 

(Before  Shifman,  J.,  Southern  District  or  New  York,  July  12th,  1884.) 

Shipman,  J.  This  is  a  bill  in  equity,  brought  by  the  owner 
and.the  exclusive  licensee  of  two  letters  patent  to  Charles  F. 
Brush,  one,  granted  October  23d,  1877,  for  an  improvement 
in  illuminating  points  for  electric  lights,  and  known  as  the 
carbon  patent,  and  the  other,  re-issued  May  20th,  1879,  having 
been  originally  granted  May  7th,  1878,  for  an  improvement 
in  electric  lamps,  and  known  as  the  clamp  patent,  charging  the 
defendants  with  the  infringement  of  each  patent.  The  bill 
was  filed  December  3d,  1880.  The  defendants  were  charged 
with  infringing  the  second  claim  of  the  carbon  patent,  and 
the  eight  claims  of  the  clamp  patent,  except  the  fourth  and 
the  eighth. 

Testimony  was  taken  and  closed  on  both  sides  in  respect 
to  the 'carbon  patent,  but  the  plaintiffs,  after  the  cause  was  set 
dowq,  for  hearing,  gave  notice  to  the  defendants  that  they 
would  move  for  leave  to  discontinue  so  much  of  the  bill  as  re- 
lates thereto.  The  decree  should  be  for  a  dismissal,  upon  the 
plaintiffs'  motion,  of  so  much  of  the  bill  as  relates  to  said  pat- 
ent, with  costs.  As  this  does  not  amount,  under  the  practice 
in  the  Federal  Courts,  to  a  dismissal  upon  the  merits,  {Badger 
v.  Badger,  1  Cliff.,  237,)  the  decree  should  contain  the  condi- 
tion, that  the  evidence  taken  by  the  defendants  in  relation  to 
the  patent  may  be  stipulated  into  any  future  suit  upon  the 
same  patent  by  the  plaintiffs  against  the  defendants  or  the 
company  which  has  defended  this  suit. 

The  preparation  of  the  case  relating  to  the  clamp  patent 
was  made  on  both  sides  with  great  and  exhaustive  care  and 
learning,  and  at  large  expense,  and,  as  a  result,  the  issues  were 
much  simplified  by  the  disclaimers  which  the  plaintiffs  tiled 
during  the  progress  of  the  testimony  and  which  will  be  here- 
after recited. 

An  automatic  electric  arc  lamp  first  establishes  an  electric 
arc,  and  then,  as  the  electrodes  are  consumed,  regulates  the 
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arc  by  automatically  controlling  the  distance  between  the  car- 
bons, or  rather  by  enabling  the  strength  of  the  current  and 
the  length  of  the  arc  to  mutually  control  each  other.  The 
automatic  lamps  which  contain  this  principle  of  the  mutual 
control  of  the  length  of  the  arc  afid  the  strength  of  the  cur- 
rent are  divided,  says  Mr.  Pope,  one  of  the  defendants'  ex- 
perts, into  two  classes.  "  In  the  first  class,  a  positive  motion 
of  one  or  both  of  the  electrodes,  causing  them  to  approach  or 
recede  from  each  other,  as  the  case  may  be,  is  derived  from 
clock-work  mechanism,  impelled  by  a  spring  or  its  equivalent ; 
the  direction  of  the  motion  to  be  communicated  to  the  elec- 
trodes being  determined  by  the  greater  or  less  attractive  force 
of  an  electromagnetic  apparatus  included  in  the  electric  cir- 
cuit of  which  the  luminous  arc  forms  a  part.  In  the  second 
class,  the  clock-work,  or  other  extraneous  power,  is  dispensed 
with,  and  the  necessary  movements  are  effected  solely  by  the 
action  of  the  electric  current  itself.  The  electrodes  tend  to 
move  towards  each  other  at  all  times,  under  the  influence  of  a 
constant  force,  usually  that  of  gravity,  although  a  spring  is 
employed  in  some  cases.  This  tendency  is  opposed  by  the 
electro-magnetic  action,  which  tends  to  resist  the  movement 
of  the  electrodes  towards  each  other  and  to  separate  them. 
These  opposing  forces  are  designed  to  be  in  equilibrium  when 
the  electrodes  are  at  a  proper  distance  from  each  other  to  pro- 
duce the  maximum  development  of  light  with  a  given  electric 
current." 

In  this  general  state  of  the  art,  Mr.  Brush  was  an  original 
inventor  of  mechanism  belonging  to  the  second  of  these  two 
classes,  and  thought  that  his  invention  was  exhibited  in  two 
forms  which  are  described  in  the  original  and  re-issued  pat- 
ents and  are  respectively  shown  in  the  drawings  1  and  6. 

So  much  of  Figure  1  as  is  important  in  this  connection 
was  constructed  as  follows :  A  helix  of  insulated  wire,  the 
helix  being  in  the  form  of  a  tube  or  hollow  cylinder,  rests 
upon  an  insulated  plate.  An  iron  core,  and  the  carbon  holder 
which  passes  loosely  through  the  core,  are  within  the  cavity 
of  the  helix.    The  core  is  made  to  move  very  freely  within 
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this  cavity,  and  is  partially  supported  by  springs.    Just  below 
the  core  is  a  ring  of  metal  surrounding  the  carbon  holder  and 
resting  upon  a  floor  or  support.     One  edge  of  the  ring  is  over 
a  finger  or  lifter,  which  is  attached  to  the  core,  while  the  op- 
posite edge  of  the  ring  is  a  short  distance  below  the  crown  of 
an  adjustable  set  screw.     Quoting  now  from  the  descriptive 
part  of  the  specification  of  the  re-issued  patent,  which  is  sub- 
stantially identical  with  the  corresponding  portion  of  the 
original,  and  omitting  only  the  letters,  where  they  can  be 
omitted  :  "  The  core,  by  the  force  of  the  axial  magnetism  thus 
created,  is  drawn  up  within  the  cavity  of  the  helix,  and,  by 
means  of  the  finger,  it  lifts  one  edge  of  the  ring,  until,  by  its 
angular  impingement  against  the  rod,  it  clamps  said  rod  and 
also  lifts  it  up  to  a  distance  limited  by  the  adjustable  stop. 
While  the  ring  retains  this  angular  relation  with,  and  im- 
pingement against,  the  rod,  said  rod  will  be  firmly  retained 
and  prevented  from  moving  through  said  ring.    The  adjust- 
able stop  is  fixed  so  that  it  shall  arrest  the  lifting  of  the  rod 
when  the  carbons  are  sufficiently  separated  from  each  other. 
While  the  electric  current  is  not  passing,  the  rod  can  slide 
readily  through  the  loose  ring  and  the  core,  and  it  will  be 
readily  seen  that,  in  this  condition,  the  simple  force  of  gravity 
will  cause  the  carbon,  F,  to  rest  down  upon  the  carbon,  F, 
thus  bringing  the  various  parts  of  the  device  into  the  position 
of  closed  circuit.    Now,  if  a  current  of  electricity  is  passed 
through  the  apparatus,  it  will  instantly  operate,  as  just  ex- 
plained, to  lift  the  rod  and  thus  separate  the  carbons  and  pro- 
duce the  electric  light.    *    *    *    *    As  the  carbons  burn 
away,  thus  increasing  the  length  of  the  voltaic  arc,  the  electric 
current  diminishes  in  strength,  owing  to  the  increased  resist- 
ance.   This  weakens  the  magnetism  of  the  helix,  and,  ac- 
cordingly, the  core,  rod  and  carbon  move  downward  by  the 
force  of  gravity,  until  the  consequent  shortening  of  the  voltaic 
arc  increases  the  strength  of  the  current  and  stops  this  down- 
ward movement.    After  a  time,  however,  the  clutch  ring  will 
reach  its  floor  or  support,  and  its  downward  movement  will  be 
arrested.    Now,  any  further  downward  movement  of  the  core, 
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however  slight,  will  at  once  release  the  rod,  allowing  it  to  slide 
through  the  ring  until  it  is  arrested  by  the  upward  movement 
of  the  core,  due  to  the  increased  magnetism.  In  continued 
operation,  the  normal  position  of  the  ring  is  in  contact  with 
its  lower  supports,  the  office  of  the  core  being  to  regulate  the 
sliding  of  the  rod  through  it.  If,  however,  the  rod  accident- 
ally slides  too  far,  it  will  instantly  and  automatically  be  raised 
again,  as  at  first,  and  the  carbon  points  thus  continued  in 
proper  relation  to  each  other.  *  *  *  *  [I  do  not  limit 
myself  narrowly  to  the  ring,  D,  as  other  devices  may  be  em- 
ployed which  would  accomplish  the  same  result.  Any  de- 
vice may  be  used  which,  while  a  current  of  electricity  is  not 
passing  through  the  helix,  A,  will  permit  the  rod,  B,  to  move 
freely  up  and  down,  but  which,  when  a  current  of  electricity 
is  passed  through  the  helix,  will,  by  the  raising  of  the  core, 
0,  operate  both  to  clamp  and  raise  the  rod,  B,  and  thereby 
separate  the  carbon  points,  F,  F',  and  retain  them  in  proper 
relation  to  each  other."]  The  paragraph  which  is  enclosed  in 
brackets  was  subsequently  disclaimed. 

The  patentee  then  described  another  form  of  his  device, 
shown  in  figure  6  of  the  drawings,  and  which  was  applicable 
to  a  lamp  which  moves  both  carbons.  This  form,  he  said, 
contained  his  invention  and  was  substantially  like  figure  1,  in 
construction  and  operation.  In  figure  6,  the  core  is  rigidly 
connected  with,  and  directly  communicates  its  motion  to,  the 
carbon  rod.  The  clamp  surrounds  the  carbon  rod  and  is 
lifted  as  the  rod  is  lifted,  while  it  is  tilted,  or  held  in  ita 
angular  clamping  position,  by  a  spring,  which  is  not  attached 
to  the  core. 

The  application  for  the  original  patent  contained  five 
claims,  as  follows :  1st.  In  an  electric  lamp,  the  clamp,  D,  or 
its  equivalent,  by  means  of  which  the  carbon  holder,  B,  is 
firmly  held  and  permitted  to  gradually  feed  the  carbon  point 
as  the  same  is  consumed,  substantially  as  specified.  2d.  In  an 
electric  lamp,  the  combination  of  the  clamp,  D,  and  adjust- 
able stop,  D',  or  their  equivalents,  by  means  of  which  the 
carbon  points  are  prevented  from  becoming  so  far  separated 
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as  to  break  the  electric  current  and  extinguish  the  light,  sub- 
stantially as  specified.  3d.  In  an  electric  lamp,  the  combina- 
tion of  the  core  or  armature,  C,  and  the  clamp,  D,  by  means 
of  which  the  carbon  points  are  separated  from  each  other 
as  soon  as  an  electrical  current  is  established,  and  held  asun- 
der during  the  continuance  of  the  current,  and  then  permitted 
to  come  together  as  soon  as  the  current  ceases,  substantially  as 
and  for  the  purposes  specified.  4th.  In  an  electric  lamp,  the 
combination  of  the  core  or  armature,  C,  the  clamp,  D,  and  ad- 
justable stop,  D',  or  their  equivalents,  whereby  the  points  of 
the  carbons  are  separated  from  each  other  when  an  electri- 
cal current  is  established,  prevented  from  separating  so  far 
as  to  break  the  current,  and  gradually  fed  together  as  the 
carbons  are  consumed,  substantially  as  described.  5th.  In 
combination  with  the  core,  C,  one. or  more  sustaining  springs, 
cy  substantially  as  and  for  the  purpose  shown. 

The  first  and  third  claims  were  rejected  by  the  examiner, 
upon  the  ground  that  they  were  anticipated  by  the  English 
patent  of  Slater  and  Watson,  of  1852.  The  application  was 
thereupon  amended  by  the  erasure  of  those  two  claims,  and 
by  the  insertion  of  the  following,  which  became  the  first 
claim  of  the  original  patent,  and,  as  amended,  the  patent  was 
granted  :  u  1st.  In  an  electric  lamp,  the  combination  with  the 
carbon  holder  and  core,  of  a  clamp  surrounding  the  carbon 
holder,  said  clamp  being  independent  of  the  core,  but  adapted 
to  be  raised  by  a  lifter  secured  thereto,  substantially  as  set 
forth."  ♦ 

The  first  four  claims  of  the  re-issued  patent  are  identical 
with  the  four  claims  of  the  original  patent.  The  5th  and  6th 
claims  of  the  re-issue  are  as  follows :  u  5th.  In  an  electric 
lamp,  the  combination,  with  a  carbon  holder,  of  an  annular 
clamp  surrounding  the  carbon  holder,  said  clamp  adapted  to 
be  moved,  and  thereby  to  separate  the  carbon  points,  by 
electrical  or  magnetic  action,  substantially  as  herein  set  forth. 
6th.  In  an  electric  lamp,  an  annular  clamp,  adapted  to  grasp 
and  move  a  carbon  holder,  substantially  as  shown."  It  is 
not  necessary  to  quote  the  7th .  and  8th  claims,  as  they  re- 
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late  to  a  different  part  of  the  invention  and  have  been  dis- 
claimed. 

On  October  14th,  1881,  the  patentee  disclaimed  the  para- 
graph in  the  descriptive  part  of  the  specification  which  has 
been  quoted  and  placed  in  brackets.  On  April  6th,  1883,  the 
patentee  disclaimed  "so  much  or  such  part  of  the  invention 
described  in  said  letters  patent,  and  coming  within  the  gen- 
eral language  of  the  third  claim  thereof,  as  may  cover  or 
include,  as  elements  thereof,  '  the  core  or  armature,  C,'  and 
*  the  clamp,  D,'  excepting  when  the  core  or  armature  raises 
the  clamp  by  a  lifter  secured  to  such  core  or  armature,  sub- 
stantially as  described  in  said  patent."  The  specific  combina- 
tions forming  the  subject-matter  of  the  2d,  7th,  and  8th 
claims,  were  also,  at  the  same  time,  disclaimed.  The  second 
disclaimer,  so  far  as  it  relates  to  the  second  and  third  claims, 
was  filed  in  consequence  of  the  testimony  which  was  intro- 
duced by  the  defendants  respecting  the  lamps  invented  by 
Leroy  S.  White  in  1874  and  1875,  and  manufactured  by  Wal- 
lace &  Sons,  of  Ansonia,  and  which  anticipated  figure  6.  The 
2d  claim  manifestly  related  to  figure  6,  and  the  3d  claim 
might  have  been  construed  to  include  a  lamp  in  which  the 
clamp  was  raised  by  the  rod,  as  well  as  by  a  lifter  secured 
to  the  armature. 

The  question, next  arises,  whether  the  disclaimer,  having 
attempted  to  disclaim  figure  6  and  to  retain  figure  1,  had  left 
an  invention  in  the  patent ;  in  other  words,  whether  the  dif- 
ferences between  the  two  figures  are  those  merely  of  detail, 
not  involving  any  principle.  The  important  thing  in  each 
lamp  is  the  office  of  the  clamp  in  connection  with  the  carbon 
holder  and  the  core.  In  figure  6,  the  clamp,  when  it  comes 
in  contact  with  the  stop,  arrests  the  upward  movement  of  the 
rod,  and  thereby  limits  the  distance  between  the  carbons,  but, 
says  Mr.  Pope,  "  it  does  not  produce  any  material  effect  in 
connection  with  the  downward  or  forward  movement  of  the 
core  or  carbon."  The  clamp  in  figure  1  acts,  "  first,  to  permit 
a  descent  of  the  carbon  rod  and  then  to  check  such  descent," 
or  to  control  the  intermittent  forward  motion,  but,  in  figure  6, 
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there  is  no  "  such  alternate  permission  and  descent  of  the  car- 
bon rod  by  any  action  of  the  clamp."  The  clamp  in  figure  6 
does  not  regulate  the  descent  of  the  rod,  whereas,  in  figure  1, 
it  keeps  a  continuous  intermittent  feeding  or  forward  motion 
of  the  rod.  The  experts  upon  the  opposite  side  do  not  differ 
in  regard  to  the  feeding  motion.  Mr.  Pope  says  :  "  It  is  ac- 
complished by  the  contact  of  the  clamping  ring  with  the  floor, 
which  tilts  the  former  into  a  position  which  permits  the  car- 
bon holder  to  slip  through  it  a  sufficient  distance  to  accom- 
plish the  object."  Mr.  Hicks  says  :  "  When  the  carbon  rod, 
the  clamp  and  the  core  have  settled  enough  to  bring  the  lower 
portion  of  the  angular*  clamp  in  contact  with  the  upper  sur- 
face of  the  lower  portion  of  the  frame  at  the  top  of  the  lamp, 
which  is  its  normal  position  in  continued  action,  any  further 
lengthening,  or  tendency  to  the  lengthening,  of  the  electric 
arc  will  cause  the  side  of  the  clamp  which  is  held  by  the  lifter 
of  the  core  to  fall  an  almost  imperceptible  amount  by  the 
minute  weakening  of  current.  As  the  end  of  the  clamp  which 
is  in  contact  with  the  frame  cannot  descend  any  further,  the 
other  end  of  the  clamp  descends,  and  the  angular  grip  is 
slightly  relaxed,  which,  no  longer  able  to  sustain  the  weight 
of  the  rod  and  carbon,  allows  the  rod  and  the  carbon  to  de- 
scend a  trifle,  which  brings  the  carbon  points  slightly  nearer 
together,  shortening  the  arc  a  trifle,  which  gives  a  proportion- 
ate increase  to  the  strength  of  the  current  passing  through  the 
helix,  causes  the  core  slightly  to  rise,  carrying  the  lifter  and 
one  side  of  the  ring  instantly  upward,  which  checks  the  fur- 
ther descent  of  the  carbon  holder  through  the  clamp,  and 
brings  the  annular  clamp  into  the  same  angular  position  in  re- 
gard to  the  carbon  holder  and  the  floor  which  it  had  before 
the  last  feeding  adjustment." 

.  The  invention  of  figure  1  consisted  in  the  described  means 
of  moving  the  rod,  holding  it  by  the  angular  impingement  of 
the  clamp,  and  continuously  regulating  the  distance  between  * 
the  carbons,  by  a  continuous  and  gradual  feed  through  the  an- 
nular clamp.  The  means  by  which  the  effect  is  produced  are 
the  lifting  of  the  clamp,  which  is  not  fixed  to  the  core  and 
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which  surrounds  the  rod,  by  a  lifter  secured  to  the  core,  so 
that  the  clamp  will  angularly  impinge  against,  bite  and  arrest 
the  upward  movement  of  the  rod,  and  then,  as  the  current  di- 
minishes and  the  core  drops,  the  consequent  descent  of  the 
clamp,  and  the  loosening  of  its  grasp  upon  the  rod,  by  its  con- 
tact with  the  floor. 

It  is  next  claimed  by  the  defendants,  that,  if  this  was  the 
invention  of  the  patentee,  it  was  not  described  nor  claimed  in 
his  patent  prior  to  the  disclaimer,  and  that,  neither  having 
been  described  nor  claimed,  it  is  an  invention  which  was 
not  shown  in  the  patent,  and,  therefore,  cannot  be  introduced 
into  it  by  means  of  a  disclaimer.  The  law  upon  this  subject 
is  clearly  stated  in  Hailes  v.  Stove  Co.,  (21  Blatchf.  C.  C.  £., 
271.)  The  doctrine  of  the  Hailes  case  is  not  applicable  here, 
because  the  effect  of  the  disclaimer  is  to  disclaim  figure  6  from 
the  patent  and  to  retain  figure  1,  which  was  clearly  described, 
and  all  whose  mechanical  features  were  pointed  out,  although 
the  distinctive  principle  of  the  invention  was  neither  known 
nor  stated.  The  object  of  the  disclaimer  was  to  limit  the  patent 
to  clamp,  D,  of  figure  1,  with  the  elements  necessarily  connected 
therewith,  or  specified  as  in  combination  therewith,  and,  as  will 
hereafter  be  stated,  the  natural  construction  of  the  first  claim  is 
and  was,  that  it  relates  to  figure  1  and  does  not  include  figure  6. 

The  next  point  to  be  considered  is  the  construction  of  the 
various  claims.  The  defendants  strongly  insist  that  the  first 
claim  refers  to  figure  6,  and  that  the  clauses  "  said  clamp  be- 
ing independent  of  the  core,  but  adapted  to  be  raised  by  a 
lifter  secured  thereto,"  mean,  that  the  clamp  is  independent 
of,  and  not  in  any  way  dependent  for  its  motion  upon,  the 
core,  but  is  adapted  to  be  raised  by  a  lifter  secured  to  itself. 
The  plaintiffs  insist  that  this  language  was  intended  to  de- 
scribe a  clamp  independent  of,  i.  <?.,  not  fixed  to,  the  core, 
but  adapted  to  be  raised  by  a  lifter  secured  to  the  core.  The 
latter  construction  is  in  accordance  with  the  natural  mean- 
ing of  the  words  used,  and  the  claim,  as  thus  construed,  in- 
cludes the  invention  which  the  patentee  made,  and  which 
he  desires  to  hold,  while  the  defendants'  construction  de- 
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scribes  an  invention  which  he  admits  that  he  was  not  the  first 
to  make,  and  which  he  has  endeavored  to  disclaim.  The  nat- 
ural construction  is  the  one  which  should  be  adopted. 

It  is  next  insisted  by  the  defendants,  that  the  first  claim 
includes  the  adjustable  stop,  D,  of  the  third  claim,  because  it 
is  said  that  the  damp  will  be  inoperative  without  a  stop.  The 
first  claim  includes  the  combination  of  the  clamp,  core  and 
rod,  and  the  described  elements  which  are  necessary  to  cause 
an  angular  impingement  upon  the  rod  and  an  intermittent 
downward  feeding  of  the  rod.  The  stop  is  not  one  of  these 
elements,  but  its  office  was  to  arrest  the  upward  motion  of  the 
clamp.  This  claiyi  is  not  limited  to  the  described  solenoid 
and  core  and  to  no  other  motor,  but,  by  the  words  "  solenoid 
and  core  "  are  meant  an  armature,  or  "  any  magnetically  mov- 
ing part  whose  property  or  law  of  motion  is  substantially  that 
of  a  core  in  a  solenoid." 

The  construction  of  the  third  claim  does  not  require  ex- 
amination. 

The  clamp  of  the  sixth  claim  is  not  any  annular  clamp 
adapted  to  grasp  and  move  a  carbon  holder.  If  it  was,  the 
claim  would  be  larger  than  the  invention,  and  larger  than 
the  patent  with  the  disclaimers.  On  the  contrary,  the  claim 
means  to  describe,  in  general  terras,  the  clamp  of  the  first 
claim,  which  raises,  clamps  and  feeds  downwardly  the  rod, 
preserving  a  practically  uniform  length  of  arc  by  the  de- 
scribed means,  or  an  annular  clamp  surrounding  the  carbon 
holder,  independent  of  the  core,  but  adapted  to  be  raised  by  a 
lifter  secured  to  the  core,  or  magnetic  motor,  and  some  suit- 
able agency  to  allow  the  clamp  to  be  tripped. 

The  fifth  claim  includes  the  clamp  of  the  first  and  sixth 
claims,  the  carbon  holder,  the  motor  and  the  tripping  de- 
viqe. 

The  next  question  is  that  of  novelty.  Neither  one  of  the 
Slater  and  Watson  lamps  anticipated  either  claim,  as  thus  con- 
strued. Their  clamps  raise,  bite  and  release  the  rod,  but  do 
not  have  the  gradual,  intermittent  feeding  motion  produced 
by  the  contact  of  clamp  with  floor. 
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The  clamp,  in  combination  with  the  other  necessary  ele- 
ments, which  was  made  by  Charles  H.  Hayes,  of  Ansonia, 
Connecticut,  and  was  a  part  of  a  lamp  which  he  constructed, 
about  the  end  of  June,  1876,  as  an  improvement  upon  the 
White  lamp,  is  the  combination  of  the  first  and  third  claims 
of  the  Brush  patent.  The  carbon  rod  was  square  or  rectangu- 
lar, and,  therefore,  was  surrounded  by  a  rectangular  clamp, 
which  was  independent  of  the  core.  It  is  not  denied  that  this 
clamp  is  the  equivalent  of  an  annular  clamp.  It  was  raised 
by  a  lifter  secured  to  the  core,  and  was  tripped  by  coming  in 
contact  with  a  floor,  while  the  ascent  of  the  rod  was  checked 
by  the  contact  of  the  clamp  with  an  adjustable  stop. 

The  plaintiffs1  answer  to  the  anticipatory  character  of  this 
clamp  is,  that  it  was  an  abandoned  experiment  and  never  was 
a  perfected  invention.  The  facts  in  regard  to  its  character 
and  position  as  an  invention  are  as  follows  :  Mr.  Hayes  was, 
in  1876,  and  has  been  continuously  since,  in  the  employ  of 
Wallace  &  Sons,  who  are  large  manufacturers  of  brass  goods, 
in  Ansonia.  In  1876,  this  firm  was  trying  to  find  a  success- 
ful electric  lamp  to  manufacture.  Mr.  White  furnished  them 
with  his  device,  which  they  sent  as  a  part  of  their  exhibit,  to 
the  Centennial  Exposition  at  Philadelphia.  Mr.  Hayes  tes- 
tifies as  follows  :  "  Experiments  with  the  White  lamp  showed 
its  defects  so  strongly  or  plainly  that  I  designed  this  (the 
Hayes)  lamp  to  overcome  those  defects.  I  made  rough 
drawings  in  the  middle  or  latter  part  of  May,  1876,  com- 
menced building  the  lamp  at  once,  and  finished  it  about  the 
end  of  June  following,  tested  it,  tried  it,  and  made  some 
minor  alterations,  and  ran  it  from  time  to  time,  when  a  lamp 
was  needed,  until  the  16th  of  September  following."  At  this 
time  he  was  in  Philadelphia,  and  a  fellow  employee,  by  the 
name  of  King,  thinking  that  he  could  improve  upon  the 
clutch,  and  make  the  feeding  of  the  carbon  answer  more 
promptly  to  changes  of  the  current,  or  make  the  feeding 
less  "  jerky,"  obtained  permission  from  Wallace  &  Sons,  who 
owned  the  lamp,  to  make  an  alteration.  The  "  King  clutch,'* 
constructed  upon  a  different  principle  from  that  of  the  Hayes 
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or  the  Brush  clamp,  was  put  into  the  lamp,  which  has  re- 
mained in  rise  in  the  mill,  and,  since  the  end  of  1876,  has  been 
u  used  in  the  electrical  room  for  testing  machines,  carbons, 
&c.,  %nd  has  been  used  for  that  purpose  more  or  less  ever 
since."  But  one  Hayes  lamp  was  made,  until  a  duplicate 
specimen  was  made  for  use  in  this  case.  The  Hayes  clamp, 
it  will  be  observed,  was  used  in  the  lamp  only  until  Septem- 
ber 16th.  Prior  to  that  date,  the  use  of  the  lamp  with  the 
original  clamp  is  thus  described  by  Mr.  Hayes,  upon  cross-ex- 
amination :  "  It  (the  lamp)  was  moved  about  and  burned  in 
different  places,  in  the  mill  and  outside,  and  it  was  also  burned 
in  another  shop  occasionally."  This  shop  was  known  as  the 
skirt  shop,  the  third  floor  of  which  was  used  for  electrical 
work.  The  mill  and  skirt  shop  were  ordinarily  lighted  by 
gas.  "  Q.  On  what  occasions  did  you  use  the  lamp  out  of 
doors  f  A.  The  lamp  was  used  out  of  doors  on  several  occa- 
sions ;  when  gangs  of  men  required  light,  unloading  freight 
from  railway  cars,  digging  for  some  work  connected  with  the 
water  power.  I  am  unable  to  specify  positively  any  particular 
date,  but  have  a  general  recollection  of  being  frequently  called 
upon  to  make  a  light  for  some  such  purposes.  Q.  Did  you 
use  it  sometimes  to  test  dynamos  with,  in  June  to  September, 
1876  ?  A.  I  think  not  during  that  time.  Q.  What  other  use 
did  you  put  it  to  during  those  months,  except  the  occasions 
out  of  doors  which  you  have  mentioned?  A.  It  was  used 
about  the  mill,  more  particularly  around  the  muffles,  on  occa- 
sions when  it  was  necessary  to  work  during  the  evening " 
The  use  ^as  a  public  one,  in  the  presence  of  the  employes  of 
the  factory.  m  The  Hayes  clamp  has  been  preserved  and  was 
an  exhibit  in  the  case.  Wallace  &  Sons  thereafter,  after  much 
experimenting,  went,  to  a  limited  extent,  into  the  manufac- 
ture of  what  were  known  in  the  case  as  "  plate  lamps,"  or 
lamps  having  two  carbon  plates  instead  of  rods,  but  did  not 
continue  the  business  long.  They  say  that  the  discontinuance 
was  due  to  the  fact  that  they  did  not  have  a  satisfactory  gen- 
erator. The  Hayes  clamp  was  used  upon  the  plate  lamps,  but, 
Vol.  XXIL— 17       ♦ 
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as  h&  been  said,  was  used  upon  but  one  carbon  pencil  electric 
lamp. 

The  plaintiffs  vigorously  insist  that  the  Hayes  clamp 
was  not  a  completed  and  successful  invention,  but  that  its 
use  was  merely  tentative  and  experimental,  and  was  perma- 
nently abandoned  because  the  device  did  not  promise  to  be 
successful. 

Two  f acts  are  manifest — 1st,  that  the  Hayes  clamp  was 
the  clamp  of  the  Brush  patent ;  and  2d,  that  it  became,  after 
September  1 6th,  a  disused  piece  of  mechanism  in  connection 
with  carbon  points.  The  question  then  is — Was  it  a  perfected 
and  publicly  known  invention,  the  use  of  which  was  aban- 
doned prior  to  the  date  of  the  Brush  invention,  or  was  its  use 
merely  experimental,  which  ended  in  an  abandoned  experi- 
ment, on  September  16th  ? 

The  plaintiffs,  in  support  of  this  view,  say  that  Wallace  <fe 
Sons  were  searching  for  a  successful  lamp,  and  were  exhibi- 
tors of  an  electric  lamp  at  the  Centennial  Exhibition ;  that 
inventors  were  in  their  employ,  who  were  encouraged  to  make 
experiments  and  trials,  in  the  hope  that  something  good 
might  be  produced,  and,  under  this  stimulus,  one  Hayes  lamp 
was  made ;  that  improvements  in  the  location  of  the  spring 
were  made ;  that  it  gave  a  "  jerky  "  light,  and,  when  the  in- 
ventor was  away,  another  clamp  was  put  on,  by  the  permis- 
sion of  the  owners,  to  remedy  this  irregular  feeding ;  that 
afterwards  no  other  lamp  was  ever  constructed,  and  the  Hayes 
clutch  was  left  among  other  u  odds  and  ends ;  "  and  that  the 
indifference  with  which  it  was  received,  its  confessed  faults, 
the  attempted  improvements,  and  its  disuse,  show  that  the 
Hayes  clamp  never  was  anything  more  than  an  attempt  to  in- 
vent something  which  proved  to  be  a  failure. 

The  question  of  fact,  in  this  part  of  the  case,  must  turn 
upon  the  character  of  the  use  of  the  lamp  prior  to  September 
16th,  because  it  is  established  that  the  Hayes  clamp  and  the 
Brush  clamp,  in  the  patented  features,  were  substantially 
alike,  and  that  the  point  in  which  they  differ,  viz.,  the  length 
of  the  arms,  is  not  a  part  of  the  principle  of  the  device.    Was 
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the  lamp  with  this  clutch  used  merely  to  gratify  curiosity,  or 
for  purposes  of  experiment,  to  fcee  whether  the  feeding  device 
was  successful,  or  whether  anything  more  was  to  be  done  to 
perfect  it ;  or  was  it  put  to  use  in  the  ordinary  business  of  the 
mill,  as  a  thing  which  was  completed,  and  was  for  use,  and  was 
neither  upon  trial  nor  for  show? 

Hayes  made  the  lamp  for  Wallace  &  Sons  as  an  improve- 
ment upon  the  White  lamp,  and  apparently  turned  it  over  to 
them  to  be  used  where  they  chose.  An  alteration  was  subse- 
quently made  in  the  location  of  the  spring.  The  lamp  was 
used  at  different  times,  in  the  work  of  the  mill,  at  night,  in 
doors  and  out  of  doors.  Its  use  at  these  times  does  not  seem 
to  have  been  for  the  purpose  of  testing  the  machine,  or  of 
calling  attention  to  its  qualities,  or  of  gratifying  curiosity,  but 
it  was  used  to  furnish  light  to  the  workmen  at  their  work.  I 
have  queried  whether  this  use  was  not  that  of  a  thing  which 
might  be  of  help  in  an  emergency,  and  which  was  thought 
to  be  better  than  nothing,  though  not  of  much  advantage ; 
but  it  was,  apparently,  used  to  accomplish  the  ordinary  pur- 
poses of  an  electric  light  in  a  mill,  to  enable  the  workmen  to 
see  at  night,  although  it  was  not  uniformly  used,  because  the 
mill  was  lighted  by  gas. 

But  the  plaintiffs  press  the  question — Why,  then,  was  the 
further  use  of  the  Hayes  clamp  and  lamp  discontinued  ?  This 
question  is  significant,  because  the  abandonment  of  a  thing 
which  is  greatly  wanted  is,  ordinarily,  a  very  suggestive  cir- 
cumstance to  show  that  it  was  defective,  and  that,  before  the 
invention  could  be  completed,  something  was  to  be  done  which 
never  was  done. 

I  think  that  Wallace  &  Sons  did  not  push  the  electric  lamp 
business  because  they  had  no  generator,  and  I  also  think  that 
the  Hayes  lamp,  either  with  or  without  the  Hayes  clutch, 
did  not  impress  them  favorably,  for  they  contented  themselves 
with  making  only  one  specimen,  whereas  they  made  six  White 
lamps,  and,  after  much  experimenting,  and  after  the  invention 
of  the  Hayes  lamp,  they  made  fifty  or  sixty  plate  lamps.  For 
some  reason  they  did  not  manufacture  the  Hayes  lamp,  but, 
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turned  away  to  the  plate  lamps.  But,  the  facts  that  the  an  - 
ticipatory  device  was  the  device  of  the  patent,  and  did  do 
practical  work,  and  was  put  to  ordinary  use,  and  that  it  does 
not  appear  that  the  Hayes  clamp  was  the  cause  of  the  neglect 
with  which  Wallace  &  Sons  treated  the  Hayes  lamp,  seem  to 
me  to  outweigh  the  doubts  which  arise  from  the  shortness  of 
its  existence  and  its  permanent  disappearance  from  a  carbon 
pencil  lamp. 

The  case  is  that  of  the  public,  well  known  practical  use, 
in  ordinary  work,  with  as  much  success  as  was  reasonable  to 
expect  at  that  stage  in  the  development  of  the  mechanism  be- 
longing to  electric  arc  lighting,  of  the  exact  invention  which 
was  subsequently  made  by  the  patentee ;  and,  although  only 
one  clamp  and  one  lamp  were  ever  made,  which  were  used 
together  two  and  one  half  months  only,  and  the  invention  was 
then  taken  from  the  lamp  and  was  not  afterwards  used  with 
carbon  pencils,  it  was  an  anticipation  of  the  patented  device, 
under  the  established  rules  upon  the  subject.  With  a  strong 
disinclination  to  permit  the  remains  of  old  experiments  to  de- 
stroy the  pecuniary  value  of  a  patent  for  a  useful  and  success- 
ful invention,  and  remembering  that  the  defendants  must 
assume  a  weighty  burden  of  proof,  I  am  of  the  opinion  that 
the  patentee's  invention  has  been  clearly  proved  to  have  been 
anticipated  by  that  of  Hayes.  {Coffin  v.  Ogden,  18  WaU.y 
120 ;  Reed  v.  Cutter,  1  Story,  590 ;  Pickering  v.  McCul- 
lough,  104  U.  S.,  310 ;  Curtis  on  Patents,  sees.  89-92.) 

The  bill,  so  far  as  it  relates  to  the  clamp  patent,  is  dis- 


Oeorge  H.  Christy,  Causten  Broume,  and  E.  N.  Dicker- 
son,  for  the  plaintiffs. 

Edmund  Wetmore  and  Chauncey  Smith,  for  the  defend- 
ants. 
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Frederick  Pentlarge,  for  himself  and  the  United 
States,  Plaintiff  in  Error 

V8. 

Josiah  Kirby,  Defendant  in  Error. 

Where  a  Court  of  the  United  States  dismisses  a  suit  at  law  for  want  of  jurisdic- 
tion, it  cannot  award  costs  against  the  plaintiff. 

There  is  nothing  in  the  provisions  of  §§  828,  914  and  983  of  the  Revised  Stat- 
utes, which  has  changed  this  rule. 

8ection  914,  as  to  practice,  does  not  apply  to  costs,  and  relates  only  to  cases  of 
which  there  is  jurisdiction. 

Sections  823  and  983  do  not  require  the  awarding  of  costs  in  all  cases  where 
there  are  no  express  statutory  provisions  to  the  contrary. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  July  15th,  1884.) 

Wallace,  J.  This  writ  of  error  is  brought  to  review  a 
judgment  of  the  District  Court  for  the  Southern  District  of 
New  York  in  favor  of  the  defendant,  for  costs,  and  sustain- 
ing his  demurrer  to  the  plaintiffs  complaint.  The  Court  be- 
low held,  that,  upon  the  case  made  by  the  complaint,  the  Court  • 
did  not  have  jurisdiction  of  the  subject  of  the  action.  (19 
Fed.  Rep.,  50i.) 

For  reasons  which  were  announced  orally  at  the  hearing 
of  the  writ  of  error,  no  doubt  is  entertained  that  the  District 
Court  correctly  determined  that  the  action  was  not  one  of 
which  it  had  jurisdiction,  but  the  question  remains,  whether 
it  was  not  error  to  order  a  judgment  for  the  defendant  award- 
ing costs  against  the  plaintiff. 

The  rule  is  uniform  in  the  Federal  Courts,  that,  where  the 
case  is  one  of  which  the  Court  has  no  jurisdiction,  the  duty  of 
the  Court  is  to  dismiss  it  upon  that  ground,  and  without  costs. 
{Burnham  v.  Rangeley,  2  W.  dk  M.,  417 ;  Molver  v.  Wattles, 
«  Wheat,  650;  Strader  v.  Graham,  18  How.,  602;  The  Mo- 
Donald,  4  Blatohf.  G.  G.  R.,  477 ;  The  Mayor  v.  Goqper,  6 
Wall.,  247;  Gaylords  v.  Kelahaw,  1  Wall.,  83 ;  Homthall  v. 
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The  Collector,  9  Wall.,  560.)  The  reason  of  the  rale  is  stated 
by  Mr.  Justice  Swayne,  in  The  Mayor  v.  Cooper \  as  follows : 
"  The  Court  held  that  it  had  no  jurisdiction,  whatever,  of  the 
case,  and  yet  gave  a  judgment  for  the  costs  of  the  motion,  and 
ordered  that  an  execution  should  issue  to  collect  them.  This 
was  clearly  erroneous.  If  there  were  no  jurisdiction  there 
was  no  power  to  do  anything  but  to  strike  the  case  from  the 
docket."  And  in  Burnham  v.  RangeUy,  Woodbury,  JM  after 
citing  decisions  in  various  State  Courts,  sustaining  the  general 
rule,  says :  "  These  generally  proceed  on  the  ground  that  the 
Court  has  no  jurisdiction  to  award  costs  any  more  than  to 
award  damages,  or  any  other  relief  on  the  merits,  when  the 
case  is  not  legally  before  them."  In  Hunt  v.  Inhabitants  of 
Hcmover,  (8  Met,  346,)  Dewey,  J.,  repudiates  the  distinction 
which  has  sometimes  been  suggested,  that  no  costs  are  to  be 
allowed  in  plain  and  obvious  cases  of  want  of  jurisdiction,  but 
should  be  allowed  when  the  question  of  jurisdiction  is  one  of 
doubt  and  difficulty,  characterizing  it  as  too  shadowy  and  un- 
certain for  a  rule  of  practical  application,  and  as  unsound  in 
principle. 

Many  respectable  authorities  are  found  to  the  contrary r 
and  assert  that,  inasmuch  as  the  Court  must  determine 
whether  it  has  authority  to  entertain  a  particular  controversy r 
it  has,  to  that  extent,  jurisdiction  over  the  parties  and  the  sub- 
ject-matter ;  its  decision  is  a  judicial  act ;  and,  as  an  incident 
of  the  power  to  decide,  it  has  the  power  to  award  costs.  It 
will  not  be  useful  to  cite  them,  because  the  law  of  the  Federal 
Courts  is  decisive  here. 

The  learned  District  Judge  who  decided  this  case,  in 
opinions  delivered  by  him  in  United  States  v.  TreadweU,  (15 
Fed.  Rep.,  532,)  and  Cooper  v.  New  Zlaven  Steam  Boat  Co., 
(18  Id.,  588,)  suggests  that  the  provisions  of  the  Revised  Stat- 
utes of  the  United  States  have  changed  the  pre-existing  law, 
so  that  now  costs  are  to  be  allowed  to  the  prevailing  party  in 
all  cases  where  there  is  not  an  express  statutory  provision  to 
the  contrary ;  and,  therefore,  that  the  Federal  Courts  are  not 


JULY,   1884.  263 

Pentlarge  v.  Kirby. 


now  to  refuse  costs,  when  they  dismiss  cases  for  want  of  juris- 
diction. 

One  of  the  sections  of  the  Revised  Statutes  to  which  he 
refers  is  914,  which  was  originally  enacted  in  1872,  conform- 
ing the  practice  in  the  Federal  Courts,  in  common  law  actions, 
as  near  as  may  be,  to  that  of  the  State  Courts.  This  section 
goes  no  further  than  to  prescribe  a  general  rule  regulating 
practice  and  procedure  in  the  Federal  Courts,  in  the  absence 
of  any  legislation  by  Congress  upon  the  subject.  (  Wear  v. 
Mayer,  2  McOraryy  172.)  It  speaks  only  when  the  other 
statutes  of  the  United  States  are  silent.  (Peaslee  v.  Haber- 
stro,  15  Blatchf.  0.  0.  i?.,  472.)  It  has  no  application  to  the 
subject  of  costs,  because  that  subject  is  covered  by  other  pro- 
visions of  the  Federal  laws.  Moreover,  it  only  applies  to  cases 
of  which  the  Federal  Courts  have  jurisdiction.  It  does  not 
create  or  extend  jurisdiction,  but  regulates  the  procedure  in 
cases  which  the  Federal  Courts  are  authorized  to  entertain  and 
decide. 

The  other  provisions  of  the  Revised  Statutes  which  it  is 
suggested  have  changed  the  pre-existing  law  as  to  costs,  are 
those  found  in  sections  823  and  983.  These  sections  deal 
with  the  subject  of  costs  in  suits  in  Equity  and  Admi- 
ralty, as  well  as  at  common  law,  and,  if  it  is  true  that  they  re- 
quire the  Courts,  in  all  cases,  to  award  costs  to  the  prevailing 
party  when  there  are  no  express  statutory  provisions  otherwise, 
they  make  a  startling  innovation  upon  the  law  as  it  previous- 
ly existed,  and  introduce  a  radical  change.  There  are  no  ex- 
press statutory  provisions  which  authorize  a  disallowance  of 
costs  to  the  prevailing  party  in  the  large  class  of  cases  in 
Equity  and  Admiralty,  where,  in  the  exercise  of  judicial  dis- 
cretion, it  has  been  the  rule  to  disallow  them,  and  sometimes 
to  award  C06ts  against  the  prevailing  party.  In  Equity  and 
Admiralty,  the  essential  merits  and  justice  of  the  contention, 
rather  than  the  result  of  the  litigation,  have  always  controlled 
the  judicial  discretion,  in  adjudging  costs.  These  sections 
reproduce  provisions  of  the  Act  of  February  26th,  1853,  (10 
U.  S.  Stat,  at  Large,  161,)  entitled,  "An  Act  to  regulate  the 
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fees  and  costs  to  be  allowed  clerks,  marshals,  and  attorneys  of 
the  Circuit  and  District  Courts  of  the  United  States,  and  for 
other  purposes."  That  Act,  by  the  first  clause,  prescribed 
that,  "in  lieu  of  the  compensation  now  allowed  *  *  * 
the  following  and  no  other  compensation  shall  be  taxed  and 
allowed."  It  then,  by  distinct  clauses,  enumerated  what  fees 
were  to  be  taxed  in  causes  at  common  law,  in  Admiralty  and 
in  Equity,  for  clerks,  marshals,  attorneys  and  witnesses,  and 
enacted  that  such  fees,  together  with  certain  specified  dis- 
bursements, should  be  included  in  and  form  a  portion  of 
the  judgment  against  the  losing  party,  "  in  cases  where  by 
law  costs  are  recoverable  in  favor  of  the  prevailing  party." 
The  language  of  this  Act  is  reproduced  in  the  above  sections 
of  the  Revised  Statutes,  without  material  change.  Section  823 
reproduces  the  language  of  the  first  clause  of  the  Act  of  1853, 
but  the  words  "  in  lieu  of  the  compensation  now  allowed  "  are 
omitted,  as  manifestly  unnecessary,  and  the  words  "  except  in 
cases  otherwise  expressly  provided  by  law"  are  added,  be- 
cause, in  the  revision  there  are  incorporated  several  provisions 
taken  from  other  Acts  of  Congress,  respecting  costs  in  particu- 
lar cases.  Section  823  deals  only  with  the  amount  of  compen- 
sation to  be  allowed.  Section  983  reproduces  the  language  of 
the  clause  of  the  Act  of  1853  which  authorizes  costs  to  be 
made  a  portion  of  the  judgment  against  the  losing  party. 
This  is  the  section  which  deals  with  the  right  to  recover  a 
judgment  for  costs,  and  it  makes  no  change  in  the  previous 
law.  It  leaves  the  right  where  it  found  it  in  the  Act  of  1853, 
and  authorizes  a  judgment  for  costs  against  the  losing  party, 
"  in  cases  where  by  law  costs  are  recoverable  in  favor  of  the 
prevailing  party."  Reading  sections  823  and  983  together, 
they  are  not  fairly  susceptible  of  a  construction  which  changes 
the  pre-existing  law.  The  intention  to  make  a  radical  change 
is  not  to  be  implied  in  a  revision ;  and,  if  there  is  any  fair 
room  for  doubt,  the  original  Acts  may  be  resorted  to. in  aid  of 
interpretation.  (United  States  v.  Bowen^  100  U.  8y  513.) 
From  their  first  organization  to  the  time  of  the  adoption  of  the 
Revised  Statutes,  and  since,  the  Federal  Courts  have  always 
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assumed  to  exercise  the  power  of  awarding  costs,  as  incident 
to  their  power  to  decide  upon  the  rights  of  the  parties.  In 
the  very  recent  case  of  Mansfield,  dkc,  R.  Go.  v.  Swan,  (111 
JJ.  &,  379,)  Mr.  Justice  Matthews,  in  delivering  the  opinion 
of  the  Supreme  Court/uses  the  following  language :  "As  to 
costs  in  this  Court,  the  question  is  not  covered  by  any  statu- 
tory provision,  and  must  be  settled  on  other  grounds.  Ordi- 
narily, by  the  long  established  practice  and  universally  recog- 
nized rule  of  the  common  law,  in  actions  at  law,  the  prevail- 
ing party  is  entitled  to  recover  a  judgment  for  costs,  the  ex- 
ception being,  that,  where  there  is  no  jurisdiction  in  the  Court 
to  determine  the  litigation,  the  cause  must  be  dismissed  for 
that  reason,  and,  as  the  Court  can  render  no  judgment  for  or 
against  either  party,  it  cannot  render  a  judgment  even  for 
costs."  It  must,  therefore,  be  held,  that  it  was  error  in  the 
Court  below  to  render  a  judgment  for  costs  againt  the 
plaintiff. 

Following  the  precedent  in  the  case  of  The  McDonald, 
(4  Blatchf.  C.  C\  R.,  477,)  the  plaintiff  in  error,  although  he 
succeeds  in  reversing  the  judgment  of  the  Court  below,  is 
•not  entitled  to  costs  here. 

The  judgment  of  the  District  Court  is  reversed,  and  the 
case  remanded  to  that  Court,  with  directions  to  dismiss  the 
suit  without  costs  to  either  party. 

Henry  Brodhead,  for  the  plaintiff  in  error. 

Edward  Fitch,  for  the  defendant  in  error. 
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Thb  Vacuum  Oil  Company 

vs. 

The  Buffalo  Lubricating  Oil  Company,  Limited. 
In  Equity. 

The  claim  of  re-issued  letters  patent,  No.  7,821,  granted  to  the  Vacuum  Oil  Com- 
pany, as  assignee,  September  26th,  1876,  the  original  patent,  No.  68,020,  baving 
been  granted  to  M.  P.  Ewing,  September  11th,  1866,  namely,  "An  unburned, 
residual,  heavy  hydro-carbon  oil,  substantially  as  described,1'  is  an  unlawful- 
ly expanded  claim,  because  it  claims  a  product,  however  produced,  while  the 
original  patent  claimed  the  product  when  made  in  a  certain  way. 

(Before  Cozx,  J.,  Northern  Distriot  of  New  York,  July  16th,  1864.) 

Coxk,  J.  'This  is  an  equity  action,  founded  upon  re-issued 
letters  patent,  No.  7,321,  issued  to  the  complainant,  as  assignee, 
on  the  26th  of  September,  1876.  The  application  was  filed 
January  29th,  1876.  The  original  patent,  No.  58,020,  was 
issued  to  M.  P.  Ewing,  September  11th,  1866. 

Of  the  various  defences  interposed,  but  one  will  be  exam- 
ined, viz.,  that  the  re-issue  is  void,  for  the  reason  that  the  claim 
is  improperly  expanded. 

The  claims  are  as  follows  : 

Original.  Re-issue. 

"As  a  new  manufacture,  "  An  unburned,  residual, 

an  oil-product,  as  above  de-  heavy  hydro-carbon  oil,  sub- 
scribed, when  produced  from  stantially  as  described." 
crude  petroleum  by  the  evap- 
oration therefrom  of  the  light- 
er hydro-carbons  in  vacuo,  by 
the  use  of  steam  or  its  equiva- 
lent, to  prevent  burning,  sub- 
stantially as  herein  set  forth." 

It  will  be  observed,  that,  in  the  re-issue,  the  product 
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alone  is  claimed.  All  reference  to  the  manner  in  which  it  is 
produced  is  omitted.  The  original  limited  the  invention  to  a 
heavy  residual  oil  produced  from  crude  petroleum  by  the  evap- 
oration therefrom  of  the  lighter  hydro-carbons  in  vacuo,  by 
the  use  of  steam  or  its  equivalent.  The  attempt  in  the  re- 
issue is,  to  claim  the  oil  product,  no  matter  by  what  pro- 
cess produced— to  sweep  into  complainant's  net  every  new 
method  of  producing  the  desired  result,  and  every  improve- 
ment upon  the  old  method,  which  had  been  discovered  during 
an  interval  of  nearly  ten  years,  or  which  may  be  discovered  in 
the  future. 

It  is  suggested  that  the  claim  should  be  read  in  connection 
with  the  description,  and,  if  so  read,  the  precise  manner  of 
manufacture  described  in  the  original  is  pointed  out.  It  is 
true  that  it  should  be  so  read,  and  it  may  be  conceded  that  the 
original  process  is  referred  to.  But  the  description  does  not 
limit  the  invention  to  a  product  produced  by  vacuum  distilla- 
tion with  the  aid  of  steam.  On  the  contrary,  the  intention  to 
provide  for  all  contingencies  is  boldly  announced,  in  these 
words :  "  It  is  not  intended  to  limit  the  present  claim  of  in- 
vention to  the  product  of  precisely  the  same  process  hereinbe- 
fore described,  as  modifications  thereof  may  be  readily  made, 
embodying  the  same  principle  of  distillation  at  low  tempera- 
ture, to  which  the  obtaining  of  the  product  in  question  is 
due." 

That  the  claim  of  the  re  issue  has  been  unlawfully  broad- 
ened there  can  be  little  doubt,  and  the  long  lapse  of  time  af- 
ter the  date  of  the  original  brings  the  case  within  the  recent 
decisions  of  the  Supreme  Court. 

There  should  be  a  decree  for  the  defendant,  with  costs. 

George  £.  Selden  and  T.  Outerbridge,  for  the  plaintiff. 
James  A.  Allen  and  Corlett  <&  Hatch,  for  the  defendant. 
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William  J.  Fryer,  Jr.  vs.  Henry  Maurer.    In  Equity. 

Re-iesued  letters  patent,  No.  5,174,  granted  to  Balthasar  Kretscher,  December  3d, 
1872,  for  an  improvement  in  tiling  used  in  fire-proof  buildings,  under  the 
floors,  the  original  patent,  No.  112,930,  haying  been  granted  March  21st,  1871, 
are  invalid,  because  everything  which  is  of  the  substance  of  the  invention 
was  old,  except  a  slight  change  in  the  form  of  the  recess  in  the  end  sections 
of  the  tiling,  and  the  patent  describes  that  change  vaguely,  and  sets  forth  no 
advantages  as  resulting  from  it. 

The  decision  in  this  case,  ante,  p.  100,  confirmed. 

{Before  Wallaci,  J.,  Southern  District  of  New  York,  July  16th,  1884.) 

Wallace,  J.  A  rehearing  was  granted  in  this  cause, 
{cmtey  jp.  100,)  because  it  appeared  that  an  erroneous  interpre- 
tation had  probably  been  placed  upon  the  description  in  the 
English  provisional  specification  of  George  Davis,  at  the  orig- 
inal hearing.  Upon  the  rehearing,  however,  the  defendant 
was  permitted  to  introduce  a  new  exhibit,  the  Guichard 
French  patent  of  1869,  which  supplies  all  that  was  attributed 
originally  to  the  Davis  provisional  specification. 

The  Guichard  patent  is,  in  fact,  a  complete  anticipation  of 
everything  that  is  essential  and  valuable  in  the  complainant's 
invention,  as  described  and  claimed  in  his  letters  patent,  al- 
though it  is  introduced  as  showing  that,  in  the  prior  state  of 
the  art,  there  was  no  invention  in  Kreischer's  hollow  tiled 
arch. 

The  complainant  insists  that  his  patent  is  not  for  a  flat 
arch  of  sectional  hollow  tiles  supported  by  girders,  the  sections 
of  which  have  plane  joints,  and  recesses  where  they  abut 
against  the  girders,  to  catch  over  the  flanges  of  the  girders  ; 
but  that  it  is  for  a  flooring  consisting  of  the  flagged  iron  gird- 
ers, the  flat  arch  of  sectional  hollow  tiles,  with  recesses  which 
go  under  the  flanges  of  the  girders,  wooden  floor  joists  resting 
on  the  tiles,  and  with  air  spaces  between  the  top  of  the  tiles 
and  the  wooden  floor.   The  patentee  might  have  claimed  such 
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a  flooring,  but  he  did  not,  either  in  his  original  or  the  re-issued 
patent,  and  obviously  because  he  did  not  mean  to  be  limited  to 
such  an  invention.  The  claim  of  the  original  is  for  a  hollow 
arched  tile,  made  in  three  sections,  having  recesses  in  the  end 
sections  to  catch  over  the  bottom  flanges  of  the  iron  girders, 
and  the  middle  section  being  a  wedge-shaped  key.  The  iron 
girders  are  necessarily  included  as  a  feature  of  the  invention 
thus  claimed ;  because,  otherwise,  there  would  be  nothing  to 
support  the  arch,  and  nothing  for  the  recesses  to  catch  upon  or 
over ;  and,  by  a  reference  to  the  description  and  the  drawings, 
the  entire  conception  of  the  patentee  may  be  readily  under- 
stood. 

In  the  re-issue,  two  claims  are  inserted  in  the  place  of  the 
one  claim  of  the  original.  The  first  claim  is  merely  a  more 
specific  statement  of  the  claim  of  the  original,  except  that  it 
does  not  limit  the  invention  to  an  arch  composed  of  three  sec- 
tions, and  eliminates  the  recess  in  the  end  sections,  as  a  con- 
stituent. As  it  was  apparent,  from  the  description  in  the  orig- 
inal,  that  the  arch  could  be  made  of  a  larger  number  of  sec- 
tions, and  could  be  made  without  recesses  in  the  end  sections, 
it  was  proper  to  make  these  modifications  in  the  first  claim  of 
the  re-issue ;  and  the  claim  of  the  re-issue  was  for  the  same  in- 
vention described  in  the  original. 

The  second  claim  in  the  re-issue  is  the  first  claim  limited  by 
making  the  recesses  in  the  end  sections  of  the  tile,  which  are 
left  out  in  that  claim,  a  constituent.  It  is  the  same  as  the 
claim  of  the  original  patent,  except  that  it  does  not  confine 
the  invention  to  an  arch  having  three  sections  only  ;  and,  for 
the  reasons  stated  in  reference  to  the  first  claim,  it  is  for  the 
same  invention  described  in  the  original.  As  the  re-issue  was 
obtained  within  two  years  of  the  issue  of  the  original,  it  is 
valid. 

But  it  becomes  necessary  for  the  complainant  now,  in  view 
of  the  evidence  showing  the  prior  state  of  the  art,  to  abandon 
the  real  claims  of  the  patent,  which  are  for  a  peculiar  arch  of 
hollow  tiles  supported  by  girders,  to  be  used  in  the  walls  or  in 
the  ceilings  of  buildings,  and  to  substitute  a  claim  for  a  floor- 
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ing,  with  air  spaces  for  ventilation,  and  an  arch  of  a  special 
construction,  which  is  peculiarly  contrived  to  form  the  ceil- 
ing of  the  room  below. 

The  patentee  undoubtedly  conceived,  that,  when  his  arch 
was  used  as  a  ceiling  under  the  flooring  of  buildings,  an  in- 
cidental advantage  could  be  obtained,  by  constructing  it  so  as 
to  leave  air  spaces  for  ventilation  to  the  sleepers  and  floor- 
ing; and  he  pointed  out  the  advantages  of  his  arch  over 
brick  arches  in  that  respect ;  but  he  did  not  intend  to  limit 
himself  to  a  claim  which  would  not  be  infringed  if  a  floor- 
ing and  sleepers  were  not  used  in  connection  with  his  arch. 
The  language  of  the  claims  is  not  fairly  susceptible  of  such 
a  construction.  They  would  be  infringed  if  his  arch  were 
used,  although  the  space  above  it  were  filled  up  with  ce- 
ment and  no  sleepers  or  flooring  were  used. 

The  slight  variation  between  the  form  of  the  recess  in 
the  end  sections  of  the  patentee's  tiles  and  that  found  in  the 
several  earlier  arches  of  sectional  hollow  tiles,  is  not  of  suf- 
ficient novelty  to  sustain  the  patent.  The  patentee  de- 
scribes the  arch  as  provided,  at  its  end  sections,  with  a  recess 
"  to  catch  over "  the  bottom  flanges  of  the  iron  girders 
when  his  arch  is  used  for  ceilings,  but  he  does  not  suggest 
any  special  advantage  arising  from  the  form  of  the  recess. 
The  recess  was,  apparently,  designed  to  assist  in  supporting 
the  arch  as  a  locking  device.  If  it  has  any  advantages  over 
those  which  were  used  for  the  same  purpose  by  others  pre- 
viously, arising  from  its  form,  the  form  should  have  been  de- 
scribed. The  form  is  shown  in  the  drawings,  but,  obvious- 
ly, the  language  of  the  description  does  not  confine  the  pat- 
entee to  any  particular  form,  but  covers  any  form  which  will 
enable  the  end  tile  to  u  catch  over  "  the  flange.  It  may  be 
that  the  earlier  recesses  do  not  catch  over,  but  they  lock  the 
girder,  for  all  practical  purposes,  as  well  as  those  of  the  pat- 
entee. In  any  event,  the  patentee's  change  in  the  form  of 
the  recess  does  not  amount  to  invention.  The  recess  in  the 
defendant's  end  tiles  does  not  differ  materially  from  the  re- 
cesses in  the  Garcin  and  Roux,  Freres'  exhibits ;  yet  the  com- 
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plainant  insists  that  the  defendant  has  the  recess  described 
in  the  patent. 

In  conclusion,  there  was  no  patentable  novelty  in  Kreisch- 
er's  hollow  tiled  flat  arch,  the  invention  which  is  claimed  in 
the  complainant's  patent,  in  view  Qf  the  prior  state  of  the 
art.  Hollow  tiles  were  old ;  flat  arches  were  old ;  flat 
arches  made  of  hollow  tiles  in  sections  were  old ;  flat  arches 
of  sectional  hollow  tiles  with  plane  joints  were  old ;  such 
arches  supported  at  the  ends  by  girders,  and  used  to  support 
the  floors  of  fire-proof  buildings,  were  old ;  such  arches  thus 
supported  were  old,  when  the  end  sections  of  the  tiles  were 
provided  with  recesses  to  receive  the  flanges  of  the  girder. 
Everything  which  is  of  the  substance  of  the  invention  was 
old,  except  a  slight  change  in  the  form  of  the  recess  in  the  end 
sections  of  the  tiling.  No  advantages  arising  from  this 
change  of  form  are  suggested  in  the  patent,  and  it  is  doubtful 
whether  there  are  any  practically.  If  there  are  any,  the  form 
is  described  in  terms  so.  vague,  that  any  form  which  serves  to 
lock  the  tile  to  the  girder  will  satisfy  the  description ;  and  the 
old  recesses  would  do  this.  Kreischer  doubtless  thought  that 
his  arch  was  new,  and  he  described  and  claimed  his  invention 
broadly  upon  this  theory.  It  is  now  shown  to  have  been  old ; 
and  it  is  quite  useless  to  attempt  to  sustain  the  patent  upon  re- 
fined distinctions  in  minor  details  in  structure,  which  the  pat- 
entee evidently  nqver  contemplated,  and  which  certainly  are 
not  within  the  claims  as  expressed  in  the  patent. 

The  bill  is  dismissed. 


George  W.  Van  Siclen>  for  the  plaintiff. 
John  A.  Foster,  for  the  defendant. 
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Henry  B.  Turner 

vs. 

The  People's  Ferry  Company.    In  Equity. 

Under  the  Act  of  the  Legislature  of  New  York,  of  April  9th,  1813,  (2  Jtev.  Law* 
o/1818,  eh.  86,  p.  482,  sees.  220,  221,)  in  connection  with  the  ordinance  of  the 
Common  Council  of  the  City  of  New  York,  of  December  81st,  1856,  laying 
out  East  street,  along  the  East  river,  a  person  who  filled  np  the  intermediate 
space  lying  between  a  lot  owned  by  him  and  a  street  or  wharf  laid  ont  along 
the  East  river,  became  the  owner  of  such  intermediate  space  when  filled  op, 
but  did  not  acquire  any  riparian  rights,  or  any  rights  of  wharfage  along  the 
bulkhead  opposite  such  ground. 

An  injunction  to  restrain  a  public  improvement  should  not  be  granted  upon  the 
application  of  a  private  party,  unless  the  legal  right  and  the  threatened  injury 
are  clear  and  certain. 

(Before  Brown,  J.,  Southern  District  of  New  York,  July  17th,  1884.) 

Brown,  J.  A  motion  is  made  for  an  injunction,  pendente 
lite^  to  restrain  the  defendant  from  erecting  its  proposed  ferry 
rack  and  ferry  bouse  along  the  southerly  side  of  the  23d  street 
pier,  in  the  slip  between  the  wharves  at  22d  street  and  23d 
street,  East  river. 

The  defendant  was  empowered,  by  Act  of  the  Legislature, 
(Laws  of  1882,  ch.  193,)  to  establish  and  operate  a  ferry  from 
near  Broadway,  Brooklyn,  across  the  East  river  to  23d  street, 
New  York,  and  to  acquire  the  necessary  franchise  therefor.  It 
subsequently  acquired  this  franchise  by  purchase  from  the  City 
of  New  York,  at  public  auction,  at  a  fixed  yearly  rental ;  and 
also  obtained  a  lease  from  the  city  of  the  23d  street  pier.  It 
has  given  bonds  for  the  performance  of  all  the  various  condi- 
tions of  the  lease,  and  of  the  franchise  to  operate  the  ferry, 
and  has  submitted  its  plans  for  the  proposed  ferry  structures. 
These  plans  have  been  approved  by  the  proper  city  authori- 
ties ;  and,  the  defendant  being  about  to  begin  the  erection  of 
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these  structures,  the  plaintiff  seeks  to  enjoin  the  prosecution 
of  the  work,  on  the  ground  that  it  will  inflict  irreparable  in- 
jury on  his  alleged  riparian  rights,  as  lessee  of  the  premises 
along  the  bulkhead  line  at  the  head  of  the  slip  between  22d 
and  23d  streets,  by  occupying  nearly  one-half  of  the  slip,  at  a 
distance  of  145  feet  directly  in  front  of  his  bulkhead,  thereby 
obstructing  his  business  in  the  slip  and  on  shore,  as  at  present 
conducted. 

The  proposed  ferry  is  evidently  conducive  to  the  public 
convenience  and  utility.  No  irregularities  are  suggested  in 
the  defendant's  proceedings.  I  must  assume,  therefore,  that 
the  defendant  has  all  the  authority  for  the  erection  of  these 
structures  that  the  City  or  the  State  could  confer ;  and  a  work 
thus  authorized,  and  for  the  public  benefit,  should  not  be  ar- 
rested at  the  instance  of  a  private  party,  unless  both  his  right 
and  his  injury  be  clear  and  certain.  (Taylor  v.  Brookman,  45 
Barb.,  106.)  I  am  not  satisfied  that  the  proposed  structures 
would  not  leave  the  complainant  in  the  enjoyment  of  all  the 
rights  that  he  can  legally  claim  ;  and,  without  reference  to  the 
other  points  raised,  the  injunction,  pendente  lite,  should  on 
that  ground  be  denied. 

The  plaintiff,  in  March,  1881,  leased  from  the  executors  of 
John  L.  Brower  certain  premises  between  22d  and  23d  streets, 
for  nine  years  from  May  1st,  1881,  with  the  privilege  of  a  re- 
newal for  ten  years  afterwards.  The  premises  leased  are  de- 
scribed in  the  lease  as  bounded  on  the  east  "  along  the  East 
River,"  and  no  reference  is  made  in  the  lease  to  any  bulkhead 
or  wharf,  or  to  any  wharfage  or  riparian  rights  of  any  kind. 
The  complainant  hired  the  premises  for  the  purposes  of  a  coal 
yard,  expecting  to  receive  and  to  deliver  coal  in  boats  moored 
alongside  the  bulkhead,  as  he  has  hitherto  done.  His  affidavit 
states,  that,  at  times,  he  has  had  twenty  canal  boats  moored 
there  at  once.  It  appears,  however,  that,  prior  to  this  lease, 
the  Pennsylvania  Coal  Company,  a  former  lessee,  had  been  ac- 
customed to  receive  and  to  deliver  coal  there,  in  like  manner, 
using  the  bulkhead  as  a  place  of  landing ;  and  that  this  priv- 
ilege enhances  the  rental  value  of  the  premises.  It  can  scarce- 
Vol.  XXIT.— 18 
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ly  be  doubted  that  this  use  was  contemplated  by  the  lessor,  as 
well  as  by  the  lessee,  and  that  the  terms  were  in  reference  to 
it.  The  complainant  has  sub-let  the  northerly  half  of  his 
premises  to  Clark  &  Allen,  who  have  erected  thereon  a  grain 
elevator,  used  in  connection  with  the  landing  of  boats  at  the 
bulkhead.  It  must  be  assumed,  therefore,  under  such  circum- 
stances, that  the  lease  to  the  complainant  was  intended  to  pass, 
and  did  pass,  as  an  incident  thereto,  whatever  rights  of  wharf- 
age the  Brower  estate  held.  (Huttemeier  t.  Albro,  18  2?.  Y., 
48 ;  Vborhees  v.  Burchard,  55  Id.,  98.)  It  could  not  pass 
more.    What  their  rights  were  is  the  turning  point 

The  premises  in  question  are  far  to  the  eastward  of  the 
line  of  400  feet  below  low  water-mark,  and  hence  were  form- 
erly the  property  of  the  State,  from  which  Brower's  title  to 
the  lots  and  his  rights  of  wharfage,  if  any,  must  be  deduced. 
Omitting  any  reference  to  various  acts  and  grants  by  the  Leg- 
islature and  the  City,  which  present  some  complications  of 
title,  and  which  are  set  forth  in  detail  in  the  elaborately  con- 
sidered case  of  Nott  v.  Thayer,  (2  Bosw.,  10,)  the  view  most 
favorable  to  the  title  and  rights  of  John  L.  Brower  is  that 
claimed  by  the  complainants  to  have  been  derived  from  the 
Act  of  the  Legislature,  of  April  9th,  1813,  (2  Hev.  Laws  of 
1813,  ch.  86,  p.  432,  sees.  220,  221,)  in  connection  with  the  or- 
dinance of  the  Common  Council,  of  December  31st,  1856,  lay- 
ing out  East  street.  By  the  Act  of  1813,  (re-enacting  the  Act 
of  April  3d,  1798,  chap.  80,)  the  Legislature  authorized  the 
Mayor,  aldermen,  Ac,  in  brief,  to  lay  out  streets  or  wharves 
in  front  of  those  parts  of  the  City  which  adjoin  the  East  Kiver, 
and  from  time  to  time  to  lengthen  and  extend  said  streets,  or 
wharves,  to  be  completed  "  at  the  expense  of  proprietors  of 
land  adjoining  or  nearest  and  opposite  to  the  said  streets  or 
wharves ; "  that  such  proprietors  should  fill  up  "  the  spaces  ly- 
ing and  being  between"  their  lots  and  such  streets  and 
wharves ;  and  that,  upon  so  filling  up  and  levelling  the  same, 
they  should  "  become  the  owners  of  the  said  intermediate 
spaces  of  ground,  in  fee  simple." 

On    December    31st,  1856,  the  Mayor,  aldermen,  <fec, 
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passed  an  ordinance  establishing  East  street,  as  an  ex- 
terior street  along  this  portion  of  the  East  River.  With- 
out stopping  to  enquire  whether  this  ordinance  and  the 
proceeding  to  acquire  title  under  it  were  valid  under  the 
Act  of  1813,  but  assuming  them  to  be  so,  East  street,  as 
thus  laid  out,  would  cross  23d  street  along  the  westerly  line 
•of  Avenue  C,  extended ;  and  the  same  ordinance  directed  the 
existing  numbered  streets  to  be  extended  to  East  street,  and 
that  the  proprietors  of  lands  nearest  to  or  opposite  East  street, 
as  thus  established,  should  make  and  complete  the  street,  and 
fill  in  the  intermediate  spaces,  by  January  1st,  1860.  Before 
this  ordinance  was  carried  into  effect,  the  work  was  arrested 
by  the  action  of  the  Harbor  Commissioners,  appointed  under 
the  Act  of  March  30th,  1855,  whose  report,  confirmed  by  Act 
of  the  Legislature,  passed  April  17th,  1857,  fixed  the  exterior 
bulkhead  line,  in  that  vicinity^  as  it  now  exists,  far  within  the 
proposed  East  street,  and  prohibited  any  solid  filling  in  beyond 
this  bulkhead  line.  This  line  is  somewhat  to  the  eastward  of 
Tompkins  street,  and  is  between  Avenue  A  and  the  extension 
of  Avenue  B.  The  Brower  estate,  it  is  claimed,  acquired  the 
fee  of  the  land  between  Tompkins  street  and  this  bulkhead 
•line  of  1857,  by  filling  in  the  "  intermediate  spaces,"  as  pro- 
vided by  the  Act  of  1813;  but,  as  I  must  assume,  it  did  not 
build  either  the  22d  street  or  the  23d  street  pier,  nor  did  it 
over  obtain  any  express  grant  from  the  City  of  the*  lots  lying 
east  of  Tompkins  street,  or  of  any  right  of  wharfage  thereon. 
As  incident  to  the  land  thus  filled  in,  it  is  claimed  that  the 
Brower  estate  acquired  riparian  rights,  and  the  rights  of  wharf- 
age along  the  bulkhead.  It  is  along  this  bulkhead  between 
22d  and  23d  streets  that  the  complainant,  as  lessee,  alleges 
that  his  riparian  rights  are  threatened  with  injury. 

As  I  have  before  said,  none  of  the  premises  occupied  by 
the  complainant  were  any  part  of  the  original  shore;  they 
were  a  part  of  the  harbor  of  the  City  of  New  York,  and  far 
below  even  low  water-mark.  Riparian  rights  do  not  attach, 
as  a  matter  of  course,  to  a  grant  of  such  lands  under  tide 
water.    A  right  of  wharfage,  in  such,  cases,  as  an  incorporeal 
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hereditament,  must  be  derived  either  from  the  express  terms  of 
the  grant,  aa  in  Langdon  v.  The  Mayor,  (93  N.  T.,  129,  150,) 
and  in  Marshall  v.  Onion,  (1  Keman,  461,)  or  from  the  clear 
and  manifest  intent  of  the  grant,  as  shown  by  the  surround- 
ing circumstances,  such  as  prior  use,  or  the  declared  intention 
of  the  grant.  {Langdon  v.  The  Mayor,  93  N.  T.,  129,  144  ; 
Voorhees  v.  Burchard,  55  Id.,  98 ;  HuUemeier  v.  Albro,  18 
Id.,  48.)  In  the  absence  of  an  express  grant  of  wharfage,  or 
of  such  manifest  intention,  the  City  or  the  State,  as  the  case 
may  be,  may  make  successive  grants  of  its  lands  under  water, 
each  in  front  of  the  former,  to  different  grantees,  without  any 
violation  of  the  rights  of  either;  and  neither  the  first  nor  the 
last  grantee  will  acquire  any  exclusive  riparian  privileges. 
None  of  such  grantees  are,  in  any  proper  sense,  riparian 
owners  at  all ;  and  riparian  rights  do  not  attach  to  such  grants. 
(  Weber  v.  Harbor  Commissioners,  18  Wall.,  57,  67.)  In  this 
State,  where  the  common  law  on  this  subject  prevails,  and  the 
State  is  owner  of  the  soil  below  high  water-mark,  it  was  long 
since  settled,  that  a  grant  of  such  lands,  even  with  a  right  to  erect 
a  wharf  expressed  in  the  grant,  was,  by  implication  of  law,  not 
an  exclusive  grant  of  wharfage  rights ;  but  that  such  rights,  so 
long  as  they  were  not  wholly  cut  off,  were  subject  to  be  modified 
and  abridged,  through  other  grants  and  other  harbor  regula- 
tions for  the  public  benefit,  without  compensation.  {Lansing 
v.  Smith,  8  Cow.,  146,  and  4  Wend.,  9,  22-24.)  And,  in  the 
case  of  Gould  v.  The  Hudson  River  R.  R.  Co.,  (2  Seld.,  522) 
it  was  held  by  the  Court  of  AjJpeals,  that  an  owner  of  upland 
along  high  water  line  on  the  Hudson  River,  had  no  exclusive 
riparian  rights  below  that  line,  and  hence  sustained 'no  legal 
damage  from  a  railroad  embankment  built  under  a  grant  from 
the  State,  which  cut  off  his  access  to  the  river.  This  decision 
has  never  been  questioned  as  a  rule  of  property  in  this  State. 
(See  People  v.  Tibbetts,  19  N.  T.,  523,  528;  People  v.  Canal 
Appraisers,  33  Id.,  461, 487.)  It  was  cited,  and  its  principles 
re-affirmed,  in  the  recent  case  of  Langdon  v.  The  Mayor, 
{supra,)  where  the  decision  rested  upon  an  express  grant  of 
wharfage  rights. 
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As  establishing  a  law  of  property,  these  decisions  would  be 
binding,  I  think,  under  §  721  of  the  United  States  Revised 
Statutes,  as  rules  of  decision  in  the  Federal  Courts,  even  if 
there  was  no  authority  in  the  Supreme  Court  on  this  subject. 
{Barney  v.  Keokuk,  94  U.  S.,  338.)  But  the  decisions  of  the 
fiupreme  Court  are  of  precisely  the  same  effect.  In  Yates  v. 
Milwaukee,  (10  Wall.,  504,)  (relied  on  by  the  complainant's 
counsel,)  the  rights  of  even  a  strictly  riparian  proprietor  are 
declared  to  be  "  subject  to  such  general  rules  and  regulations 
as  the  Legislature  may  see  proper  to  impose  for  the  protection 
of  the  rights  of  the  public,  whatever  these  may  be."  But  in 
the  subsequent  case  of  Weber  v.  Harbor  Commissioners,  (18 
Watt.,  57,)  the  Supreme  Court  held,  that  a  grant  from  the 
State  of  land  under  water  in  the  harbor  of  San  Francisco,  up 
to  the  exterior  line  of  the  bulkhead,  where  the  City  already 
had  by  law  the  control  of  the  wharves  and  of  wharfage  rights, 
did  not  confer  on  the  complainant  any  riparian  rights  as 
against  the  City ;  and  his  bill,  filed  to  prevent  such  rights  from 
being  wholly  cut  off,  was  dismissed.  That  case,  in  all  essen- 
tial particulars,  was  analogous  to  the  present.  It  is  true,  that 
the  complainant  there  had  built  out  a  wharf  for  his  own  use. 
But  the  complainant  here  claims  certain  exclusive  privileges 
in  the  slip  beyond  the  bulkhead,  which  involves  the  same 
principle.  It  was  not  there  proposed  to  abate  the  complain- 
ant's wharf  as  a  nuisance;  but  to  surround  it  by  a  larger 
wharf,  and  appropriate  it  to  the  public  use.  Had  the  com- 
plainant there  been  held  to  have  had  any  right  to  exclusive 
privileges  along  his  bulkhead,  he  would  have  been  entitled  to 
his  injunction  or  to  compensation.  But  the  Court  say :  "  The 
•complainant  is  not  the  proprietor  of  any  land  bordering  on 
the  shore  of  the  sea,  in  any  proper  sense  of  that  term.  *  *  * 
There  is  no  just  foundation  for  his  claim  as  a  riparian  pro- 
prietor. He  holds,  as  his  predecessors  took,  the  premises, 
freed  from  any  such  appendant  right.  *  *  *  They  took 
whatever  interest  they  obtained  in  subordination  to  the  con- 
trol by  the  City  over  the  space  immediately  beyond  the  line  of 
the  water  front,  and  the  right  of  the  State  to  regulate  the  con- 
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struction  of  wharves  and  other  improvements.  *  *  *- ' 
Having  the  power  of  removal  [of  the  complainant's  wharf] 
she  could,  without  regard  to  the  existence  of  the  wharf,  au- 
thorize improvements  in  the  harbor,  by  the  construction  of 
which  the  use  of  the  [complainant's]  wharf  would  necessarily 
be  destroyed  "  (pp.  65-67.)  The  same  principles  were  again 
affirmed  and  applied  in  Barney  v.  Keokuk,  (94  U.  &,  324,) 
and  in  the  recent  case  of  Potomac  Steamboat  Go.  v.  Upper 
Potomac  Steamboat  Co.,  (109  U.  &,  672,)  where  it  was  held,, 
that  a  public  street,  intervening  between  the  complainant's 
lots  and  the  established  river  front,  cuts  off  any  exclusive  ripa- 
rian rights  in  the  owner  of  the  lots  on  the  opposite  side  of  the 
street,  whether  the  fee  of  the  street  be  in  the  public  or  not, 
the  complainant  not  having  any  express  grant  of  wharfage 
rights* 

The  Federal  decisions  are  in  accord,  therefore,  with  those 
of  this  State,  so  far  as  respects  riparian  rights  attaching  to 
grants  of  land  under  water  in  harbors  or  along  navigable 
rivers.  I  find  no  case  where  any  such  exclusive  rights  are 
recognized,  unless  they  are  derived  from  the  State  or  the  City 
in  express  terms,  or  else  by  necessary  implication  from  the 
circumstances  of  the  grant. 

But,  if  the  Act  of  1813  and  the  ordinance  of  1856  be 
looked  to  as  sources  of  the  grant  of  a  right  of  wharfage,  no 
allusion  to  wharfage,  or  to  any  riparian  rights  on  the  part  of 
those  filling  in  the  intermediate  spaces,  is  found  there,  except 
on  condition  of  their  having  built  the  wharves  or  piere,  which 
it  is  not  here  claimed  that  they  did ;  and  the  whole  tenor  of 
both  the  Act  of  1813  and  the  ordinance  of  1856.  is  manifestly 
inconsistent  with  the  idea  that  the  owners  who  should  fill  in 
the  intermediate  spaces  were  otherwise  to  acquire  any  right  of 
wharfage,  or  even  any  title  to  lots  to  the  water's  edge,  so  as  to 
become  riparian  owners  at  all.  Under  the  ordinance  of  1856, 
East  street  was  to  be  an  exterior  street,  which  would  separate 
such  proprietors  from  the  water  front ;  and,  under  the  Act  of 
1813,  an  exterior  street,  like  West  street,  or  South  street,  was  also- 
contemplated.    But,  even  had  not  such  an  exterior  Btreet  been. 
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designed  to  intervene,  under  the  ordinance  of  1856  and  the  Act 
of  1813,  to  cut  off  any  riparian  ownership  from  those  who 
might  fill  in  the  "intermediate  spaces,"  still  the  Act  of  1813 
itself  manifestly  confers  on  the  City  the  right  of  wharfage  on 
the  wharves  to  be  built  out  by  it  from  the  extended  streets, 
and  the  control  of  wharfage  rights.  Subsequent  Acts  have  re- 
peatedly confirmed  this  right.  (Langdon  v.  The  Mayory  93 
N.  Y.j  144, 145.)  The  wharves  form  the  slips,  and,  without  the 
protection  of  the  wharves,  in  the  rapid  tides  of  the  East  River, 
the  bulkheads  themselves  would  be  comparatively  impracti- 
cable for  use.  The  slips  themselves  are  so  narrow,  being  not 
much  above  200  feet  wide,  that  the  exercise  of  unrestricted 
rights  of  wharfage  by  an  owner  along  the  line  of  the  bulkhead 
would,  moreover,  be  plainly  incompatible  with  the  exercise  of 
the  same  rights  by  the  City  upon  its  own  wharves  on  each  side 
of  the  slips.  The  slips  formed  by  the  wharves  are  appurte- 
nant to  and  for  the  use  and  benefit  of  the  wharves,  and  of  the 
City  that  owns  them,  and  of  the  public  that  is  entitled  to  the 
full  use  of  them ;  not  for  the  use  or  benefit  of  the  bulkhead 
owners.  Without  the  full,  and,  it  may  be,  exclusive,  use  of 
the  slips,  the  full  use  of  the  wharves  cannot  be  enjoyed.  If 
an  owner  along  the  bulkhead  line  can  lawfully  moor  six,  eight, 
ten,  or  even  twenty  canal  boats  at  once  alongside  the  bulk- 
head, tier  upon  tier,  as  it  is  said  the  complainant  sometimes 
has  done,  he  may  thus  occupy  the  whole  slip,  and  exclude  the 
public  from  the  wharves  altogether,  and  the  City  from  its 
rightful  wharfage  and  use  of  the  slip.  On  the  other  hand, 
the  full  enjoyment  of  the  wharves  by  the  City,  or  its  lessees, 
for  wharfage  purposes,  may,  if  the  public  needs  require  it,  de- 
mand the  use  of  the  entire  slip.  There  cannot  exist,  there- 
fore, full  riparian  rights  of  wharfage  in  both  parties  at  the 
same  time.  The  Act  of  1813  leaves  no  possible  doubt  which 
of  the  two — the  City,  which  builds  the  wharves,  or  the  owner, 
who  fills  in  intermediate  spaces,  and  thus  becomes  owner  of 
the  bulkhead  lots — is  intended  to  enjoy  this  right  of  wharf- 
age. All  that  the  Act  of  1813  gives  to  the  latter  is  the  title  to 
the  "  intermediate  spaces ; "  an  exterior  street,  as  I  have  said, 
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being  contemplated  by  that  Act,  which  would  exclude  him 
from  the  enjoyment  of  riparian  rights,  while  the  City  is  to  take 
the  benefit  of  the  wharves  which  it  builds,  and  with  them 
the  use  of  the  slips  for  the  purposes  of  wharfage.  No  inten- 
tion to  confer  riparian  rights  on  the  owner  of  spaces  filled  in 
can  be  deduced  from  the  Act  of  1857,  which  prevented  the 
construction  of  the  proposed  exterior  street. 

As  the  estate  of  Brower,  therefore,  obtained  no  right  of 
wharfage  by  the  terms  of  any  grant,  nor  by  any  intention  of 
the  City  or  State  from  whom  it  derives  title,  it  has  not,  in  my 
judgment,  any  legal  right,  as  against  the  City  or  its  grantees, 
to  convert  the  bulkhead  into  a  wharf,  and  maintain  it  as  such, 
as  a  ineans  of  private  emolument ;  nor  even  any  proprietary 
right  in  the  bulkhead,  as  a  place  for  landing  its  own  boats,  to 
the  exclusion  of  any  necessary  use,  by  the  public,  under  the 
City  or  its  lessees.  It  may,  doubtless,  land  boats  there  by  suf- 
ferance, as  any  other  citizen  might  do.  But  it  has  no  right 
to  obstruct  the  use  of  the  slip,  or  of  any  part  of  it  that  may  be 
required  by  the  public  in  mooring  boats  along  either  the  22d 
or  23d  street  wharves  up  to  the  line  of  the  bulkhead ;  nor  to 
interfere  with  any  other  appropriate  use  of  a  wharf,  such  as  a 
ferry  landing,  that  the  City  and  State  may  authorize. 

This  case  differs  from  all  others  that  have  been  cited  in 
support  of  the  injunction,  in  the  fact  that  the  complainant 
and  those  whom  he  represents  have  neither  any  title  to  the 
slip  or  to  the  land  in  front  of  the  bulkhead,  nor  any  express 
grant  of  a  right  of  wharfage,  nor  any  evidence  of  any  intent 
by  the  State  or  City  to  grant  such  a  right.  The  case  of  Lan- 
sing v.  Smith,  (supra?)  as  above  observed,  long  since  decided, 
that,  even  if  wharfage  had  been  granted,  subsequent  obstruc- 
tions in  front,  necessary  for  the  public  convenience,  were  no 
ground  for  a  claim  of  damages,  so  long  as  access,  though  im- 
paired, still  remained.  In  the  present  case,  a  basin  of  145  feet 
will  remain  free  along  the  upper  part  of  the  bulkhead ;  while 
the  lower  part,  embracing  more  than  one  half  of  the  com- 
plainant's frontage,  is  completely  open  and  unobstructed  as 
before. 
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The  papers  before  me  do  not  show  any  legal  rights  in  the 
complainant  beyond  this  means  of  access  still  reserved  to  him 
by  the  proposed  structures ;  and  without,  therefore,  referring 
to  the  other  points  raised,  the  motion  should,  upon  the  above 
ground,  be  denied. 

Anderson  &  Rowland,  for  the  plaintiff. 

Jf.  J.  CPBrien  and  S.  G.  Clwrke,  for  the  defendant. 


Henry  Lodis  Bischoffsheim 
Hermann  R.  Baltzer  and  William  G.  Taaks.    In  Equity. 

H.  and  L.  were  partners.  The  defendants  were  their  confidential  agents,  and 
owned  bonds  issued  by  a  State.  Being  ordered  by  H.  and  L.  to  buy  for 
them  some  of  the  bonds,  they  charged  H.  and  L.,  in  account,  with  a  sum  of 
money,  as  paid  for  the  bonds.  The  bonds  were  afterwards  declared  void  by 
the  highest  Court  of  the  State.  The  account  was  adjusted  with  the  item  in  it, 
the  defendants  retaining  the  bonds,  H.  and  L.  supposing  that  the  defendants 
had  bought  the  bonds  from  other  parties.  L.  having  died,  H.,  as  survivor, 
sued,  in  equity,  to  set  aside  the  transaction,  rectify  the  account,  and  recover 
the  amount  due :  Held, 

(1.)  A  suit  in  equity  would  lie ; 

(2.)  It  was  not  necessary  that  the  next  of  kin,  or  personal  representative, 
of  L.  should  be  a  party  to  the  suit ; 

(8.)  The  defendants  being,  in  fact,  the  sellers  of  the  bonds,  without  the 
knowledge  of  H.  and  L.,  and  the  bonds  being  worthless,  and  the  transaction 
not  having  been  ratified  by  H.  and  L.,  the  sale  must  be  set  aside,  and  the  ac- 
count resettled. 

(Before  Wheslh,  J.,  Southern  District  of  New  York,  July  17th,  1884.) 

Wheeler,  J.  The  orator,  and  Lonis  Raphael  Bischoffs- 
heim, since  deceased,  were  merchants  and  bankers,  doing  busi- 
ness in  partnership,  in  London.    The  defendants  were  partners 
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doing  like  business  in  New  York,  and  were  confidential  cor- 
respondents and  agents  of  the  orator's  firm.  The  Legislature 
of  the  State  of  North  Carolina  passed  an  Act  for  the  issue  of 
bonds  in  aid  of  the  Chatham  Railroad  Company  in  that  State, 
against  which  the  State  was  secured  by  mortgage  of  the  road. 
The  defendants  and  Schepeler  &  Co.  furnished  iron  for  the 
road,  for  which  they  were  secured  by  deposit  of  State  bonds 
in  the  Continental  National  Bank.  The  defendants  were  di- 
rected to  buy  $100,000  in  amount  of  these  bonds  for  the  ora- 
tor's firm,  and  they  charged  that  firm,  in  account  current  of 
their  dealings,  on  November  21st,  1868,  with  $63,125,  the 
price  of  that  amount  of  bonds,  and  reported  a  purchase  at 
that  price.  These  bonds  have  been  adjudged  by  the  highest 
Court  of  the  State  to  be  wholly  unconstitutional  and  void. 
(Galloway  v.  Jenkins,  63  N.  <?.,  147.)  The  account,  amount- 
ing to  several  millions,  was  adjusted  with  this  item  in  it,  and 
the  bonds  were  left  in  the  hands  of  the  defendants,  for  the 
orator's  firm.  In  1873,  the  defendants  brought  an  action  at 
law  against  the  railroad  company,  whose  name  had  been 
changed  to  the  Raleigh  and  Augusta  Air  Line  Railroad  Com- 
pany, to  recover  the  price  of  the  iron,  for  the  benefit  of  the 
orator  and  themselves,  and  failed,  so  far  as  is  apparent,  be- 
cause their  remedy,  if  any,  was  in  equity ;  and  in  1878  they 
brought  a  suit  in  equity  to  reach  the  property,  through  the 
mortgage  to  the  State  of  North  Carolina,  and  in  that  suit 
they  used  the  orator's  bonds  as  their  own,  with  other  bonds 
of  theirs,  for  the  benefit  of  the  orator  with  themselves,  and 
they  charged  the  orator  with  a  part  of  the  expenses  of  these 
suits,  which  were  paid.  Neither  the  orator's  firm,  nor  the 
orator  as  survivor,  was  informed  of  the  interest  of  the  de- 
fendants in  the  bonds  at  any  time,  until  after  the  suit  in 
equity  was  commenced  by  the  defendants;  but  they  sup- 
posed that  the  defendants  had  bought  the  bonds  of  others 
expressly  for  them,  and  had  paid  for  the  bonds  the  amount 
charged  to  them  as  the  price  of  the  bonds,  and  they  do  not 
appear  to  have  before  understood  the  precise  ground  of  the 
infirmity  of  the  bonds.     This  suit  is  brought  by  the  orator,  as 
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survivor,  to  set  aside  the  transaction,  rectify  the  account,  and 
recover  the  amount  which  would  be  due.  It  is  resisted  upon 
the  ground  that  the  remedy,  if  any,  is  at  law  and  not  in  equity ; 
that  the  next  of  kin  or  personal  representatives  of  the  deceased 
partner  should  have  been  made  parties  to  the  suit ;  and  that 
the  orator  is  not  entitled  to  any  recovery  or  relief. 

It  may  be  that  the  orator  would  have  a  remedy  at  law  if 
entitled  to  relief  here,  but  that  is  not  decisive.  The  remedy 
there  may  not  be  so  complete  or  convenient.  Jurisdiction  in 
equity  is  not  understood  as  taken  away  by  the  statute,  but  as 
restrained  merely  within  its  usual  limits.  (BoycJs  Jfers.  v. 
Grundy,  3  Pet',  210;  Tayloe  v.  Merchants1  Ins.  Co.,  9  How., 
390;  Janes  v.  BoUes,  9  WaU.,  364.)  The  bill  states,  that  the 
price  of  these  bonds  was  charged  in  accounts.  The  accounts 
produced  in  evidence  show  large  transactions  by  the  defend- 
ants for  the  orator's  firm,  in  the  sale  of  Government  bonds, 
gold,  and  stocks,  at  the  time  of  this  transaction,  the  proceeds 
of  which  are  credited  against  this  and  other  charges.  If  this 
item  should  be  taken  out  the  whole  account  would  be  dis- 
turbed. There  is  not,  probably,  much  doubt  but  that  a  bill  in 
equity  would  lie  for  the  adjustment  of  this  account,  if  it  was 
"open.  (1  Story's  Eq.  Juris.,  §  462.)  The  relation  of  the  par- 
ties was  one  of  peculiarly  great  personal  confidence,  such  as  is 
there  mentioned  as  a  reason  for  resorting  to  equity.  The  pro- 
priety of  the  jurisdiction  is  as  great  when  the  account  is 
opened  for  affording  relief  as  it  would  be  if  the  account  had 
been  left  open.  The  controversy  may  be  narrowed  to  this 
item,  but  that  does  not  alter  the  nature  of  the  case,  involving 
the  whole  to  reach  the  ultimate  balance.  (Brookman  v. 
RothschUd,  3  Sim.,  153.) 

Upon  the  decease  of  the  other  partner,  all  the  personal 
estate  and  assets,  including  debts  and  choses  in  action,  sur- 
vived to  the  orator.  This  would  carry  to  him  all  right  to 
these  bonds,  and  to  the  balance  due  on  the  account,  if  the 
purchase  of  the  bonds  should  be  rescinded.  The  right  of 
the  next  of  kin  or  personal  representative  would  extend  only 
to  the  share  of  the  deceased  in  the  ultimate  balance.     The 
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right  of  election  to  rescind,  as  well  as  the  right  to  pursue  any 
other  course  to  ascertain  and  collect  the  assets,  would  seem  to 
belong  to  him  and  not  to  them.  (Coll.  on  Part.,  Wood*8  ed.9 
§  796,  note.)  In  Seholefield  v.  Heafield,  (7  Sim.,  667,)  the 
real  estate  of  the  deceased  partner  appears  to  have  been  in- 
volved, as  a  reason  for  joining  the  next  of  kin,  and  so  such 
separate  rights  appear  to  have  been  involved  in  some  other 
cases.  Here  there  is  no  separate  right  of  the  deceased  part- 
ner. The  whole  belonged  to  the  partnership  and  the  orator  is 
invested  with  it. 

What  the  interest  of  the  defendants  was  in  the  bonds  is 
the  subject  of  some  debate.  Schepeler  &  Co.  had  or  claimed 
to  have  some  arrangement  with  an  agent  for  the  railroad 
company  to  furnish  the  iron.  From  the  answer  it  appears 
that  the  defendants  were  to  provide  funds  to  pay  for  the 
iron,  which  they  did.  By  the  terms  of  the  contract  under 
which  the  bonds  were  deposited  in  bank,  on  the  presenta- 
tion of  a  warehouse  receipt  or  ship  delivery  order  for  any  lot 
of  the  iron,  a  joint  order  was  to  be  given  for  the  delivery  to 
the  defendants  and  Schepeler  &  Co.  of  so  many  of  the  bonds, 
at  the  then  market  price,  as  would  equal  the  sum  payable  for . 
the  iron.  The  defendants  presented  receipts  or  orders  for  a 
lot  of  the  iron,  and  received  a  joint  order  for  250  bonds,  of 
1,000  dollars  each,  the  delivery  of  which  to  them  they  ac- 
knowledged November  11th,  1868,  to  sell  at  market  price,  to 
pay  for  their  deliveries  of  the  iron.  No  interest  of  Schepeler 
<fc  Co.  in  the  bonds  appears  or  is  claimed.  The  iron  amounted 
to  $167,098  73  ;  the  bonds,  at  market  price,  to  somewhat  less. 
Their  interest,  therefore,  was  that  of  pledgees  for  sale,  but  to 
an  amount  equal  to  the  value  of  bonds,  and  they  were,  sub- 
stantially, owners  of  the  bonds. 

The  extent  to  which  they  acted,  on  their  own  discretion, 
as  agents,  or  under  the  direction  of  the  orator's  firm,  as  princi- 
pals, is,  also,  somewhat  questioned.  Several  communications 
had  passed  about  these  bonds,  and  the  price  and  time  of  pay- 
ment. The  defendants  sent  information  that  the  price  would 
be  about  65  per  cent,  for  $100,000,  cash,  and  asked  if  they 
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should  buy  at  any  time  before  revocation,  and  send  the  bonds* 
They  were  answered  affirmatively  but  not  to  send  the  bonds. 
This  direction  was  kept  in  force ;  the  officers  and  agents  of 
the  railroad  company  agreed  to  a  sale  at  64£  jw  cent.,  a  pur- 
chase at  that  price  was  reported,  the  charge  made  for  the 
price,  and  the  bonds  kept,  the  difference  in  amount  being  an 
equalization  of  interest. 

The  orator's  firm  did  not  so  direct  as  to  leave  the  de- 
fendants without  agency  in  the  transaction  of  the  business. 
They  understood,  and  had  the  right  to  understand,  that  the 
defendants  were  acting  for  them  without  any  adverse  inter- 
est The  defendants  were,  in  reality,  sellers  while  they  as- 
sumed to  act  for  the  purchasers.  Their  charge  was  "  To 
bot.  $100,000  6#  North  Carol,  bonds,  $63,125."  This  was  a 
charge  as  for  money  paid  for  the  orator's  firm  to  purchase  the 
bonds,  instead  of,  as  the  fact  was,  for  bonds  sold  to  the 
orator's  firm.  The  bonds  were  not  poor  from  the  insolv- 
ency of  the  State  of  North  Carolina ;  they  were  the  result 
of  unconstitutional  legislation,  not  the  bond  or  obligation  of 
the  State  at  all,  nor  recognized  as  such  by  any  department 
of  the  State.  The  defendants  did  not  know  that  the  bonds 
were  void ;  they  supposed  them  to  be  good,  and  were  not 
blamable  for  not  knowing  that  they  were  bad.  They  were 
declared  void  by  a  divided  Court,  but  the  proceeding  in  which 
the  decision  was  made  directly  affected  the  bonds,  and  was 
as  fatal  to  them  as  the  most  glaring  defect.  This  result  be- 
came known  in  North  Carolina  and  New  York  soon  after  this 
transaction. 

The  orator's  firm  did  not  get  what  was  bought.  They 
bought  bonds  as  binding  obligations  of  the  State ;  what  they 
got  contained  no  obligation,  and  were  not  bonds  of  the 
State.  They  were  like  counterfeit  notes  or  Bills ;  the  sup- 
posed maker  was  not  holden.  The  subject  of  the  sale  did 
not  exist,  and  there  could  be  no  valid  or  binding  sale.  This 
is  elementary.  (2  Rents  Com.,  468.)  Had  the  orator's  firm 
known  that  the  defendants  were  the  sellers,  and  learned  that 
the  bonds  were  void  when  the  defendants  did,  there  seems 
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to  be  no  doubt  that  the  transaction  might  then  hare  been  re-  . 
pndiated  by  them.  But,«s  they  were  left  by  the  defendants  to 
suppose  the  transaction  was,  there  was  no  way  open  to  them 
for  avoiding  it  as  to  the  defendants.  As  the  transaction  in 
fact  was,  a  charge  of  the  bonds  as  sold  would  .have  failed ; 
as  the  transaction  was  left  to  appear  to  them,  the  charge  for 
money  paid  for  the  bonds  would  be  valid. 

Further,  had  these  bonds  been  all  that  they  were  sup- 
posed to  be,  the  defendants  could  not  act  for  themselves  as 
sellers  and  for  the  orator's  firm  as  purchasers,  and  make  a 
valid  sale  of  them.  The  attempted  contract  of  sale  would 
fail,  for  want  of  parties  to  it,  unless  something  should  take 
place  afterwards  to  make  it  good.  This,  also,  is  elementary. 
{Story  on  Agency,  §  211.)  There  never  has  been  any  delivery 
of  the  bonds,  nor  anything  done  with  them  to  confirm  any 
contract.  They  have  always  remained  with  the  defendants, 
and  whatever  has  been  done  about  them  has  been  done  by 
the  defendants  in  their  own  names.  Neither  the  orator  nor 
his  deceased  partner  has  ever  ratified  the  purchase  as  a  pur- 
chase from  the  defendants ;  for,  the  deceased  partner,  so  far 
as  has  been  shown,  never  knew  of  it,  and,  when  the  orator 
became  informed  of  it,  he  repudiated  it.  The  rights  of  .the 
parties  appear  to  be  the  same  now  as  at  first. 

The  rights  of  the  defendants  growing  out  of  the  character 
of  the  bonds  have  all  been  preserved,  apparently,  by  their 
own  vigilance.  It  has  been  urged  that  they  might  have  held 
on  to  the  iron  if  the  purchase  of  the  bonds  had  been  repudi- 
ated immediately,  and  that,  therefore,  they  cannot  now  be 
placed  as  before.  But,  the  orator's  firm  had  nothing  to  do 
with  the  iron.  That  had  relation  to  their  obtaining,  and 
not  to  their  disposing  of,  the  bonds.  Had  they  given  notice 
of  the  transaction  as  it  was,  and  that  they  wished  to  follow 
the  iron  unless  the  sale  was  approved,  it  might  have  been  dif- 
ferent in  this  respect ;  but  nothing  of  this  kind  was  done. 
The  status  quo  as  between  these  parties  relates  only  to  the 
bonds,  and  to  the  charge  of  the  money  paid  for  them.  That 
is  easily  regained. 
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The  question  here  is  not  whether  the  defendants  under- 
took to  palm  off  worthless  bonds ;  they  doubtless  understood 
that  they  were  rendering  the  money's  full  worth  ;  but  where 
this  loss  should  fall.  By  the  law  as  here  understood,  as  ap- 
plied to  the  facts  as  they  are  made  to  appear,  it  should  fall 
upon  the  defendants. 

Let  there  be  a  decree  setting  aside  the  sale,  and  for  a  re- 
settlement of  the  accounts,  with  costs. 


Joseph  H.  Choate^  for  the  plaintiff. 
CharUs  M.  Da  Costa}  for  the  defendants. 


William  F.  Foster 

vs. 

Daniel  Goldschmidt  and  others.    In  Equity. 

If  a  liconsor  under  a  patent  refuses  to  futfil  any  of  his  obligations  in  matter 
of  substance,  a  Court  of  equity  will  not  interfere  to  assist  him,  by  compelling 
the  licensee  to  observe  his  obligations. 

Where  the  licensor  agrees  to  use  reasonable  diligence  in  prosecuting  infringers, 
his  failure  to  prosecute  some  infringers  of  whose  conduct  the  licensee  has 
complained  will  not  be  regarded  as  a  violation  of  the  agreement,  if,  by  suc- 
cessfully prosecuting  other  infringers,  he  has  practically  stopped  the  in- 
fringement. 

Under  an  agreement  by  the  licensor,  that  if  any  license  shall  be  granted  the 
conditions  of  which  are  more  liberal,  the  licensee  shall  be  entitled  to  re- 
ceive the  benefit  of  such  additional  advantages,  he  cannot  insist  on  accept- 
ing those  terms  of  the  new  license  which  are  more  favorable  to  him  and  re- 
jecting those  which  are  more  onerous,  but  is  entitled  only  to  have  a  new 
license  which,  taken  in  all  its  parts,  is  more  favorable  to  him. 
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After  rejecting  the  new  license,  the  licensee  cannot  be  heard  to  allege  that 
its  terms  were  more  advantageous  to  him. 

An  agreement  that  the  licensor  shall  finish,  "  by  the  application  of  lacing  studs, 
or  hooks  and  lacings,"  gloves  furnished  to  him  by  the  licensee,  gives  the  elec- 
tion to  the  licensor  as  to  the  mode  of  finish. 

Where  the  parties  to  an  ambiguous  document  have  acted  upon  a  certain  con- 
struction of  it,  that  construction,  if  in  itself  admissible,  will  be  adopted  by  the 
Court 

(Before  Wallace,  J.,  Southern  District  of  New  York,  July  17th,  1884.) 

Wallace,  J.  This  cause  has  been  heard  upon  the  plead- 
ings. The  pleadings  set  out,  copiously,  matters  of  evidence 
in  support  of  the  allegations.  The  bill  of  complaint  is  filed 
to  restrain  the  defendants  from  selling  gloves  bearing  lacing 
studs  and  lacings  which  have  not  been  applied  to  the  gloves 
by  the  complainant,  in  violation  of  an  agreement  made  be- 
tween the  defendants  and  the  complainant,  June  6th,  1876, 
whereby  the  complainant  licensed  the  defendants  to  use  cer- 
tain patented  hooks  and  lacings  for  gloves,  when  applied  to 
the  gloves  by  the  complainant. 

The  conditions  of  the  license  agreement,  so  far  as  they  are 
material  to  the  present  suit,  are  as  follows :  The  complain- 
ant, in  consideration  of  the  payment  of  certain  royalties  by 
the  defendants,  allows  the  defendants  to  sell  gloves  contain- 
ing the  patented  invention,  provided  the  gloves  have  had 
their  lacing  studs,  or  hooks  and  lacings,  applied  by  the  com- 
plainant. Article  3  of  the  agreement  provides,  that,  when- 
ever the  defendants  desire  to  have  gloves  finished  by  the  ap- 
plication of  lacing  studs,  or  hooks  and  lacings,  at  least  sixty 
days  before  the  work  of  finishing  is  to  be  commenced,  they 
are  to  notify  the  complainant,  stating  when  they  will  com- 
mence to  furnish  the  gloves  to  be  finished,  and  the  number 
they  will  furnish  each  week.  Article  4  provides,  that,  after 
the  beginning  of  the  time  mentioned  in  the  notice,  the  de- 
fendants are  to  furnish  the  gloves  to  be  finished  to  the  com- 
plainant, according  to  the  terms  of  the  notice,  "  which  gloves 
shall  be  ready  to  be  finished  by  the  application  of  lacing  studs, 
or  hooks  and  lacings."    Article  5  provides,  that  all  gloves 
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thus  furnished  to  complainant  he  shall  cause  to  be  finished  by 
the  application  of  lacing  studs,  or  hooks  and  lacings,  using  the 
aame  material  and  care  as  he  may  use  in  finishing  his  own 
best  quality  of  gloves,  and  shall  return  said  gloves  to  the  de- 
fendants within  two  weeks  after  he  receives  them.  Article  12 
provides,  that  the  complainant  shall  use  reasonable  diligence 
in  prosecuting,  or  causing  the  prosecution  of,  unlicensed  per- 
sons who  sell  imitations  of  the  gloves  hereby  licensed.  Arti- 
cle 17  provides,  that,  if  any  license  shall  be  thereafter  granted 
under  said  patent,  the  terms  and  conditions  of  which  are  more 
liberal  towards  the  licensee  than  those  herein  contained,  the 
defendants  are  to  be  entitled  to  receive  the  benefit  of  the  ad- 
ditional advantages. 

The  defendants  admit,  that,  since  August  7th,  1883,  they 
have  been  selling  gloves  with  the  lacing  studs  and  lacings 
which  have  not  been  applied  by  complainant,  but  they  insist 
upon  their  right  to  do  so,  upon  the  theory  that  the  complain- 
ant has  violated  some  of  the  conditions  on  his  part,  contained 
in  the  agreement. 

Concededly,  if  the  complainant  has  refused  to  fulfil  any  of 
his  obligations  in  matters  of  substance  under  the  license,  a 
Court  of  equity  will  not  interfere  to  assist  him,  by  compelling 
the  defendants  to  observe  the  obligations  upon  their  part. 

They  allege  that  he  has  not  used  reasonable  diligence  in 
the  prosecution  of  infringers  under  Article  12  of  the  agree- 
ment, "in  that,  prior  to  November,  1881,  many  persons  were 
systematically  selling  large  quantities  of  said  laced  gloves, 
without  any  license,  in  the  city  of  New  York ; "  that,  prior 
to  that  time,  they  had  notified  him  that  numerous  houses 
in  the  city  of  New  York  were  then  selling— among  them, 
A.  T.  Stewart  &  Co. ;  Haines,  Bros. ;  Wilmerding  &  Co. ; 
Eggebrecht  &  Bernhardt,  and  others — and  requested  him  to 
take  steps  to  prevent  such  sales ;  and  that  he  neglected  and  re- 
fused to  prosecute  such  parties,  or  any  of  them. 

The  bill  of  complaint  alleges  the  commencement  of  seven 
suits  against  parties  selling  such  gloves  in  the  city  of  New 
York,  between  October,  1881,  and  May,  1882,  and  sets  out 
Vol.  XXIL— 19 
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the  proceedings  and  their  result,  sufficiently  to  show  that  the 
complainant  exercised  reasonable  diligence  and  good  faith. 
The  answer  admits  that  five  of  these  suits  were  commenced, 
and  that  injunctions  were  obtained  in  four  of  them.  "Without 
attempting  to  particularize  the  allegations  of  the  bill  and  an- 
swer in  reference  to  this  branch  of  the  controversy,  it  will 
suffice  to  state,  that,  although  it  must  be  conceded  that  the 
complainant  failed  to  prosecute  several  infringers  whose  con- 
duct was  complained  of  by  the  defendants,  it  nowhere  ap- 
pears that  any  of  these  parties  continued  to  infringe  after 
the  complainant  had  brought  suits  against  other  infringers 
in  the  same  city.  There  is  a  general  averment  in  the  an- 
swer, that,  during  the  whole  time  of  the  continuance  of  the 
license,  the  complainant  refused  to  prosecute  sellers  whose 
sales  were  injuring  the  defendants ;  but  this  allegation  refers 
.to  sales  made  by  licensed  parties,  and,  by  the  terms  of  the 
agreement,  the  complainant  only  undertook  to  prosecute  in- 
fringers. If  the  action  of  the  complainant  was  such  that  it 
resulted  practically  in  stopping  infringement,  he  fulfilled  the 
spirit  and  the  meaning  of  his  obligation  to  the  defendants  to 
use  reasonable  diligence  in  prosecuting  unlicensed  sellers. 
There  are  two  controlling  facts  bearing  upon  this  question, 
which  stand  admitted ;  first,  that  all  the  infringements  of 
which  the  defendants  complained,  and  now  complain,  took 
place  prior  to  November,  1881 ;  and,  second,  that,  after  the 
suits  were  brought  by  the  complainant,  the  defendants  con- 
tinned  to  recognize  the  agreement  as  binding  until  June, 
1883,  when  they  placed  their  right  to  repudiate  it  upon  an- 
other ground.  The  reasonable  deduction  from  all  the  facts, 
as  they  appear  upon  the  pleadings,  is,  that  the  complainant 
used  reasonable  efforts  to  stop  infringements ;  that,  within  a 
few  months,  these  efforts  were  successful ;  and  that  his  con- 
duct was  acceptable  to  the  defendants  until  other  causes  of 
disagreement  arose. 

The  defendants  contend  that  the  complainant  has  refused 
to  allow  them  the  benefit  of  additional  advantages  granted  to 
other  licensees  subsequently  to  the  license  to  the  defendants. 
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It  was  upon  this  ground  that  they  insisted  the  complainant 
should  furnish  their  gloves  with  the  new  appliances  invented 
by  him  subsequent  to  the  date  of  their  license ;  and,  upon  his 
refusal  to  do  so,  they  undertook  to  finish  their  gloves  them- 
selves, and  to  use  the  new  appliances  therefor. 

The  pleadings  show,  that,  after  the  license  to  the  defend- 
ants was  granted,  the  complainant  devised  and  patented  im- 
provements upon  the  old  appliances ;  that  in  May,  1883,  he 
transferred  to  Foster,  Paul  &  Co.,  his  business  and  his  pat- 
ents, reserving,  however,  such  an  interest  therein  as  would 
enable  him  to  carry  out  his  agreements  with  his  existing  li- 
censees ;  that  thereupon  he  notified  the  defendants  that  they 
could  elect  to  have  their  gloves  finished  by  him  under  the  ex- 
isting agreement,  as  theretofore,  or  they  might  surrender  their 
license  and  receive  from  Foster,  Paul  &  Co.,  a  new  license, 
under  which  that  firm  would  finish  the  gloves  with  the  new 
appliances ;  that,  accompanying  said  notice,  the  complainant 
sent  to  the  defendants  the  form  of  the  new  license  to  be  is- 
sued by  Foster,  Paul  &  Co. ;  that  this  license  provided  that 
the  licensees  should  be  entitled  to  have  the  new  appliances 
nsed  in  finishing  their  gloves,  and  also  contained  conditions  in 
some  respects  more  favorable,  and  in  others  less  favor- 
able, to  licensees,  than  those  of  the  old  license.  The 
defendants  refused  to  accept  the  new  license,  insisted 
that  the  complainant  should  furnish  their  gloves  with  the 
new  appliances,  and  notified  him,  that,  if  he  refused  to  do 
so,  they  should  supply  themselves  with  the  new  fastenings, 
and  finish  their  own  glove3  therewith ;  and  thereupon,  the 
complainant  having  refused  to  comply  with  their  demands, 
they  adopted  the  course  they  had  indicated  they  should 
adopt. 

The  position  of  the  defendants,  therefore,  is  this :  they 
insist  that  they  are  entitled  to  be  furnished  with  the  new  ap- 
pliances, by  the  complainant,  on  the  terms  of  the  old  license, 
and,  while  they  demand  the  benefit  of  the  more  favorable 
terms  of  the  new  license,  they  refuse  to  accept  those  which 
are  more  onerous.    The  error  of  this  theory  originates  in  a 
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radical  misconception  of  the  meaning  of  the  agreement.  The 
defendants  are  entitled  to  the  additional  advantages  offered  by 
a  new  license  only  when  the  terms  and  conditions  of  the  new 
license  are  more  liberal  for  the  licensee  than  those  of  the  old 
license.  The  obvious  purpose  of  the  condition  was  to  put  the 
defendants  on  an  equality  with  any  -future  licensees.  If, 
taken  in  all  its  parts,  the  new  license  is  not  more  favorable  to 
the  licensee  than  the  old,  the  occasion  does  not  arise  upon 
which  the  condition  becomes  operative. 

It  cannot  be  determined,  as  a  matter  of  law,  or  as  a  ques- 
tion of  fact,  that  the  new  licenses  offered  by  the  complainant 
in  the  name  of  Foster,  Paul  &  Co.,  were  more  liberal  in  their 
terms  towards  licensees  than  were  the  old  ones.  The  defend- 
ants evidently  considered  that  they  were  not,  because  they  re- 
fused to  accept  the  new  license.  The  complainant  gave  the 
defendants  the  option  of  deciding  whether  they  preferred  the 
new  license  to  the  old  one ;  and,  after  the  defendants  elected 
to  refuse  the  new  one,  they  cannot  be  heard  to  allege  that  its 
terms  were  more  advantageous  to  them.  Instead  of  accept- 
ing its  benefits  cum  onere,  they  insisted  upon  determining 
for  themselves  what  parts  they  would  accept  and  what 
they  would  reject.  If  this  were  permissible,  instead  of 
being  placed  upon  an  equality  with  the  new  licensees  they 
would  enjoy  superior  privileges  to  them.  Such  a  result  was 
never  contemplated  by  the  agreement,  and  is  opposed  to  any 
legitimate  interpretation  of  its  terms. 

The  defendants  also  contend,  that,  by  the  terms  of  their 
license  agreement  with  the  complainant,  they  were  entitled  to 
have  their  gloves  finished  with  lacing  studs,  or  lacing  hooks, 
at  their  option,  and  that  the  complainant  has  refused  to  finish 
their  gloves  with  studs.  The  fallacy  of  their  position  consists 
in  construing  an  option  belonging  to  the  complainant  as  one 
belonging  to  them.  Article  5  of  the  agreement  is  the  cove- 
nant on  the  part  of  the  complainant  in  reference  to  finishing 
the  gloves  for  the  defendants,  and  obligates  him  to  *'  cause 
them  to  be  finished  by  the  application  of  lacing  stnds.  or 
hooks  and  lacings."    If  there  were  nothing  else  than  the  Ian- 
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guage  of  this  condition  to  resort  to  for  construction,  it  would 
seem  clear  that  the  promise  of  the  complainant  would  be  per- 
formed by  applying  either  lacing  studs  or  hooks.  The 
promise  is  in  the  alternative,  and  the  election  is  with  the  prom- 
isor. The  ancient  case  cited  in  McNitt  v.  Clark,  (7  Johns., 
465,)  where  the  obligor  promised  to  pay  £20,  or  20  bales  of 
wool,  established  the  rule.  As  stated  by  Redfield,  Ch.  J.,  in 
Mayer  v.  Darin  ell,  (29  Ver.,  298,) "  a  promise  in  the  alternative 
puts  the  alternative  in  the  election  of  the  promisor,  unless  there 
is  something  to  take  the  case  out  of  the  general  rule."  There  are 
other  provisions  of  the  agreement  which  enforce  this  interpreta- 
tion of  the  condition,  and  indicate  that  the  complainant  was  to 
determine  whether  lacing  studs  or  hooks  should  be  applied. 
Such  are  the  provisions  which  require  the  defendants  to  give 
notice  in  advance,  to  the  complainant,  of  various  details  re- 
lating to  the  finishing  of  the  gloves,  but  are  silent  as  to  the 
kind  of  fastenings  to  be  applied. 

But,  perhaps,  the  most  satisfactory  reason  for  construing 
the  condition  as  indicated,  is  the  construction  the  parties  have 
placed  upon  it  themselves  by  their  conduct,  until  this  contro- 
versy arose.  Where  both  parties  have  acted  upon  a  certain 
construction  of  an  ambiguous  document,  that  construction,  if 
in  itself  admissible,  will  be  adopted  by  the  Court.  {Pollock, 
Cont.,  392.) 

These  considerations  dispose  of  all  the  important  questions 
in  the  case.  There  is  no  reason  to  suppose  that  the  defend- 
ants have  desired  to  disregard  the  complainant's  rights,  but 
they  have  acted  upon  a  false  construction  of  the  agreement. 

A  decree  for  an  injunction  and  an  accounting  is  ordered 
for  the  complainant. 


Livingston  Gijfbrd,  for  the  plaintiff. 
Hamilton  WaUis,  for  the  defendants. 
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The  Yale  Lock  Manufacturing  Company 

vs. 

Thomas  L.  James.    In  Eqjjity. 

Re-issued  letters  patent,  No.  8,788,  granted  to  the  Yale  Lock  Manufacturing 
Company,  as  assignee  of  Silas  N.  Brooks,  administrator  of  Linns  Yale,  Jr., 
July  1st,  1879,  for  an  improvement  in  post  office  boxes,  on  an  application 
made  May  14th,  1879,  (the  original  patent  having  been  granted  to  said 
Brooks,  as  administrator,  September  19th,  1871,  and  re-issued  July  9th,  1872, 
on  an  application  made  May  7th,  1872,  and  again  re-issued  April  24th,  1877, 
on  an  application  made  April  19th,  1875,)  which  were  the  subject  of  decision 
in  Tale  Lock  Mfg.  Co.  v.  ScoviU  Mfg.  Co.,  (18  Blatchf.  C.  C.  R.,  248,)  again 
considered. 

The  first  and  second  claims  of  the  re-issue  must  be  so  construed  as  to  require 
the  metallic  front  of  the  boxes  to  be  made  continuous  by  rivets,  bolts  or 
fastenings  which  attach  the  frames  both  to  the  woodwork  and  to  each  ad- 
joining frame. 

There  was  no  mistake,  defect  or  insufficiency  in  the  description  or  claims  of  the 
original  patent. 

In  the  course  of  the  application  for  the  original  patent,  the  applicant  aban- 
doned clauses  making  the  attachment  of  the  frames  to  each  other  optional. 

(Before  Shifmak,  J.,  Southern  District  of  New  York,  July  21st,  1884.) 

Shipman,  J.  This  is  a  bill  in  equity,  based  upon  the 
alleged  infringement  of  re-issued  letters  patent,  No.  8,783, 
dated  July  1st,  1879,  which  were  issued  to  the  plaintiff,  as 
assignee  of  Silas  N.  Brooks,  administrator  of  Linus  Yale,  Jr., 
for  an  improvement  in  post  office  boxes.  The  original  patent 
was  issued  to  said  Brooks,  as  administrator,  on  September 
19th,  1871,  and  was  re-issued  three  times.  The  first  re-i6sue 
was  applied  for  May  7th,  1872,  and  was  issued  July  9th,  1872 ; 
the  second  was  applied  for  April  19th,  1875,  and  was  issued 
April  24th,  1877 ;  the  third  was  applied  for  May  14th,  1879. 

The  invention  was  described,  and  the  original  patent  and 
the  third  re-issue  were  recited,  in  the  opinion,  which  was  filed 
in  June,  1880,  in  the  case  of  the  present  plaintiff  against  the 
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Scoviil  Manufacturing  Company,  (18  Blatchf.  C.  C.  i?.,  248.) 
The  first  of  the  two  claims  of  the  first  re-issue  was  the  first 
claim  of  the  original  patent  The  second  of  said  claims  was 
as  follows :  "  The  combination  of  two  or  more  metallic 
frames  and  doors  and  locks  with  pigeon  holes,  said  frames 
having  flanges,  which  protect  and  enclose,  wholly  or  in  part, 
the  front  edges  of  said  pigeon  holes." 

The  defendant,  as  postmaster  in  the  city  of  New  York, 
and  not  otherwise,  used  in  the  post  office,  provided  and 
equipped  for  him  by  the  United  States  Government,  wooden 
post  office  boxes,  with  metallic  fronts  and  doors,  and  open  at 
the  rear.  They  were  manufactured  by  the  Johnson  Rotary 
Lock  Company.  The  doors  and  door  frames  made  a  contin- 
uous metallic  frontage.  The  door  frames  were  secured  to 
each  other  and  to  the  woodwork  as  follows :  At  about  the 
middle  of  each  vertical  edge  of  each  door  frame  there  was  a 
triangular  hole,  which,  with  the  corresponding  hole  in  the  ad- 
joining door  frame,  made  a  rectangular  hole,  through  which 
the  metal  fastening  bolt,  completely  filling  such  hole,  was 
passed,  the  heads  of  such  bolts  overlapping  the  contiguous 
edges  of  adjoining  metallic  fronts,  and  the  bolt  itself  passing 
through  the  wooden  partition  between  the  adjoining  pigeon 
holes,  and  being  secured  at  the  back  thereof,  within  the  post 
•office  room,  by  a  nut  screwed  upon  the  end  of  the  bolt. 
There  were  other  boxes,  constructed  substantially  as  above 
-described,  excepting  that  the  metal  front  of  each  pigeon  hole 
was  fastened  to  the  woodwork  by  means  of  flanges  and  screws, 
but  the  screws  which  attached  the  frames  to  the  woodwork  did 
not  attach  the  frames  to  each  other. 

Neither  series  of  boxes  would  have  infringed  either  claim 
of  the  original  patent.  Each  series  infringes  the  1st  and  2d 
•claims  of  the  present  re-issue,  unless  these  claims  are  to  re- 
ceive a  construction  which  shall  compel  the  metallic  frontage 
to  be  made  continuous  by  rivets,  bolts  or  fastenings  which 
shall  attach  the  frames  both  to  the  woodwork  and  to  each  ad- 
joining frame.  The  plaintiff  insists  that  these  claims  should 
not  receive  such  a  construction,  because  it  has  been  found  that 
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the  invention  of  the  specification  of  the  re-issue,  although  a 
broader  one  than  was  described  in  the  original  patent,  is  the 
invention  which  the  history  of  the  art  and  the  patent  show 
should  have  been  described,  and  because  the  first  re-issue  was 
promptly  applied  for,  and,  as  issued,  included  in  its  second 
claim,  in  the  view  of  the  plain  tiff,  the  same  invention  which 
is  described  in  the  1st  and  2d  claims  of  the  re-issue. 

The  defendant  says,  among  other  things,  that,  since  the 
cases  of  Miller  v.  Brass  Co.,  (104  U,  &,  350,)  and  James  v. 
Campbell,  (/<?.,  356,)  it  has  been  settled  by  the  Supreme 
Court,  that  the  Commissioner  of  Patents,  in  allowing  the  1st 
and  2d  claims,  exceeded  his  jurisdiction,  because  the  inven- 
tion, which  was  first  applied  for  and  was  "  complete  in  itself/* 
was  clearly,  specifically  and  fully  described  in  the  original 
specification  and  in  the  claim,  and  an  expanded  claim  would 
necessarily  include  an  invention  which  was  not  sought  to  be 
described  in  the  original  patent ;  and,  furthermore,  that  there 
could  have  been  no  inadvertence  or  mistake,  because  the 
original  patent  and  the  accompanying  documents  show  that 
the  patentee  "  did  not  intend  it "  (the  patent)  "  to  embrace 
any  such  broad  invention  "  as  was  described  in  the  reissue. 
The  defendant  also  says,  that  the  patentee,  in  his  application 
for  the  first  re-issue,  ineffectually  endeavored  to  alter  the  de- 
scription of  the  invention,  so  as  to  omit  the  fastening  of  the 
door  frames  to  each  other  as  a  necessary  integral  part  of  the 
invention,  and  that  the  second  claim  of  the  first  re-issue  cannot 
fairly  be  construed  to  permit  such  omission,  and,  therefore, 
that  the  patentee  is  estopped  from  insisting  upon  a  broad  con- 
struction of  the  1st  and  2d  claims  of  the  present  reissue, 
and  that  these  claims  are  objectionable  on  account  of  the 
laches  of  the  patentee.  The  "  file  wrapper  and  contents  "  of 
the  first  re-issue  were  not  a  part  of  the  record  in  the  Scovill 
case. 

It  is  unquestionable,  that  the  patentee,  when  he  made,  his 
original  application,  intended  to  say  that  his  invention  did 
not  consist  simply  in  making,  by  his  combination  of  metallic 
doors,  door  frames  and  wooden  boxes,  a  continuous  metallic 
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frontage,  but  that  it  also  consisted  in  the  way  in  which  the 
frontage  was  made  continuous,  viz.,  by  the  connection  of  the 
adjoining  frames  with  each  other.  His  definite  and  exact 
specification  shows  that  he  supposed  that  his  patentable  in- 
vention was  thus  limited.  He  described  with  precision  and 
clearness,  that  his  metallic  frontage  was  to  be  so  constructed 
that  the  frames  were  to  be  fastened  to  each  other  at  top,  bot- 
tom and  sides,  and  not  merely  to  the  woodwork.  "  A  specific 
invention,  complete  in  itself,"  was  described, "  fully  and  clear- 
ly, without  ambiguity  or  obscurity."  Under  the  definitions 
which  are  given  in  the  decisions  which  have  been  referred  to, 
and  in  Manufacturing  Co.  v.  Ladd,  (102  U.  &,  408,)  of  the 
inadvertence,  accident,  or  mistake  which  permits  a  re-issue, 
when  a  patent  is  said  to  be  inoperative  on  account  of  a  defect 
or  insufficiency  in  the  specification,  which  arose  through  such 
inadvertence  or  mistake,  and  also  of  the  nature  of  the  defec- 
tiveness or  insufficiency  which  is  meant  by  the  .statute, 
there  was  no  mistake,  although  the  patentee  might  have  fallen 
into  an  error  of  judgment,  or  into  an  erroneous  conclusion  of 
fact ;  and,  furthermore,  the  original  patent,  according  to  the 
definitions  contained  in  the  recent,  and,  perhaps,  in,  the  earlier 
cases,  was  not  defective  nor  insufficient,  either  in  its  descrip- 
tive portion  or  in  its  claims. 

The  second  claim  of  the  first  re-issue,  construed  in  the 
light  of  the  contemporaneous  facts  which  are  shown  in  the 
"  file  wrapper  and  contents,"  cannot  be  fairly  construed  to 
mean  a  metallic  frontage  irrespective  of  the  fastening  of  the 
frames  to  each  other  through  the  woodwork.  Were  this 
claim  to  be  construed  without  study  of  the  history  of  the  ap- 
plication as  it  made  its  way  through  the  Patent  Office,  and  Of 
the  amendments  which  it  was  compelled  to  undergo,  it  would 
probably  receive  the  construction  which  naturally  belongs  to 
the  first  claim  of  the  present  reissue.  But,  the  patentee 
abandoned,  under  pressure  from  the  Patent  Office,  the  clauses 
in  the  application  which  made  the  fastening  of  the  frames  to 
each  other  to  be  optional,  and  abandoned  also  a  proposed 
third  claim,  which  described  the  box  frames  as  secured  to  the 
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pigeon  holes  "  independently  of  each  other,  by  means  of  6crews 
or  other  similar  fastening."  In  view  of  the  fact  that  the 
Patent  Office  excluded  from  the  descriptive  part  of  the  speci- 
fication suggestions  of  any  other  method  of  fastening  than 
that  by  which  the  frames  were  to  be  fastened  to  each  other, 
it  would  be  singular  if  the  intent  of  the  Office  was  to  include 
in  the  second  claim  such  other  method  of  construction.  If 
this  claim  has  properly,  and  the  applicant  knew  that  it  was  in- 
tended to  have,  a  narrow  construction — and  of  this  knowledge 
I  think  there  can  be  little  doubt — the  plaintiff  would  not  in- 
sist that  the  1st  and  2d  claims  of  the  present  re-issue  ought, 
in  view  of  the  decision  in  Miller  v.  Brass  Co.,  (rupra,)  to  be 
«o  construed  as  to  be  any  broader  than  the  third  claim,  which 
requires  the  combination  of  door  frames,  doors  and  pigeon 
holes  to  be  by  means  of  rivets  or  bolts  which  attach  the 
frames  both  to  the  woodwork  and  to  each  other. 
There  is  no  infringement,  and  the  bill  is  dismissed: 

Frederio  H.  Beits,  for  the  plaintiff. 

Samuel  B.    Clarke,  {Assistant  District  Attorney?)  and 
George  Andrews,  for  the  defendant. 


The  American  Diamond  Dbtll  Company 

vs. 

Thk  Sullivan  Machine  Company.    In  Equity. 

Claims  2  and  8  of  re-issued  letters  patent,  No.  8.690,  granted  to  Asahel  J.  Sev- 
erance, as  assignee  of  Rudolph  Leschot,  October  26th,  lb69,  for  an  "  im- 
proved rock  drill/'  (the  original  patent  haying  been  granted  to  Leschot,  July 
14th,  1863,)  namely,  "  2.  The  row  of  cutting  edges  a\  when  attached  to  a 
revolving  boring  head,- so  as  to  project  beyond  the  circumference  thereof,  for 
the  purposes  specified.  8.  In  combination  with  a  revolving  and  progressing 
boring  bead,  haviog  cutting  points  projecting  beyond  the  periphery  thereof 
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a  hollow  central  drill  rod,  through  which  the  water  is  forced  or  passed/1  are 
void,  the  claim  of  the  original  patent,  namely,  "  The  tool  for  boring  or  cut- 
ting rock  or  other  hard  substances,  composed  of  an  annular  or  tubular  stock 
or  crown,  armed  with  a  series  of  diamonds,  and  operating  substantially  as 
herein  specified,"  having  limited  the  invention  to  an  annular  crown,  which 
would  necessarily  bore  an  annular  bole,  having  a  central  core. 

There  was  in  the  original  patent  no  error  through  inadvertence,  accident  or 
mistake,  nor  was  there  any  defectiveness  or  insufficiency  in  the  specification. 

For  the  above  reasons,  the  bill  was  dismissed,  after  the  report  of  the  master  was 
made  on  an  interlocutory  decree  for  the  plaintiff. 

(Before  SmPMAir,  J.,  Southern  District  of  New  York,  July  21st,  1884.) 

Shtpman,  J.  In  1875,  this  Court  passed  an  interlocutory 
decree  enjoining  the  defendant  against  the  further  infringe- 
ment of  the  second  claim  of  re-issued  letters  patent,  No.  3,690, 
granted  to  Asahel  J.  Severance,  as  assignee  of  Rudolph  Le- 
schot,  October  26th,  1869,  for  an  "  improved  rock  drill."  The 
original  patent  was  issued  to  Lesehot,  and  was  dated  July  14th, 
1863.  The  interlocutory  decree  was  subsequently  modified  so 
as  to  enjoin  against  the  infringement  of  the  third  claim  of  the 
re-issue.  An  accounting  has  been  had  before  a  master,  whose 
report  now  comes  for  confirmation,  and  the  case  is  ready  for  a 
final  decree.  Exceptions  have  been  taken  on  both  sides  to  the 
report,  but  all  the  exceptions  are  overruled,  and  the  report  is 
confirmed,  as  containing  a  correct  finding  upon  the  questions 
which  were  referred  to  the  master. 

The  important  question  is,  whether,  under  the  recent  de- 
cisions of  the  Supreme  Court,  the  2d  and  3d  claims  of  the  re- 
issue are  valid,  and  whether  the  final  decree  should  not  be  for 
a  dismissal  of  the  bill.  (Fourniquet  v.  Perkins,  16  How., 
82.) 

The  invention,  the  second  and  existing  re-issue,  and  the 
infringing  device,  were  described  in  the  opinion  in  the  case  of 
The  American  Diamond  Rock  Boring  Co.  v.  The  Sullivan 
Machine  Co.,  (14  Blotch/.  C.  C.  R.,  119.)  The  descriptive 
part  of  the  original  patent  was  substantially  the  same  as  the 
corresponding  portion  of  the  present  re-issue.  The  single 
claim  of  the  original  was  as  follows :  "  The  tool  for  boring  or 
cutting  rock  or  other  hard  substances,  composed  of  an  annular 
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or  tubular  stock  or  crown,  armed  with  a  series  of  diamonds,  and 
operating  substantially  as  herein  specified." 

The  defendant's  device  had,  instead  of  an  annular  boring 
head,  a  convex  boring  head,  armed  with  diamonds,  and  with 
two  holes  on  its  surface  for  the  passage  of  water.  By  this  de- 
vice, the  entire  portion  of  the  rock  which  is  acted  upon  by 
the  toQl  is  abraded. 

The  second  and  third  claims  of  the  present  re-issue  are 
as  follows :  "  2.  The  row  of  cutting  edges  a',  when  attached 
to  a  revolving  boring  head,  so  as  to  project  beyond  the  circum- 
ference thereof,  for  the  purposes  specified.  3.  In  combina- 
tion with  a  revolving  and  progressing  boring  head,  having 
cutting  points  projecting  beyond  the  periphery  thereof ,  a  hol- 
low central  drill  rod,  through  which  the  water  is  forced  or 


The  plaintiff  insists  that  Leschot's  actual  invention  was  a 
revolving  and  progressing  boring  head  armed  with  cutting 
points  projecting  beyond  its  periphery,  so  that  they  will  cut  a 
hole  of  larger  diameter  than  that  of  the  boring  head,  and  will 
give  a  clearance,  and  a  hollow  drill  rod,  adapted,  by  reason  of 
its  tubular  form,  to  permit  the  injection  of  water  through  the 
orifice  in  the  boring  head,  to  wash  away  the  detritus,  and, 
further,  that  Leschot  described  in  the  original  patent  the  man- 
ner in  which  the  diamonds  were  placed,  so  that  a  larger  diam- 
eter was  given  to  the  hole  than  that  of  the  boring  head.  Both 
these  positions  are  true.  The  plaintiff  then  says,  that  the 
original  claim  did  not  limit  the  patent  to  an  annular  boring 
head,  but  expressly  included  a  tubular  one,  so  that  a  convex 
head  was  included  in  the  patent  as  originally  granted,  and, 
therefore,  that  the  new  claims  of  the  re-issue  are  not  an  ex- 
pansion of  the  original.  The  plaintiff  understands  "the 
words  *  annular  or  tubular '  to  mean  that  the  head  may  be  an- 
nular, so  as  to  leave  a  core,  or  tubular,  so  as  to  permit  the  pass- 
age of  water,  and  that,  in  any  case,  the  head  must  be  tubular, 
in  the  sense  of  a  passage  through  it  for  the  flow  of  water." 

If  the  claim  of  the  original  patent  did  limit  the  invention, 
as  patented,  to  an  annular  crown,  which  would  necessarily  bore 
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an  annular  hole,  leaving  a  central  core,  the  plaintiff  admits 
that  the  second  and  third  claims  of  the  re-issue  are  an  enlarge- 
ment of  the  original  patent,  and,  being  contained  in  a  re-i6sue 
which  was  granted  six  years  after  the  date  of  the  original  pat- 
ent, are  void. 

The  sole  idea  of  Leschot,  when  he  obtained  his  original 
patent,  was,  that  he  had  a  tool  which  bored  an  annular  groove, 
leaving  a  central  core  or  kernel.  •  He  did  not  see  that  his  inT 
vention  was  broader  than  his  statement  of  it,  and  could  be 
made  very  useful  for  channelling  or  cutting  from  the  quarry 
"blocks  of  marble  or  rock,  by  making  a  series  of  holes  which 
-did  not  leave  a  core.  But  he  presented  his  invention  to  the 
Patent  Office  as  one  which  had  the  single  office,  so  far  as  its 
cutting  character  was  concerned,  of  boring  annular  holes  or 
grooves,  and  which  was  so  constructed  as  to  leave  a  central 
core  within  the  hole  or  groove.  He  said,  indeed,  that  the 
operation  of  his  tool  would  be  assisted  by  the  injection  of  a 
stream  of  water  through  the  tubular  boring  bar,  for  the  pur- 
pose of  washing  out  the  detritus,  but  this  sentence  or  para- 
graph makes  it  plain  that  he  considered  that  the  chief  func- 
tion of  the  tubular  crown  was  to  make  an  annular  hole  which 
should  have  a  core.  The  stock  must  be  annular,  and,  being 
annular,  it  could  admit  a  stream  of  water  through  the  hollow 
bar.  The  claim  of  the  original  patent  was  not  intended  to  en- 
large the  descriptive  part  of  the  specification,  but  to  describe, 
-compactly  and  tersely,  the  very  invention  which  he  had  pre- 
viously described  more  at  length ;  and  the  words  "  annular  or 
tubular,"  in  the  claim,  are  synonymous,  and  were  intended  to 
convey  the  same  idea  which  the  patentee  had  expressed  in  the 
descriptive  part  of  the  specification.  Therefore,  if  the  patent 
was  to  include  a  convex  boring  bar,  and  so  include  the  actual 
invention,  it  must  be  re-issued. 

But,  the  intent  of  the  patentee  having  been  to  apply  for 
and  obtain  a  patent  for  an  annular  stock,  and  not  for  a  tool 
which  did  not  leave  a  core,  and  the  specification  and  the  claim, 
having  been  framed  so  as  clearly,  accurately  and  precisely  to 
describe  the  annular  tool,  and  no  other,  there  was  in  the  origi- 
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nal  patent,  according  to  the  modern  decisions,  no  error  which 
had  arisen  through  inadvertance,  accident  or  mistake,  nor  was 
there  any  defectiveness  or  insufficiency  in  the  specification. 
The  interlocutory  decree  was  right,  according  to  the  theories 
of  the  law  which  were  generally  accepted  in  1875.  It  is 
wrong  as  the  law  now  stands. 

The  decree  dismissing  the  bill  for  the  reason  herein  set 
forth  will  be  settled,  if  desired,  upon  hearing. 

Edmund  Wetmore,  for  the  plaintiff. 

&  T.  Bice  and  Aloan  P.  Hyde,  for  the  defendant 


Chaunoey  P.  Williams 


vs. 
The  Board  of  Supervisors  of  the  County  of  Albany. 

The  curative  Act  passed  by  the  Legislature  of  New  York,  (chap.  845,  Lam  of 
1888,)  to  validate  yoid  tax  assessments  made  by  the  assessors  of  the  city  of 
Albany,  in  the  years  1876, 1877  and  1878,  on  shareholders  in  a  national  bank, 
is  yalid. 

The  fact  that  the  tax  payers  have  not  been  given  an  opportunity  to  be  heard  un- 
til after  paying  their  taxes,  does  not  make  the  Act  invalid. 

(Before  Wallace,  J.,  Northern  District  of  New  York,  July  22d,  1884.) 

Wallace,  J.  This  action  is  brought  to  recover  certain 
taxes  assessed  against  the  plaintiff  and  several  assignors  of  the 
plaintiff,  in  the  years  1876,  1877  and  1878,  and  collected  by 
the  defendant.  The  persons  thus  assessed  were  stockholders 
of  the  National  Albany  Exchange  Bank,  of  the  city  of  Al- 
bany. The  assessors  omitted  in  those  years  to  place  the  names 
of  the  shareholders  upon  the  assessment  roll  in  accordance 
with  the  requirements  of  the  State  laws  regulating  assess- 
ments ;  and  it  was  held  by  this  Court,  in  Albany  City  Natior* 
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al  Bank  v.  Maher,  (19  Blatehf.  C.  C.  J?.,  175,)  that  such 
omission  rendered  the  tax  illegal,  because  the  requirement 
which  was  disregarded  by  the  assessors  was  designed  to  afford 
tax  payers  an  opportunity  for  the  examination  and  revision  of 
their  assessments,  and,  therefore,  should  not  be  deemed  direc- 
tory merely,  but  essential,  and  a  condition  precedent  to  the 
validity  of  the  tax. 

It  is  insisted,  for  the  plaintiffs,  that  the  taxes  thus  collected 
were  illegal  for  the  additional  reason,  that  the  assessors  vio- 
lated the  rule  of  uniformity  prescribed  by  §  5,219  of  the  He- 
vised  Statutes  of  the  United  States,  which  prohibits  the  taxa- 
tion of  shares  in  national  banks  at  a  greater  rate  than  is  as- 
sessed upon  other  moneyed  capital  in  the  hands  of  individual 
citizens  of  the  State. 

This  contention  rests  upon  the  fact,  that  the  assessors  ha- 
bitually and  intentionally  adopted  the  practice,  in  assessing  in- 
dividuals upon  bank  shares  held  by  them  in  various  banks  of 
the  city  of  Albany,  of  estimating  the  value  of  the  shares  at 
par,  and  assessing  them  at  that  valuation,  less  a  deduction  of 
the  assessed  value  of  the  real  estate  of  the  bank,  although,  as 
a  matter  of  fact,  the  value  of  such  shares  differed  in  different 
banks,  so  that)  while  the  shares  in  all  the  banks  were  really 
worth  more  than  their  par  value,  the  shares  in  some  of  them 
were  worth  less  than  the  shares  in  others.  It  does  not  appear 
affirmatively  that  this  rule  of  valuation,  thus  adopted,  oper- 
ated to  assess  the  shares  of  the  stockholders  here  higher  in 
proportion  to  their  value  than  moneyed  capital  generally.  It 
was  applied  alike  to  shares  in  State  banks ;  and  it  is  not  shown 
how  the  capital  of  individual  bankers  was  valued.  The  action 
of  the  assessors  may  have  been  a  palpable  violation  of  their 
duty  under  the  laws  of  the  State ;  and  it  has  been  so  charac- 
terized in  the  opinions  of  the  Judges  of  the  State  Courts, 
when  the  validity  of  the  assessments  has  been  questioned  ;  but 
it  does  not  follow  that  it  was  an  unfair  discrimination  against 
shareholders  of  national  banks,  and,  therefore,  in  contraven- 
tion of  the  Federal  law.  The  question,  however,  is  not  an 
open  one  in  this  Court,  it  having  been  decided  adversely  to 
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the  plaintiff,  upon  the  same  state  of  facts,  in  Stanley  v.  Board 
of  Supervisors,  (21  Blatchf  C.  C.  £.,  249.) 

The  disposition  which  must  be  made  of  this  question  is 
fatal  to  the  plaintiffs  case,  because  the  case  does  not  turn 
upon  the  point  of  the  illegality  of  the  original  assessments. 
That  point  has  already  been  decided  in  favor  of  the  plaint- 
iff. The  case  turns  upon  the  efficacy  of  the  curative  Act 
passed  by  the  Legislature  of  the  State,  to  validate  the  assess- 
ments in  controversy.  {Chapter  345,  Laws  of  1883.)  Un- 
doubtedly, the  Legislature  could  not  validate  a  tax  which  was 
prohibited  by  the  laws  of  the  United  States ;  but  it  was  com- 
petent for  them  to  sanction  retroactively  such  proceedings  in 
the  assessment  of  the  tax  as  they  could  have  legitimately 
sanctioned  in  advance. 

The  Act  of  18S3  is  the  second  legislative  attempt  to 
validate  the  taxes  in  dispute.  The  prior  Act  {Chap.  271, 
Laws  of  1881)  was  adjudged  by  this  Court,  in  Albany  City 
National  Bank  v.  Maker,  {20  Blatchf  C.  C.  /?.,  341,)  uncon- 
stitutional, because  it  was,  in  effect,  a  legislative  assessment  of 
a  tax  upon  a  body  of  individuals,  without  apportionment  or 
equality  as  between  them  and  the  general  body  of  tax  pay- 
ers. The  fatal  vice  of  the  Act  was  the  denial  of  an  oppor- 
tunity to  those  assessed  to  be  heard  and  permitted  to  obtain 
the  deductions  and  corrections  allowed  by  the  general  sys- 
tem of  assessments. 

The  present  Act  is  carefully  framed  to  obviate  the  objec- 
tions which  were  fatal  to  the  former  Act.  It  legalizes  and 
confirms  the  assessments  contained  in  the  assessment  rolls 
for  the  several  wards  of  the  city  of  Albany  for  the  years 
1876,  1877  and  1878,  and  on  file  in  the  office  of  the  receiver 
of  taxes,  subject  to  the  right  of  the  parties  interested  to  claim 
any  deduction  from,  or  cancellation  of,  the  assessments,  to 
which  they  would  have  been  entitled  under  the  laws  exist- 
ing when  the  respective  assessments  were  made ;  and  it  pro- 
vides for  a  reasonable  notice  and  a  reasonable  opportunity 
for  the  parties  to  be  heard,  and  to  obtain  such  deductions  or 
remission  of  the  tax  as  may  be  just.    It  also  provides  for  res- 
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titation  to  all  the  parties  of  any  sum  improperly  included  in 
the  tax,  with  interest  from  the  time  the  tax  carried  interest. 

The  only  objection  to  the  validating  Act  which  seems  to 
deserve  consideration  is  found  in  the  circumstance,  that  the 
tax  payers  have  not  been  given  an  opportunity  to  be  heard 
until  after  they  were  compelled  to  pay  their  taxes.  The 
general  rule  has  often  been  declared,  that  the  Legislature  may 
validate  retrospectively  any  proceedings  which  they  might 
have  authorized  in  advance ;  and  it  is  immaterial  that  such 
legislation  may  operate  to  divest  an  individual  of  a  right  of 
action  existing  in  his  favor,  or  subject  him  to  a  liability 
which  did  not  exist  originally,  In  a  large  class  of  cases  this 
is  the  paramount  object  of  such  legislation.  If,  therefore,  it 
was  within  the  competency  of  the  Legislature  to  provide  for 
the  collection  of  a  tax  by  a  system  which  requires  the  tax  pay- 
ers to  pay  in  advance  of  an  opportunity  to  be  heard,  but  which 
permits  them  to  have  a  subsequent  hearing,  and  to  obtain  res- 
titution if  restitution  ought  to  be  made,  the  validating  Act  was 
constitutional. 

Under  the  power  of  taxation  the  property  of  the  citizen  is 
appropriated  for  the  public  use  to  the  extent  to  which  he 
should  contribute  to  the  public  revenues,  and  he  is  liable  to 
have  a  demand  established  against  him  on  the  judgment  of 
others  regarding  the  sum  which  he  should  justly  and  equitably 
contribute.  He  cannot  be  deprived  of  his  property,  even  un- 
der the  power  of  eminent  domain,  without  due  process  of  law, 
or,  in  other  words,  without  notice  and  an  opportunity  to  be 
heard,  and  this  is  an  essential  requisite  of  every  lawful  pro- 
ceeding which  affects  rights  of  property  or  of  person.  In  ju- 
dicial proceedings,  due  process  of  law  requires  a  hearing  be- 
fore condemnation,  and  judgment  before  dispossession ;  but, 
when  property  is  appropriated  to  the  public  use  under  the 
power  of  eminent  domain,  or  under  the  power  of  taxation, 
different  considerations  from  those  which  prevail  in  contro- 
versies between  individuals  obtain.  Thus,  when  property  is 
taken  under  the  power  of  eminent  domain,  by  the  State,  or  by 
municipal  corporations  by  State  authority,  the  adjudications 
Vol.  XXII.— 20 
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sanction  the  validity  of  laws  which  permit  the  property  of  the 
citizen  to  be  appropriated  before  a  hearing,  and  before  com- 
pensation. It  is  sufficient  if  provision  is  made  by  the  law, 
by  which  the  party  can  obtain  compensation,  and  for  a  hearing 
before  an  impartial  tribunal  to  award  the  compensation ;  and 
it  is  assumed  by  the  decisions  in  these  cases,  that  the  property 
of  the  municipality  is  a  fund  to  which  he  can  resort  without 
risk  of  loss.  (Cooky's  Const  Lim.,  560,  561.)  There  seems 
to  be  no  reason  for  a  different  rule  when  the  money  of  the  tax 
payer  is  appropriated  by  the  sovereign  power  under  the  right 
of  taxation.  The  reason  why  a  right  to  be  heard  respecting 
the  imposition  of  a  tax  is  valuable  and  essential  for  the  protec- 
tion of  the  tax  payer,  is  in  order  that  he  shall  not  be  obliged 
to  bear  a  disproportionate  part  of  the  public  burden.  If  the 
taxing  laws  secure  him  in  this  right  as  effectually  as  is  deemed 
sufficient  in  laws  authorizing  his  property  to  be  taken  under 
the  power  of  eminent  domain,  it  would  seem,  upon  analogy 
and  upon  principle,  that  he  is  protected  sufficiently,  and  that 
the  taxing  laws  would  not  contravene  the  constitutional  prohi- 
bition. 

Undoubtedly,  it  is  beyond  the  power  of  the  Legislature  to 
validate  the  acts  of  taxing  officers  of  a  character  which  cannot 
be  justified  as  an  exercise  of  the  taxing  power ;  as,  where  a 
part  of  the  property  in  a  taxing  district  should  be  assessed  at 
one  rate  and  a  part  at  another,  or.  if  persons  or  property 
should  be  assessed  for  taxation  in  a  district  which  did  not  in- 
clude them ;  and  it  is  stated  in  general,  by  a  text  writer  of 
high  authority,  that  a  validating  act  cannot  cure  the  illegality 
of  an  assessment  made  without  any  notice  to  the  persons  in- 
terested. (Cooler/  on  Taxation,  227, 228.)  The  case  of  Marsh 
v.  Ckesnut,  (14  III.,  223,)  and  Billings  v.  VeUen,  (15  Id., 
218,)  are  referred  to  as  sustaining  the  proposition.  Those 
were  cases  where  the  curative  Act  was  held  bad  for  the  same 
reason  that  the  curative  Act  of  1881  was  held  to  be  nugatory 
by  this  Court — because  it  did  not  provide  for  an  assessment 
upon  notice  to  the  tax  payer,  and  thus  perpetuated  the  vice  of 
the  original  assessment.    The  present  Act,  as  has  been  said,  is 
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framed  to  obviate  this  objection.  No  adjudged  case  has  been 
cited  by  counsel,  or  has  met  the  attention  of  the  Court,  where 
such  an  Act  has  been  considered:  It  is  asserted,  in  many  cases, 
that  notice  and  an  opportunity  for  a  hearing  of  some  descrip- 
tion are  matters  of  constitutional  right ;  but  it  has  nowhere 
been  declared  that  it  is  indispensable  that  the  hearing  should 
be  one  in  advance  of  the  collection  of  the  tax.  The  operation 
of  the  present  Act  is  to  preserve  substantially  to  the  tax  payers 
the  right  of  which  they  were  originally  deprived ;  to  give 
them  an  opportunity  to  question  the  justice  of  the  assessment ; 
and  to  restore  to  them  the  sums  which  were  illegally  collected 
of  them.  In  view  of  the  large  and  almost  unlimited  discretion 
which  resides  in  the  Legislature,  to  regulate  the  mode  and 
conditions  of  taxation,  it  is  believed  to  be  valid  and  effectual 
to  legalize  the  proceedings  here. 

Judgment  is  ordered  for  the  defendant. 


Hale  &  BvZldey,  for  the  plaintiff. 
Peckham  dk  Jiosendale,  for  the  defendant. 


Gbobgb  H.  Woostee  vs.  Chables  W.  Handy.    In  Equity. 

In  April,  1881,  this  Court  made  an  interlocutory  decree,  (8  Fed.  Rep.,  429,)  ad- 
judging re-issued  letters  patent  No.  6,565,  granted  to  George  H.  Wooster, 

-  July  27th,  1875,  (on  an  application  for  a  re-issue  filed  Jane  22d,  1875,)  for  an 
"  improvement  in  machines  for  making  ruffles,"  (the  original  patent,  No. 
37,550,  haying  been  granted  to  Pipo  and  Sherwood,  January  27th,  1863,  on 
the  invention  of  John  A.  Pipo,)  to  be  valid,  so  far  as  claims  1,  7,  8  and  10 
were  concerned,  and  to  have  been  infringed ;  and  adjudging  re  issued  letters 
patent  No.  6,566,  granted  to  said  Wooster,  July  27th,  1875,  (on  an  application 
for  a  re-issue  filed  July  19th,  1875,)  for  an  "  improvement  in  sewing  machines 
for  making  band-ruffling,"  (the  original  patent,  No.  46,424,  having  been 
granted  to  E.  C.  Wooster,  February  14th,  1865,  on  the  invention  of  Thomas 
Bobjohn,)  to  be  valid,  so  far  as  claims  8  and  9  were  concerned,  and  to  have 
been  infringed ;  and  awarding  accounts  of  profits  and  damages,  and  perpetual 
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injunctions.  During  the  accounting,  and  in  riew  of  the  decisions  in  Miller 
y.  Bran  Co.,  (104  U.  8.,  850,)  and  Jam*  y.  Campbell,  (Ia\,  856,)  the  de- 
fendants applied  to  the  Court  to  reconsider  the  question  of  the  validity  of  the 
reissues:  Held, 

(1.)  The  Court  has  power  to  vacate  the  Interlocutory  decree; 

(2.)  The  right  to  re-issue  the  Pipo  patent  was  lost  by  the  delay  of  more  than 
12  years,  the  case  being  one  of  a  mere  expansion  of  the  claims  beyond  any- 
thing stated  in  the  original  patent  as  the  invention,  and  with  no  proof  of 
mistake  or  inadvertence,  and  it  being  sought  to  make  the  new  claims  em- 
brace structures  brought  into  use  between  the  time  of  the  issue  of  the 
original  patent  and  the  time  of  the  application  for  the  re-issue,  and  which 
were  not  infringements  of  the  claim  of  the  original  patent;  and  the  re-issue 
was  invalid  as  to  claims  1,  7,  8  and  10; 

(8.)  In  the  Robjohn  re-issue,  new  matter  was  introduced,  and  the  re-issue  was 
taken  to  cover  devices  which  did  not  infringe  the  original  patent,  and  was 
invalid  as  to  claims  8  and  9. 

The  bill  was  dismissed. 

(Before  Blatchtord,  J.,  Southern  District  of  New  York,  July  22d,  1884.) 

Blatohfoed,  J.  This  suit  is  brought  on  two  re-issued  pat- 
ents. One  is  re-issue  No.  6,565,  granted  to  George  H.  Wooster, 
July  27th,  1875,  (on  an  application  for  a  re-issue  filed  June 
22d,  1875,)  for  an  "improvement  in  machines  for  making 
ruffles,"  (the  original  patent,  No.  37,550,  having  been  granted 
to  Pipo  and  Sherwood,  January  27th,  1863,  on  the  invention 
of  John  A.  Pipo.)  The  other  is  re-issue  No.  6,566,  granted  to 
George  H.  Wooster,  July  27th,  1875,  (on  an  application  for  a 
re-issue  filed  July  19th,  1875,)  for  an  "  improvement  in  sewing 
machines  for  making  band-ruffling,''  (the  original  patent,  No. 
46,424,  having  been  granted  to  E.  C.  Wooster,  February  14th, 
1865,  on  the  invention  of  Thomas  Robjohn.)  The  case  was 
brought  to  a  hearing  on  pleadings  and  proofs,  and  a  decision 
was  rendered,  in  April,  1881,  (  Wooster  v.  Blake,  8  Fed.  Rep., 
429,)  in  favor  of  the  plaintiff,  on  both  patents,  on  which  an 
interlocutory  decree  was  entered,  April  30th,  1881.  The  de- 
cree adjudged  that  No.  6,565  was  valid  so  far  as  claims  1,  7, 
8  and  10  were  concerned;  that  those  claims  had  been  in- 
fringed ;  and  that  an  account  of  profits  and  damages  should 
be  taken  as  to  such  infringement.  It  stated  that,  as  No.  6,565 
had  expired  by  its  own  limitation,  no  injunction  was  granted 
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in  reference  to  it.  The  decree  also  adjudged  that  No.  6,566 
was*  valid  so  far  as  claims  8  and  9  were  concerned ;  that  those 
claims  had  been  infringed ;  that  an  account  of  profits  and 
damages  should  be  taken  as  to  such  infringement ;  and  that  a 
perpetual  injunction  should  issue  as  to  said  claims.  The  de- 
cree further  said  :  "  No  adjudication  is  herein  made  as  to  any 
other  claims  than  those  above  mentioned,  of  either  of  said  let- 
ters patent,  in  any  respect,"  and  it  reserved  the  question  of 
costs,  and  of  increase  of  damages,  and  all  further  questions, 
until  the  master's  report  should  come  in. 

The  defendant's  rufflera  involved,  and  held,  by  the  decis- 
ion, to  infringe  both  patents,  were  known  as  the  Johnston 
ruffier  and  the  Toof  ruffler,  and  were  sold  to  be  attached  to 
sewing  machines,  for  ruffling  purposes.  In  regard  to  the 
Pipo  patent,  No.  6,565,  the  decision  considered  several  pat- 
ents and  inventions  set  up  on  the  question  of  novelty,  and 
held  that  they  could  not  avail.  On  the  defence  of  the  inva- 
lidity of  the  re-issue,  as  not  for  the  same  invention  as  the 
original,  the  decision  said :  "  There  is  no  evidence  that  any- 
thing is  found  in  the  reissue  No.  6,565,  which  is  not  to  be 
found  in  the  description  or  drawing  of  the  original  patent,  or 
in  the  model  accompanying  the  application  for  that  patent." 

As  to  the  Robjohn  patent,  No.  6,566,  the  decision  consid- 
ered the  question  of  novelty,  and  sustained  the  patent.  Al- 
though the  defence  that  the  re-issue  was  not  for  the  same  in- 
vention as  the  original  was  set  up  and  urged,  and  it  was 
considered,  and  overruled,  no  special  observations  were  made, 
in  the  decision,  in  regard  to  it.  The  remarks  in  regard  to  the 
Pipo  re-issue  were  considered  as  applying  to  it. 

Some  progress  was  made  in  taking  testimony  on  the  ac- 
counting before  the  master,  when,  on  the  9th  of  January, 
1882,  the  cases  of  Miller  v.  Brass  Go.,  (104  IT.  &,  350,)  and 
James  v.  Campbett,  (Id.,  356,)  were  decided  by  the  Supreme 
Court.  The  defendant  thereupon  presented  to  this  Court,  on 
March  22d,  1882,  a  petition,  with  notice  of  an  application  to 
be  made  March  31st,  18S2,  that  the  prayer  of  the  petition  be 
granted.     The  application  was  adjourned  and  not  heard  till 
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June,  1884.  The  petition  states  that  'the  said  decisions  in 
104  V.  8.  "fix  and  establish  rules  of  law  in  respect  to  re- 
issues, different  from  those  stated  in  numerous  decisions  of 
the  Circuit  Court  of  the  United  States  for  the  Second  Circuit 
in  numerous  earlier  cases ;  that  said  decisions  of  the  Supreme 
Court  are  directly  in  point,  as  afEecting  the  validity  of  the 
said  Pipo  and  Eobjohn  re-issues ;  and  that  the  said  Pipo  re- 
issue and  the  said  Robjohn  re-issue  must  be  declared  void  in 
accordance  with  the  doctrines  laid  down  in  said  cases."  One 
of  the  prayers  of  the  petition  is,  for  a  rehearing  of  the  cause 
on  the  questions  of  law  involved,  in  view  of  the  said  de- 
cisions of  the  Supreme  Court,  and  that  the  interlocutory  de- 
cree be  opened. 

The  rehearing  asked  for  is  not  such  a  rehearing  as  is  the 
subject  of  Rule  88  of  the  Equity  Rules  prescribed  by  the  Su- 
preme Court.  That  rehearing  is  one  after  a  final  decree, 
after  a  decree  which  is  of  an  appealable  character.  The 
present  decree  is  not  an  appealable  decree.  The  rehearing 
asked  for  is  a  reconsideration  of  the  law  of  the  case,  on  the 
question  of  the  validity  of  the  re-issues,  in  view  of  the  de- 
cisions by  the  Supreme  Court,  referred  to.  The  test  applied 
by  this  Court;  as  announced  by  it,  in  deciding  the  case,  was, 
that  the  re-issues  were  to  be  sustained,  as  to  their  claims,  inas- 
much as  there  was  nothing  found  in  them  which  was  not 
found  in  the  descriptions  or  drawings  of  the  original  patents, 
or  in  the  models  accompanying  the  applications  for  those 
patents. 

The  principle,  the  application  of  which  is  invoked  by  the 
defendant,  is  well  settled.  In  Perkins  v.  Fourniquet,  (6 
Row.,  206,  209,)  it  is  said,  that  interlocutory  decrees  remain 
under  the  control  of  the  Court,  and  subject  to  its  revision,  un- 
til the  master's  report  comes  in  and  is  finally  acted  upon  by 
the  Court,  and  the  whole  of  the  matters  in  controversy  are 
disposed  of  by  a  final  decree.  In  Fourniquet  v.  Perkine,  (16 
ITow.j  82,)  there  were  an  interlocutory  decree,  an  accounting 
under  it,  a  report  of  a  master,  exceptions  to  the  report,  and  an 
argument  thereon.      On  the  argument,  the  Circuit  Court 


JULY,   1884.  311 


Wooster  v.  Handy. 


reconsidered  the  opinion  it  had  expressed  on  the  merits  in  the 
interlocutory  decree,  and,  believing  that  opinion  to  be  incor- 
rect, dismissed  the  bill.  The  plaintiff  appealed  to  the  Supreme 
Court,  and  that  Court  held  the  decree  of  dismissal  to  be  right. 
It  added :  "  The  counsel  for  the  appellants,  however,  objects 
to  the  decree  of  dismissal,  because  it  was  made  at  the  argument 
upon  the  exceptions  to  the  master's  report,  and  is  contrary  to 
the  opinion  on  the  merits,  expressed  by  the  Court  in  its 
interlocutory  order.  But  this  objection  cannot  be  maintained. 
The  case  was  at  final  hearing  at  the  argument  upon  the 
exceptions;  and  all  of  the  previous  interlocutory  orders  in 
relation  to  the  merits  were  open  for  revision  and  under  the 
control  of  the  Court." 

This  Court,  then,  is  to  interpret  the  law  of  re-issues  as  it 
would  have  done  if  the  cases  referred  to'  had  been  decided  by 
the  Supreme  Court  before  this  Court  made  its  decision  in  this 
case.  The  rule  laid  down  by  the  Supreme  Court  is,  that  where 
it  is  sought  merely  to  enlarge  a  claim,  there  must  be  a  clear 
mistake  and  inadvertence  and  a  speedy  application  for  its 
correction,  with  no  unreasonable  delay ;  that,  in  such  a  case,  a 
patentee  cannot  wait  until  other  inventors  have  produced  new 
forms  of  improvement,  and  then  apply  for  such  an  enlarge- 
ment of  his  claim  as  to  make  it  embrace  those  new  forms ;  and 
that,  when  it  is  apparent,  from  a  comparison  of  the  two 
patents,  that  the  re-issue  is  made  to  enlarge  the  scope  of  the 
patent,  the  Court  may  decide  whether  the  delay  was  unreason- 
able, and  the  re-issue,  therefore,  void.  This  view  has  been 
repeatedly  asserted  and  applied  by  the  Supreme  Court  in 
numerous  cases  decided  since  those  in  104  U.  S. 

As  to  the  Pipo  re-issue,  No.  6,565,  it  is  plain  that  the  right 
to  re-issue  was  lost  by  the  delay  of  more  than  twelve  years, 
because  the  case  is  one  of  a  mere  expansion  of  the  claims, 
beyond  anything  stated  in  the  original  patent  as  the  invention, 
and  with  no  proof  of  mistake  or  inadvertence,  and  it  is  sought 
to  make  the  new  claims  embrace,  in  this  case,  structures 
brought  into  use  between  the  time  of  the  issue  of  the  original 
patent  and  the  time  of  the  application  for  the  re-issue,  and 
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which  were  not  infringements  of  the  claim  of  the  original 
patent.  There  was  but  one  claim  in  the  original.  There  are 
thirteen  in  the  re-issue.  It  wonld  serve  no  useful  purpose  to 
enlarge  on  this  subject  as  to  No.  6,565,  for  the  counsel  for  the 
plaintiff  concedes,  that,  under  the  reiterated  decisions  of  the 
Supreme  Court,  this  Court  must  dismiss  the  bill  as  to  that 
re-issue. 

But,  in  regard  to  the  Robjohn  re-issue,  No.  6,566,  the 
plaintiff  contends  that  the  case  is  different ;  that  claim  2  of 
the  original  patent  covered  the  defendant's  structures ;  that 
claims  8  and  9  of  the  re-issue  are  substantially  only  repetitions 
of  claim  2  of  the  original ;  or,  that,  at  least,  claim  2  of  the 
original  was  so  worded  as  to  be  ambiguous,  and,  so,  inopera- 
tive, and  claims  8  and  9  of  the  re-issue  are  valid,  as  removing 
the  ambiguity.  The  specifications  of  the  original  and  re- 
issued patents  are  as  follows,  the  parts  in  each  which  are  not 
found  in  the  other  being  in  italics : 


Original. 
"Be  it  known,  that  I, 
Thomas  Robjohn,  of  the  city, 
county  and  State  of  New 
York,  have  invented  a  new 
and  useful  improvement  in 
machinery  for  making  band- 
ruffling  ;  and  I  do  hereby 
declare  that  the  following  is  a 
full,  clear  and  exact  descrip- 
tion of  the  same,  reference 
being  had  to  the  accompanying 
drawings  forming  part  of  this 
specification*  in  which 


He-issue. 

"Be  it  known,  that  1, 
Thomas  Robjohn,  of  the  city, 
county  and  State  of  Now 
York,  have  invented  certain 
improvements  in  machinery 
for  making  band  ruffling,  of 
which  the  following  is  a  spec- 
ification : 

This  invention  relates  to 
improvements  in  rufflersfor 
use  with  sewing  mechanism, 
and  consists  in  a  ruffling  blade 
or  knife  adapted  to  engage  a 
strip  of  material  to  be  ruffled, 
in  combination  with  a  feeding 
mechanism,  adapted  to  operate 
against  the  strip  to  which  the 
ruffled  strip  is  connected;  also, 
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Figure  1  is  a  top  view  of 
my  invention  and  of  the  bed- 
plate of  a  sewing  machine,  to 
which  it  is  applied. 

Figure  2,  is  a  longitudinal, 
vertical  section  of  the  same. 

Figures  3  and  3*,  are 
opposite  end  views  of  the 
ruffing  machinery. 

Figures  4  and  4*,  are 
transverse  sections  of  the  band 
folder. 

Figure  5,  is  a  top  view  of 
the  guides  without  the  ruffing 
knife. 

Figure  6,  is  a  section  of 
the  plaiting  or  ruffing  device, 
parallel  with  Fig.  2,  but  show- 
ing the  knife  in  a  different 
position. 

Figure  7,  is  a  face  view  of 
a  ruffle  made  by  the  machine. 

Figure  8,  is  a  transverse 
section  of  the  same. 


Re-issue, 
in  the  combination,  with  a 
ruffling  blade,  of  a  guide  for  a 
strip  to  be  ruffled,  and  also 
with  a  guide  to  fold  and 
present  a  bcnid  about  the  edges 
of  the  ruffled  strip  as  is 
hereinafter  more  fully  de- 
scribed, such  folding  guide 
also  being  adapted  to  hem  or 
turn  the  edges  of  the  folded 
band. 

Figure  1  is  a  top  view  of 
the  invention,  showing  its  ar- 
rangement upon  the  bed-plate 
of  a  sewing  machine.  Fig.  2 
is  a  longitudinal  vertical  sec- 
tion of  the  same.  Figs.  3  and 
3*  are  opposite  end  views  of 
the  ruffling  machinery.   Figs. 

4  and  4*  are  transverse  sec- 
tions of  the  band  folder.   Fig. 

5  is  a  top  view  of  the  guides 
without  the  ruffing  knife. 
Fig.  6  is  a  section  of  the 
plaiting  or  ruffling  device,  par- 
allel with  Fig.  2,  but  showing 
a  different  position  of  the  same. 
Fig.  7  is .  a  face  view  of  a 
ruffle  made  by  the  machine, 
and  Fig.  8  is  a  transverse 
section  of  the  same.  Fig.  9 
is  a  section  of  tfie  presser, 
taken  at  right  angles  to  the  line 
of  feed,  showing  the  under 
surface  cut  away,  to  allow  the 
passage  of  a  hem  on  the  ruffle. 
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Similar  letters  of  reference 
indicate  corresponding  parts  in 
the  several  figures. 

This  invention  consists  in 
the  combination,  with  a  sewing 
machine,  of  a  novel  system  of 
guides,  and  a  plaiting  or 
ruffling  knife,  whereby  one 
strip  of  muslin  or  cloth  has 
both  edges  turned  in,  and  is 
folded  longitudinally,  to  form 
a  double  band,  and  plaited  or 
formed  into  a  ruffle,  and  the 
band  and  ruffle  are  sewed' 
together  all  at  the  same  time, 
thus  forming  a  double  band 
raffle  at  one  operation. 

To  enable  others  skilled  in 
the  art  to  make  and  use  my 
invention,  I  will  proceed  to 
describe  its  construction  and 
operation. 


A  is  the  bed-plate  of  the 
sewing  machine.  B  is  the 
guide  by  which  the  turning  in 
of  the  edges  of,  and  the 
longitudinal  folding  of,  the 
band  a  of  the  ruffle  are  per- 
formed, said  guide  being  at- 
tached rigidly  to  the  gauge- 
plate  0,  and  secured  to  the 
bed-plate  A  by  a  screw,  D,  and 
steady-pins,  b,  b.  This  guide 
B  is  made  of  brass  or  other 


Re-issue. 

Similar  letters  of  reference 
indicate  corresponding  parts  in 
the  several  figures. 

As  illustrated  in  the  draw- 
ings, one  strip  of  muslin  or 
cloth  has  both  edges  turned  in, 
and  is  folded  longitudinally,  to 
form  a  double  band,  and  cm- 
other  strip  is  plaited  or  formed 
into  a  ruffle,  and  the  band  and 
the  ruffle  are  both  sewed  to- 
gether at  the  same  time,  thus 
forming  a  band  ruffle  at  one 
operation. 


To  enable  others  skilled  in 
the  art  to  make  and  use  my 
invention,  I  will  now  proceed 
to  illustrate  the  most  complete 
and  perfect  form  of  its  oper- 
ation, as  combined  with  a 
sewing  machine. 

At  A  is  represented  the 
bed-plate  of  a  sewing  machine. 
B  is  the  guide  by  which  the 
turning  in  of  the  edges  of, 
and  the  folding  of,  the  band  a 
of  the  ruffle  is  performed,  said 
guide  being  attached  to  the 
gage-jA&te  0,  and  secured  to 
the  bed-plate  A,  by  a  screw, 
D,  and  steady-pins,  b,  b.  This 
guide  B  is  made  of  brass  or 
other  metal,  and  has  one  end 
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Original. 
metal,  and  has  one  end  of  the 
form  of  a  tube,  and  nearly 
fiat,  as  shown  in  figure  3,  the 
width  of  the  said  tube  being 
equal  to  the  width  of  the  strip 
of  cloth  of  which  the  band,  a, 
of  the  ruffle  is  to  be  formed, 
such  strip  being  shewn  in 
section,  in  red  color ■,  in  figures 
4,  4*.  At  a  short  distance 
from  the  end  shown  in  figure 
3,  one  side  of  the  tube  is  cut 
away,  leaving  the  guide  in  the 
form  of  a  transversely  curved 
plate,  with  its  edge  turned 
over  on  the  concave  side,  as 
shown  in  figure  4,  and,  toward 
the  other  end,  its  curvature 
increases,  and  the  turning  in 
of  the  edges  is  increased, 
until  the  plate  is  in  the  form 
of  the  letter  V,  or  nearly 
double,  and  its  edges  have  a 
complete  double  turn,  as  shown 
at  c,  c,  in  figure  4*,  so  that  the 
strip,  entering  at  the  end 
shown  in  figure  3,  and  being 
drawn  through,  will  come  ont 
folded  along  the  centre,  and 
with  both  edges  turned  in,  as 
shown  in  red  outline,  in  figure 
4*. 

The  arrangement  of  this 
guide  upon  the  sewing  ma- 
chine is  such  that  this  folding 


He- issue, 
formed  as  a  tube,  and  of  a 
width  substantially  equal  to 
the  width  of  the  strip  of  cloth 
of  which  the  band,  a,  of  the 
ruffle  is  to  be  formed.  The 
receiving  end  of  this  guide  is 
shown  at  Fig,  3,  and,  at  a 
short  distance  from  such  end,, 
one  side  of  said  tube  is  cut 
away,  leaving  the  guide  in  the 
form  of  a  transversely  curved 
plate,  with  its  edge  turned 
over  on  the  concave  side,  as- 
shown  in  Fig.  4,  and,  toward 
the  other  end,  its  curvature  in- 
creases, and  the  turning  in  of 
the  edges  is  increased,  until  the 
plate  is  in  the  form  of  the  let- 
ter V,  or  nearly  double,  and 
its  edges  are  given  a  double 
turn,  as  shown  at  <?,  c,  in  Fig* 
4*,  so  that  the  band  or  plain 
strip  to  which  the  ruffle  is  to  be 
united  by  stitches,  when  en- 
tered at  the  end  shown  in  Fig. 
3,  and  drawn  through  the 
guide,  will  come  out  folded 
along  the  centre,  and  both 
edges  may  be  turned  in  or 
hemmed,  as  shown  in  Fig.  4*, 
provided  the  strip  is  wide 
enough  to  extend  into  and  en- 
tirely  fill  the  width  of  the 
guide.  The  arrangement  of 
this  guide  upon  a  sewing  ma- 
chine is  such  that  this  folding 
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of  the  band  may  be  effected 
in  the  movement  of  the  latter 
toward  the  needle  by  the 
ordinary  feeder,  r,  of  the 
machine.  The  marginal  por- 
tions, c,  c,  of  the  folder,  by 
which  the  edges  of  the  band 
are  turned  inward,  do  not 
extend  quite  to  the  needle 
hole,  d,  but  are  cut  away  at 
some  distance  therefrom,  as 
.shown  at  *,  in  figures  1,  3* 
and  5,  though  the  portion 
which  produces  the  central 
fold  extends  some  distance 
beyond  the  needle  hole,  to 
preserve  the  form  of  the  fold, 
while  the  stitching  is  being 
performed. 

£  is  a  guide  for  the  strip 
of  cloth  of  which  the  ruffle  e 
is  to  be  formed,  consisting  of 
a  flat  metal  tube,  of  a  width 
equal  to  that  of  the  said  strip, 
arranged  in  front  of,  and  part- 
ly within,  the  folding  guide 
B,  parallel  with  the  feed  move- 
ment, to  deliver  the  strip  be- 
tween the  two  edges  of  the 
band,  as  the  latter  issue  from 
the  said  guide  B,  and  ap- 
proach the  needle. 

This  guide  has  a  slight 
downward  inclination  toward 
the  needle,  and  its  lower  end 
rests  on  the  bed-plate  close  to 


He-issue. 
of  the  band  may  be  effected 
as  the  band  is  moved  toward 
the  needle  by  the  feeding  de- 
vice, r.  The  marginal  por- 
tions, c,  c,  of  the  folder,  by 
which  the  edges  of  the  band 
are  turned  inward,  do  not  ex- 
tend quite  to  the  needle  hole, 
d,  as  shown  at  s,  in  Figs.  1, 
3*  and  5,  though  the  guide 
which  produces  the  central 
fold  has  a  nose,  e,  extending 
some  distance  beyond  the  nee- 
dle hole,  to  preserve  the  form 
of  the  fold  in  the  band,  while 
the  stitching  is  being  per- 
formed. 


E  is  a  guide  for  the  strip 
of  cloth  of  which  the  ruffle  is 
to  be  formed,  consisting  of  a 
flat  metal  tube,  of  a  width 
equal  to  that  of  the  said  strip, 
and  it  is  shown  as  arranged 
in  front  of,  and  partly  within, 
the  folding  guide  B,  parallel 
with  the  feed  movement,  and 
adapted  to  deliver  the  ruffled 
strip  between  the  two  edges 
of  the  band  a,  as  the  latter  is- 
sues from  the  said  guide  B. 

The  bottom  plate,  i,  of  the 
guide  serves  as  the  support  for 
the  strip  or  material  to  be 
ruffled,  separates  it  from  the 
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the  feeding  device  and  the 
needle  hole,  and  its  bottom 
part,  i,  is  made  with  projec- 
tions,/,/, to  enable  it  to  pass 
between  and  at  the  sides  of 
the  toothed  surfaces  of  the 
feeding  dog. 


The  upper  part  of  the  said 
guide  has  near  its  sides  two 
longitudinal  slits,  g,  g,  com- 
mencing at  a  short  distance 
from  the  end  furthest  from 
the  needle,  and  extending  to 
the  end  next  the  needle,  and 
the  end  of  the  tongue  h,  thus 
formed,  is  made  to  press  upon 
the  strip,  in  passing  through 
the  guide,  and  so  keep  it  flat- 
tened, and  produce  friction 
enough  upon  it  to  keep  it 
straight,  on  its  way  into  the 
land.  The  said  tongue  h  is 
shortened,  so  that  it  does  not 
extend  so  near  to  the  needle 
hole,  by  from  a  quarter  to 
three-eighths  of  an  inch,  as  the 
bottom  part,  i,  of  the  guide, 
(see  Fig.  2,)  thereby  leaving 
the  said  part  i  exposed  for  the 
plaiting  or  ruffling  knife,  F, 
to  work  upon,  as  will  be  pre- 
sently described.     This  guide, 
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fabric  to  which  it  is  to  be 
united,  and  the  ruffling  blade, 
acting  on  such  material  to  be 
ruffled,  carries  it  forward  over 
the  support  i,  and  presents  it 
in  a  folded  condition  to  the 
stitching  mechanism.  This 
bottom  plate,  i,  is  made  with 
projections,/,/,  to  enable  it 
to  pass  between  and  at  the 
sides  of  the  toothed  surfaces  of 
the  feeder  r;  and  the  upper 
part  of  the  said  guide  has  form- 
ed in  it  two  longitudinal  slits, 
g,g,  commencing  at  a.  short 
distance  from  the  end  furthest 
from  the  needle,  and  extend- 
ing to  the  end  next  the  needle, 
the  end  of  the  tongue  A,  thus 
formed,  being  adopted  to  press 
upon  the  strip  passing  through 
the  guide  with  sufficient  force 
to  keep  it  flattened  and  straight, 
on  its  way  to  the  action  of  the 
ruffling  blade.  The  said  ton- 
gue, h,  does  not  extend  so  near 
to  the  needle  hole  as  the  bot- 
tom plate,  i,  (see  Fig.  2,)  there- 
by leaving  the  said  plate  ex- 
posed for  the  plaiting  or  ruf- 
fling blade  or  knife  to  work 
upon,  as  will  be  presently  de- 
scribed. 
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E,  is  attached  rigidly  to  the 
lower  part  of  the  guide  B. 

The  plaiting  or  raffling 
knife  is  made  with  a  straight 
and  moderately  sharp,  bnt  not 
a  cutting,  edge,  of  a  length 
equal  to  the  width  of  the  strip 
of  which  the  raffle  is  to  be 
•composed,  the  said  edge  being 
arranged  at  right  angles  to  the 
feed  movement.  The  said 
knife  is  attached  by  an  elastic 
shank,  j,  to  a  bent  lever,  G, 
the  said  shank  keeping  the 
edge  pressed  hard  down  upon 
the  bottom  part  of  the  guide, 
and  holding  the  knife  with  a 
downward  inclination  toward 
the  needle  hole,  at  an  angle  of 
about  30°  to  the  surface  of 
i. 

The  lever,  G,  works  on  a 
fixed  fulcrum,  t,  at  the  back 
of  the  bed-plate,  and  derives 
motion,  in  one  direction,  from 
the  rod  which  works  the  nee- 
dle arm,  and,  in  the  opposite 
direction,  from  a  spring,  I,  or 
has  imparted  to  it  by  any 
other  mechanical  means  the 
necessary  motion  to  produce  a 
movement  of  the  knife  upon 
the  bottom,  i,  of  the  guide,  E, 
toward  and  from  the  needle 
hole,  d.  This  movement  of 
the  lever  may  be  varied  by 
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The  plaiting  or  raffling 
blade  or  knife  is  generally 
made  with  a  straight  and  mod- 
erately sharp,  bat  not  a  cut- 
ting, edge,  of  a  length  equal  to 
the  width  of  the  strip  of  which 
the  ruffle  is  to  be  composed, 
the  said  edge  being  arranged  at 
right  angles  to  the  feed  move- 
ment, and  connected  with,  or 
forming  part  of,  an  elastic 
shank,  j,  attached  to  a  bent 
lever,  G.  In  its  forward 
movement,  the  edge  of  the 
ruffling  blade  or  knife  is  press- 
ed upon  the  support  or  plate, 
i,  between  the  front  part  qf 
which  and  the  knife  the  strip 
to  be  ruffled  is  held. 

The  lever,  G,  works  on  a 
fixed  fulcrum,  t,  at  the  back  of 
the  bed-plate,  and  derives 
motion  in  one  direction  from 
the  rod  which  works  the  nee- 
dle arm,  and  in  the  opposite 
direction  from  the  spring  I,  or 
has  imparted  to  it  by  any  other 
mechanical  means  the  neces- 
sary motion  to  produce  a 
movement  of  the  blade  or 
knife.  This  movement  of  the 
lever  may  be  varied  by  means 
of  a  set  screw,  to  give  the  knife 
a  greater  or  lees  movement,  ae- 
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means  of  a  set  screw,  to  give 
the  knife  a  greater  or  less 
movement,  according  as  finer, 
or  not  so  fine,  plaiting  or  ruf- 
fling is  desired,  the  movement 
of  the  knife  requiring  to  be  as 
much  greater  than  the  feed 
movement  as  the  intended 
width  of  the  plaits.  This  knife 
commences  its  movement  be- 
fore the  feed,  and,  when  the 
knife  has  moved  a  distance 
equal  to  the  intended  width  of 
the  plaits,  the  feed  movement 
commences,  and  the  move- 
ment of  the  knife  continues  at 
the  same  speed  as  the  feed 
movement,  while  the  latter 
carries  both  band  and  ruffle 
toward  the  needle. 

The  presser,  H,  of  the 
sewing  machine  to  which  my 
invention  is  applied,  is  made 
of  a  width  sufficient  to  cover 
the  whole  width  of  the  ruffle 
and  a  sufficient  portion  of  the 
band ;  but  it  is  made  shorter 
than  usual  at  the  end  where 
the  work  enters  beneath  it,  in 
order  to  allow  the  knife  to 
come  close  or  nearly  close  to 
the  needle,  and  its  under  side 
is  beveled  at  that  end,  to  al- 
low the  knife  to  pass  under 
and  push  the  plaits  under 
it,  as  it  gathers  them  up  by  its 
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cording  as  finer,  or  not  so  fine, 
plaiting  or  ruffling  is  desired, 
the  movement  of  the  knife  re- 
quiring to  be  as  much  greater 
than  the  feed  movement  as 
the  intended  width  of  the 
plaits.  This  knife  commences 
its  movement  before  the  feed, 
and,  when  the  knife  has  moved 
a  distance  equal  to  the  intend- 
ed widths  of  the  plaits,  the 
feed  movement  commences, 
and  the  movement  of  the  knife 
continues  at  the  same  speed  as 
the  feed  movement,  while  the 
feeding  device  mmG&forward 
both  the  band,  or  plain  part 
to  which  the  ruffle  is  attached, 
and  the  ruffle. 

The  presser,  H,  which,  as 
shown,  is  the  foot  of  a  sewing 
machine,  is  represented  of  a 
width  substantially  equal  to 
the  width  of  the  blade  or  knife, 
or  sufficient  to  cover  the  whole 
width  of  the  ruffle  and  a  suffi- 
cient portion  of  the  band,  but 
it  is  made  shorter  than  usual 
at  the  end  where  the  work  en- 
ters beneath  it,  in  order  to  al- 
low the  knife  to  come  close  or 
nearly  close  to  the  needle ;  and 
its  under  side  is  beveled  at 
that  end,  to  allow  the  knife  to 
pass  under  and  push  the  plaits 


390 


SOUTHERN  DISTRICT  OF  HEW  YORK, 


Woorter  v.  Handy. 


Original. 
movement  toward  the  needle. 
The  operation  of  gathering  up 
the  plaits  is  illustrated  in 
Figure  6,  where  the  strip 
whichforms  the  ruffle  is  shown 
in  red  color. 


The  sewing  machine  in 
connection  with  which  this 
invention  is  applied  may  be 
of  any  of  the  kinds  in  com- 
mon use. 

To  set  the  invention  in 
operation,  the  strip  of  cloth  to 
form  the  band,  a,  is  inserted 
through  the  guide  B,  and  the 
longer  strip  to  form  the  ruffle, 
(which  has  been  previously 
hemmed  along  one  edge,)  is 
inserted  through  the  guide  E, 
and  under  the  knife  F,  and 
with  its  hemmed  edge  in  front 
or  outward,  and  the  ends  of 
both  strips  brought  under  the 
pres&er,  and,  when  the  presser 
has  been  let  down  upon  them, 
the  machine  is  set  in  opera- 
tion, as  for  ordinary  sewing. 
As  the  two  strips  are  drawn 
forward  by  the  feed  move- 
ment^ the  band  is  folded  and 
has  its  edges  turned  in,  and  the 
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under  it,  as  it  gathers  them  up 
by  its  movement.  The  lower 
surface  is  recessed  or  cut  away 
at  the  side,  as  s/iown  at  m,  in 
Fig.  9,  to  allow  the  hern  of  the 
ruffle,  (Fig.  8,)  to  pass  under 
without  lifting  the  presser 
from  the  rest  of  the  goods;  and 
the  foot  is  also  recessed  at 
n,  to  receive  the  band  of  the 
ruffle. 

The  sewing  machine  in 
connection  with  which  this 
invention  is  applied  may  be  of 
any  of  the  kinds  in  common 
use. 

To  set  the  invention  in 
operation,  the  strip  of  cloth  to 
form  the  band,  a,  is  inserted 
through  the  guide  B,  and  the 
longer  strip  to  form  the  ruf- 
fle, (which  has  been  previous- 
ly hemmed  along  one  edge,)  is 
inserted  through  the  guide  E, 
and  under  the  ruffling  blade 
or  knife,  and  with  its  hemmed 
edge  in  front  or  outward,  and 
the  ends  of  both  strips  are 
brought  under  the  presser, 
and,  when  the  presser  has  been 
let  down  upon  them,  the  ma- 
chine is  set  in  operation.  The 
two  strips  are  drawn  forward 
by  the  feeding  device,  the  band 
is  folded  and  has  its  edge  turn- 
ed in,  and  the  strip  resting  on 


JULY,   1884. 


321 


Wooster  v.  Handy. 


Original, 
muffle  strip  is  delivered  into 
the  fold  of  the  band,  and  ruf- 
fled by  the  action  of  the  knife, 
.as  hereinbefore  described,  and 
sewed  into  the  band  by  the 
needle  passing  through  both 
the  upper  and  lower  parts  of 
the  band  close  to  the  edges 
thereof. 


In  the  ruffling  operation, 
the  knife  JFib  prevented  from 
acting  on  the  wider  part  of 
the  band,  by  the  extension  of 
the  lower  part,  i,  of  the  guide 
E,  beyond  the  upper  part  and 
below  the  knife,  the  said  part 
of  the  band  passing  under  the 
-extended  portion  of  i,  and  the 
ruffle  strip  passing  over  it  for 
the  knife  to  act  upon,  and  the 
said  extended  portion  protect- 
ing the  lower  part  of  the  band 
from  the  action  of  the  knife" 
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the  support  i  is  ruffled*  deliv- 
ered to  the  unruffled  material 
or  the  band,  by  the  action  of 
the  knife,  as  hereinbefore  de- 
scribed, and  the  ruffled  and 
plain  fabric  are  united  by  the 
stitching  mechanism  of  the 
sewing  machine,  the  needle, 
when  operating  with  the  band, 
passing  through  both  the  up- 
per and  lower  parts  thereof, 
close  to  the  edges  of  the  band. 

In  the  ruffling  operation, 
the  blade  or  knife  is  prevent- 
ed from  acting  on  the  band,  or 
plain,  fabric  beneath  the  ruf- 
fle, by  the  support  or  plate,  i. 

No  claim  is  made  to  an 
open  guide  in  combination 
with  ruffling  mechanism,  as 
that  is  the  form  of  gages  which 
has  been  previously  used; 
nor  to  a  separating  device,  ex- 
cept in  combination  with  the 
ruffling  mechanism  arranged 
and  operated  above  the  table. 

The  ruffled  strip  may  be 
stitched,  as  formed,  on  to  a 
plain  fabric  introduced  under 
the  guide  E,  and  between  the 
support  or  plate  i  and  the 
feeder  r,  the  latter  engaging 
and  moving  the  plain  fabric 
with  the  ruffle  attached,  white 
the  ruffling  knife  or  blade  en- 
gages only  the  strip  to  be  gath- 
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ered  and  carries  it  forward  to 
the  needle. 

The  end  of  the  arm  O  car- 
rying the  ruffling  Hade  is 
turned  backward  at  g,y  moves 
back  and  forth  above  the 
guide,  and  permits  the  blade 
carried  by  such  arm  to  operate 
under  the  edge  of  the  plain  un- 
ruffled material  laid  on  top  of 
the  ruffled  strip.  As  the  blade 
moves  forward,  it  first  engages 
the  materialto  be  ruffled  resting 
on  the  supporting  and  separa- 
ting plate  just  at  the  end  of  the 
tongue,  h,  and,  as  the  blade 
moves  forward  the  material  to 
be  ruffled,  its  edge  is  held  or 
pressed  firmly  against  the  ma- 
terial, and,  when  the  fold 
made  in  the  material  is  prop- 
erly formed  for  the  action  of 
the  needle,  then  the  blade  is  re- 
tracted, and,  as  it  returns  to 
its  backward  position,  the 
pressure  of  its  end  on  the 
piece  to  be  ruffled  is  lessened* 
The  end  of  the  ruffling  blade 
moves  beyond  the  edge  of  the 
supporting  or  separating 
plate,  and  carries  the  fold  for- 
ward,  in  the  ruffled  strip,  be- 
yond the  edge  of  said  plate, 
and,  on  the  return  of.  said 
blade,  the  end  of  the  support- 
ing or  separating  plate,  be- 
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tween  which  and  the  blade  the 
material  rests,  is  held  by  the 
end  of  said  plate  i,  prevent- 
ing the  blade,  in  its  backward 
movementxfrom  carrying  back 
with  it  the  fold  formed  in  the 
strip  to  be  ruffled. 

I  am  aware  that  a  rough 
surfaced  feeder  and  ruffler 
have  been  employed  to  engage 
apiece  of  material  to  be  ruf- 
fled, forming  the  gather  in 
and  moving  the  ruffled  piece 
forward,  the  ruffler  and  feeder 
both  engaging  the  ruffled  strip, 
and,  in  connection  jjoith  such 
mechanism,  a  separator  has 
been  employed,  to  separate  a 
band  from  the  ruffled  strip,  the 
band  being  laid  on  the  surface 
of  the  ruffled  strip  engaged  on 
its  under  side  by  the  ruffler 
and  feeder  made  as  four-mo- 
tioned feeding  devices;  and 
1  am  also  aware  of  United 
States  patent,  No.  14,475. 

Ida  not  claim,  as  the  in- 
vention of  Thomas  Rdbjohn, 
a  flexible  ruffling  blade  adapt- 
ed to  operate  on  a  strip  to  be 
ruffled  when  sustained  on  the 
cloth-plate  of  a  sewing  ma- 
chine; nor  do  I  claim  such  a 
blade  combined  with  a  guide 
to  present  a  single  unfolded 
band  strip  to  the  ruffled  strip; 
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nor  do  I  claim  such  a  blade 
connected  with  and  operated 
by  a  rocking  arm  or  lever 
moved  from  a  vibrating  mem- 
ber of  the  needle-operating 
mechanism ,  cmd  controlled  as 
to  its  backward  movement  by 
a  set  screw ;  nor  do  I  claim 
any  of  the  specific  combina- 
tions of  devices  claimed  in  an 
application  filed  June  22, 
1875,  for  re-issue  of  United 
States  patent,  No.  37,550, 
granted  to  John  A.  Pipo, 
January  27,  1863,  said  com- 
binations of  devices,  as  ex- 
pressed in  such  re-issue 
claims,  being  the  invention  of 
the  said  PvpoP 

The  original  Rob  John  patent  had  2  claims,  as  follows: 
"  1st.  The  combination  with  each  other  and  with  a  sewing 
machine,  of  a  guide  for  turning  in  the  edges  of  and  folding 
one  strip  of  cloth  to  form  a  double  band,  a  guide  for  guiding 
another  strip  of  cloth  into  such  band  to  form  a  ruffle,  and  a 
plaiting  or  ruffling  knife,  the  whole  operating  substantially  as 
herein  specified.  2d.  In  combination  with  the  ruffling  knife 
acting  above  the  strip  which  is  to  form  the  ruffle,  I  claim  the 
extension  of  a  portion  of  the  bottom,  i,  of  the  guide  £,  or 
its  equivalent,  below  the  said  knife,  in  such  a  position  as  to 
be  interposed  between  the  ruffle  strip  and  the  lower  part 
of  the  band,  substantially  as  and  for  the  purpose  herein 
specified." 

The  re-issue  has  18  claims,  as  follows :  "  1.  In  a  ruffling 
or  plaiting  mechanism,  the  combination  of  a  ruffling  or  plait- 
ing blade,  with  a  folding  guide,  whereby  a  strip  of  any  suit- 
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able  fabric  may  be  properly  guided  to  form  and  fold  a  band 
about  the  edge  of  a  ruffle,  substantially  as  described.  2.  The 
combination  of  a  ruffling  or  plaiting  blade,  and  folding  guide 
for  properly  directing  the  strip  to  form  and  fold  a  band  about 
the  edges  of  a  ruffle,  with  stitching  or  sewing  mechanism,  sub- 
stantially as  described.  3.  In  a  plaiting  or  ruffling  mechan- 
ism, the  combination  of  a  guide  having  an  inclosed  channel- 
way  for  properly  directing  the  strip  to  be  ruffled,  with  the 
plaiting  or  ruffling  blade,  substantially  as  described.  4.  The 
combination  of  a  plaiting  or  ruffling  blade  and  an  inclosed 
channel-way  or  gaide  for  properly  directing  the  strip  to  be 
ruffled,  with  a  stitching  or  sewing  mechanism,  substantially  as 
described.  5.  The  combination  of  a  plaiting  or  ruffling  blade 
and  guide  for  properly  directing  the  strip  to  be  ruffled,  and  a 
folding-guide  for  conducting  a  separate  strip  to  form  and  fold 
a  band  on  thef  edge  of  the  said  ruffled  strip,  with  sewing 
mechanism  adapted  to  unite  the*  band  and  ruffle,  substantially 
as  described.  6.  The  combination  with  a  ruffling  or  plaiting 
blade,  of  a  guide  for  conducting  a  strip  to  form  a  band  for 
the  ruffle,  and  adapted  to  fold  or  hem  both  edges  of  said 
band.  7.  The  combination  of  a  ruffling  or  plaiting  blade,  a 
guide  adapted  to  conduct  a  strip  to  form  a  band  and  to  fold 
both  edges  of  said  band,  with  a  sewing  mechanism,  substan- 
tially as  described.  8.  The  combination  of  a  ruffling  or  plait- 
ing blade  or  knife,  arranged  and  operated  above  the  cloth- 
plate,  with  a  supporting  or  secondary  plate,  separate  from  the 
cloth-plate,  between  which  and  the  blade  or  knife  the  fabric 
to  be  ruffled  is  held  and  advanced  by  the  blade,  substantially 
as  described.  9.  A  plaiting  or  ruffling  blade  arranged  above 
the  cloth  plate  of  a  sewing  machine,  and  adapted  to  operate 
upon  a  surface  other  than  such  cloth-plate,  whereby  a  strip  of 
goods  can  be  plaited  or  ruffled  above  a  plain  piece,  substan- 
tially as  described.  JO.  In  a  ruffling  or  plaiting  mechanism, 
a  presser  or  holder  cut  away  at  its  lower  side,  to  permit  the 
passage  of  a  hem,  substantially  as  described.  11.  A  folding 
guide,  adapted  to  conduct  and  fold  a  band,  and  provided  with 
a  nose  or  extended  portion,  to  direct  and  hold  the  band  after 
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it  is  folded,  substantially  as  described.  12.  The  inclosed 
guide,  in  combination  with  the  flexible  tongue,  adapted  to 
press  upon  the  goods  passing  through  said  guide,  to  keep  said 
goods  flattened  and  straight,  substantially  as  described.  13. 
In  a  ruffling  mechanism,  the  combination  of  a  blade  adapted 
to  engage  and  fold  or  ruffle  one  piece  of  material,  with  a 
feeder  adapted  to  engage  and  move  forward  the  unruffled  ma- 
terial on  which  the  ruffled  material  is  delivered  and  secured 
by  stitching,  substantially  as  described.  14.  In  a  ruffling  or 
plaiting  mechanism,  the  combination  of  a  plate  adapted  to 
separate  the  material  to  be  ruffled  from  the  unruffled  ma- 
terial to  which  it  is  to  be  attached,  with  a  reciprocating  blade 
adapted  to  press  upon  and  engage  the  upper  side  of  the  ma- 
terial to  be  ruffled,  to  move  forward  with  such  material  and 
present  a  fold  for  the  action  of  the  needle,  and,  on  the  re- 
turn stroke  of  the  bladl,  to  relax  its  pressure  on  the  material 
to  be  ruffled,  substantially  as  described.  15.  The  combi- 
nation of  the  ruffling  blade  adapted  to  move  forward  be- 
yond the  end  of  the  supporting  or  separating  plate,  with 
the  separating  plate  adapted  to  retain  the  ruffled  material 
from  returning  with  the  ruffling  blade,  substantially  as  de- 
scribed. 16.  The  combination  of  a  guide  adapted  to  con- 
trol each  edge  of  the  piece  to  be  ruffled,  and  a  ruffling  or 
plaiting  blade  having  its  edge  extended  across  the  material 
to  be  ruffled,  with  a  solid  or  rigid  pressing  surface  or  holder, 
of  a  width  to  cover  and  flatten  the  ruffled  or  plaited  material, 
substantially  as  described.  17.  The  combination,  with  a  mech- 
anism adapted  to  form  a  ruffle  or  plait,  of  a  guide  provided 
with  an  inclosed  channel-way,  to  guide  the  strip  intended  to 
be  ruffled  or  plaited.  18.  The  combination,  with  a  separator 
and  a  ruffling  blade,  of  guides  adapted  to  control  and  present 
the  band,  forming  edges  both  above  and  below  the  strip  to 
be  ruffled,  whereby  a  piece  of  fabric  may  be  ruffled  between 
two  surfaces." 

The  original  Kobjohn  patent  does  not,  anywhere  in  the 
statement  of  invention,  or  in  any  claim,  suggest  that  his  in- 
vention was  anything  else  but  the  invention  of  mechanism  for 
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making  a  band-ruffle  by  means  of  two  automatic  guides,  one 
to  fold  in  the  band  and  the  other  to  guide  the  strip  to  be  ruf- 
fled ;  or  that  he  had  invented  a  separator  plate,  or  any  means 
of  ruffling  a  strip  above  a  plain  piece.  The  statement  of  the 
invention,  in  the  original  patent,  is,  that  it  consists  in  combin- 
ing the  guides,  and  the  knife,  with  a  sewing  machine,  the 
result  of  the  joint  action  being,  that  one  guide,  B,  turns  in 
both  edges  of  a  band  and  folds  it  longitudinally,  so  as  to  make 
-a  double  band  of  it,  and  the  other  guide,  £,  which  is  a  tubu- 
lar guide,  guides  the  strip  to  be  ruffled,  and  delivers  it  be- 
tween the  two  edges  of  the  band,  as  they  issue  from  the  guide, 
B,  and  the  knife  makes  the  ruffle,  and  the  two  parts  of  the 
band  and  the  ruffle  are  then  sewed  together  by  the  needle,  and  a 
band-ruffle  is  formed.  The  real  meaning  of  the  original  speci- 
fication is  best  understood  by  seeing  the  alterations  made  in  the 
re-issue.  There  is,  in  the  latter,  a  statement  that  the  invention 
u  consists  in  a  ruffling  blade  or  knife  adapted  to  engage  a  strip 
of  material  to  be  ruffled,  in  combination  with  a  feeding  mech- 
anism adapted  to  operate  against  the  strip  to  which  the  ruf- 
fled strip  is  connected."  This  is  new,  and  is  in  addition  to  a 
combination  of  the  knife  and  the  two  guides.  In  the  original, 
the  part  i  is  the  "  bottom  part "  of  the  guide  B ;  but,  in  the  re- 
issue, it  is  called  a  plate,  and  a  support,  which  separates  the 
material  to  be  ruffled  from  the  fabric  to  which  it  is  to  be 
united.  In  the  original,  the  guide  £  is  said  to  be  attached 
rigidly  to  the  lower  part  of  the  guide  B.  This  is  omitted  in 
the  re-issue.  In  the  original,  the  tongue  A,  of  the  guide  £, 
is  said  to  press  on  the  strip  to  be  ruffled  so  as  to  keep  it 
straight  "  on  its  way  into  the  band ;"  but,  in  the  re-issue,  the 
idea  of  the  band  in  that  connection  is  stricken  out,  and  the 
pressure  is  said  to  be  made  to  keep  the  strip  straight  "  on  its 
way  to  the  action  of  the  ruffling  blade."  In  the  original,  the 
elastic  shank,  j,  is  said  to  press  the  edge  of  the  knife  down  on 
"  the  bottom  part  of  the  guide ; "  but,  in  the  re-issue,  it  is  said 
to  press  it  down  on  "  the  support  or  plate,  i."  In  the  original, 
the  knife  is  said  to  have  a  movement  "  upon  the  bottom,  i,  of 
:the  guide  E,  toward  and  from  the  needle  hole."    In  the  re- 
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issue,  the  knife  is  said  to  have  "  a  movement."  In  the  origi- 
nal, "  the  feed  movement "  is  said  to  carry  "  both  band  and  ruf- 
fle toward  the  needle."  In  the  re-issue, "  the  feeding  device 9> 
is  said  to  carry  forward  "  both  the  band,  or  plain  part  to  which 
the  ruffle  is  attached,  and  the  ruffle."  In  the  original,  it  is 
stated  that  "  the  ruffle  strip  is  delivered  into  the  fold  of  the 
band,  and  ruffled  by  the  action  of  the  knife,  as  hereinbefore 
described,  and  sewed  into  the  band  by  the  needle  passing 
through  both  the  upper  and  lower  parts  of  the  band,  close  to 
the  edges  thereof."  In  the  re-issue,  it  is  said,  that  *•  the  strip 
resting  on  the  support,  i,  is  ruffled,  delivered  to  the  unruffled 
material,  or  the  band,  by  the  action  of  the  knife,  as  hereinbe- 
fore described,  and  the  ruffled  and  plain  fabric  are  united  by 
the  stitching  mechanism  of  the  sewing  machine,  the  needle, 
when  operating  with  the  band,  passing  through  both  the  up- 
per and  lower  parts  theVeof,  close  to  the  edges  of  the  band." 
In  the  original,  it  is  stated,  that,  "in  the  ruffling  operation, 
the  knife,  F,  is  prevented  from  acting  on  the  under  part  of 
the  band,  by  the  extension  of  the  lower  part,  i,  of  the  guide, 
E,  beyond  the  upper  part  and  below  the  knife,  the  said  part 
of  the  band  passing  under  the  extended  portion  of  i,  and  the 
ruffle  strip  passing  over  it  for  the  knife  to  act  upon,  and  the 
said  extended  portion  protecting  the  lower  part  of  the  band 
from  the  action  of  the  knife."  In  the  re  issue,  it  is  said,  that, 
"  in  the  ruffling  operation,  the  blade  or  knife  is  prevented 
from  acting  on  the  band  or  plain  fabric  beneath  the  ruffle,  by 
the  support  or  plate,  i."  These  studied  efforts  to  convert  the 
bottom  of  the  guide  E  into  something  other  than  the  bottom 
of  a  guide,  and  into  a  supporting  or  secondary  plate,  dissev- 
ered from  a  guide,  and  to  introduce  the  feature  of  ruffling  a 
strip  of  goods  above  a  plain  piece,  in  addition  to  ruffling  it  in 
connection  with  a  band  which  has  two  parts,  an  upper  part 
and  an  under  part,  and  thus  to  pave  the  way  for  introducing 
claims  8  and  9  of  the  re-issue,  are  supplemented  .by  the  intro- 
duction into  the  re-issue  of  the  following  new  matter :  "  The 
ruffled  strip  may  be  stitched,  as  formed,  on  to  a  plain  fabric 
introduced  under  the  guide  E,  and  between  the  support  or 
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plate,  i,  and  the  feeder,  r>  the  latter  engaging  and  moving- 
the  plain  fabric  with  the  ruffle  attached,  while  the  raffling 
knife  or  blade  engages  only  the  strip  to  be  gathered  and  car- 
ries it  forward  to  the  needle." 

The  internal  evidence  thus  afforded  by  the  patents  is  for- 
tified by  the  external  evidence.  The  plaintiff,  George  H. 
Wooster,  became  the  owner,  on  June  1st,  1875,  of  the  en- 
tire interest  in  the  original  Pipo  patent.  The  interest  in  the 
Robjohn  invention  was  vested  in  Mrs.  Emma  C.  Wooster, 
the  wife  of  the  plaintiff,  before  the  original  patent  was  is- 
sued, and  it  was  issued  to  her.  On  the  17th  of  June,  1875, 
she  assigned  her  interest  in  it  to  the  plaintiff.  He  applied 
for  the  re-issue  of  the  Pipo  patent  on  June  22d,  1875,  and 
for  the  re-issue  of  the  Robjohn  patent  on  July  19th,  1875. 
In  the  Pipo  case,  the  application  was  signed  by  both  Pipo- 
and  the  plaintiff,  the  new  specification  was  signed  by  Pipor 
and  the  oath  to  it  was  made  by  Pipo,  June  21st,  1875.  In 
the  Robjohn  case,  the  application  was  signed  by  the  plaintiff, 
as  assignee  of  Robjohn,  the  new  specification  was  signed  by 
the  plaintiff,  as  assignee  of  Robjohn,  and  the  oath  to  it  was 
made  by  the  plaintiff,  July  17th,  1875.  In  that  oath,  the 
plaintiff  deposed,  "  that  he  verily  believes,  that,  by  reason  of 
an  insufficient  specification,  the  aforesaid  letters  patent  granted 
to  E.  C.  Wooster,  as  assignee  of  Thomas  Robjohn,  are  inop- 
erative ;  that  the  said  error  has  arisen  from  inadvertence,  ac- 
cident or  mistake,  and  without  any  fraudulent  or  deceptive 
intention,  to  the  best  of  his  knowledge  and  belief ;  that  the 
entire  title  to  said  letters  patent  is  vested  in  him  ;  and  that  he 
verily  believes  the  said  Thomas  Robjohn  to  be  the  first  and 
original  inventor  of  the  invention  set  forth  and  claimed  in 
the  foregoing  amended  specification,  and  that  the  said  Rob- 
john is  now  deceased."  Although,  as  Robjohn  was  dead,  the 
re-issue  may  have  been  properly  made,  under  §  4,895  of  the 
Revised  Statutes,  on  an  application  made,  and  a  corrected 
specification  signed,  by  the  assignee,  the  re-issue  lacks  the 
support  which  an  oath  by  the  inventor  as  to  inadvertence,  ac- 
cident or  mistake  might  afford  to  it. 
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The  circumstances  under  which  the  plaintiff  applied  for 
these  re-issues,  after  he  thus  became  the  owner  of  the  two  pat- 
ents, and  the  object  he  had  in  view,  in  doing  so,  are  stated  by 
himself.  He  was  using  the  Pipo  and  Bobjohn  machines,  in 
the  business  of  making  ruffles.  His  attention  was  called  to 
the  Johnston  ruffler,  and  the  Toof  ruffler,  as  ruffling  devices, , 
to  be  attached  to  sewing  machines ;  and  he  was  applied  to,  to 
sell  the  Robjohn  patent,  owned  by  his  wife.  He  then  exam- 
ined the  matter,  in  connection  with  both  patents,  and  con- 
cluded that  they  could  be  re-issued  with  the  claims  now  in 
them,  so  as  to  cover  such  ruffling  attachments.  He  then  pur- 
chased the  Pipo  patent,  and  took  an  assignment  of  the  Rob- 
john patent,  and  applied  for  the  re-issues.  The  Johnston  and 
the  Toof  rufflers  were  in  the  market.  Patent  No.  111,458, 
granted  to  Allen  Johnston  and  William  T.  Johnston,  Jan- 
uary 31st,  1871,  for  an  "improvement  in  gathering  attach- 
ments for  sewing  machines,"  and  patent  No.  146,005,  granted 
to  Allen  Johnston,  December  30th,  1873,  for  an  "improve- 
ment in  gathering  and  ruffling  attachments  for  sewing  ma- 
chines," describe  and  show  the  Johnston  ruffler,  as  it  is  sued 
herein.  No.  111,458  shows  the  features  in  it  which  are  al- 
leged to  infringe  claims  1,  7,  8  and  10  of  the  Pipo  re-issue ; 
-and  No.  146,005  shows  the  features  in  it  which  are  alleged 
to  infringe  claims  8  and  9  of  the  Robjohn  re-issue. 

The  defendant's  ruffling  attachments  are  alleged  to  infringe 
claims  8  and  9  of  the  Robjohn  .re-issue,  because  they  have  (1) 
a  ruffling  blade ;  (2)  a  secondary  plate,  separate  from  the  cloth- 
plate  of  the  sewing  machine ;  (3)  the  cloth-plate,  when  in  use, 
lying  below  the  secondary  plate,  and  the  goods  to  be  ruffled  ly- 
ing above  the  secondary  plate,  and  between  it  and  the  blade, 
and  a  plain  strip  lying  above  the  cloth-plate,  and  below  the 
secondary  plate,  and  between  the  two.  The  defendant's  at- 
tachments do  not  have  the  combination  claimed  in  claim  1  of 
the  original  Robjohn  patent. 

But  it  is  contended  for  the  plaintiff,  that  claim  2  of  the 
original  Robjohn  patent  was  capable  of  being  construed  in 
two  ways.     It  read  thus :  "  2d.  In  combination  with  the  ruf- 
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fling  knife  acting  above  the  strip  which  is  to  form  the  ruf- 
fle, I  claim  the  extension  of  a  portion  of  the  bottom,  i,  of 
'  the  guide,  E,  or  its  equivalent,  below  the  said  knife,  in  such 
a  position  as  to  be  interposed  between  the  ruffle  strip  and 
the  lower  part  of  the  band,  substantially  as  and  for  the  pur- 
pose herein  specified."  It  is  said  that  the  claim  might  have 
been  construed  as  including  in  the  combination  only  the  part 
i,  as  being  the  part  which  really  does  the  work  of  protect- 
ing the  lower  part  of  the  band  from  the  action  of  the  ruf- 
fling knife  ;  or  it  might  have  been  construed  as  including  not 
only  the  part  i,  but  the  tube  E,  with  a  covered  top,  from 
which  the  part  i  is  extended,  and  which  tube  guides  the 
piece  to  be  ruffled.  The  argument  is,  that  claim  2  was, 
therefore,  defective,  because  it  was  obscure  or  ambiguous, 
and  uncertain  in  meaning,  and  insufficient,  in  not  clearly 
pointing  out  the  invention  desired  to  be  covered ;  and  that, 
in  neither  claim  8,  nor  in  claim  9,  of  the  re-issue  is  the  tube 
or  guide,  E,  an  element. 

Claim  2  of  the  original  patent  fully  and  clearly  embodied 
the  descriptive  part  of  the  original  specification  which  was  in 
these  words :  "  In  the  ruffling  operation,  the  knife  F  is  pre- 
vented from  acting  on  the  under  part  of  the  band,  by  the 
extension  ^of  the  lower  part,  i,  of  the  guide  E,  beyond  the 
upper  part,  and  below  the  knife,  the  said  part  of  the  band 
passing  under  the  extended  portion  of  i,  and  the  ruffle  strip 
passing  over  it  for  the  knife  to  act  upon,  and  the  said  ex- 
tended portion  protecting  the  lower  part  of  the  band  from 
the  action  of  the  knife."  So  far  as  claim  2  of  the  original 
patent  was  concerned,  the  specification  of  that  patent  clearly 
and  accurately  described  the  invention  which  that  claim 
sought  to  cover,  and,  so  far  as  such  description  was  con- 
cerned, there  was  no  defect  or  insufficiency,  and  the  patent 
was  not  invalid  or  inoperative  to  cover  anything  arising  out 
of  such  description  which  was  6et  forth  as  an  invention. 
There  is  no  evidence  that  there  was,  in  fact,  any  inadvertence, 
accident  or  mistake. 

Taking  the  language  of  claim  2  of  the  original  patent,  in 
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connection  with  the  descriptive  part  of  the  specification,  the 
bottom,  i,  of  the  guide  E,  is  the  lower  part  of  a  tubular 
guide  which  has  an  upper  part,  and  it  must  be  interposed  be- 
tween the  ruffle  strip  and  the  lower  part  of  such  a  double 
band  as  is  described.  No  other  band  than  a  double  band  is 
anywhere  mentioned  in  the  original  specification.  It  is  a 
strip  folded  longitudinally  by  the  guide  B,  and  having  then 
an  upper  part  and  a  lower  part.  It  is  folded  along  the  centre 
of  its  width.  The  guide  E  is  arranged  in  front  of  and  pArtly 
within  the  guide  B,  and  delivers  the  ruffle  strip  between  the 
two  edges  of  the  double  band.  The  two  guides  are  rigidly 
attached  together.  One  cannot  be  there  to  make  the  double 
band  without  the  other  being  present.  The  ruffled  strip,  be- 
tween the  upper  and  lower  parts  of  the  double  band,  is  sewed 
to  them  as  the  needle  passes  first  through  the  upper  part  of  the 
double  band,  then  through  the  ruffled  strip,  and  then  through 
the  lower  part  of  the  double  band.  It  is  the  under  part  of 
this  double  band  which  is  protected  from  the  knife  by  the 
extension  of  the  lower  part,  i,  of  the  tubular  guide  E,  beyond 
the  upper  part  of  that  guide,  because  such  under  part  of  the 
double  band  passes  under  the  extended  portion  of  i.  There 
can  be  no  double  band  without  the  guide  B,  and  the  guide  E 
is  rigidly  attached  to  the  guide  B,  and,  so,  the  extended  part 
of  the  lower  part,  i,  of  the  guide  E,  must  be  the  extended 
part  of  the  lower  part  of  such  a  tubular  guide  as  B  is.  There 
is  no  warrant,  therefore,  in  the  specification  of  the  original 
patent,  for  extending  the  invention  to  cover  the  stitching  of 
the  ruffled  strip  on  to  a  plain  strip  which  is  no  part  of  a 
double  band.  The  words  <fc  substantially  as  and  for  the  pur- 
pose herein  'specified,'*  in  the  original  claim  2,  refer  to  the 
purpose  of  protecting  the  lower  part  of  a  double  band  made 
by  the  guide  B,  by  extending  the  lower  part  of  the  tubular 
guide  E,  which  is  rigidly  attached  to  the  guide  B. 

In  view  of  the  descriptive  part  of  the  original  specifica- 
tion, claims  8  and  9  of  the  re-issue  oould  not  have  been  sus- 
tained on  that  specification.  There  was  no  obscurity  or. 
ambiguity  in  the  original  claim  2.    It  was  warranted  by  the 
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description.  That  description  authorized  no  claim  as  to  the 
^extension  of  a  portion  of  i,  different  from  what  was  claimed, 
as  here  interpreted,  and  the  only  admissible  amendment  of 
the  claim,  by  the  description  as  it  stands,  would  have  been  one 
to  interpret  it  in  the  same  sense. 

These  considerations  bring  the  case,  as  to  the  Bobjohn  re- 
issue, within  the  decisions  of  the  Supreme  Court  on  the  sub- 
ject of  re-issues.  (GUI  v.  Wells,  22  Wall.,  1 ;  The  Wood 
Paper  Patetti,  23  Id.,  568 ;  Powder  Co.  v.  Powder  Works, 
98  U.  S.,  126 ;  Ball  v.  Langles,  102  Id.,  128 ;  MiU&r  v.  Brass 
Co.,  104  Id.,  350  ;  James  v.  Campbell,  Id.,  356 ;  Heald  v. 
Bice,  Id.,  737;  Johnson  v.  Bailroad  Co.,  105  Id.,  539; 
Bante  v.  Frantz,  Id.,  160 ;  Wing  v.  Anthony,  106  Id.,  142 ; 
Hoffhevns  v.  Bussed,  107  Id.,  132 ;  Cage  v.  Herring,  Id., 
640 ;  Clements  v.  Odorless  Excavating  Apparatus  Co.,  109 
Id.,  641;  McMurray  v.  Mallory,  111  Id.,  97;  Turner  <6 
Seymour  Mfg.  Co.  v.  Dover  Stamping  Co.,  Id.,  319.) 

The  bill  must  be  dismissed  as  to  both  re-issues  because 
of  their  invalidity  as  respects  claims  1,  7,  8  and  10  of  the 
Pipo  re-issue  and  claims  8  and  9  of  the  Bobjohn- re-issue. 

The  application  to  introduce  further  evidence  is  granted 
as  respects  the  two  affidavits  of  the  plaintiff  and  the  files 
and  contents  in  the  matter  of  the  re-issues,  but  is  denied  in  the 
other  particulars. 

No  reason  is  seen  why  the  defendant  should  not  recover 
the  costs  of  the  cause. 

The  same  rulings  are  made  as  to  the  case  against  Thornton 
and  others. 

In  the  case  against  Blake  and  others,  the  application  to  in- 
troduce^further  evidence  i6  granted  in  the  respects  above  in- 
dicated and  denied  in  the  other  particulars,  and  the  6uit  as  to 
them  will  proceed  in  course. 

Frederic  H.  Betts,  for  the  plaintiff. 

Benjamin  F.  Lee,  John  Dane,  Jr.,  and  William  H.  L. 
Lee,  for  the  defendant. 
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The  Mutual  Life  Insurance  Compan*,  of  New  York 

vs. 
Irving  Champlin  and  others.    In  Equity. 

In  an  interpleader  suit,  in  equity,  brought  by  a  life  insurance  company  against 
different  persons  claiming  to  own  a  policy  issued  by  it,  one  of  the  defendants 
removed  the  suit  into  this  Court,  under  clause  2  of  §  2  of  the  Act  of  March 
3d,  1875,  (18  U.  8.  Stat,  at  Large,  470,)  alleging,  in  his  petition,  that  the 
policy  was  his  property.  Another  defendant  moved  to  remand  the  cause, 
on  the  ground  that  there  was  but  a  single  controversy  in  the  suit,  and  that 
in  that  case  a  removal  could  be  had  only  under  clause  1  of  §  2,  and  then 
only  when  all  the  plaintiffs  or  all  the  defendants  should  unite  in  the  peti- 
tion :  Held,  that  the  motion  must  be  denied. 

(Before  Baoww,  J.,  Southern  District  of  New  York,  July  28d,  1884.) 

The  plaintiff,  in  March,  1879,  insured  the  life  of  Ed- 
mund W.  Kaynsford,  in  the  sum  of  $10,000,  by  a  policy  made 
payable  to  his  executors,  administrators  or  assigns.  The  in- 
sured resided  at  Providence,  R.  I.,  and  died  there,  in  January^ 
1883.  The  defendant  Champlin,  a  citizen  of  that  State,  was 
duly  appointed  administrator  of  his  estate,  and  subsequently 
took  out  ancillary  letters  of  administration  in  this  State.  The 
deceased  left  a  widow  and  one  son,  Charles  K.  In  March, 
1881,  he  had  assigned  the  policy  to  the  defendant  Sparrow. 
The  validity  of  this  assignment  being  contested  by  the  ad- 
ministrator and  the  distributees  of  the  estate  of  the  deceased, 
the  complainant  filed  a  bill  of  interpleader,  in  the  Supreme 
Court  of  this  State,  against  all  the  above-named  claimants  of 
the  insurance  money,  who  are  all  non-residents  of  this  State, 
offering  to  pay  into  Court  the  money  due  on  the  policy.  The 
defendant  Champlin  removed  the  cause  to  this  Court,  upon 
his  own  petition,  under  the  1st  clause  of  §  2  of  the  Act  of 
1875.  On  motion  of  the  defendant  Sparrow,  the  cause  was 
remanded  to  the  State  Court,  because  all  thq  defendants  did 
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not  join  in  the  petition,  as  required  in  a  proceeding  under  the 
first  clause,  in  which  the  word  "  party  "  is  construed  to  mean 
all  who  are  upon  the  same  side  of  the  controversy.  There- 
after, the  defendant  Charles  K.  Raynsford,  before  answer,  re- 
moved the  cause  to  this  Court,  under  the  2d  clause,  alleging, 
in  his  petition,  that  the  "  said  policy  is  the  property  of  this 
petitioner,  by  virtue  of  certain  conveyances  and  transfers  to 
him  from  said  Edmund  W.  Raynsford ;  that  all  the  defend- 
ants are  citizens  of  States  other  than  the  State  of  New  York> 
where  the  plaintiff  resides;  that  there  is  a  controversy  in 
the  suit  which  is  wholly  between  citizens  of  different  States, 
and  can  be  fully  determined  as  between  them ;  and  that  the 
petitioner  is  actually  interested  therein."  Thereupon,  the  de- 
fendant Sparrow  made  the  present  motion  again  to  remand 
the  cause,  on  the  ground  that  there  is  but  a  single  controversy 
in  the  suit,  and  that  in  that  case  a  removal  can  be  had  only 
under  the  1st  clause  of  §  2,  and  then  only  when  all  the  de- 
fendants or  all  the  plaintiffs  unite  in  the  petition. 

Hathaway  &  Montgomery  and  H.  G.  Atwater,  for  the 
motion. 

W.  H.  Amovm,  Donald  McLean  apd  Francis  Lawton> 
opposed. 

Bbown,  J.  The  second  clause  of  the  second  section  of 
the  Removal  Act  of  March  3d,  1875,  (IB  U.  8.  Stat,  at  Large, 
470,)  declares,  that  when,  uin  any  suit  between  citizens  of 
different  States  *  *  *  there  shall  be  a  controversy  which 
is  wholly  between  citizens  of  different  States,  and  which  can 
be  fully  determined  as  between  them,  then  either  one  or  more 
of  the  plaintiffs  or  defendants  *  *  *  may  remove,"  &c. 
Here  is  an  explicit  declaration  that  the  cause  may  be  removed 
by  either  one  of  the  plaintiffs  or  defendants,  provided  cer- 
tain specified  conditions  exist.  For  the  purposes  of  this  mo- 
tion, the  averments  of  fact  contained  in  the  petition  must  be 
taken  to  be  true ;  and  the  petitioner  must  be  deemed,  there- 
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fore,  to  be  a  necessary  party  to  the  action.  The  suit,  there- 
fore, although  containing  bnt  a  single  controversy,  fulfils  lit- 
erally every  one  of  the  conditions  of  the  second  clause.  Is 
the  Court  warranted  in  narrowing  the  scope  of  this  clause  by 
instruction,  and  in  annexing  to  it  a  condition  not  found  in 
the  statute,  viz.,  that  the  suit  must  contain  two  or  more  con- 
troversies ?  I  think  not.  The  language  of  the  2d  clause  is, 
doubtless,  designed  to  embrace  suits  which  do  contain  two  or 
more  controversies ;  and  to  authorize  a  removal  at  the  instance 
of  any  one  plaintiff  or  necessary  defendant,  provided  the  nec- 
essary conditions  exist  as  respects  any  one  distinct  controversy 
in  the  suit.  That  may  be,  possibly,  its  most  useful  purpose ; 
as  it  is,  doubtless,  the  purpose  for  which  this  clause  has  been 
most  frequently  invoked  and  applied.  But  it  does  not  follow 
that  such  is  its  only  purpose.  The  language  used  in  no  way  re- 
stricts it  to  suits  containing  two  or  more  controversies ;  nor  is 
the  language  such  as  would  naturally  have  been  chosen,  if 
such  a  restriction  had  been  intended.  Had  such  been  the  in- 
tention, we  should  expect  to  find  some  such  words  as,  "  When, 
in  any  suit  containing  two  or  more  controversies^  *  *  * 
there  shall  be  a  controversy  which  is  wholly,"  &c,  or  some 
equivalent  expression,  indicating  an  intention  to  make  such  a 
limitation.  The  language  actually  chosen  is  such  as  applies 
equally  to  suits  containing  one  controversy  or  several.  In 
substance,  the  Court  is  asked  to  limit  its  effect  by  interpo- 
lating some  such  clause  as  that  above  italicized.  Only  clear 
and  strong  reasons  could  justify  such  a  limitation  of  the  clear 
language  of  the  statute,  by  construction.  The  reasons  urged 
seem  to  me  insufficient. 

It  is  said,  that  in  no  reported  case  has  the  2d  clause  been 
applied  to  a  suit  containing  but  a  single  controversy.  But  it 
is  equally  true  that  there  is  no  reported  case  to  the  contrary. 
It  is  but  nine  years  since  this  clause  was  enacted.  The  ques- 
tion may  not  have  been  previously  presented  for  decision ;  or 
the  result  may  not  have  been  thought  of  sufficient  interest  or 
importance  to  be  reported. 

It  is  further  said,  that  the  phrase,  "  and  which  can  be 
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fully  determined  as  between  them,"  indicates  that  several  con- 
troversies are  contemplated.  That  is  true ;  since  that  phrase 
would  be  unnecessary  where  there,  is  but  a  single  controversy 
in  the  suit.  But  this  only  shows  that  the  clause  was  designed 
to  embrace  suits  which  do  contain  two  controversies,  as  well 
-as  suits  which  contain  but  one  controversy ;  and  that,  when 
applied  to  a  suit  containing  several  controversies,  the  same 
conditions  must  exist  as  to  that  controversy  which  necessarily 
exist  when  there  is  but  one  controversy  in  the  case. 

Again,  it  is  urged  that  this  construction  of  the  2d  clause 
leaves  nothing  for  the  1st  clause  to  act  upon,  and  that  thus 
the  2d  clause  would  wholly  supersede  the  1st,  since,  if  any 
one  of  several  defendants  or  plaintiffs  could  remove  a  suit 
•containing  but  a  single  controversy,  under  the  second  clause, 
there  would  never  be  any  occasion  to  resort  to  the  1st  clause, 
which  requires  all  on  the  same  side  to  join  in  the  petition.  It 
is  a  maxim  in  the  construction  of  statutes,  that  some  effect  is 
to  be  given,  if  possible,  to  all  their  provisions,  since  all  are 
presumed  to  have  been  intended  to  have  some  effect.  The 
general  words  of  one  part  of  a  statute  must,  therefore,  some- 
times be  limited  by  construction,  in  order  to  give  effect  to 
specific  provisions  in  another  part.  If  the  2d  clause  of  this 
section,  applied  according  to  its  literal  terms,  would  wholly 
supersede  the  1st  clause,  the  principle  referred  to  would  ap- 
ply, and  would  require  the  two  to  be  harmonized  and  made 
effectual  by  the  application  of  some  limitation  to  the  2d  clause, 
which  the  context  or  the  general  purpose  of  the  statute 
might  indicate  as  the  actual  intention  of  Congress.  But  the 
1st  clause  is  not  wholly  superseded  by  the  literal  terms  of  the 
2d.  The  latter  clause  applies  only  where  there  are  several 
parties  plaintiff  or  defendant ;  because  its  language  is,  ''  either 
one  or  more  of  the  plaintiffs  or  defendants  may  remove,"  &c. 
There  must  be,  then,  at  least  two  plaintiffs  or  two  defendants. 
There  is  nothing  in  the  language  of  the  2d  clause  which  can 
be  made  to  apply  to  the  case  of  a  single  plaintiff  and  single 
defendant.  But  the  1st  clause  does  cover  the  case  of  a  single 
plaintiff  and  a  single  defendant,  as  well  as  of  several  plaintiffs 
Vol.  XXII.— 22 
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and  several  defendants ;  and  it,  therefore,  subserves  at  least 
one  exclusive  purpose.  The  result,  therefore,  is,  that  only  the 
1st  clause  will  embrace  suits  having  but  a  single  plaintiff  and 
single  defendant ;  only  the  2d  clause  will  embrace  suits  hav- 
ing several  plaintiffs  and  several  defendants,  and  at  the  same 
time  several  controversies,  some  of  which  are  of  themselves 
removable  and  some  not ;  while,  in  other  cases  where  there 
are  several  defendants  or  several  plaintiffs,  all  resident  in  dif- 
ferent States  from  those  on  the  other  side,  the  proceedings  for 
removal  may  be  taken  under  either  clause,  whether  the  con- 
troversies in  the  suit  be  one  or  several.  As  each  of  the  two 
clauses  thus  has  some  exclusive  purposes  to  subserve,  the  fact 
that  they  overlap  each  other  in  other  cases,  like  the  present,  in 
which  an  option  exists  to  proceed  under  either  clause,  seems 
to  me  no  sufficient  reason  for  narrowing  the  scope  of  the  2d 
clause,  by  the  interpolation  of  a  condition  not  found  in  the 
statute. 

If  the  point  raised  by  this  motion  has  not  been  expressly 
decided,  it  has  been,  at  least,  suggested  by  the  Supreme  Court, 
without  deciding  the  question  and  without  any  adverse  inti- 
mation, that  a  single  controversy  might  possibly  be  removable 
under  the  2d  clause  as  well  as  under  the  1  st.     {Removal  Casesy 

100  u.  a,  470.) 

The  decisions  upon  the  2d  clause  are  not  inharmonious 
with  the  construction  here  given ;  and  any  different  construc- 
tion would  involve  anomalies  altogether  inadmissible.  In  the 
leading  case  of  Hyde  v.  Unfile,  (104  &.  S.,  407,)  the  Supreme 
Court,  in  defining  when  a  cause  is  removable  under  the  2d 
clause,  makes  no  mention  of  the  existence  of  several  contro- 
versies in  the  suit,  as  one  of  its  conditions.  The  Court  says : 
i%  To  entitle  a  party  to  a  removal  under  this  clause,  there  must 
exist  in  the  suit  a  separate  and  distinct  cause  of  action,  in  re- 
spect to  which  all  the  necessary -parties  on  one  side  are  citi- 
zens of  different  States  from  those  on  the  other."  This  re- 
quirement may  be  met  as  fully  by  a  controversy  standing 
alone,  as  by  one  joined  with  other  controversies  which  are  not 
by  themselves  removable.    In  the  latter  case,  it  is  the  con- 
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stant  practice,  tinder  the  2d  clause,  to  remove  the  whole  suit 
at  the  instance  of  a  single  defendant ;  and  this  is  the  use  to 
which  the  2d  clause  is  most  commonly  applied.  If  the 
present  suit,  therefore,  contained  an  additional  controversy 
affecting  the  present  defendants,  and  also  other  defendants 
who  were  citizens  of  the  same  State  with  the  plaintiff,  then,, 
although  the  latter  controversy  would  not  by  itself  be  remov- 
able under  either  the. 1st  or  the  2d  clause,  yet,  undeniably,  the 
whole  suit  would  be  removable  under  the  2d  clause,  at  the  in- 
stance of  either  of  the  present  defendants,  by  reason  solely  of 
the  existence  of  the  present  controversy  in  the  suit.  But,  if 
the  present  controversy  is  such  as  to  make  a  whole  suit  re- 
movable by  one  defendant,  though  it  contained  another  contro- 
versy not  in  itself  removable,  it  must,  in  all  reason,  be  remov- 
able in  like  manner  when  standing  alone.  It  would  be  a  gross 
anomaly  to  construe  a  statute  in  such  a  way  as  to  mean,  that  a 
controversy,  which,  when  joined  with  another  controversy  not 
removable  at  all,  would  be  sufficient  to  remove  both  at  the  in- 
stance of  a  single  defendant,  would  not  itself  be  removable  in 
the  same  manner  when  standing  alone  Such  a  construction 
would  make  the  removability  of  a  suit  under  the  second  clause 
depend,  not  on  the  character  of  the  removable  controversy, 
but  wholly  upon  its  being  joined  with  a  controversy  not  in 
itself  removable  at  all.  It  is  not  credible  that  any. such 
anomaly  should  have  been  intended,  and  none  such  should  be 
created  by  construction. 

This  view  is  further  sustained  by  a  comparison  of  the  Ke- 
moval  Act  of  1875  with  the  provisions  of  the  Federal  Consti- 
tution, and  by  the  apparent  intention  of  Congress,  by  this  Act, 
to  make  provisions  for  the  jurisdiction  of  the  Federal  Courts 
and  the  removal  of  suits  between  individuals,  co-extensive 
with  the  grant  of  judicial  power.  The  2d  section  of  Article  3 
of  the  Constitution  defines  the  cases  to  which  the  judicial 
power  of  the  United  States  shall  extend ;  among  which  are 
"controversies  *  *  *  between  citizens  of  different 
States."  Legislation  was,  however,  necessary  to  give  effect  to 
this  Article  of  the  Constitution.     Prior  to  the  Act  of  1875> 
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Congress,  by  the  Judiciary  Act  of  1789,  and  the  Acts  of  1866 
and  1867,  had  dealt  with  this  subject  by  piecemeal  only,  and 
far  within  the  scope  of  the  constitutional  grant  of  power. 
The  proTisions  of  the  Act  of  1875,  however,  seem  carefully 
drawn  so  as  to  cover  the  entire  limit  of  the  constitutional  pro- 
visions, so  far  as  these  limits  are  clearly  settled.  The  con- 
struction of  the  particular  provisions  of  this  Removal  Act 
should,  therefore,  be  in  harmony  with,  and  in  furtherance  of, 
that  general  intention,  and  not  such  as  to  defeat  it.  It  is  an 
unsettled  question,  whether  the  phrase  4k  controversies  *  *  * 
between  citizens  of  different  States"  means  a  controversy 
which  is  wholly  between  citizens  of  different  States,  or  wheth- 
er it  may  include  controversies  in  which  some  only,  but  not 
all,  of  the  parties  on  opposite  sides  are  citizens  of  different 
States.  The  question  was  elaborately  argued,  hut  not  de- 
cided, in  the  case  of  The  Sewing  Machine  Companies^  (18 
Wall.,  553.)  It  was  again  referred  to  in  Blake  v.  McKim, 
(103  U.  &,  336,  338.)  In  The  Removal  Cases,  (100  O.  &, 
479,)  Justices  Bradley  and  Swayne  expressed  the  opinion  that 
it  embraces  every  controversy  in  which  any  of  the  opposing 
parties  are  citizens  of  different  States ;  and,  entertaining  that 
view,  they  differed  from  the  majority  of  the  Court,  and  held 
that  the  word  "party,"  in  the  1st  clause,  should  have  a  wider 
construction  than  the  word  u  plaintiff  "  or  u  defendant,"  under 
the  Judiciary  Act,  and  should  include  any  one  of  several 
plaintiffs  or  defendants,  and  not  be  limited  to  all  jointly.  The 
constitutional  question  was  not,  however,  involved  in  the  de- 
cision of  the  Court.  In  the  2d  clause  of  §  2  of  the  Act  of 
1875,  Congress  has  avoided  controverted  ground,  by  express- 
ly limiting  that  clause  to  controversies  i%  wholly  between  citi- 
zens of  different  States."  Such  controversies  are  undenia- 
bly within  the  constitutional  grant  of  judicial  power.  And, 
where  such  a  controversy  does  exist,  it  is  plainly  within  the 
constitutional  provision,  that  either  one  of  the  necessary  de- 
fendants may  be  empowered  to  remove  it.  The  reasons  for 
this  constitutional  provision  apply  as  much  to  each  severally 
as  to  all  jointly ;  nor  is  there  any  good  reason  why  a  defend- 
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ant  should  not  be  allowed  to  remove  the  cause  against  the  dis- 
sent of  his  co-defendant,  as  well  as  against  the  dissent  of  the 
plaintiff.  The  2d  clause  of  §  2  of  the  Act  of  1875  fully  re- 
cognizes this  constitutional  right  of  a  single  defendant,  by 
providing  that  either  one  of  the  plaintiffs  or  defendants,  in  the 
cases  stated,  may  remove  the  cause.  When,  therefore,  a  suit 
containing  a  single  controversy  is  removable  by  reason  of  the 
residence  of  the  opposing  parties  in  different  States,  inasmuch 
as  Congress  has  undeniably  recognized  the  individual  right  of 
removal,  and  has  expressly  conferred  that  right  on  a  single  one 
of  several  co-plaintiffs  or  co-defendants,  where  another  contro- 
versy, not  in  itself  removable,  is  joined  with  it ;  and  since, 
moreover,  the  1st  clause  applies  only  to  a  "party,"  i. «?.,  to  all 
jointly  on  the  one  side  or  the  other ;  the  2d  clause  ought,  if  its 
language  will  permit,  to  be  construed  in  furtherance  of  the  gen- 
eral constitutional  right  of  each  individual  to  remove  a  contro- 
versy which  is  clearly  a  removable  cause,  as  being  within  the 
presumed  general  intention  of  Congress,  in  framing  the  Act  of 
1875,  to  provide  for  removal  according  to  the  scope  of  the  Con- 
stitution. There  is  no  other  clause  of  the  Act  which  covers  the 
case  of  a  single  controversy,  so  as  to  secure  this  constitutional 
privilege  to  each  individual  suitor.  And,  as  the  language  of  the 
2d  clause,  instead  of  indicating  any  exclusion  of  cases  having 
but  a  single  controversy,  appears  rather  to  have  been  chosen  so 
as  to  cover  all  suits  having  several  plaintiffs  or  several  defend- 
ants, which  have  either  one  controversy  or  several,  it  seems  to 
me  clear  that  this  clause  should  not  be  narrowed  by  construc- 
tion, but,  should  be  applied,  as  its  language  imports,  to  both 
cases  alike. 

The  motion  is,  therefore,  denied. 


342  NORTHERN  DISTRICT  OF  NEW  YORK, 

Bagley  v.  The  Cleveland  Rolling  Mill  Company. 

George  A.  Bagley  and  others 

vs. 

The  Cleveland  Rolling  Mill  Company. 

It  is  the  duty  of  the  Court  to  direct  a  verdict  for  the  plaintiff;  when  the  evi- 
dence is  such  that  it  would  be  its  duty  to  set  aside,  as  contrary  to  the  evi- 
dence, a  verdict  for  the  defendant 

In  an  action  to  recover  damages  for  a  breach  of  warranty  as  to  quality,  on  the 
sale  of  steel  to  be  need  in  making  vises,  the  warranty  and  the  breach  being 
established,  the  Court  ruled  that  the  plaintiff  owed  no  duty  to  the  defendant 
to  test  the  steel  before  using  it,  and  that  there  was  no  evidence  to  authorise 
the  jury  to  find  that  the  plaintiff  discovered  the  defect  in  the  steel  before 
using  it :  Hdd,  that  this  ruling  was  correct. 

When  a  vendor  agrees  to  fill  an  order  for  an  article  of  a  particular  quality,  his 
liability  is  the  same  as  when  he  first  makes  a  proposal  to  sell  an  article  of 
that  description. 

The  defects  in  the  steel  not  being  obvious  on  inspection,  but  latent,  the  use  of 
it  by  the  plaintiff  did  not  affect  his  right  of  recovery  for  damages,  it  not  being 
shown  that  he  knew  of  the  defects  till  he  had  used  the  steel  and  sold  the  vises 
made  from  it. 

The  proper  damages  were  the  cost  of  labor  and  the  waste  of  material  employed 
in  making  the  vises,  with  interest  from  the  commencement  of  the  suit. 

(Before  Wallaoj,  J.,  Northern  District  of  New  York,  July  26th,  1884.) 

Wallace,  J.  If  the  evidence  introduced  upon  the  trial 
of  this  case  was  such  that  it  would  have  been  the  doty  of 
the  Court  to  set  aside  a  verdict  in  favor  of  the  defendant, 
as  contrary  to  evidence,  if  such  verdict  had  been  rendered 
by  the  jury,  then  it  was  the  duty  of  the  Court  to  direct  a 
verdict  for  the  plaintiffs.  {Randall  v.  £.  <&  0.  R.  R.  Co., 
109  U.  S.,  478 ;  Griggs  v.  Houston,  104  U.  8.,  553 ;  Herbert 
v.  Butler,  97  U.  S.,  319.)  The  defendant's  motion  for  a  new 
trial  presents  the  question  whether  the  evidence  was  such  as 
to  require  the  case  to  be  submitted  to  the  jury  according  to 
the  rule  stated. 

The  plaintiffs  sued  to  recover  damages   arising  from   a 
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breach  of  warranty  on  the  part  of  the  defendant.  The 
plaintiffs  were  manufacturers  and  sellers  of  vises,  at  Water- 
town,  N.  Y.,  and  the  defendant  was  a  manufacturer  of 
fiteel,  at  Cleveland,  Ohio.  In  August,  1880,  the  plaintiffs 
wrote  to  the  defendant,  stating  that  they  required  steel  for 
facing  the  jaws  of  the  vises  they  were  manufacturing,  and 
detailing  the  characteristics  which  steel  should  possess  for 
that  purpose,  and  requesting  the  defendant  to  send  them  a 
-sample  to  test.  The  defendant  sent  them  a  sample.  It 
proved  unsatisfactory,  and  the  plaintiffs  wrote  to  the  defend- 
ant again  pointing  out  the  defects,  asking  for  another  sam- 
ple, and  stating  that  they  could  give  considerable  and  con- 
tinuing orders  if  the  defendant  could  furnish  a  satisfactory 
article.  The  defendant  sent  other  samples.  Subsequently, 
the  plaintiffs  sent  several  orders  for  lots  of  steel,  accom- 
panied with  explanatory  suggestions  to  the  defendant,  and 
the  defendant  sent  the  lots  ordered.  The  correspondence 
indicates  that  it  was  contemplated  by  both  parties  that  the 
plaintiffs  should  experiment  with  these  lots,  in  order  to 
ascertain  whether  the  defendant  could  supply  them  with  the 
required  article.  October  22d,  1880,  the  defendant  wrote  to 
the  plaintiffs  as  follows :  "  We  have  been  trying  to  get  a 
cast  of  steel  out  for  your  work,  but  are  so  busy  that  we 
can't  do  anything  in  way  of  experimenting,  but  will  send 
same  as  before,  if  desired.  If  you  desire  us  to  send  same 
quality  as  before,  please  reiterate  your  order."  October  25th, 
the  plaintiffs  replied  to  this  letter  as  follows :  "  Yours  of  22d 
at  hand.  Give  us  same  quality  as  last  lot,  and  send  as  soon  as 
possible  500  lbs.  ±  x  |,  500  lbs.  fxl,  500  lbs.  f  x  If" 
November  6th,  the  plaintiffs  wrote  to  the  defendant  again  as 
follows :  "  Send  us  500  lbs.  steel,  (same  quality,)  f  x  1  J.  We 
are  in  great  need  of  all  stock  ordered,  and,  if  it  proves 
-satisfactory,  on  a  fair  trial,  hope  to  give  you  much  larger 
orders."  Neither  of  these  orders  was  filled  by  the  defendant, 
owing  to  the  defendant's  inability  to  do  so,  and,  November 
20th,  the  defendant  wrote  to  the  plaintiffs,  explaining  the 
causes  of  the  delay.    November  22d,  the  plaintiffs  wrote  to 
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the  defenndant,  referring  to  their  former  orders,  and  ordering- 
two  more  lots  of  1,000  lbs.  each.  Soon  after  this  all  the 
orders  were  filled  by  the  defendant,  and,  after  they  were  filled, 
and  prior  to  March  5th,  1881,  the  plaintiffs  ordered,  and  the 
defendant  sent,  four  or  five  lots  of  steel.  March  5th,  1881,  the 
plaintiffs  ordered  2.000  lbs.,  "  same  quality  as  last  ordered,'*" 
which  order  was  filled  by  the  defendant.  March  30th,  18*1, 
the  plaintiffs  ordered  three  tons,  "  same  quality  as  last."  This 
order  was  filled  by  the  defendant,  by  a  shipment  of  the 
quantity  April  30th.  All  the  lots  sent  by  the  defendant 
between  November  22d,  1880,  and  this  last  order,  including 
the  steel  sent  upon  the  order  of  March  5th,  proved  satisfactory 
to  the  plaintiffs,  but  the  steel  sent  to  fill  the  order  of  March 
30th  proved  a  failure.  Its  defects  were  discovered  before  it 
was  used,  and,  May  13th,  the  plaintiffs  wrote  to  the  def endant, 
as  follows :  "  The  steel  shipped  by  you  April  30th  is  a 
complete  failure.  You  remember  we  want  it  for  vise  jawsr 
and  require  it  to  harden  and  take  a  temper  when  heated  and1 
plunged  in  water.  What  you  have  sent  before  has  been  good 
and  satisfactory  in  this  respect.  We  have  tested  some  twenty 
or  thirty  pieces,  and  many  took  no  temper  at  all,  and  some 
would  harden  in  spots  and  be  soft  in  other  parts.  We  have 
tried  it  faithfully,  in  every  way,  with  no  better  results.  Of 
course,  we  cannot  think  of  using  it,  as  the  tempering  is  the 
last  process,  almost,  after  all  the  work  is  expended  on  the 
vises.  We  see  no  other  way  than  for  you  to  duplicate  the 
order  with  stock  that  will  be  right,  and  we  return  this  lot  to 
you."  May  17th  the  defendant  wrote  to  the  plaintiffs :  u  We 
have  investigated  the  complaint  contained  in  your  letter  of  the 
13th,  against  the  steel,  and  find  that,  through  a  misunderstand- 
ing here,  we  did  not  send  the  right  thing.  We  have  entered  a 
new  order,  and  will  push  it  as  fast  as  possible.  Meanwhile,, 
please  return  the  lot  you  have  to  us."  May  21st,  the  plaintiffs 
wrote  to  the  defendant,  stating  that  they  had  reshipped  the 
lot  for  return,  and  saying  :  "  We  trust  you  will  permit  no 
delay  in  forwarding  the  duplicate  order,  of  proper  quality.  We 
are  out  of  stock  and  many  of  our  men  will  be  idle  until  it 
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May  24th  the  defendant  filled  the  order.  The 
lot  was  received  by  the  plaintiffs  June-  1st,  and  a  large  part 
of  it  was  used  for  the  vises.  After  it  had  been  used  and  the 
vises  sold,  complaints  were  made  by  purchasers,  and,  upon 
investigation,  it  was  ascertained  that  the  vise  jaws  made 
from  it  were  too  brittle  for  practical  use.  Thereupon,  tests 
were  made  of  the  unused  steel,  part  of  the  lot  in  question, 
on  hand,  and  it  was  found  wholly  unfit.  These  tests  were 
made  by  taking  samples  of  the  lot  and  heating  them  and 
plunging  them  in  water,  when,  by  filing  and  striking  them, 
with  a  hammer,  it  was  found  they  had  not  tempered,  but 
were  brittle.  Thereupon,  the  plaintiffs  promptly  gave  notice- 
to  the  defendant,  and  sent  to  the  defendant  samples  of  the 
steel  to  test.  After  a  long  delay,  the  defendant's  agent  wrote 
to  the  plaintiffs,  stating  that  he  was  satisfied  that  the 
defendant  could  not  make  steel  of  the  kind  required  for  the 
plaintiffs'  purposes.  The  damages  sustained  by  the  plaintiffs, 
in  the  cost  of  labor  and  the  waste  of  material  employed  in 
the  defective  vises,  together  with  interest  from  the  com- 
mencement of  the  suit,  were  $3,000. 

The  Court  ruled,  as  matter  of  law,  that  there  was  an 
agreement  on  the  part  of  the  defendant  that  the  steel  should 
be  of  the  same  quality  as  the  lots  that  the  defendant  sent  to 
the  plaintiffs  between  November  22d,  1880,  and  the  lot  sent 
upon  their  order  of  March  30th  ;  that  there  was  a  breach  of 
this  agreement ;  that  the  plaintiffs  owed  no  duty  to  the 
defendant  to  test  the  steel  before  using  it ;  and  that  there  was 
no  evidence  to  authorize  the  jury  to  find  that  the  plaintiffs,  or 
those  in  their  employ,  discovered  the  steel  to  be  defective 
before  the  vises  were  finished.  If  these  rulings  were  correct,, 
the  motion  for  a  new  trial  should  be  denied. 

There  was  no  conflict  of  testimony  respecting  the  warranty- 
The  plaintiffs' letter  to  the  defendant,  of  March  5th,  1881, 
requested  the  defendant  to  send  steel  of  the  "  same  quality  as 
last  ordered."  The  defendant  sent  that  lot  of  steel.  March 
30th  the  plaintiffs  ordered  three  tons  more,  "  same  quality  as 
last."     The  defendant  undertook  to  fill  that  order,  but  failed 
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for  the  reason  stated  in  the  letter  to  the  plaintiffs  of  May  17th  : 
"  through  a  misunderstanding  here,  we  did  not  send  the  right 
thing."  The  defendant  then  made  a  second  attempt  to  fill  the 
order,  and  this,  after  being  advised,  by  the  plaintiffs'  letter  of 
May  13th,  what  the  particular  defects  were,  and  what  use  the 
steel  was  required  for,  and  that  the  steel  sent  before  was 
unsatisfactory.  There  was,  therefore,  no  room  for  any 
possible  misconception  or  misunderstanding  of  the  descrip- 
tion and  quality  of  the  steel  which  the  defendant  was 
instructed  to  send.  The  question  then  is — did  the  transaction 
import  an  undertaking  upon  the  part  of  the  defendant  to 
send  to  the  plaintiffs  steel  of  the  quality  theretofore  sent  and 
found  to  be  satisfactory  ? 

Although  the  term  warranty  is  used  as  expressing,  in  a 
general  sense,  the  nature  of  the  defendant's  undertaking,  there 
was  no  warranty  in  the  technical  sense  of  the  term.  A 
warranty  is  an  undertaking  which,  though  part  of  the  contract 
of  sale,  is  collateral  to  the  express  object  of  it.  A  buyer  has 
a  right  to  expect  an  article  answering  the  description  in  the 
contract,  but  this  is  not  on  the  ground  of  warranty,  but 
because  the  seller  does  not  fulfil  the  contract  by  giving  him 
something  different.  (Lord  Abinger,  0.  B.,  in  Chanter  v. 
Hopkins,  4  M.  <&  W.y  399,  404 ;  Martin,  B.,  in  Azemar  v. 
CaseUa,  L.  i?.,  2  C.  P.,  677.)  Such  an  undertaking  is  usually 
treated  as  a  warranty,  because  the  description  of  the  article  is 
deemed  a  representation  that  it  answers  the  description.  But, 
where  there  is  a  collateral  representation,  the  rule  obtains,  that, 
in  order  to  constitute  a  warranty,  it  must  have  been  intended 
as  such  by  the  vendor,  and  understood  as  such  by  the  vendee. 

By  assuming  to  comply  with  the  plaintiffs'  order,  the 
defendant  undertook  to  send  to  them  steel  of  the  same  quality 
as  that  furnished  upon  their  order  of  March  5th.  The  order 
of  March  30th  was  the  one  which  the  defendant  assumed  to  fill, 
and  called  for  steel  of  the  same  quality  as  sent  in  response  to  the 
order  of  March  5th.  The  letters  and  orders  of  the  plaintiffs 
subsequently  were  but  reiterations  of  the  original  instruction 
to  send  steel  of  the  same  quality  as  was  sent  upon  the  order  of 
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March  5th.  There  was  nothing  for  the  jury  to  pass  upon,  and 
the  question  was  one  purely  of  law — whether  the  defendant 
undertook  to  furnish  the  plaintiffs  with  steel  like  that  sent 
pursuant  to  the  former  order  of  March  5th.  That  it  did  so 
undertake  is  perfectly  clear.  The  case,  in  its  facts,  is  almost 
identical  with  Gurnet/  v.  Atlantic  <&  G.  W.  R.  Co.,  (58  JV. 
Y.,  358.)  The  rule,  that  the  sense  in  which  an  affirmation  is 
intended,  and  whether  it  was  understood  and  relied  on  as  a 
warranty,  are  questions  of  fact  for  the  jufy,  has  no  application 
to  such  a  case,  (  Wason  v.  Rowe,  16  Vt,  525,)  any  more  than 
to  the  case  where  an  article  is  sold  by  a  particular  description. 
{Ilogins  v.  Plympton,  11  Pick.,  100 ;  Winsor  v.  Lombard, 
18  Id.,  60 ;  Borrekins  v.  Bevan,  3  Rawle,  23 ;  Richmond 
Trading  Co.  v.  Fcvrquar,  8  Black/.,  89 ;  Hawkins  v. 
Pembertm,  51  N.  T.,  204 ;  Bounce  v.  Dow,  64  if.  T.,  411.) 
When  a  vendor  agrees  to  fill  an  order  sent  for  an  article  -of  a 
particular  quality,  his  liability  is  the  same  as  when  the 
proposition  to  sell  an  article  of  that  description  comes  from 
him  in  the  first  instance ;  he  is  liable  if  the  goods  sent  do  not 
correspond  with  thte  description.    {Bailey  v.  Green,  15  Penn. 

St.,  118.) 

The  evidence  was  so  conclusive  that  there  was  a  breach  of 
the  undertaking  of  the  defendant,  that  the  jury  would  not 
have  been  authorized  to  draw  a  contrary  inference.  If  all  the 
steel  had  been  used,  there  might  have  been  a  slight  question 
whether  or  not  some  fault  or  error  in  working  it  had  not  been 
committed  by  the  plaintiffs,  although  the  testimony  in  their 
behalf  was  clear  and  uncontradicted,  that  they  used  ordinary 
care  in  working  it ;  but  the  tests  made  with  the  steel  which 
had  not  been  used,  the  entire  absence  of  testimony  on  the 
part  of  the  defendant  tending  to  attribute  the  result  to  any 
other  causes  than  the  defective  quality  of  the  article,  and  the 
defendant's  subsequent  implied  admission  of  its  defective 
quality,  left  the  case  of  the  plaintiffs  free  from  any  fair  doubt. 

If  the  plaintiffs  had  a  right  to  rely  upon  the  undertaking 
of  the  defendant  that  the  steel  was  of  the  quality  ordered,  the 
latter  certainly  has  no  right  to  complain  because  the  plaintiffs 
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acted  upon  that  assumption.  If  there  is  a  warranty  of  kind 
or  quality,  the  purchaser  has  a  right  to  assume  the  warranty  to* 
be  true ;  and,  therefore,  he  may  sell  with  like  warranty,  and 
defend  suits  for  the  breach,  and  recover  of  the  vendor  hi* 
special  damages  in  consequence  of  doing  so.  (Clare  v.  May- 
nard,  7  C.  &  P.,  141;  Cox  v.  Walker,  Id.,  744;  Sweit  v. 
Patrick^  12  Me.,  9 ;.  Ryerson  v.  Chapman,  66  Id.,  561  ; 
Lewis  v.  PeaJce,  7  Taunt ,  153.) 

The  testimony  undoubtedly  shows,  that,  up  to  a  certain 
period  in  the  dealings  between  the  parties,  it  was  not  certain 
that  the  defendant  could  supply  the  plaintiffs  with  the  desired 
quality  of  steel,  and  that  the  plaintiffs  were  experimenting-  to 
ascertain  whether  the  article  sent  would  answer  the  purpose^ 
But,  after  the  plaintiffs  had  informed  the  defendant  that  cer- 
tain lots  had  proved  satisfactory,  and  gave  an  order  for  the 
same  quality,  the  latter  had  no  right  to  assume  that  future  ex- 
periments would  be  made.  After  their  letter  of  November 
6th,  there  was  nothing  on  the  part  of  the  plaintiffs  to  indicate 
their  intention  to  make  experimental  tests.  It  is  true,  that, 
by  their  letter  of  May  16th,  the  plaintiffs  notified  the  defend- 
ant that  they  had  found  the  lot  shipped  pursuant  to  their 
order  of  March  30th  unfit  before  using  it,  but  the  defendant 
was  aware  that  this  was  not  owing  to  any  inherent  difficulties 
in  the  article,  but  to  its  own  fault  in  not  sending  the  kind  sent 
before,  and,  by  acknowledging  its  mistake,  plainly  intimated 
to  the  plaintiffs  that  it  could  supply  the  required  article. 

It  is  held,  in  several  cases,  by  the  Court  of  Appeals  of 
New  York,  that,  upon  an  executory  contract  for  the  sale  and 
delivery  of  personal  property,  the  remedy  of  the  vendee  to 
recover  damages  on  the  ground  that  the  article  furnished 
does  not  correspond  with  the  contract  does  not  survive  the  ac- 
ceptance of  the  article  by  the  vendee,  after  opportunity  to  as- 
certain the  defect.  (Ilargous  v.  Stone,  1  Seld.,  73 ;  Reed  v. 
Randall,  29  JV.  Y.,  358 ;  The  Dutches  Co.  v.  Harding,  49 
N.  T.,  321.)  The  later  cases  in  the  same  Court  establish 
quite  decided  modifications  of  the  doctrine.  In  Oaylord 
Manufg.  Co.  v.  AUen,  (53  N.  Y.,  519,)  the  Court  says:  "It 
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Is  not  intended  to  express  an  opinion  as  to  the  rule  in  case 
there  were  latent  defects,  or  those  which  could  not  be  dis- 
cerned at  the  time  of  the  delivery  or  acceptance  of  the  arti- 
cle." In  Gurney  v.  Atlantic  cfe  G.  W.  R.  R.  Co.,  (58  N.  Y., 
358,)  it  is  held  not  to  apply  when  the  defects  cannot  be  as- 
'  certained  by  examination  upon  receipt  of  the  article,  but  only 
upon  use.  In  Day  v.  Pool,  (52  JV.  Y,  416,)  and  Park  v. 
M arris  Ax  cfe  Tool  Co.,  (54  N.  Y.,  587,)  the  Court  held,  that, 
when  there  is  an  express  warranty  upon  an  executory  contract 
of  sale,  the  vendee  is  not  bound  to  return,  or  offer  to  return, 
the  article,  but,  after  acceptance,  and  after  the  discovery  of 
its  defects,  may  retain  it  and  recover  upon  the  warranty.  In 
the  cases  of  Hargou*  v.  Stone  and  Peed  v.  Randall,  the  de- 
fects in  the  article  accepted  by  the  vendee  were  obvious  upon 
inspection,  and,  if  the  rule  is  confined  to  such  cases,  it  is  sup- 
ported by  some  of  the  earlier  English  decisions  and  by  Sprague 
v.  Blake,  (20  Wend.,  61.)  The  question  is  not  much  consid- 
ered in  Hargous  v.  Stone,  but,  in  Reed  v.  Randall,  the  au- 
thorities are  considered,  and  the  cases  of  Fisher  v.  Samvda, 
<1  Camp.,  190 ;)  Grimaldi  v.  White,  (4  Esp.,  95 ;)  Milner  v. 
Tucker,  (1  C.  cfe  P.,  15;)  and  Sprague  v.  Blake,  {supra), 
are  cited  as  holding  that  the  remedy  of  the  vendee  does  not 
survive  the  acceptance  of  the  article  after  opportunity  to  as- 
certain the  defect.  The  English  cases  were  similar  in  their 
facts  to  Sprague  v.  Blake — cases  where  the  defects  were  ob- 
vious upon  inspection  of  the  article  accepted.  Some  of  the 
early  English  cases  hold,  that  the  rule  does  not  obtain  where 
there  is  an  express  warranty,  but  Lord  Ellenborough  did  not 
make  such  a  distinction,  and  applied  it  to  such  a  case,  in  Hop- 
kins v.  Appleby,  (1  Stark.,  477.)  Modern  text  writers  of  high 
authority  do  not  adopt  the  unqualified  proposition  that  the 
cause  of  action  does  not  survive  an  acceptance  after  knowledge 
that  the  article  is  not  in  compliance  with  the  condition  of  sale ; 
but  state  that  the  silence  of  the  vendee  after  acceptance,  with 
knowledge  of  the  breach  of  the  contract,  may  be  interpreted 
as  a  waiver  of  a  right  to  complain,  and  may  afford  a  presump- 
tion that  the  article  was  satisfactory.     {Story  on  Sales,  §  405  ; 
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Benjamin  on  Sales,  §  901.)  The  law  was  stated  by  Comstock, 
J.,  in  Mutter  v.  Eno,  (14  HT.  T.,  597,)  as  follows:  "The  omis- 
sion of  the  purchaser  to  give  notice  or  to  make  complaint,  and 
the  manner  in  which  he  deals  with  the  goods,  may  furnish 
strong  presumptions  against  him,  upon  the  question  whether 
the  warranty  is  in  fact  broken,  and  in  regard  to  the  amonnt  of  • 
the  injury  he  has  sustained.  But  this  is  a  very  different  thing 
from  saying  that  the  law  absolutely  deprives  him  of  relief." 
Undoubtedly,  acceptance  after  knowledge  precludes  the  ven- 
dee from  exercising  the  right  to  rescind  the  sale,  and  the  cases 
of  Day  v.  Pool  and  Park  v.  Morris  Ax  dk  Tool  Co.,  place 
the  rule  upon  its  correct  foundation  in  this  respect.  Manifest- 
ly, there  is  no  distinction  in«  principle,  as  to  the  rights  and 
remedies  of  a  purchaser,  between  a  canse  of  action  arising  out 
of  a  breach  of  contract  by  the  vendor  to  deliver  an  article  of  a 
specified  quality  or  description,  or  out  of  the  breach  of  a  rep- 
resentation which  is  collateral  to  the  contract,  or  ont  of  such  a 
breach  when  the  representation  or  warranty  is  implied  instead 
of  being  express.  In  either  case,  there  is  an  agreement,  in  sub- 
stance and  purport,  to  the  same  effect ;  in  either  a  breach  of  it 
works  the  same  injury  to  the  vendee ;  and  in  either  the  same 
presumption  of  fact  arises  from  an  acceptance  of  the  article 
after  discovery  of  its  defects.  Whether  the  canse  of  action  is 
one  for  the  breach  of  a  contract  or  for  the  breach  of  a  war- 
ranty is  a  mere  matter  of  nomenclature,  {Hastings  v.  Lover- 
ing9  2  PicJc.^  214 ;)  and  the  breach  of  a  promise  implied  by  the 
law  works  the  same  consequences,  imposes  the  same  obliga- 
tions, and  creates  the  same  rights,  as  the  breach  of  an  express 
promise.  The  language  of  the  Court  in  Wolcott  v.  Mount,  (7 
Vroom,  262,)  is  apposite,  and  is  accepted  as  a  sensible  and  sat- 
isfactory exposition  of  the  law,  and  is  as  follows:  "The  obli- 
gation rests  upon  the  contract.  Substantially,  the  description 
is  warranted.  It  will  comport  with  sound  legal  principles  to 
treat  such  engagements  as  conditions,  in  order  to  afford  the 
purchaser  a  more  enlarged  remedy  by  rescission  than  he 
would  have  on  a  simple  warranty ;  but,  when  his  situation  has 
been  changed,  and  the  remedy  by  repudiation  has  become  im- 
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possible,  no  reason  supported  by  principle  can  be  adduced, 
why  he  should  not  have  upon  his  contract  such  redress  as  is 
practicable  under  the  circumstances.  In  that  situation  of  af- 
fairs, the  only  available  means  of  redress  is  by  an  action  for 
damages.  Whether  the  action  shall  be  technically  considered 
an  action  on  a  warranty,  or  an  action  for  the  non-performance 
of  a  contract,  is  entirely  immaterial." 

The  defective  quality  of  the  steel  received  by  the  plaint- 
iffs was  not  obvious  upon  inspection,  and,  as  the  fault  was  a 
latent  one,  their  acceptance  and  use  of  it  is  not  material,  either 
upon  the  theory  that  their  cause  of  action  did  not  survive  the 
acceptance,  or  that  their  conduct  starts  the  presumption  that 
it  was  a  satisfactory  article.  Undoubtedly,  the  plaintiffs  could 
have  discovered  the  latent  defects  in  the  steel  here  if  they  had 
made  a  thorough  test  by  heating  and  plunging  it.  The  ques- 
tion, however,  is  not  what  they  could  have  discovered,  but 
what  they  did  discover ;  and  upon  that  question  the  testimony  is 
decisive.  Acting  upon  the  assumption  that  the  defendant  had 
sent  them  the  article  ordered,  there  was,  probably,  a  relaxation 
of  their  usual  vigilance  in  testing  its  quality,  but  not  a  scin- 
tilla of  evidence  to  show,  or  raise  the  inference,  that  they  were 
aware  of  its  defects  until  after  it  had  been  used  and  the  vises 
in  which  it  had  been  used  had  been  sold  in  the  market. 

The  damages  sustained  by  the  plaintiffs  were  such  as  it  was 
reasonably  to  be  anticipated  by  the  parties  would  accrue,  in 
view  of  the  special  use  to  which  the  plaintiffs  were  to  apply 
the  steel,  if  it  proved  unfit  for  the  purpose.  They  ensued  as 
the  natural  and  ordinary  consequence  of  the  use  of  the  steel 
in  the  manner  contemplated  by  both  parties. 

Upon  the  authority  of  many  analogous  cases,  the  plaintiffs 
were  entitled  to  recover  to  the  whole  extent  of  their  actual 
loss.  {Hadley  v.  Baxendale,  32  Z.  J.,  Ex.,  179 ;  Smeedr.  Ford, 
1  R<&  E,  602 ;  Paesinger  v.  Thornlum,  34  JV.  Y,  6U ; 
Flick  v.  Wetherbee,  20  Wis.,  392 ;  Van  Wyck  v.  Allen,  69  N. 
Y,  61 ;  White  v.  Miller,  71  JT.  Y,  118.)  It  is  undeniably 
true,  that,  when  a  party  who  is  entitled  to  the  benefit  of  a  con- 
tract can  save  himself  from  a  serious  loss  arising  from  a  breach 
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of  it.  by  reasonable  exertions,  he  will  not  be  permitted  to 
charge  the  delinquent  with  damages  which  arise  in  conse- 
quence of  his  own  inactivity.  (  Warren  v.  Stoddart,  105  V.  &, 
229.)  Good  faith  and  good  logic  require  that  he  be  confined 
to  a  recovery  of  those  damages  only  that  arise  from  the  default 
of  the  other  party.  If  the  plaintiffs  here  had  had  any  just 
reason  to  suppose  that  the  steel  they  were  about  to  use  was 
unfit  for  the  purpose,  they  would  not  be  permitted  to  shut 
their  eyes  to  the  probable  consequences,  and,  when  they  proved 
disastrous,  to  fall  back  upon  the  defendant  for  indemnity. 
But,  they  are  not  to  be  deprived  of  compensation  to  the  extent 
of  their  loss,  upon  the  theory  that  they  owed  any  active  duty 
of  investigation  and  experiment  to  the  defendant.  They  had 
a  right  to  assume  that  the  6teel  sent  them  was  what  the  de- 
fendant undertook  to  send  them,  and  no  implication  of  negli- 
gence on  their  part  can  be  indulged,  in  the  absence  of  testi- 
mony to  indicate  that  its  unfitness  was  observed  before  it  was 
used.  None  was  offered,  and  the  case  rested  on  the  uncontra- 
dicted testimony  of  the  employes  of  the  plaintiffs,  all  of  whom 
testified  that  no  defects  were  noticed  during  the  process  of 
using  the  steel. 

Upon  the  whole  case,  the  conclusion  is  reached,  unhesitat- 
ingly, that  the  defendant  cannot  fairly  complain  of  the  rulings 
at  the  trial.  There  were  no  disputed  facts,  and  no  disputable 
inferences  from  the  facts  shown,  upon  which  a  verdict  for  the 
defendant,  or  a  recovery  of  a  less  amount  of  damages,  would 
have  been  warranted ;  and  it  would  have  been  the  duty  of  the 
Court  to  set  aside  such  a  verdict  if  it  had  been  found  by  the 
jury. 

The  motion  for  a  new  trial  is  denied. 

C.  D.  Wright,  for  the  plaintiffs. 
Levi  H.  Brown,  for  the  defendant. 
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Robert  Jackson,  Claimant  of  76,125  Cigabs,  Plaintiff 

in  Error 

V8. 

The  United  States,  Defendants  in  Error. 

Under  an  information,  under  §  3,397  of  the  Revised  Statutes,  as  amended  by  §  16 
of  the  Act  of  March  1st,  1879,  (20  U.  8.  Stat,  at  largt,  848,)  for  the  forfeiture 
of  cigars,  as  removed  from  the  place  where  they  were  made  without  stamping 
the  box  with  the  number  of  the  manufactory,  and  the  number  of  the  district, 
and  the  State,  it  was  shown,  at  the  trial,  that  the  cigars  were  not  made  at 
the  manufactory  the  number  of  which  was  stamped  on  the  box:  Held,  that  it 
was  to  be  presumed  the  cigars  were  removed  in  the  condition  in  which  they 
were  found. 

Where  a  case  is  tried  in  a  District  Court  by  the  Court  without  a  jury,  the  ex- 
ceptions to  the  findings  of  fact  and  law  by  that  Court  cannot  be  reviewed  by 
the  Circuit  Court,  on  a  writ  of  error. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  July  28th,  1884.) 

Wallace,  J.  This  writ  of  error  brings  up  for  review  a 
judgment  by  the  District  Court  for  the  Southern  District  of 
New  York,  condemning,  as  forfeited  to  the  United  States, 
certain  cigars  which  the  information  alleges  were  "  manufac- 
tured in  some  manufactory,  United  States  internal  revenue 
collection  district,  and  State,  to  the  attorney  for  the  United 
States  unknown,  and  were  removed  from  said  manufactory  or 
place  where  the  cigars  were  made,  without  stamping,  burning, 
or  impressing  into  each  box,  in  a  legible  and  durable  manner, 
the  number  *  *  *  of  the  manufactory,  and  the  number 
of  the  District,  and  the  State." 

Section  3,397  of  the  Revised  Statutes,  as  amended  by  §  16 
of  the  Act  of  March  1st,  1879,  (20  U.  S.  Stat,  at  Large,  348,) 
declares,  that,  whenever  any  cigars  are  removed  from  any 
manufactory  or  place  where  cigars  are  made,  without  thus 
stamping  into  each  box  the  number  of  the  manufactory 
and  the  number  of  the  district  and  State,  they  shall  be  for- 
feited. 

Vol.  XXIL— 23 
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The  evidence  showed  that  the  boxes  here  were  stamped 
with  the  words  "  Factory  No.  120,  Dist.  Florida,"  but  that, 
although  there  was  such  a  factory  at  Key  West,  Florida,  the 
cigars  in  suit  were  never  manufactured  at  that  manufactory. 
A  label  upon  the  boxes  indicated  that  the  cigars  were  made  at 
Key  West,  in  factory  No.  120,  September  4th,  1882. 

If  these  cigars  were  made  in,  and  removed  from,  any  other 
manufactory  in  the  United  States,  it  is  clear  that  they  were 
not  stamped  with  the  number  of  the  proper  manufactory ; 
and  the  case  is  directly  within  the  statute,  as  they  were  not 
stamped  with  the  number  of  the  proper  manufactory  from 
which  they  were  removed,  at  the  time  they  were  removed,  or 
at  any  other  time. 

The  plaintiff  in  error  contends,  that  it  was  incumbent  upon 
the  Government  to  show  affirmatively,  that,  when  the  cigars 
were  removed  from  the  factory  in  which  they  were  made, 
they  were  not  in  boxes  properly  stamped ;  that  proof  of  their 
being  found  in  the  boxes  seized  does  not  establish  the  fact 
that  they  were  in  them  when  removed  from  the  factory ;  and 
that  it  is  to  be  presumed,  in  favor  of  innocence,  that  they 
were  taken  out  of  the  original  and  properly  stamped  boxes 
and  put  in  those  where  they  were  when  seized.  The  excep- 
tions to  the  findings  in  the  Court  below  raise  this  point, 
and  it  is  the  only  point  made  by  the  exceptions,  which  has  any 
color  of  merit. 

The  cigars  could  not  have  been  removed  from  the  original 
and  properly  stamped  boxes,  and  packed  in  those  in  which 
they  were  seized,  without  violating  some  of  the  several  strin- 
gent provisions  of  the  internal  revenue  laws,  and  subjecting 
the  offender  to  criminal  punishment.  The  presumptions  in 
favor  of  innocence,  therefore,  neutralize  each  other. 

Undoubtedly,  it  is  incumbent  upon  the  Government,  in 
such  a  case,  to  show  affirmatively  the  existence  of  every  fact 
which  is  an  element  of  the  act  made  penal.  This  rule,  how- 
ever, does  not  require  every  conjecture  which  may  be  started 
by  the  fertility  of  counsel  to  be  overthrown.  It  suffices,  if, 
upon  the  evidence  in  the  case,  the  existence  of  the  facts  can 
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he  legitimately  presumed.  Aside  from  any  presumptions 
founded  upon  the  observance  of  the  statutory  regulations,  the 
natural  and  reasonable  inference  is,  that  the  cigars  were  re- 
moved from  the  factory  in  the  condition  in  which  they  were 
found.  It  is  not  usual,  after  articles  have  been  prepared  for 
sale  in  the  market,  to  remove  the  packages,  wrappers,  or 
boxes  in  which  they  are  ordinarily  prepared  for  sale,  and  sub- 
stitute others  unnecessarily.  The  presumptions  drawn  from 
the  ordinary  conduct  of  men  and  the  usages  of  trade  are  often 
as  cogent  as  direct  evidence.  They  were  sufficient  here  to 
make  a  prima  facie  case. 

As  the  case  was  tried  by  the  Court  below  without  a  jury, 
the  exceptions  raised  by  the  plaintiff  in  error  to  the  findings 
of  fact  and  law  by  the  District  Judge  cannot  be  reviewed, 
however  meritorious  they  might  be.  (Toton  of  Lyons  v. 
Lyons  Nat  Bank,  19  Blatchf.  G.  C.  R.,  279 ;  Blair  v.  Allen, 
3  I)iU.,  101 ;  Wear  v.  Mayer,  2  McCrary,  172.)  It  has  been 
•deemed  proper,  however,  to  consider  them,  at  the  request  of 
counsel,  as  they  have  been  fully  argued. 

Judgment  affirmed. 

Abram  J.  Dittenhoefer,  for  the  plaintiff  in  error. 

Walter  W.  Adams,  (Assistant  District  Attorney,)  for  the 
defendants  in  error. 


Andbeas  Teilman  vs.  Otto  Plook  and  others. 

In  this  case,  demurrage,  under  a  charter-party,  for  the  detention  of  a  vessel, 
was  not  allowed. 

The  duty  of  a  charterer  in  respect  to  receiving  cargo  from  the  vessel,  con- 
sidered. 

The  charterer  was  not  obliged  to  receive  iron  from  the  vessel,  on  a  lighter,  in 
the  absence  of  proof  of  a  usage  to  that  effect. 
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Where  there  are  several  consignees  of  cargo,  no  one  of  them  can  control  the  se- 
lection of  the  place  of  delivery. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  July  80th,  1884.) 

This  was  a  libel  in  personam,  in  Admiralty,  filed  in  the 
District  Court.  After  a  decree  for  the  respondents,  (17  Fed- 
Rep.,  268,}  the  libellant  appealed  to  this  Court. 

Franklin  A.  Wilcox,  for  the  libellant. 

Edward  8.  Hubbey  for  the  respondents. 

Wallace,  J.  This  is  a  libel  by  the  master  of  the  Nor- 
wegian bark  Anna,  against  the  respondents,  as  consignees  of 
part  of  the  cargo,  for  demurrage,  for  three  days'  detention  in 
.  discharging  cargo. 

The  cargo  was  carried  under  a  charter-party  with  one 
Wissman,  and  was  consigned  to  several  consignees,  and  con- 
sisted of  empty  petroleum  barrels,  iron  rails  and  pig  iron,  the 
barrels  being  stowed  on  top.  The  respondents  were  the  con- 
signees of  the  iron  rails  only,  and  these  were  shipped  under  a 
bill  of  lading,  which,  after  providing  for  the  terms  of  freight, 
specified  that  the  cargo  should  be  discharged  at  the  same  place 
as  the  other  cargo,  to  commence  immediately  after  arrival  of 
the  ship,  without  delay,  and  "  all  other  conditions  as  per  char- 
ter-party with  Mr.  Wissman."  The  charter-party  provided 
for  loading  and  discharging  the  vessel  with  customary  quick 
despatch,  the  cargo  to  be  received  and  delivered  alongside  the 
vessel,  within  reach  of  her  tackles,  at  consignee's  risk  and  ex- 
pense, lighterage,  if  any,  to  be  borne  by  the  cargo,  and  for 
demurrage  at  the  rate  of  £9  per  day,  for  each  days'  detention 
by  default  of  charterer. 

The  bark  arrived  at  the  port  of  New  York,  August 
30th,  1880,  and  proceeded  to  the  Atlantic  Docks,  to  dis- 
charge the  barrels.  The  respondents  were  duly  notified  by 
the  agent  of  the  vessel  owners,  and  asked  to  attend  to  the 
discharge  of  the  rails  as  soon  as  the  barrels  should  be  dis- 


JULY,  1884.  35T 

Teilman  v.  Plock. 


charged,  and  they  promised  to  send  a  lighter  to  receive  the 
rails,  if  they  could  obtain  a  custom  house  permit.  On  Sep- 
tember 3d,  the  captain  of  the  lighterman  to  whom  the  re- 
spondents had  given  a  delivery  order,  left  the  order  with  the 
mate  of  the  bark,  promised  to  send  a  lighter  as  soon  as  she 
was  ready  to  discharge  the  rails,  and  was  informed  by  the 
mate  that  she  would  be  ready  the  next  morning  between  9  and 
10  o'clock.  At  that  time  she  was  not  alongside  the  wharf,  but 
was  discharging  the  barrels  while  lying  aside  of  another  vessel. 
On  Saturday,  September  4th,  the  captain  of  the  lighter  called 
and  got  the  order  back  again,  took  it  away,  and  returned  in 
the  afternoon  and  stated  that  he  could  not  get  permission  to 
discharge  the  iron  from  the  custom  house  authorities,  unless 
they  were  allowed  to  weigh  it  on  the  deck  of  the  vessel. 
It  was  not  customary  to  permit  a  discharge  of  iron  upon  a 
lighter  unless  the  iron  was  first  weighed  on  the  deck  of  the 
ship.  The  mate  referred  him  to  the  agent  of  the  vessel, 
who  was  not  on  board,  to  obtain  permission,  but  the  captain 
of  the  lighter  refused  to  look  up  the  agent.  The  vessel  did 
not  obtain  a  berth  alongside  the  wharf  until  Saturday  after- 
noon. .  The  owners  of  the  dock  would  not  allow  iron  to  be 
landed  on  their  dock  even  for  the  purpose  of  weighing. 
Nothing  more  was  done  in  behalf  of  the  respondents,  but, 
on  Tuesday,  pursuant  to  an  understanding  that  they  would 
receive  the  rails  at  Merchant's  Stores,  the  bark  proceeded 
there,  where,  on  Wednesday,  the  rails  were  put  upon  the 
wharf,  weighed,  and  taken  away  by  the  lighter. 

If  the  libellant  is  entitled  to  recover  any  demurrage,  it 
must  be  upon  the  theory  that  the  respondents  were  under  ob- 
ligation either  to  receive  the  rails  upon  the  lighter,  under  the 
circumstances  of  the  case,  or  to  select  a  suitable  wharf  for  the 
purpose.  Neither  of  these  propositions  can  be  maintained. 
By  the  terms  of  the  bill  of  lading,  the  respondents  became 
parties  to  all  the  conditions  of  the  charter-party,  except  such 
as  were  supplanted  or  modified  by  the  special  conditions  of 
the  bill  of  lading.  (Davis  v.  Wallace,  3  Cliff.,  130 ;  Smith  v. 
Sieveking,  4JS.dk  £.y  945 ;   Wegener  v.  Smithy  33  Z. «/.,  6'. 
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P.,  25.)  But  they  were  under  no  obligation  to  accept  a  de- 
livery of  their  part  of  the  cargo  upon  a  lighter,  in  the  absence 
of  proof  of  any  usage  of  the  port  authorizing  such  a  delivery 
by  the  carrier.  The  conditions  of  the  charter-party  providing- 
for  delivering  the  cargo  alongside  the  vessel  at  the  consignee's 
risk  and  expense,  and  for  the  payment  of  lighterage,  were  un- 
doubtedly intended  for  the  protection  of  the  carrier,  and  to 
relieve  him  from  responsibility  or  expense  in  protecting  or 
warehousing  the  cargo,  in  case  the  consignees  should  neglect 
to  receive  it  after  proper  notice.  Other  than  this,  they  im- 
posed no  exceptional  liability  upon  the  respondents.  The 
charter-party  and  the  bill  of  lading  together  imported  an  obli- 
gation on  the  part  of  the  consignees  to  accept  their  part  of  the 
cargo  at  any  suitable  place  of  delivery,  without  delay,  as  soon 
as  the  condition  of  the  ship  in  reference  to  the  rest  of  the 
cargo  would  permit  their  part  to  be  delivered.  They  were 
not  obliged  to  take  the  rails  until  they  could  be  delivered 
by  the  ship,  and  then  they  were  bound  to  take  them  without 
delay. 

The  place  of  delivery  seems  to  have  been  selected  by  the 
master  or  by  the  ship's  agent.  It  was  not  a  suitable  place,  be- 
cause the  owners  of  the  Atlantic  Docks  did  not  permit  rails  to- 
be  landed  on  their  dock,  and  would  not  allow  these  rails  to  be 
landed  there.  The  respondents,  as  owners  of  a  part  only  of 
the  cargo,  had  no  right  to  control  the  selection  of  the  place  of 
delivery.  They  had  stipulated  to  accept  their  rails  at  the  place 
where  the  rest  of  the  cargo  should  be  delivered.  The  char- 
terers did  not  assume  to  select  the  place  of  delivery,  nor 
did  the  other  consignees.  The  case  is  like  one  where  a 
general  ship  undertakes  a  delivery  to  several  consignees,  of 
their  respective  parts  of  the  cargo.  It  is  doubtful,  in  such 
a  case,  whether  the  consignees  jointly  have  any  right  to  select 
the  place  of  delivery.  In  The  JS.  H.  FitOer,  (1  Lowell,  114,) 
it  was  held,  that  they  have  such  a  right  when  they  are  unan- 
imous ;  but  the  question  was  decided  upon  the  usage  of  the 
port.  Where  there  are  several  consignees,  the  master  can- 
not conveniently  consult  them,  and,  certainly,  unless  they 
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unite  in  the  selection  of  the  place  of  delivery,  his  duty  is  sat- 
isfied by  a  delivery  at  a  place  suitable  and  reasonably  conven- 
ient for  all,  under  the  special  circumstances.  His  contract  is 
fulfilled  by  delivery  from  the  ship  at  a  proper  place  within 
the  port.  If  he  does  not  deliver  to  the  consignees  personally, 
he  must  justify  his  substituted  delivery  by  showing  that  it 
was  in  accordance  with  the  terms  of  his  contract,  or  with 
the  usage  of  the  port,  or  with  the  course  of  business  be- 
tween the  parties.  (Gatliffe  v.  Bourne,  4  Bing.  N.  C, 
314,  and  S  JM.  <&  G.,  643,  and  7  Id.,  850;  Hamphreys  v. 
Reed,  6  Wkart,  435  ;  Hemphill  v.  Chenie,  6  Watts  dc  S.,  62 ; 
Ostrander  v.  Brown,  15  Johns.,  39.) 

The  respondents  are  not  liable  because  they  failed  to  select 
a  place  to  receive  their  cargo,  when  they  had  no  power  of 
selection.  The  libellant  was  not  obliged  to  await  their  action. 
He  cannot  hold  them  responsible  for  a  delay  which  would 
not  have  injured  him,  and  would  not  have  occurred  if  he  had 
performed  his  own  duty.  They  undertook  that  there  should 
be  no  delay  in  the  delivery  of  the  cargo  on  their  part,  but 
they  did  not  undertake  to  assume  liability  for  his  delay,  or 
for  his  failure  to  offer  a  suitable  delivery  to  them.  If  the 
respondents  had  assumed  to  direct  a  delivery  upon  the  lighter, 
or  had  promised  unqualifiedly  to  provide  a  lighter  for  the  re- 
ception of  their  rails,  a  foundation  for  the  claim  for  de- 
murrage would  be  established.  But  they  stated  to  the  vessel's 
agent  that  they  would  send  a  lighter  if  they  could  get  a  per- 
mit. It  is  true,  the  captain  of  the  lighter  informed  the  libel- 
lant that  he  would  be  ready  to  receive  the  rails  when  the  ship 
was  ready  to  discharge  them,  but,  when  that  time  came,  he 
informed  the  mate,  who  was  then  in  charge  of  the  vessel,  that 
he  could  not  get  permission  of  the  customs  authorities  to  take 
them,  unless  they  could  be  weighed  on  the  deck  of  the  vessel. 
JSo  delay  ensued  in  consequence  of  his  promise  to  take  them. 
As  it  was  understood,  from  the  outset,  that  acceptance  of  de- 
livery upon  the  lighter  was  conditional  upon  the  consent  of 
the  customs  authorities,  it  was  incumbent  upon  the  libellant 
to  consent,  when  requested,  or  to  treat  the  negotiations  aa 
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ended  and  select  his  own  place  of  delivery.  The  respond- 
ents held  out  no  inducements  for  further  delay,  and,  in  the 
absence  of  any  circumstances  relieving  the  libellant  from 
the  duty  of  procuring  a  suitable  place  to  discharge  the  rails, 
or  showing  his  inability  to  do  so,  he  has  no  reason  to  complain 
of  the  delay. 

The  decree  of  the  District  Court  is  affirmed,  with  costs. 


William  Gronstadt  vs.  Charles  Witthoff  and  others. 

A  bill  of  lading,  after  providing  for  demurrage  for  delay  in  unloading  from  a 
vessel  empty  petroleum  barrels,  said,  "  all  other  conditions  as  per  charter- 
party  ."  The  charter-party  provided  that  the  cargo  might  consist  of  each 
barrels  and  of  iron  rails,  and  that  the  former  should  be  discharged  in  the 
same  berth  with  the  rails.  The  barrels  were  above  the  rails.  The  vessel 
proceeded  to  a  dock  where  the  rails  would  be  received,  but  where  the 
dock  owner  refused  to  receive  the  barrels.  Their  consignee  delayed  for 
four  days  to  provide  a  lighter  to  take  them,  after  having  agreed  to  do  so : 
Held, 

(1.)  The  provision  as  to  unloading  the  barrels  was  made  a  part  of  the  bill  of 
lading ; 

(2.)  The  detention  was  caused  by  the  fault  of  the  consignee. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  July  80th,  1884.) 

This  was  a  libel  in  personam,  in  Admiralty,  filed  in  the 
District  Conrt.  After  a  decree  for  the  respondents,  (15  Fed. 
Rep.,  265,)  the  libellant  appealed  to  this  Court. 

Franklin  A.  Wilcox,  for  the  libellant. 

Edward  8.  Ruble,  for  the  respondents. 

Wallace,  J.  The  libellant,  as  master  of  the  ship  Petrop- 
olis,  sues  the  consignees  of  part  of  her  cargo  for  demurrage. 
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The  general  cargo  was  shipped  at  Pillau,  under  a  charter-party 
between  the  vessel  owners  and  one  Nordt,  which  provided, 
among  other  things,  that  the  cargo  might  consist  of  empty 
petroleum  barrels  and  rails,  to  be  carried  to  New  York,  and 
also  provided,  that  the  cargo  should  be  discharged  in  the  same 
berth  where  the  rails  should  be  discharged.  The  respondents9 
barrels  were  shipped  under  a  bill  of  lading,  which,  among 
other  things,  provided  that  the  barrels  should  be  taken  free 
from  on  board  the  vessel  in  four  running  days,  with  demur- 
rage at  £10  per  day  for  longer  detention,  and  contained  a 
clause,  "  all  other  conditions  as  per  charter-party." 

The  vessel  arrived  at  the  port  of  New  York  on  May  21st, 
1880,  and,  upon  the  request  of  the  owner  of  the  iron  rails, 
which  were  the  major  part  of  the  cargo,  went  to  the  Erie 
Basin,  to  discharge  her  cargo,  and,  not  being  able  to  reach  the 
wharf,  moored  alongside  another  vessel.  The  barrels  were 
above  the  rails.  She  remained  practically  in  this  position 
until  the  afternoon  of  May  31st,  waiting  to  reach  the  wharf. 
The  respondents,  having  been  notified  on  May  25th  of  her  ar- 
rival, obtained  an  order  for  the  delivery  of  the  barrels  on 
May  26th,  from  the  vessel's  agent,  and,  being  informed  that 
the  vessel  was  at  the  Erie  Basin,  said  they  would  send  a  lighter. 
The  wharf  owners  objected  to  receiving  empty  petroleum  bar- 
rels on  their  .wharf.  On  the  27th,  the  respondents  notified 
the  vessel's  agent,  if  there  was  no  lighter  alongside  the  vessel, 
to  put  the  barrels  on  the  dock  and  give  them  notice.  He  re- 
plied, that  he  was  willing  to  put  the  barrels  on  the  dock,  if 
the  respondents  would  arrange  with  the  dock  owners  to  re- 
ceive them  there,  and  at  the  same  time  notified  the  respond- 
ents that  he  should  hold  them  responsible  for  detention  if 
they  did  not  get  the  barrels  out  by  the  night  of  the  29th. 
Nothing  more  was  done  by  the  respondents  until  the  morn- 
ing of  May  31st,  when  they  sent  a  lighter,  and  the  barrels 
were  delivered  on  her.  Four  days  were  occupied  in  deliver- 
ing to  the  lighter. 

The  bill  of  lading  adopted  all  the  conditions  of  the  charter- 
party  not  inconsistent  with  its  own  terms.    It  has  frequently 
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been  held,  that,  when  it  is  sought  to  charge  a  consignee,  or 
endorsee  of  a  bill  of  lading,  with  liability  npon  the  conditions 
of  a  charter-party,  there  must  be  a  plain  reference  to  the 
charter-party  in  the  bill  of  lading,  and  a  plain  indication  of  an 
intention  to  incorporate  such  conditions  into  the  contract. 
(  Young  v.  Moetter,  5  E.  db  £.,  755  ;  Chappd  v.  Comfort,  40 
Z.  J.,  C.  P.,  58  ;  Gray  v.  Carr,  L.  /?.,  6  Q.  £.,  522 ;  RusseU 
v.  Niemann,  43  L.  J.,  C.  P.,  10.)  Here,  the  language  of  the 
charter-party  is  unambiguous  and  explicit,  and,  it  cannot  be 
doubted,  is  sufficient  to  adopt  the  conditions  of  the  charter- 
party  into  the  bill  of  lading.  (Smith  v.  Sieveking,  4  E.  db  £., 
945 ;  Wegener  v.  Smith,  33  Z.  J.,  C.  P.,  25  ;  Dmie  v.  Wallace, 
3.  Cliff.,  130.)  By  thus  adopting  the  terms  of  the  charter- 
party  not  inconsistent  with  those  of  the  bill  of  lading,  the 
consignees  of  the  barrels  agreed  with  the  carrier  that  their 
part  of  the  cargo  might  be  delivered  at  the  same  place  where 
the  iron  rails  should  be  delivered. 

In  the  absence  of  such  a  stipulation,  it  is  probable  that  the 
charterer  would  have  had  the  right  to  select  the  place  of 
delivery,  but  it  is  clear  that  the  respondents  could  not  have 
exercised  that  right  without  the  concurrence  of  the  owners  of 
the  rest  of  the  cargo,  and  that  the  master's  duty  toward  them 
would  be  fulfilled  if  he  selected  a  suitable  and  convenient 
place  for  the  delivery  of  the  whole  cargo. 

Under  the  present  contract,  however,  it  seems  reasonable 
to  conclude,  that  it  was  the  intention  of  the  parties  that  the 
master  should  consult  the  convenience  of  the  consignees  of 
the  rails,  in  the  selection  of  the  place  of  delivery.  This  is 
suggested  not  only  by  the  language  of  the  contract,  but  by  the 
situation  of  the  parties,  and  their  relation  to  the  cargo  and  to 
each  other.  The  cargo,  was  to  be  delivered  at  a  port  where  it 
is  well  known  there  are  serious  difficulties  in  landing  either 
iron  or  petroleum  barrels  in  the  usual  places  for  landing 
general  cargoes.  Many  wharf  owners  object  to  receiving  iron 
upon  their  wharves,  on  account  of  its  weight,  and  the  danger 
consequent  thereon,  and  many  more  object  to  receiving  empty 
petroleum  barrels,  because  of  their  combustible  character. 
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And  this  construction  of  the  meaning  of  the  contract  is 
enforced  by  that  placed  upon  it  by  the  parties  themselves,  all 
of  whom  seeined  to  concede  that  the  master  had  properly 
proceeded  to  the  place  where  he  did  proceed,  and  that,  under 
the  circumstances,  it  was  the  duty  of  the  respondents  to 
provide  a  lighter  to  receive  their  barrels.  If  an  instrument  is 
ambiguous,  and  both  parties  have  acted  upon  a  particular 
construction  of  it,  that  construction,  if  in  itself  admissible,  will 
be  adopted  by  the  Court.  {Chicago  v.  Sheldon,  9  Wall.,  50, 
54;  Jackson  v.  PerHne,  6  Vroom,  137;  Stone  v.  Clark,  1 
Met.,  378 ;  Forbes  v.  Watt,  L.  R.,  2  So.  &  Div.  App.,  214.) 

The  libellant  followed  the  instructions  of  the  consignees  of 
the  iron,  and  proceeded  to  a  place  of  discharge,  within  the 
port,  where  the  iron  could  be  delivered  on  the  dock,  but  where 
the  dock  owners  would  not  permit  the  petroleum  barrels  to  be 
landed.  No  objection  was  made  by  the  respondents,  when  it 
was  suggested  that  they  should  provide  a  lighter ;  and  they  un- 
dertook to  obtain  one.  They  knew  that  the  iron  could  not  be 
discharged  until  their  barrels  were  removed.  In  consequence 
of  their  delay,  the  lay  days  expired. 

It  must  be  held,  that  the  libellant  was  not  in  fault  because,, 
in  selecting  a  place  for  the  delivery  of  the  cargo,  in  conformity 
with  the  contract  of  the  parties,  he  selected  one  which  was 
not  altogether  convenient  for  the  respondents ;  that  the  lay 
days  began  to  run  after  the  ship  reached  the  place  of  discharge 
to  which  she  was  directed  by  the  consignees  of  the  rails ;  and 
that  the  detention  of  the  ship  was  caused  by  the  respondents' 
delay. 

A  decree  for  four  days'  demurrage,  at  £10  per  day,  ia 
directed,  with  costs  to  the  libellant,  in  the  District  Court,  and 
the  costs  of  this  appeal. 
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Dana  Estes  and  others 
vs. 
John  D.  Williams  and  others.    In  Equity. 

One  J.,  of  England,  published  a  aeries  of  books  called  the  Chatterbox,  and  as- 
signed to  W.  tha  exclusive  right  to  use  that  name  in  the  United  States,  for 
ten  years.  E.  afterwards  published  a  series  of  books  by  that  name,  so  simi- 
lar in  appearance  and  style  as  to  lead  purchasers  to  think  they  were  the  bookB 
of  J.    Hdd: 

(1.)  The  rights  of  J.  were  violated,  although  there  were  publications  by  the 
same  name,  earlier  than  those  by  J.; 

{2.)  The  rights  of  J.  were  assignable  to,  E. 

{Before  Wheeler,  J.,  Southern  District  of  New  York,  July  81st,  1884.) 

Wheeler,  J.  Mr.  James  Johnston,  of  London,  England, 
appears  to  have  published  a  regular  series  of  juvenile  books  of 
uniform  appearance,  and  in  a  style  of  peculiar  attractiveness, 
and  called  them  the  Chatterbox,  until  they  have  become  widely 
known  and  quite  popular,  by  that  name,  in  that  country  and 
this.  He  assigned  the  exclusive  right  to  use  and  protect  that 
name  in  this  country,  to  the  orators,  for  ten  years  from  Janu- 
ary 1st,  1880.  The  defendants  have,  since  that  time,  com- 
menced the  publication  of  a  series  of  books,  and  called  them 
by  that  name,  and  made  them  so  similar  in  appearance  and 
style  to  those  of  Johnston  as  to  lead  purchasers  to  think  they 
are  the  same.  As  a  matter  of  fact,  it  is  found  that  they  in- 
tended to  make  the  books  appear  to  be  the  same,  and  to  avail 
themselves  of  the  popularity  which  the  books  had  attained  by 
the  labor  and  skill  bestowed  upon  them  by,  and  at  the  ex- 
pense of,  Johnston.  There  being  no  copyright  to  prevent,  the 
defendants  claim  the  right  to  so  print  and  publish  the  series 
of  books  in  this  country,  and  that,  if  they  have  not  the  right, 
the  orators  have  no  right  to  prevent  them. 

There  is  no  question  but  that  the  defendants  have  the 
right  to  reprint  the  compositions  and  illustrations  contained 
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in  these  books,  including  the  titles  of  the  several  pieces  and 
pictures.  (Jollie  v.  Jaques,  1  Blatchf.  C.  C.  JR.;  618.)  That 
does  not  settle  the  question  as  to  the  right  claimed  here. 
There  is  work  in  these  publications  aside  from  the  ideas  and 
conceptions.  Johnston  was  not  the  writer  of  the  articles,  nor 
the  designer  of  the  pictures,  composing  the  books,  but  he 
brought  them  out  in  this  form.  The  name  indicates  thi& 
work.  The  defendants,  by  putting  this  name  to  their  work, 
in  bringing  out  the  same  style  of  book,  ipdicate  that  their 
work  is  his.  This  renders  his  work  less  remunerative,  and, 
while  continued,  is  a  continuing  injury,  which  it  is  the  pecu- 
liar province  of  a  Court  of  equity  to  prevent.  These  princi- 
ples are  discussed,  settled  and  applied  in  McLean  v.  Fleming \ 
(96  U.  &,  245.) 

It  has  been  argued,  that  there  have  been  various  publica- 
tions, from  earlier  times,  by  the  same  name,  so  that  no  new 
right  to  the  use  of  that  name  could  be  acquired.  This  Would 
be  true,  doubtless,  as  to  all  such  publications  as  those  to  which 
the  name  was  applied,  but  not  as  to  those  essentially  different. 
The  fact  of  these  other  publications  bears  only  upon  the  ques- 
tions of  fact  as  to  whether  Johnston's  work  had  come  to  be 
known  by  this  name,  and  whether  the  defendants,  by  using 
the  name,  represent  that  their  work  is  the  same.  The  con- 
clusion stated  as  to  the  fact  has  been  reached  after  consid- 
eration of  what  is  shown  as  to  these  other  publications. 

Johnston  had  the  exclusive  right  to  put  his  own  work,  as 
his  own,  upon  the  markets  of  the  world.  No  one  else  had  the 
right  to  represent  that  that  other  work  was  his.  Not  the 
right  to  prevent  the  copying  of  his,  and  putting  the  work  up- 
on the  markets,  but  the  right  to  be  free  from  untrue  repre- 
sentations that  this  other  work  Was  his,  when  put  upon  the 
markets.  This  gives  him  nothing  but  the  fair  enjoyment  of 
the  just  reputation  of  his  own  work,  which  fully  belongs  to 
him.     It  deprives  others  of  nothing  that  belongs  to  them. 

The  question  then  arises,  whether  Johnston  could  transfer 
his  right,  or  any  part  of  it,  to  the  orators,  so  that  the  defend- 
ants, in  what  they  have  done  and  are  about  to  do,  trespass  up- 
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on  the  orators'  rights,  and  not  npon  Johnston's.  He  could 
not  do  all  this  himself ;  he  must  act  by  and  through  others. 
No  reason  is  apparent  why  he  could  not  give  them  the  ex- 
clusive right  to  put  his  work  on  the  market  as  his,  as  he  had 
that  right.  This  seems  to  be  what  he  undertook  to  do.  They 
had  that  right,  and  the  profits  of  its  enjoyment  would  belong 
to  them.  The  defendants  would  deprive  them,  and  not 
Johnston,  of  the  profits.  The  injury  would  be  to  them, 
and  not  to  him,  and  they  are,  in  this  view,  entitled  to  the 
remedy. 

It  is  objected,  that  they  also  trespassed  upon  Johnston's 
rights,  before  they  acquired  them.  This  may  be  true  ;  and,  if 
«o,  they  may  be  liable  for  the  damages.  Such  a  trespass 
would  not  prevent  them  from  acquiring  a  lawful  right  in  a 
lawful  manner.  Had  such  trespasses  been  so  frequent  and 
long  continued  that  the  work  had  come  to  be  known  to  be  the 
work  of  others,  or  had  lost  identification  as  the  work  of  John- 
ston, the  course  of  the  defendants  might  not  amount  to  any 
representations  that  their  work  was  his ;  but  the  evidence 
does  not  show  this.  As  the  case  is  now  understood,  the  ora- 
tors appear  to  be  entitled  to  relief. 

Let  there  be  a  decreee  for  an  injnnction  and  an  account. 

J.  L.  S.  Roberts,  for  the  plaintiffs: 

Walter  M.  Rosebault  and  Roger  Foster,  for  the  defend- 
ants. 
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The  Celluloid  Manufacturing  Company  and  The  Piano 
Key  Manutactubing  Company 

vs. 

Pratt,  Head  and  Company.    In  Equity. 

The  Same 

vs. 

Comstocx,  Cheney  and  Company.     In  Equity. 

Claim  1  of  letters  patent  No.  210,780,  granted,  December  10th,  1878,  to  the 
Celluloid  Manufacturing  Company,  assignee  of  John  W.  Hyatt,  for  an  im- 
provement in  the  manufacture  of  piano  keys,  namely,  "  1/  As  a  new  article 
of  manufacture,  a  blank  key-board  covered  with  a  continuous  strip  or  roll  of 
plastic  composition,  substantially  as  specified,"  is  a  valid  claim. 

The  invention  consisted  in  covering  the  entire  upper  surface  of  the  key-board 
with  a  sheet  of  celluloid,  fastened  to  the  wood  with  the  usual  celluloid  cement, 
and  was  patentable. 

It  is  an  infringement  of  claim  1  to  cover  a  substantial  portion  of  the  upper  sur- 
face of  the  key-board  with  a  single  sheet  of  celluloid,  but  it  is  not  an  infringe- 
ment to  cover  single  keys  with  separate  strips  of  celluloid. 

(Before  Sbhwan,  J.,  Connecticut,  July  81st,  1884.) 

Shipman,  J.  These  are  two  bills  in  equity,  each  charging 
the  respective  defendants  with  the  infringement  of  letters 
patent  No.  210,780,  dated  December  10th,  1878,  to  the  Cellu- 
loid Manufacturing  Company,  assignee  of  John  W.  Hyatt,  for 
an  improvement  in  the  manufacture  of  piano  keys. 

At  the  date  of  the  patented  invention,  piano  keys  and 
organ  keys  were  always  covered  with  ivory.  The  "  head  "  of 
the  key  is  that  portion  which  is  in  front  of  the  sharps  or  black 
keys,  and  the  "  tail "  is  that  portion  which  extends  backward 
between  the  sharps.     The  "  front "  of  the  key  is  the  portion 
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which  is  below  the  head.  After  the  blank  wooden  key-board 
was  made,  and  the  spaces  which  the  keys  were  to  occupy  had 
been  properly  designated,  the  next  step  was  to  cover  the  fronts- 
with  strips  of  ivory.  Before  1860,  white  holly  wood  was  used 
for  the  fronts.  When  ivory  was  used,  the  fronts  were  made 
by  gluing  strips  large  enough  to  cover  the  fronts  of  two  keys, 
or  the  front  of  one  key,  and,  sometimes,  as  in  Steinway  & 
Sons'  factory,  the  entire  front  of  the  board  was  covered  with 
a  single  strip.  Each  head  was  then  separately  glued  on,  and 
each  separate  tail  was  thereafter,  joined  to  each  head,  and  the 
board  was  then  sawed  into  the  separate  keys.  The  top  of  the 
right  hand  key  was  frequently  covered  with  one  strip.  The 
public  taste  requires  that  the  fronts  should  match  each  other,, 
and  that  heads  and  tails  should  also  be  of  the  same  grain  and 
color,  and  that  the  entire  top  surface  of  the  white  keys  should 
also  be  matched. 

While  the  method  of  construction  which  has  been  de- 
scribed was  the  one  in  general  use,  the  whole  of  each  key,, 
head,  front  and  tail,  had  been  made  of  a  single  piece  of  ivory ^ 
under  the  Needham  patent.  The  entire  upper  surface  of 
each  of  two  key-boards  was  once  covered,  in  the  factory  of 
Steinway  &  Sons,  of  New  York,  with  a  single  sheet  of  ivory  r 
but  this  was  an  exceptional  feat,  performed  with  an  exception- 
ally beautiful  and  evenly  grained  piece  of  ivory.  All  the 
heads  of  the  keys  upon  a  key-board  have  also  been  covered 
with  a  single  strip  of  ivory.  Seventy-five  key-boards  were 
made  in  this  way  by  Pratt,  Read  &  Co.,  of  Meriden.  This 
experiment  was  not  repeated  by  that  firm. 

The  objection  to  covering  a  large  space  with  a  single  strip 
are,  that  the  ivory  is  apt  to  u  check,"  or  have  small  cracks, 
and  that,  being  non-plastic,  it  does  not  uniformly  adhere  to 
the  wood  ;  and,  also,  that  the  grain  is  not  uniform,  and,  there- 
fore, heads  and  tails  do  not  match  each  other.  The  covering 
of  a  large  surface  with  ivory  was  not  unknown,  it  had  been 
done  in  exceptional  instances,  but  it  was  not  practicable  to 
make  keys  in  this  way,  and  the  only  practical  and  commercial 
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method  of  manufacture  was  by  gluing  separate  strips  to  the 
upper  surface  of  separate  keys. 

After  the  invention  of  the  article  to  which  the  trade  name 
of  celluloid  was  given,  Mr.  Hyatt  endeavored  to  make  cel- 
luloid keys  in  the  same  manner  in  which  ivory  keys  had 
been  made,  but  was  unsuccessful.  He  then  succeeded  in 
covering  the  entire  upper  surface  of  a  key-board  with  a 
sheet  of  celluloid,  fastened  to  the  wood  with  the  usual  cel- 
luloid cement.  This  method  of  construction  was  economical 
of  time,  and  has  reduced  the  price  of  the  cheaper  grades  of 
keys. 

The  invention  did  not  consist  in  the  substitution  of  cellu- 
loid for  ivory,  whereby  a  reduction  in  the  price  of  keys  was 
caused,  but  it  consisted  in  the  fact,  that,  by  the  use  of  cellu- 
loid, there  was  practically  furnished  a  new  and  useful  mode 
of  constructing  key-boards,  viz.,  by  cementing  to  the  board  a 
single  sheet  of  the  veneer,  instead  of  by  gluing  a  large  num- 
ber of  separate  pieces  of  ivory,  which  must  each  be  matched 
and  separately  fastened  to  the  wood.  This  new  method  of 
construction  was  impracticable  with  ivory,  or  with  any  ma- 
terial which  was  known  before  celluloid  was  manufactured ; 
and  it  required  invention  to  find  out  and  demonstrate  that 
key-boards  could  be  manufactured,  so  as  to  be  a  commercial 
article,  by  covering  their  upper  surfaces  with  a  single  sheet 
of  a  material  which  would  make  an  attractive  and  perma- 
nent coating  for  the  wooden  keys,  because,  from  the  fact  that 
celluloid  existed,  it  by  no  means  followed  that  a  key-board 
could  be  efficiently  and  successfully  covered  with  it.  The 
defendants  do  not  deny  the  patentability  of  the  invention,  but 
place  their  case  upon  non-infringement,  as  they  construe  the 
patent. 

The  patentee  describes  his  invention,  in  the  descriptive 
part  of  his  patent,  as  follows :  It  "  consists  in  covering  a  suit- 
able key-board  blank,  on  its  exposed  upper  surface  and  edge, 
with  a  sheet  or  scroll  of  some  plastic  composition,  which  is 
cemented,  or  otherwise  caused  to  adhere,  to  the  surfaces 
whereon  it  is  desired.  After  being  thus  coated,  the  blank  is 
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sawed,  or  otherwise  severed,  into  sections,  each  one  of  which 
constitutes  a  covered  key.  *  *  *  *  In  the  accompanying 
drawings,  A  represents  a  key-board  blank,  composed  of  wood, 
or  any  other  suitable  material,  of  the  size  and  contour  required 
to  form  the  number  of  keys  of  the  dimensions  required. 
Over  the  upper  surface  and  outer  edge  of  this  blank,  and  ce- 
mented or  otherwise  secured  thereto  in  a  suitable  manner,  is 
provided  a  thin  sheet  or  scroll,  JB,  of  plastic  composition.  So 
far  as  known,  the  material  termed  'celluloid5  is  the  best 
adapted  to  the  purpose  of  covering  the  blank,  though  it  is 
plain  that  other  materials  of  a  plastic  nature  may  answer. 
The  covering  of  the  blank  with  the  sheet  of  composition  or 
material  completes  the  first  essential  step  toward  the  pro- 
duction of  the  invention.  The  next  operation  is  to  sever 
the  blank  into  sections  of  the  desired  size,  to  form  the  keys, 
D." 

The  claims  of  the  patent  are  the  following :  "  ] .  As  a  new 
article  of  manufacture,  a  blank  key-board  covered  with  a  con- 
tinuous strip  or  roll  of  plastic  composition,  substantially  as 
specified.  2.  The  within  described  process  of  forming  piano 
or  analogous  keys,  which  consists  in  covering  a  key-board 
blank  with  a  strip  of  plastic  material,  and  then  cutting 
out  each  key  from  the  coated  blank,  substantially  as  speci- 
fied." 

The  specification  and  the  first  claim,  if  it  is  construed 
literally,  describe  a  broader  invention  than  Hyatt  made.  His 
invention  did  not  consist  in  covering  a  key-board  with  any 
plastic  composition,  because  he  knew  nothing  of  the  adapt- 
ability for  the  purpose  of  any  other  material  than  the  one 
which  has  the  general  name  of  celluloid,  neither  did  he  know 
how  any  other  material  could  be  cemented  or  fastened  to  the 
wood.  His  invention  was  confined  to  the  materials  upon 
which  he  successfully  experimented,  and  his  patent  is  to  be 
limited  to  plastic  composition  of  the  nature  and  character  of 
celluloid,  and  cemented  to  the  wood  with  the  cement  with 
which  celluloid  is  usually  caused  to  adhere  to  another  sur- 
face. 
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Each  defendant  is  a  manufacturer  of  piano  and  organ  keys, 
and  covers  the  upper  surfaces  and  edges  of  some  of  its  key- 
boards, each  with  a  sheet  of  chrolithion  or  celluloid,  and  also 
covers  the  fronts  of  the  same  key-boards,  each  with  another 
strip- of  the  same  material.  They  insist  that  this  is  not  an  in- 
fringement of  the  plaintiffs'  patent,  which  they  construe  to  be 
for  a  covering  the  upper  surface  and  the  front  of  a  key- 
board with  one  sheet  of  celluloid.  The  patent  speaks  of  cov- 
ering the  "  upper  surface  and  outer  edge  "  of  the  blank,  but 
it  is  manifest,  from  the  drawings,  that  the  outer  edge  does 
not  mean  the  front,  but  the  edge  of  the  top,  of  the  key-board. 
The  defendants  do  not  always  cover  the  whole  of  the  top  with 
a  single  sheet  of  celluloid,  but  sometimes  use  two  sheets.  It 
is  an  infringement,  if  a  substantial  portion  of  the  upper  sur- 
face of  the  key-board  is  covered  with  a  single  sheet,  but  it  is 
not  an  infringement  to  cover  single  keys  with  separate  strips 
of  celluloid. 

The  second  claim  of  the  patent  seems  to  have  been  in- 
serted for  the  mere  purpose  of  having  more  than  one  claim. 
As  a  statement  of  the  invention,  which  consisted  in  covering 
the  upper  surface  of  a  key-board  with  a  single  sheet  of  cellu- 
loid, it  is  useless ;  and,  as  a  statement  of  the  process  of  mak- 
ing key-boards,  it  is  incorrect.  It  is  far  preferable  to  cement 
an  unpolished  than  a  polished  sheet  to  the  key-board,  as  the 
inventor  well  knew,  and,  therefore,  the  next  operation,  after 
cementing  the  sheet,  is  to  level  and  polish  it.  The  defend- 
ants do  not  use  the  process  which  is  described  in  this  claim. 

Let  there  be  a  decree  for  an  injunction  against  the  in- 
fringement of  the  first  claim,  and  for  an  accounting. 

e/1  E.  Hindon  Hyde  and  Frederic  H.  Betts,  for  the 
plaintiffs. 

George  B.  Ashley  and  Frwnoie  C.  Nye,  for  the  defend- 
ants. 
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The  Phenix  Insurance   Company 

vs. 

Thb  Livebpool  and  Great  Western   Steamship  Company, 

(Limited.) 


The  Insurance  Company  of  North  America 

vs. 

The  Same. 

The  master  of  a  British  steamer  which,  on  a  voyage  from  New  York  to  Liver- 
pool, was  stranded  on  the  coast  of  Wales,  held  to  have  been  negligent,  in 
that  he  had  reasonable  ground  to  believe  that  he  had  been  mistaken  all  along  as 
to  the  position  of  his  ship,  because  he  had  taken  no  cross  bearings  of  a  light 
which  he  saw,  expecting  to  see  it  near  at  hand  and  in  a  certain  direction, 
but  seeing  it  in  a  different  direction,  and  thinking  he  saw  it  at  a  great  dis- 
tance, and  had  not,  on  losing  sight  of  that  light,  seen  another  light  which 
ought  to  have  been  then  seen,  and  had  heard  a  fog-gun  in  a  direction 
which  indicated  that  the  ship  was  in  a  dangerous  position. 

A  through  bill  of  lading  of  goods  on  board  of  the  steamer,  from  Nashville,  Ten- 
nessee, to  Liverpool,  England,  for  their  transportation  by  specified  railroads 
to  New  York,  and  thence  by  the  steamship  line  to  which  the  steamer  be- 
longed, provided,  that  that  company  alone  should  be  answerable  for  loss,  in 
whose  actual  custody  the  goods  were  at  the  happening  of  the  loss,  and  that 
"  the  carrier  so  liable  shall  have  the  fall  benefit  of  any  insurance  that  may 
have  been  effected  upon  or  on  account  of  said  goods:  "  Held,  that,  as,  in  the 
bill  of  lading,  the  terms  and  conditions  of  the  transportation  to  New  York 
by  the  railroads  were  separate  and  distinct  from  those  of  the  ocean  trans- 
portation, and  the  agent  who  signed  the  bill  of  lading  signed  as  "  agent 
severally,  but  not  jointly,"  and  the  terms  and  conditions  of  the  ocean 
carriage  contained  no  clause  as  to  the  benefit  of  insurance,  and  the  bills 
of  lading  issued  by  the  steamer  not  in  connection  with  railroad  transpor- 
tation did  not  contain  any  such  clause,  the  carrier  could  not  have  the 
benefit  of  such  insurance  clause,  as  against  an  insurance  company  which, 
having  insured  goods  lost  by  the  stranding,  had  paid  the  loss,  and  then 
sued  the  carrier  for  the  amount,  on  the  ground  of  the  negligence  above  set 
forth 
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That  part  of  the  through  bill  of  lading  which  related  to  the  ocean  transporta- 
tion excepted  loss  from  accidents  of  the  seas,  occurring  by  the  negligence  of 
the  master,  mariners  or  servants  of  the  ship-owners :  Held, 

(L)  The  owners  of  the  vessel  were  common  carriers  of  cargo ; 

(2.)  They  could  not  lawfully  contract  for  exemption  from  liability  for  the  negli- 
gence of  their  agents  in  charge  of  the  navigation  of  the  vessel; 

(8.)  As  the  [answers  admitted  the  jurisdiction  of  the  District  Court,  and  did 
not  set  up  that  the  law  of  Great  Britain  applied  to  the  case,  and  that 
law,  if  different  from  that  of  the  forum,  was  not  proved  as  a  fact,  and 
there  was  no  contracting  in  view  of  any  other  law  than  the  recognized  law 
of  the  forum,  the  case  must  be  decided  according  to  the  law  of  the  Federal 
Courts,  as  a  question  of  general  commercial  law ; 

(4.)  The  libellant,  having  paid  the  loss,  was  subrogated  to  the  rights  of  the  in- 
sured,  and  could  maintain  this  suit  to  recover  the  sum  so  paid. 

A  motion  by  the  respondent,  in  the  Circuit  Court,  to  amend  the  answer,  so 
as  to  set  up,  as  a  ground  of  defence,  the  law  of  Great  Britain,  enabling 
ship-owners  to  exempt  themselves,  by  express  contract,  from  liability  for 
loss  of  goods  carried  by  their  ships,  arising  from  negligence,  was  denied, 
on  the  ground  that,  under  Rules  8  and  4  of  the  Circuit  Court,  the  written 
appeal  bad  not  stated  that  it  waa  intended,  on  the  appeal,  to  make  new  alle- 
gations. 

(Before  Blatohford,  J.,  Eastern  District  of  New  York,  July  81st,  1884,  and 
August  21st,  1884.) 

These  were  libels  in  personam,  in  Admiralty,  filed  in  the 
District  Court.  After  a  decree  for  the  libellants,  (17  Fed. 
Hep.,  377,)  the  respondent  appealed  to  this  Court,  which 
found  the  following  facts,  in  the  case  of  the  Phenix  Insurance 
Company  :  "  The  respondent,  the  Liverpool  and  Great  West- 
ern Steamship  Company,  (limited,)  is  a  corporation  organized 
under  the  laws  of  Great  Britain,  and,  in  the  month  of  March, 
1880,  and  for  a  long  time  prior  thereto,  was  the  owner  of  the 
steamer  Montana.  [The  libellant,  the  Phenix  Insurance  Com- 
pany, has  been  for  many  years,  and  still  is,  a  corporation  duly 
organized  and  existing  under  and  by  virtue  of  the  laws  of  the 
State  of  New  York,  for  transacting  the  business  of  insurance, 
including  marine  risks.  During  said  time  it  had  an  agency  in 
Liverpool,  England,  for  the  adjustment  and  settlement  of 
losses,  and  the  losses  referred  to  herein  were  adjusted  by  such 
agency,  and  were  paid  by  it  in  Liverpool.]  The  Montana  was 
an  Ocean  steamer,  built  of  iron,  and  performed  regular  service 
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as  a  common  carrier  of  merchandise  and  passengers  between 
the  ports  of  Liverpool,  England,  and  New  York,  in  the  line 
commonly  known  as  the  Gnion  Line.  By  her  and  by  other 
ships  in  that  line  the  respondent  was  snch  common  carrier.  On 
the  2d  of  March,  1880,  the  Montana  left  the  port  of  New 
York,  on  oue  of  her  regular  voyages,  bound  for  Liverpool. 
England,  with  a  full  cargo,  consisting  of  about  twenty-four 
hundred  tons  of  merchandise,  and  with  passengers.  She 
stopped  at  Queenstown  in  the  afternoon  of  the  13th  of  March, 
and  thence  proceeded  on  her  voyage.  She  passed  Tuskar 
Rock,  on  the  extreme  southeastern  portion  of  Ireland,  at  about 
eight  o'clock  in  the  evening  of  the  12th  of  March,  and  thence 
took  a  course  up  and  across  the  Irish  Channel.  The  course  she 
took  would  ordinarily  have  carried  her  outside  of  the  range  of 
the  South  Arklow  light,  which  is  a  light  on  the  east  coast  of 
Ireland ;  but,  with  the  wind,  tides  and  currents  as  they  were 
that  night,  she  passed  within  range  of  that  light,  and  about 
nine  miles  off,  at  9.45  p.  m.  On  passing  the  South  Arklow 
light,  the  next  light  which  those  in  charge  of  the  navigation  of 
the  Montana  expected  to  make  was  the  South  Stack  light,  on 
the  coast  of  Wales,  at  the  entrance  of  Holyhead  Bay.  The 
master  of  the  Montana  was  on  the  bridge  and  in  charge  of  her 
navigation.  The  lighthouse  on  South  Stack  carried  two 
lights.  One,  the  high  light,  was  about  170  feet  above  high 
water.  It  was  white  in  color,  and  exhibited  in  all  directions  at 
sea,  with  a  range  of  from  twenty  to  thirty  miles,  in  clear 
weather.  It  was  a  revolving  light,  making  one  complete 
revolution  in  six  minutes,  and  it  showed  a  white  flash  light 
every  minute.  The  other  light  was  also  white.  It  was  about 
forty  feet  above  high  water,  and  was  a  semi-revolving  light, 
exhibiting  every  minute  and  a  half  in  all  directions  between 
east  northeast  and  west  by  north.  Its  range  in.  clear  weather 
was  from  three  to  four  miles,  but  it  was  regularly  lit  only  in 
foggy  or  thick  weather.  Both  of  these  lights  were  lit  and 
burning  all  through  the  night  of  March  12th.  A  fog-bell  was 
regularly  sounded  at  South  Stack,  from  ten  o'clock  in  the 
night  of  March  12th  until  six  o'clock  in  the  morning  of  March 
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13th.  The  bell  weighed  two  and  a  quarter  tons,  and  was  op- 
erated upon  by  a  hammer  weighing  about  ninety-six  pounds, 
which  struck  the  bell  on  the  outside,  at  intervals  of  fifteen 
seconds,  and  was  worked  by  means  of  clockwork  and  a  caloric 
engine.  The  sound  was  a  powerful  one,  and  its  range  was 
from  three  to  four  miles.  The  high  light  on  the  South  Stack 
was  established  in  1809,  and  has  ever  since  been  regularly 
maintained.  The  fog-bell  had  been  established  for  about 
twenty  years,  and  has  since  then  been  regularly  sounded  in 
foggy  weather.  About  east-northeast,  magnetic,  from  South 
Stack,  and  distant  about  one  mile  therefrom,  was  a  fog-gun 
station,  known  as  North  Stack.  This  fog-gun  station  had  been 
established  about  twenty  years,  and,  from  midnight  of  March 
12th  until  four  o'clock  in  the  morning  of  March  13th,  the  fog- 
gun  was  fired  regularly  every  ten  minutes.  The  gun  was  a 
twenty  four  pounder,  and  was  each  time  charged  with  three 
pounds  of  powder,  and  a  large  junk  wad,  to  give  extra  sound, 
the  range  of  the  sound  being  between  five  and  six  miles,  when 
the  fog  was  thick,  with  the  wind,  and  about  seven  miles  when 
the  fog  lifted.  The  fog-gun  station,  since  it  was  established, 
has  been  regularly  maintained,  and  the  fog-gun  fired  regularly 
in  foggy  weather.  About  two  miles  east,  magnetic,  from 
North  Stack,  was  the  Holyhead  Breakwater  lighthouse.  This 
lighthouse  was  at  the  outer  end  of  Holyhead  Breakwater,  and 
it  carried  a  fixed  red  light  at  a  height  of  from  sixty  to  seventy 
feet  above  high  water,  with  flashes  every  seven  and  one-half 
•econds.  The  range  of  the  light,  in  clear  weather,  was  from 
three  to  four  miles,  and  the  range  of  the  flash  was  about  four- 
teen miles.  The  light  was  established  in  1873,  and  has  since 
then  been  regularly  maintained.  At  the  Breakwater  light- 
house was  a  fog-bell,-  weighing  about  five  hundred  weight, 
which  was  operated  upon  by  two  hammers,  worked  by  clock- 
work, and  striking  the  bell  on  the  outside,  three  times  in  quick 
succession,  at  intervals  of  fifteen  seconds.  The  range  of  the 
sound  was  from  a  mile  and  a  half  to  two  miles.  The  bell  was 
established  in  1873,  and  was  regularly  rung  in  foggy  weather. 
It  was  in  operation  from  midnight  of  the  12th  of  March  until 
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five  o'clock  in  the  morning  of  the  13th  of  March.  About  five 
miles  north-northeast,  magnetic,  from  Holyhead  Breakwater 
lighthouse,  and  across  Holyhead  Bay,  was  the  Skerries  light- 
house. The  Skerries  lighthouse  was  about  northeast,  mag- 
netic, from  South  Stack  lighthouse,  and  distant  therefrom  be- 
tween seven  and  eight  miles.  It  was  situated  on  a  small 
island  about  two  miles  off  Carmel  Head,  and  about  two  or 
three  miles  north-northwest,  magnetic,  from  Church  Bay.  It 
carried  a  stationary  white  light,  between  eighty  and  ninety 
feet  above  low-water  mark,  exhibiting  in  all  directions  at  sea, 
and  in  Holyhead  Bay,  with  a  range  of  about  sixteen  miles. 
It  was  burning  all  through  the  night  of  March  12th.  It  was 
established  between  seventy  and  eighty  years  ago,  and  has 
been  regularly  maintained  since.  There  was,  at  Skerries  light- 
house, a  fog-horn  or  siren,  worked  by  two  powerful  caloric 
engines,  at  a  pressure  of  forty  pounds  to  the  square  inch. 
The  sound  made  was  shrill  and  powerful,  and  had  a  range  of 
eight  miles  in  foggy  weather,  and  the  sound  was  regularly 
given  from  ten  o'clock  at  night  of  March  12  th  until  half -past 
four  o'clock  in  the  morning  of  March  13th,  at  intervals  of 
three  minutes.  This  fog-horn  or  siren  had  been  established 
for  several  years,  and  it  has  been  regularly  maintained  ever 
since.  All  through  the  night  of  March  12th,  until  five  o'clock 
in  the  morning  of  March  13th,  a  fog  overspread  the  land  sur- 
rounding Holyhead  Bay,  and  extended  at  times,  and  to  some 
extent,  into  the  bay  and  but  to  sea.  The  proper  course  of  the 
Montana  was  to  keep  three  or  four  miles  off  the  land  at  the 
South  Stack,  and  on  a  course  about  northeast  by  east,  mag- 
netic, until  she  had  the  Skerries  abaft  her  beam,  and  then  to 
take  a  course  about  east  by  south,  magnetic,  to  Liverpool. 
There  was  a  westerly  variation  of  about  two  points  between 
magnetic  courses  and  true  courses,  in  the  Irish  Channel  and 
adjacent  waters.  The  Montana,  on  a  course  about  northeast 
by  east,  magnetic,  passed  within  a  short  distance  of  South 
Stack  lighthouse,  and  saw  the  high  light  there,  between  one 
and  two  o'clock  in  the  morning  of  March  13th.  It  came 
into  sight  bearing  about  southeast  by  east,  and  one  point  for- 
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ward  of  the  starboard  beam  of  the  Montana.  Her  officers  ex- 
pected to  see  it  at  a  distance  of  about  twenty  miles  off,  bear- 
ing from  east-northeast  to  northeast  by  east.  When  they  saw 
it  first  they  thought  it  to  be  fifteen  miles  off  and  they  re- 
mained of  that  opinion.  It  passed  out  of  sight  abaft  their 
beam,  they  supposing  it  was  hidden  by  the  horizon.  The 
master  of  the  Montana  did  not  ascertain  by  cross  bearings, 
(which  he  might  readily  have  made,)  the  distance  at  which  he 
was  from  the  light.  He  lost  the  light  because  it  was  shut  out 
from  him  by  a  fog  which  intervened  between  it  and  the  Mon- 
tana, and  thence  he  continued,  with  his  engines  working  at 
full  speed,  and  giving  the  Montana  a  speed  through  the  water 
of  about  fourteen  knots  an  hour,  and  on  an  east  three-quarters 
south,  magnetic,  course,  to  which  he  had  changed,  which  took 
him  directly  into  Holyhead  Bay,  until  after  half-past  two 
o'clock.  Before  this  time  a  man  had  been  stationed  at  the 
fog-whistle  of  the  Montana,  who  regularly  blew  it.  At  about 
half-past  two  o'clock,  the  master  of  the  Montana  heard  the 
fog  gun  on  North  Stack  off  his  starboard  quarter,  abaft  his 
starboard  beam,  and  he  thereupon  changed  the  course  of  the 
steamer  again  to  northeast  by  east,  magnetic ;  but  he  continued 
his  engines  at  full  speed  until  2.45  a.  m.,  at  which  time  the  en- 
gines were  put  at  half  speed,  which  gave  the  steamer  a  speed 
through  the  water  of  between  nine  and  ten  knots  per  hour. 
Five  minutes  later  the  shore  loomed  up  through  the  fog,  on 
the  starboard  bow,  and  orders  were  given  to  slow  and  stop  the 
engines  and  to  put  them  full  speed  astern.  But,  before  these 
latest  orders  could  be  executed,  the  Montana  ran  ashore  at 
Clegyr  Point,  in  Church  Bay.  After  leaving  Tuskar,  and  up 
to  one  o'clock  in  the  morning  of  March  13th,  the  Montana 
was  running  with  a  flood  tide.  Then  there  was  slack  water, 
and  she  afterwards  encountered  an  ebb  tide,  which  ran  from 
three  to  four  knots  an  hour.  At  no  time  that  night  were  any 
soundings  taken  on  board  of  the  Montana,  though  soundings 
would  have  indicated  to  her  master  that  he  was  running  rapid- 
ly on  to  the  shore.  The  lights  at  Holyhead  Breakwater  and 
the  Skerries  were  not  seen  by  those  in  charge  of  the  naviga- 
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tion  of  the  Montana,  and  her  lookouts  and  those  in  charge  of 
her  navigation  did  not  hear  the  fog-bell  at  Sonth  Stack,  or  that 
at  Holyhead  Breakwater,  or  the  siren  at  the  Skerries,  and  they 
did  not  hear  the  fog-gun  at  North  Stack  until  it  was  on  their 
quarter.  When  they  lost  sight  of  the  South  Stack  light  they 
were  within  range  of  the  Skerries  light,  and  ought  to,  and 
would,  have  seen  it,  unless  it  was  shut  out  by  a  fog.  The 
water  outside  of  Holyhead  Bay  ranged  from  twenty  to  eighty 
fathoms  in  depth,  while  the  water  in  Holyhead  Bay  ranged 
from  five  to  seventeen  fathoms  in  depth,  regularly  shoaling  as 
the  shore  was  approached.  Almost  immediately  after  the 
Montana  ran  ashore  she  commenced  filling  with  water,  and 
thereby  her  cargo  was  in  large  part  destroyed  or  damaged. 
Portions  of  it  were  thereafter  taken  from  the  steamer 
and  forwarded  to  Liverpool,  and  there  delivered.  The  Mon- 
tana "was  then  floated  and  taken  to  Liverpool  for  repairs. 
Those  in  charge  of  the  navigation  of  the  Montana  were  negli- 
gent, in  that,  without  having  taken  cross  bearings  of  the  light 
at  South  Stack,  and  so  determined  their  distance  from  the 
light,  they  took  an  east  three-quarters  south  course  before  pass- 
ing the  Skerries,  and  without  seeing  the  Skerries  light,  and  in 
that  they  continued  at  full  speed  after  hearing  the  fog-gun  at 
North  Stack,  and  in  that  they  took  a  northeast  by  east,  mag- 
netic, course  on  hearing  said  fog-gun,  instead  of  stopping  and 
backing  and  taking  a  westerly  course  out  of  Holyhead  Bay,  and 
in  that  they  did  not  ascertain  their  position  in  Holyhead  Bay 
by  means  of  the  lights  and  fog  signals,  or  by  the  use  of  the 
lead,  or  by  stopping  until  they  should,  by  those  means  or 
otherwise,  learn  where  their  ship  was.  [Part  of  the  cargo  of 
the  Montana  consisted  of  three  hundred  bales  of  cotton,  thirty- 
seven  of  which  were  marked  H.  G.  M.,  sixty-seven  of  which 
were  marked  B.  B.,  ninety-six  of  which  were  marked  L.  O.  W., 
and  one  hundred  of  which  were  marked  D.  D.,  owned  by 
Swanson,  Porteous  &  Co.,  merchants,  of  the  city  of  New 
York,  and  shipped  on  their  account,  by  Ordway,  Dudley  & 
Maguire,  merchants,  of  Nashville,  Tennessee,  under  a  through 
bill  of  lading,  from  Nashville,  Tennessee,  to  Liverpool,  En- 
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gland,  there  to  be  delivered  to  their  order,  which  bill  of  lading- 
is  Exhibit  C  to  the  consent  signed  by  the  proctors  for  the  re- 
spondent herein,  dated  November  9th,  1882,  contained  in  the  , 
apostles.  At  or  about  the  time  of  shipment,  the  libellant  is- 
sued its  policy  and  certificate  of  insurance  to  Swanson,  Por- 
teous  &  Co.,  in  the  sum  of  $20,000,  payable  to  them  or  to  their 
order,  upon  the  said  shipment  of  cotton,  which  sum  was  the  value 
of  said  cotton,  against  all  dangers  and  perils  of  the  seas.  Said 
policy  of  insurance,  No.  4,031,  is  Exhibit  A  to  said  consent,  and 
said  certificate  of  insurance,  No.  19,405,  is  Exhibit  B  to  said 
consent.  The  said  bales  of  cotton  were  shipped  in  good  order, 
on  board  of  the  Montana,  at  New  York,  consigned  by  Swanson,. 
PorteouB  &  Co.,  through  Swanson,  Cairns  &  Co.,  who  had 
duly  become  joint  owners  with  Swanson,  Porteous  &  Co.,  of 
the  said  bales  of  cotton,  and  of  the  insurance  thereon,  to  John 
Rew  &  Co.,  of  Liverpool,  brokers,  who  acted  as  agents  of 
Swanson,  Porteous  &  Co.,  and  of  Swanson,  Cairns  &  Co.,  in 
disposing  of  the  cotton  and  settling  the  insurance.  The  said 
bales  of  cotton  were  damaged  by  the  stranding  of  the  Mon- 
tana, and  the  general  or  particular  average  thereon  having- 
been  duly  adjusted,  the  libellant  paid  the  assured,  througli 
John  Rew  &  Co.,  in  settlement  thereof,  the  sum  of  £800,  Brit- 
ish sterling,  on  May  8th,  1880,  and  £350  on  March  18th,  1881  y 
and  £301.14.9  on  September  2d,  1881,  and  £27.9.10' on  No- 
vember 14th,  1882.  Part  of  the  cargo  of  the  Montana  con- 
sisted of  one  hundred  and  fifty  bales  of  cotton,  forty-five  of 
which  were  marked  H.  E.  N.,  forty-five  of  which  were  marked 
D.  U.  D.,  and  sixty  of  which  were  marked  H.  E.  L.,  and  one 
hundred  other  bales  of  cotton,  marked  F.  A.  D.,  owned  by 
Gilbert,  Parkes  &  Co.,  merchants,  of  Nashville,  Tennessee, 
and  shipped  by  them,  under  through  bills  of  lading,  in  Feb- 
ruary, 1880,  from  Nashville,  Tennessee,  to  Liverpool,  En- 
gland, there  to  be  delivered  to  their  order,  which  bills  of 
lading  are  Exhibits  H  and  J  to  said  consent.  At  or  after  the 
date  of  shipment,  Gilbert,  Parkes  &  Co.,  sold  the  said  cotton, 
and  transferred  the  said  bills  of  lading,  to  Hobart,  Smith  & 
Co.,  merchants,  of  the  city  of  New  York,  and  thereafter  the 
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libellant  issued  to  Hobart,  Smith  &  Co.,  its  policy  and  certifi- 
cates of  insurance,  payable  to  them,  or  to  their  order,  upon 
said  one'  hundred  and  fifty  bales  of  cotton,  in  the  sum  of 
$9,900,  And  upon  said  one  hundred  bales  of  cotton,  in  the 
sum  of  $6,700,  which  6ums  were  the  values  of  said  respective 
shipments  of  cotton,  against  all  dangers  and  perils  of  the  seas. 
Said  policy  of  insurance  last  named,  No.  1,037,  is  Exhibit  6 
to  said  consent,  and  said  certificates  of  insurance  last  named 
are  respectively  Exhibits  I  and  E  to  said  consent.  Said  bales 
of  cotton  were  shipped  on  board  of  the  Montana,  at  New 
York,  in  good  order  and  condition,  on  or  about  the  1st  day  of 
March,  1880.  George  Frazer,  Son  &  Co.,  of  Manchester, 
England,  became  joint  owners  with  Hobart,  Smith  &  Co.,  of 
said  bales  of  cotton  and  the  insurance  thereon,  before  the 
stranding  of  the  Montana,  and  the  cotton  was  consigned  to 
them  in  England,  and  the  bills  of  lading  and  certificates  of 
insurance  were  sent  to  them  by  Hobart,  Smith  &  Co,  The 
said  bales  of  cotton  were  damaged  by  the  stranding  of  the  Mon- 
tana, and,  the  general  and  particular  average  thereon  having 
been  duly  adjusted,  the  libellant  paid,  in  settlement  thereof, 
to  George  Frazer,  Son  &  Co.,  £1,000,  British  sterling,  on  De- 
cember 6th,  18S0,  and  £74.11.9  on  September  12th,  1881,  and 
£13.19.3  on  November  14th,  1882,  for  which  sums  George 
Frazer,  Son  &  Co.,  accounted  to  Hobart,  Smith  &  Co.  Part 
of  the  cargo  of  the  Montana  consisted  of  twenty-two  boxes  of 
bacon,  and  four  tierces  of  hams,  owned  by  Jessie  Baxter,  of 
the  city  of  Brooklyn,  State  of  New  York,  and  shipped  on  her 
account,  on  board  of  the  Montana,  in  good  order  and  condi- 
tion, on  or  about  March  1st,  1880,  by  Archibald  Baxter,  agent, 
to  be  delivered  at  Liverpool,  to  his  order,  under  a  bill  of  lading 
which  is  Exhibit  P  to  said  consent.  At  or  about  the  time  of  said 
shipment,  the  libellant  issued  its  policy  and  certificate  of  insur- 
ance to  said  Archibald  Baxter,  agent,  for  account  of  said  Jessie 
Baxter,  payable  to  him  or  his  order,  upon  the  said  boxes  of 
bacon  and  tierces  of  ham,  in*  the  sum  of  $1,100,  which  was 
the  value  of  said  bacon  and  hams,  against  all  perils  of  the  seas. 
Said  policy  of  insurance  last  named,  No.  4,156,  is  Exhibit  O 
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to  said  consent,  and  said  certificate  of  insurance  last  named  is 
Exhibit  Q  to  said  consent.  The  said  bacon  and  hams  were- 
consigned  to  Marpels,  Jones  &  Co.,  of  Liverpool,  for  sale  on 
said  Jessie  Baxter's  account,  and  the  bill  of  lading  and  certifi- 
cate of  insurance  were  sent  forward  to  them  with  the  consign- 
ment. By  the  stranding  of  the  Montana,  the  said  bacon  and 
hams  were  damaged,  and,  upon  the  due  adjustment  of  the  gen- 
eral and  particular  average  thereon,  the  libellant  paid,  in  set- 
tlement thereof,  to  said  Marpels,  Jones  &  Co.,  the  sum  of 
£114.10.3,  British  sterling,  on  October  5th,  1S80,  and  the  sum 
of  £37.2.4  on  Septembor  23d,  1881,  and  the  sum  of  £0.15.1 
on  November  14th,  1882,  for  which  sums  Marpels,  Jones  & 
Co.,  duly  accounted  to  said  Jessie  Baxter.]" 

On  the  foregoing  facts,  the  Circuit  Court  found  the  fol- 
lowing conclusions  of  law,  in  the  case  of  the  Phenix  Insurance 
Company:  "The  stranding  of  the  Montana,  and  the  conse- 
quent damage  to  her  cargo,  having  been  the  direct  result  of 
the  negligence  of  the  master  and  officers  of  the  steamer,  the 
respondent  is  liable  therefor.  The  libellant  was  duly  subro- 
gated to  the  rights  of  the  insured  against  the  carrier,  for  the 
damage  to  the  cargo  insured  by  the  libellant,  and  is,  therefore, 
entitled  to  recover  from  the  respondent  the  amount  of  such 
damage.  [The  libellant  is  entitled  to  a  decree  against  the  re- 
spondent for  the  following  sums,  according  to  the  report  of 
the  Commissioner,  contained  in  the  apostles :  For  $7,198.66 
on  account  of  the  cotton  shipped  by  Ordway,  Dudley  &  Ma- 
guire,  with  interest  thereon  from  September  20th,  1880 ;  for 
$5,297.42  on  account  of  the  cotton  shipped  by  Gilbert,  Parkes 
&  Co  ,  with  interest  thereon  from  December  24th,  1880;  for 
$741.56  on  account  of  the  bacon  and  hams  shipped  by  Archi- 
bald Baxter,  agent,  with  interest  thereon  from  December  24th, 
1880 ;  and  for  its  costs  in  the  District  Court,  taxed  at  the  sum 
of  $211.68 ;  and  for  its  costs  in  this  Court,  to  be  taxed.]  " 

In  the  case  of  the  Insurance  Company  of  North  America,, 
this  Court  found  the  same  facts  as  in  the  case  of  the  Phenix 
Insurance  Company,  except  as  to  those  enclosed  in  brackets, 
and  in  lieu  of  those  found  the  following  facts :  "  The  libel- 
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lant,  the  Insurance  Company  of  North  America,  has  been  for 
many  years,  and  still  is,  a  corporation  duly  organized  and  ex- 
isting nnder  and  by  virtue  of  the  laws  of  the  State  of  Penn- 
sylvania, for  transacting  the  business  of  insurance,  including 
marine  risks.  During  said  time  it  had  au  agency  in  London, 
England,  for  the  adjustment  and  settlement  of  losses,  and  the 
losses  referred  to  herein,  except  the  losses  on  the  Logan  & 
Preston  shipment  of  grain,  were  adjusted  by  said  agency  and 
were  paid  through  it,  in  London."  "  Part  of  the  cargo  of  the 
Montana  consisted  of  16,1 90  fj  bushels  of  wheat  in  bulk, 
«nd  251 H  bushels  of  wheat  in  bags,  all  of  which  had  been 
shipped  in  good  order  and  condition,  on  board  of  the  Mon- 
tana, on  the  28th  of  February,  1880,  by  Logan  &  Preston, 
merchants,  of  the  city  of  New  York,  to  be  delivered  to 
their  order,  at  Liverpool,  England,  under  a  bill  of  lading 
which  is  Exhibit  C  to  the  consent  signed  by  the  proctors  for 
the  respondent  herein,  dated  November  8th,  1882,  contained 
in  the  apostles.  At  or  about  the  time  of  shipment,  the  libel- 
lant. on  a  policy  of  insurance  issued  by  it  to  Logan  &  Preston, 
and  their  report  thereon,  insured  the  said  Logan  &  Preston  in 
the  sum  of  $27,500,  upon  the  said  wheat,  which  sum  was  the 
true  value  of  the  said  wheat,  against  all  dangers  and  perils  of 
the  sea.  Said  policy  of  insurance,  No.  52,059,  is  Exhibit  A  to 
said  consent,  and  said  report  is  Exhibit  B  to  said  consent. 
The  said  wheat  was  in  part  lost,  and  the  remainder  thereof 
damaged,  by  the  stranding  of  the  Montana,  and,  on  the  15th  of 
March,  1880,  Logan  &  Preston,  who,  at  all  times  from  the 
time  of  shipment  and  insurance,  had  been  the  owners  of  6aid 
wheat,  abandoned  the  same  to  the  libellant,  which  abandonment 
was  accepted,  and  thereafter  the  libellant  paid  to  Logan  & 
Preston,  on  the  5th  day  of  June,  1880,  the  sum  of  $15,000  on 
account  of  said  loss,  and,  on  the  21st  day  of  June,  1880,  the 
sum  of  $12,500,  the  balance  of  said  loss.  The  libellant,  after 
paying  the  necessary  expenses  of  saving  and  marketing  the 
wheat,  received,  as  net  proceeds  of  salvage  thereof,  the  sum  of 
£630,  British  sterling,  on  May  31st,  1SS0,  and  the  further 
sum  of  £436.15.10  on  July  30th,  1881.     Part  of  the  cargo  of 
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the  Montana  consisted  of  245  boxes  of  meats,  owned  and 
shipped  by  Jacob  Dold,  a  merchant  of  Buffalo,  New  York, 
under  through  bills  of  lading  from  Buffalo  to  Liverpool,  En- 
gland, there  to  be  delivered  to  his  order,  which  bills  of  lading 
are  Exhibits  H  and  I  to  said  consent.  The  libellant  insured  said 
Jacob  Dold,  under  a  policy  and  certificate  of  insurance,  which 
policy  is  Exhibit  G  to  said  consent,  and  which  certificate,  No. 
31,024,is  Exhibit  J  to  said  consent,  said  certificate  being  payable 
to  the  order  of  said  Jacob  Dold,  upon  the  said  boxes  of  meat,  in 
the  sum  of  $9,500,  which  was  their  value,  against  all  dangers 
and  perils  of  the  sea.  The  said  meats  were  consigned  by  Ja- 
cob Dold  to  the  firm  of  Watson,  Dun  &  Co.,  of  Liverpool,  for 
sale,  on  his  account  and  risk.  He  at  the  same  time  forwarded 
to  Watson,  Dun  &  Co.,  the  said  bills  of  lading  and  certificate  of 
insurance.  The  said  meats  were  shipped  on  board  of  the  Mon- 
tana, at  New  York,  in  good  order  and  condition,  and  were  in 
part  damaged  and  in  part  totally  lost  by  the  stranding  of  the 
Montana,  and  a  portion  thereof  was  abandoned  to  the  libel- 
lant, and  the  abandonment  was  accepted.  The  libellant  there- 
after paid  to  Watson,  Dun  &  Co.,  on  account  of  said  loss  and 
damage,  as  correctly  adjusted,  £1,250,  British  sterling,  on  the 
18th  of  May,  1880,  and  the  further  sum  of  £227.4.8  on  the 
30th  of  June,  1880,  for  which  sums  Watson,  Dun  &  Co.,  duly 
accounted  to  Jacob  Dold.  The  libellant,  after  paying  the 
necessary  expenses  of  saving  and  marketing  the  meats  aban- 
doned to  it,  received,  as  net  proceeds  of  salvage,  on  the  26th 
of  May,  1880,  the  sum  of  £676.14.1,  British  sterling.  Part  of 
the  cargo  of  the  Montana  consisted  of  200  bales  of  cotton, 
shipped  on  board  of  the  Montana,  at  New  York,  by  Samuel 
B.  Jones,  general  agent,  on  account  of  Alexander  Burgess,  a 
merchant  of  Nashville,  Tennessee,  who  owned  the  cotton,  to 
be  transported  to  Liverpool  and  to  be  delivered  there  to  order, 
under  a  bill  of  Jading  which  is  Exhibit  N  to  said  consent. 
At  or  before  the  time  of  shipment,  the  libellant,  under  its 
policy,  No.  51,122,  and  its  certificate,  No.  21,141,  issued  to 
said  Burgess,  said  certificate  being  payable  to  his  order,  said 


384  EASTERN  DISTRICT  OF  NEW  YORK, 

The  Pheniz  Insurance  Co.  v.  The  Liverpool  and  Great  Western  Steamship  Co. 

policy  being  Exhibit  L  to  said  consent,  and  said  certificate, 
being  Exhibit  M  to  said  consent,  insured  said  Burgess  on  said 
200  bales  of  cotton,  in  the  sum  of  $13,500,  which  was  the 
value  of  said  cotton,  against  all  dangers  and  perils  of  the  seas. 
The  said  Jones  endorsed  said  bill  of  lading  in  blank,  and  de- 
livered it  to  said  Burgess,  and  said  Burgess  consigned  the  said 
bales  of  cotton  to  Brancker,  BoxweU  &  Co.,  of  Liverpool,  En- 
gland,  for  sale  on  his  account  and  risk,  and  at  the  same  time 
forwarded  to  them  said  bill  of  lading  and  certificate  of  insur- 
ance. The  said  bales  of  cotton  were  shipped  on  board  of  the 
Montana,  at  New  York,  in  good  order  and  condition,  and 
were  partly  lost  and  partly  damaged  by  the  stranding  of  the 
Montana,  and  a  portion  of  the  consignment  was  abandoned  to 
the  libellant,  and  it  accepted  the  abandonment,  and  paid  to 
Brancker,  BoxweU  &  Co.,  on  account  of  the  correctly  ad- 
justed loss  of  and  damage  to  the  said  bales  of  cotton,  the  sum 
of  £319.19.9,  British  sterling,  on  the  11th  of  June,  1880,  and 
the  further  sum  of  £118.17.1  on  the  12th  of  September,  1881, 
for  which  sums  Brancker,  BoxweU  &  Co.,  duly  accounted  to 
said  Burgess.  The  libellant,  after  paying  the  necessary  ex- 
penses of  saving  and  marketing  the  bales  of  cotton  abandoned 
to  it,  received,  as  net  proceedsof  salvage,  the  sum  of  £157.19.6, 
British  sterling,  on  the  1st  of  September,  1880." 

On  the  facts  found  in  the  case  of  the  Insurance  Company 
of  North  America,  the  Circuit  Court  found  the  same  conclu- 
sions of  law  as  in  the  case  of  the  Phenix  Insurance  Company, 
except  as  to  those  enclosed  in  brackets,  and,  in  lieu  of  those, 
found  the  following :  "  The  libellant  is  entitled  to  a  decree 
against  the  respondent  for  the  following  sums,  according  to 
the  report  of  the  Commissioner,  contained  in  the  apostles: 
On  account  of  the  wheat,  the  sum  of  $27,500,  with  interest 
thereon  from  June  12th,  1880,  less  the  sum  of  $5,191.52  sal- 
vage, with  interest  thereon  from  September  1st,  1880 ;  on  ac- 
count of  the  meat,  the  sum  of  $3,895.77,  with  interest  there- 
on from  May  26th,  1880 ;  on  account  of  the  cotton,  the  sum 
of  $3,313.39,  with  interest  thereon  from  September  1st,  1880  ; 
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and  for  its  costs  in  the  District  Court,  taxed  at  the  sum  of 
$201.08 ;  and  for  its  costs  in  this  Court,  to  be  taxed." 

William  Allen  Butler  and  Thomas  K  StiUman,  for  the 
libellant. 

FranJclin  A.  Wilcox,  for  the  claimants. 

Blatchford,  J.  The  libels,  in  these  cases,  allege  the 
shipment  of  the  goods  on  the  Montana,  in  good  order,  and 
the  agreement  of  the  respondent  to  deliver  them  in  like 
good  order,  at  Liverpool;  that  she  was  one  of  a  line  of 
steamers  which  the  respondent  ran  between  New  York  and 
Liverpool;  that  the  respondent  was  a  common  carrier  of 
passengers  and  cargo  between  those  ports;  that  the  re- 
spondent  received  the  cargo  and  passengers  of  the  Montana, 
on  this  voyage,  as  a  common  carrier ;  and  that  the  respond- 
ent failed  to  deliver  the  goods  as  agreed,  but  they  were 
lost  or  destroyed  and  damaged  by  the  stranding  of  the 
Montana.  The  particulars  of  the  voyage  and  stranding  are 
set  forth,  and  it  is  alleged  that  the  stranding  and  loss  were 
due  to  the  negligence  of  those  navigating  the  steamer,  in 
proceeding  at  too  high  a  rate  of  speed,  in  not  having  a 
sufficient  lookout,  in  going  upon  an  improper  and  dangerous 
course,  in  not  making  due  allowance  for  the  influence  of  the 
ebb  tide,  in  not  having  or  in  not  using,  and  properly  using, 
the  usual  and  proper  outfit  and  appurtenances  of  an  ocean 
steamer,  and,  among  others,  the  lead  and  the  compass,  and 
in  not  so  heeding  the  shore  lights  and  signals  as  would 
have  indicated  to  them  her  dangerous  position,  and  would 
have  enabled  them  to  regain,  and  keep  in,  a  position  of 
safety.  The  libels  allege  insurance  by  the  libellants  on  the 
goods  to  amounts  equal  to,  or  less  than,  their  value,  payment 
of,  or  liability  for,  moneys  as  and  for  the  total  loss  or 
damage  of  the  goods,  damage  equal  to  or  greater  than  the 
amount  of  the  insurance,  and  the  subrogation  of  the  libellants 
Vol.  XXH.— 25 
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to  the  rights  of  the  assured  for  the  breaches  of  contract  by 
the  respondent. 

The  answers  deny  that  the  respondent  was  a  common 
carrier.  They  set  up,  as  defences,  that  the  Montana  was 
registered  at  Liverpool,  which  was  her  home  port,  where  the 
respondent  carried  on  its  business,  having  an  agency  at  New 
York ;  that  the  goods  were  received  under  bills  of  lading, 
which  constituted  the  contracts ;  that  the  respondent  assumed 
no  greater  risks  than  are  expressed  in  the  bills  of  lading; 
and  that  the  loss  or  damage  to  the  goods  was  by  perils  of 
the  sea,  and  by  causes  in  respect  of  which  the  respondent 
was  exempt  from  liability  by  law  and  by  the  bills  of  lading. 
The  answers  set  forth  the  particulars  of  the  voyage  and  the 
stranding,  and  deny  negligence,  and  allege  that,  in  respect  to 
the  employment  of  a  skilled  and  licensed  master  and  officers, 
and  the  careful  observation  by  them  of  the  elements,  and 
everything  which  would,  in  the  exercise  of  ordinary  human 
skill,  enable  them  to  determine  and  judge  the  position  of  the 
vessel,  and  to  navigate  her  accordingly,  and  in  respect  to  her 
seaworthiness  and  outfit,  and  everything  within  the  reasonable 
limits  of  skill  and  foresight,  the  respondent  complied  with  its 
contracts  and  with  all  the  requirements  of  law. 

The  bill  of  lading,  Exhibit  C,  in  the  first  entitled  case,  is 
a  through  bill  of  lading,  issued  at  Nashville,  Tennessee, 
headed,  "  Overland  and  Ocean  bill  of  lading,  Louisville  and 
Nashville  and  South  and  North  Alabama  Bailroad,  and  the 
Williams  and  Guion  Steamship  Company,  from  Nashville, 
Tenn.,  to  Liverpool,  Eng."  It  covers  300  bales  of  cotton, 
stated  to  be  "  shipped  in  apparent  good  order,"  and  "  to  be 
delivered  in  like  good  order  and  condition  *  *  *  under 
the  following  terms  and  conditions,  viz.:  That  the  said  L  <fc 
N.  &  So.  &  No.  Ala.  Railroads  and  their  connections  which 
receive  this  property  shall  not  be  liable  for  *  *  *  loss  or 
damage  on  any  article  or  property  whatever  by  fire  or  other 
casualty  while  in  transit,  or  while  in  deposit  or  places  of 
transhipment,  or  at  depots  or  landings  at  all  points  of  delivery, 
nor  for  loss  or  damage  by  fire,  collision,  or  the  dangers  of 


JULY,  1884.  387 


The  Phenix  Insurance  Co.  v.  The  Liverpool  and  Great  Western  Steamship  Co. 

navigation  while  on  seas,  rivers,  lakes  or  canals.  *  *  *  It 
is  further  agreed,  that  said  L.  &  N.  &  So.  &  No.  Ala.  Railroads 
and  their  connections  shall  not  be  held  accountable  for  any 
damage  or  deficiency  in  packages  after  the  same  shall  have 
been  receipted  for  in  good  order  by  consignees  or  their  agents, 
at  or  by  the  next  carrier  beyond  the  point  to  which  this  bill  of 
lading  contracts.  *  *  *  It  is  further  stipulated  and 
agreed,  that,  in  case  of  any  loss,  detriment  or  damage  done  to 
or  sustained  by  any  of  the  property  herein  receipted  for 
during  such  transportation,  whereby  any  legal  liability  or 
responsibility  shall  or  may  be  incurred,  that  company  alone 
shall  be  held  answerable  therefor  in  whose  actual  custody  the 
same  may  be  at  the  time  of  the  happening  of  such  loss, 
detriment  or  damage,  and  the  carrier  so  liable  shall  have  the 
full  benefit  of  any  insurance  that  may  have  been  effected  upon 
or  on  account  of  said  goods.  And  it  is  further  agreed,  that 
the  amount  of  the  loss  or  damage  so  accruing,  so  far  as  it 
shall  fall  upon  the  carriers  above  described,  shall  be  computed 
at  the  value  or  cost  of  said  goods  or  property  at  the  place  and 
time  of  shipment  under  this  bill  of  lading.  This  contract  is 
executed  and  accomplished,  and  the  liability  of  the  L.  &  N.  & 
So.  &  No.  Ala.  Railroads  and  their  connections,  as  common 
carriers  thereunder,  terminates  on  delivery  of  the  goods  or 
property  to  the  steamship  company  at  New  York,  when  the 
liability  of  the  steamship  commences,  and  not  before.  And 
it  is  further  agreed,  that  the  property  shall  be  transported 
from  the  port  of  New  York  to  the  port  of  Liverpool  by  the 
said  steamship  company,  with  liberty  to  ship  by  any  other 
steamship  or  steamship  line,  subject  to  the  following  terms 
and  conditions,  viz.:  To  be  delivered  *  *  *  in  the  like 
good  order  and  condition  at  the  aforesaid  port  of  Liverpool, 
(the  acts  of  God  *  *  *  barratry  of  master  or  mariners, 
*  *  *  loss  or  damage  resulting  from  *  *  *  risk  of 
craft  *  *  *  at  sea  in  craft  or  on  shore  *  *  *  or 
any  other  accidents  of  the  seas,  rivers  and  steam  navigation, 
of  whatever  nature  or  kind  soever,  excepted,  whether  any  one 
or  more  of  all  such  exceptions  arise,  occur,  or  are  in  any  way 
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occasioned  from  or  by  the  negligence,  default  or  error  in 
judgment  of  the  master,  mariners,  engineers  or  others  of  the 
crew,  or  of  any  of  the  servants  or  employes  of  the  ship- 
owners, or  otherwise  however;)  *  *  *  Notice.  In  ac- 
cepting this  bill  of  lading,  the  shipper  or  agent  of  the  owner 
of  the  property  carried  expressly  accepts  and  agrees  to  all  its 
stipulations,  exceptions  and  conditions,  whether  written  or 
printed."  The  bill  of  lading  is  dated  at  Nashville,  Tennessee, 
February  4th,  1880,  and  is  signed,  "  B.  F.  Champe,  G.  A., 
agent  severally,  but  not  jointly." 

The  bill  of  lading,  Exhibit  H,  in  the  first  entitled  case,  is 
like  Exhibit  C,  except  that  it  is  for  150  bales  of  cotton,  by 
other  shippers,  and  is  dated  February  5th,  1880. 

The  bill  of  lading,  Exhibit  J,  in  the  first  entitled  case,  is 
like  Exhibit  H,  except  that  it  is  for  100  bales  of  cotton,  and  is 
dated  February  12th,  1880. 

The  bill  of  lading,  Exhibit  P,  in  the  first  entitled  case,  is 
dated  at  New  York,  March  1st,  1880,  and  covers  22  boxes  of 
bacon  and  4  tierces  of  hams,  shipped  in  good  order,  and  to  be 
delivered  in  like  good  order  and  condition,  at  the  port  of 
Liverpool,  "  the  act  of  God  *  *  *  barratry  of  master  or 
mariners,  *  *  *  loss  or  damage  resulting  from  *  *  * 
any  of  the  following  perils,  (whether  arising  from  the  negli- 
gence, default,  or  error  in  judgment  of  the  master,  mariners, 
engineers  or  others  of  the  crew,  or  otherwise  howsoever,) 
excepted,  namely,  risk  of  craft  *  *  *  at  sea  in  craft  or 
on  shore  *  *  *  or  from  the  consequences  of  any  dam- 
age or  injury  thereto,  howsoever  such  damage  or  injury 
may  be  caused,  *  *  *  stranding,  or  other  peril  of  the 
seas,  rivers  or  navigation,  of  whatever  nature  or  kind  so- 
ever, and  howsoever  such  *  *  *  stranding,  or  other  peril 
may  be  caused.  *  *  *  In  accepting  this  bill  of  lading, 
the  shipper  or  other  agent  of  the  owner  of  the  property 
carried  expressly  accepts  and  agrees  to  all  its  stipulations, 
exceptions  and  conditions,  whether  written  or  printed." 

The  bill  of  lading,  Exhibit  C,  in  the  second  entitled  case, 
is  like  Exhibit  P,  in  the  first  entitled  case,  except  that  it  is  for 
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16,441f  |  bushels  of  wheat,  in  bulk  aud  bags,  by  other  ship- 
pers, and  is  dated  February  28th,  1880. 

The  bill  of  lading,  Exhibit  H,  in  the  second  entitled  case, 
is  a  through  bill  of  lading,  issued  at  Buffalo,  New  York, 
headed,  "  Foreign  bill  of  lading,  S.  S.  Montana,  New  York 
Central  and  Hudson  River  Railroad  Company,  and  the 
Guion  Line  Steamship  Co.,  from  Buffalo  to  Liverpool."  It 
covers  100  boxes  of  middles,  stated  to  be  "shipped  in  ap- 
parent good  order,"  and  to  be  "  subject  to  all  the  conditions 
expressed  in  the  customary  forms  of  bills  of  lading  in  use  by 
said  steamships  or  steamship  company  at  time  of  shipment," 
and   "to  be   delivered   in   like   good  order  and  condition 

*  *  *  under  the  following  terms  and  conditions,  viz.: 
That  the  said  New  York  Central  and  Hudson  River  Rail- 
road Company,  and  its  connections,  which  receive  said  prop- 
erty, shall  not  be  liable  *  *  *  for  loss  or  damage  on 
any  article  of  property  whatever,  by  fire  or  other  casualty 
while  in  transit,  or  while  in  deposit  or  places  of  tranship- 
ment, or  at  depots  or  landings  at  all  points  of  delivery,  nor 
for  loss  or  damage  by  fire,  collision,  or  the  dangers  of  navi- 
gation, while  on  seas,  rivers,  lakes  or  canals.  *  *  *  It 
is  further  agreed,  that  said  New  York  Central  and  Hudson 
River  Railroad  Company  and  its  connections  shall  not  be 
held  accountable  for  any  damage  or  deficiency  in  packages 
After  the  same  shall  have  been  receipted  for  in  good  order 
by  consignees  or  their  agents,  at  or  by  the  next  carrier  be- 
yond  the   point   to   which   this   bill    of    lading    contracts. 

*  *  *  It  is  further  stipulated  and  agreed,  that  in  case  of 
any  loss,  detriment  or  damage  done  to  or  sustained  by  any 
of  the  property  herein  receipted  for  during  such  transpor- 
tation, whereby  any  legal  liability  or  responsibility  shall  or 
may  be  incurred,  that  company  alone  shall  be  held  answerable 
therefor  in  whose  actual  custody  the  same  may  be  at  the  time 
of  the  happening  of  such  loss,  detriment  or  damage,  and  the 
carrier  so  liable  shall  have  the  full  benefit  of  any  insurance 
that  may  have  been  effected  upon  or  on  account  of  said  goods. 
And  it  is  further  agreed,  that  the  amount  of  loss  or  damage  so 
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accruing,  so  far  as  it  shall  fall  upon  the  carriers  above  de- 
scribed, shall  be  computed  at  the  value  or  cost  of  the  said 
goods  or  property  at  the  place  and  time  of  shipment  under 
this  bill  of  lading.  This  contract  is  executed  and  accom- 
plished, and  the  liability  of  the  New  York  Central  and  Hud- 
son River  Railroad  Company,  as  common  carriers  thereunder, 
terminates,  on  the  delivery  of  the  goods  or  property  to  the 
steamship  company  at  New  York,  when  the  liability  of  the 
steamship  company  commences,  and  not  before.  And  it  is 
further  agreed,  that  the  property  shall  be  transported  from  the 
port  of  New  York  to  the  port  of  Liverpool  by  the  said  steam- 
ship company,  with  liberty  to  ship  by  any  other  steamship  or 
steamship  line,  subject  to  the  following  terms  and  conditions, 
viz.:  To  be  delivered  *  *  *  in  the  like  good  order  and 
condition,  at  the  aforesaid  port  of  Liverpool,  Eng.,  (the  act 
of  God  *  *  *  barratry  of  master  or  mariners,  *  *  * 
loss  or  damage  resulting  from  *  *  *  risk  of  craft 
*  *  *  at  sea  in  craft  or  on  shore  *  *  *  or  any  other 
accidents  of  the  seas,  rivers  and  steam  navigation,  of  what- 
ever nature  or  kind  soever  excepted,  whether  any  one  or  more 
of  all  such  exceptions  arise,  occur,  or  are  in  any  way  occa- 
sioned, from  or  by  the  negligence,  default  or  error  in  judgment, 
of  the  master,  mariners,  engineers  or  others  of  the  crew,  or  of 
any  of  the  servants  or  employes  of  the  ship-owners,  or  other- 
wise, however.)  *  *  *  Notice.  In  accepting  this  bill  of 
lading,  the  shipper  or  the  agent  of  the  owner  of  the  property 
carried  expressly  accepts  and  agrees  to  all  its  stipulations,  ex- 
ceptions and  conditions,  whether  written  or  printed."  The 
bill  of  lading  is  dated  at  Buffalo,  February  28th,  1880,  and  is 
signed,  "  S.  Strandguard,  agent  severally,  but  not  jointly," 
and  also  contains  the  words,  "  Buffalo,  N.  Y.,  to  Liverpool, 
Eng.,  via  New  York." 

The  bill  of  lading,  Exhibit  1,  in  the  second  entitled  case,  is 
like  Exhibit  H,  in  the  second  entitled  case,  except  that  it  is  for 
145  boxes  of  bellies,  shoulders  and  middles. 

The   bill   of  lading,  Exhibit  N,  in  the  second   entitled 
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case,  is  like  Exhibit  P,  in  the  first  entitled  case,  except  that 
it  is  for  200  bales  of  cotton,  and  is  dated  March  2d,  1880. 

The  question  of  negligence  in  the  Montana  has  been  se- 
verely litigated,  but,  on  the  facts  found,  there  is  no  room  for 
doubt  as  to  the  proper  conclusion.  Those  facts  are  set  forth 
in  the  findings  of  fact,  and  establish  the  negligence.  It  is 
not  necessary  to  discuss  the  evidence.  That  was  done  in  the 
decision  of  the  District  Judge,  and  his  views  and  conclusions 
are,  in  the  main,  satisfactory.  Taking  the  account  given  by 
the  master  in  his  testimony,  -the  District  Judge  was  of  opin- 
ion' that  it  was  untrue  in  important  particulars ;  that  it  was 
not  true  that  the  ship  ran  only  five  minutes,  and  that  at  slow 
speed,  on  an  east,  three-quarters  south  course;  that,  if  the 
master  did  not  note  the  length  of  time  that  he  ran  on  that 
course,  he  was  guilty  of  gross  negligence;  and  that,  if  he 
did  note  the  time,  it  was  incumbent  on  him  to  state  it  truly, 
and  he  had  not  done  so.  The  District  Judge  was  also  of 
opinion,  that  the  ship,  instead  of  passing  the  South  Stack  at 
a  distance  of  fifteen  miles,  passed  it  close  at  hand ;  and  that 
it  was  not  true  that  the  light  changed  its  bearing  to  the 
master,  in  one.  hour,  with  the  ship  at  full  speed,  on  the 
course  she  was  on,  only  two  points.  The  District  Judge  also 
commented  upon  the  facts,  that  the  point  marked  by  the  mas- 
ter, on  the  chart,  as  that  at  which  he  lost  the  South  Stack  light, 
and  changed  his  course  to  east  three-quarters  south,  was  a 
point  where  the  Skerries  light  should  have  been  in  view,  but 
was  not,  and  yet  it  did  not  occur  to  him  that  that  light  and 
the  South  Stack  light  might  be  obscured  by  a  fog ;  and  that, 
although  both  the  South  Stack  light  and  the  Skerries  light 
ought  to  have  been  seen  by  him  at  the  same  time,  if  he  was 
where  he  supposed  he  was,  he  did  not  allow  a  doubt  to  arise, 
nor  exercise  the  reasonable  care  of  using  the  lead,  when  he 
changed  his  coarse  to  east  three-quarters  south ;  that  the  in- 
ability to  6ee  either  of  the  two  lights  while  on  the  latter 
course  was  indicative  of  a  fog,  even  before  the  North  Stack 
gun  was  heard ;  that  the  doubling  of  the  lookouts  and  the 
blowing  of  the  whistle  indicated  that  a  fog  was  thought  of ; 
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that  the  testimony  of  the  engineer,  that  the  engine  went  at  f  nil 
speed  until  just  as  the  ship  struck,  is  contradictory  of  the 
statement  of  the  master  that  he  ran  at  half  speed  on  the  east 
three-quarters  south  course,  and  slow  after  changing  back 
again ;  and  that,  to  make  this  last  change,  after  hearing  the 
North  Stack  fog  gun  abaft  his  starboard  beam,  and  knowing 
what  it  indicated,  and  to  keep  on  the  new  course,  was  a  gross 
mistake.  The  conclusion  of  the  District  Judge  was,  that,  on 
the  master's  own  showing,  he  failed  to  use  reasonable  care  and 
skill  in  navigating  his  vessel,  on  hearing  the  North  Stack  gun ; 
that  such  negligence  caused  the  damage  in  question ;  and  that 
it  was  not  the  result  of  a  mere  error  of  judgment. 

In  addition  to  the  foregoing  views,  which  are  justified  by 
the  evidence,  and  involve  the  conclusion  that  the  master,  when 
he  changed  from  his  course  from  east  three-quarters  south, 
had  reasonable  ground  to  believe  that  he  had  been  mistaken 
all  along  as  to  the  position  of  his  ship,  and  mistaken  as  to  the 
distance  of  the  South  Stack  light  from  him,  during  the  time 
he  saw  it,  it  is  to  be  remarked,  that,  in  determining  on  the 
course  to  run,  on  changing  from  east  three-quarters  south, 
the  master  was  bound  not  to  ignore  the  fact  that  he  had 
taken  no  cross  bearings  of  the  South  Stack  light.  The  failure 
to  take  such  cross  bearings  might  not  alone  be  enough  to  con- 
vict the  master  of  negligence,  but  the  recollection  of  the  fact 
that  he  had  not  taken  such  cross  bearings,  coupled  with  the 
recollection  of  the  fact  that  he  first  saw  the  South  Stack  light 
in  so  unexpected  a  direction,  and  believed  that  he  passed  it 
at  so  unusual  a  distance,  and  with  the  failure  to  see  the 
Skerries  light  on  losing  the  South  Stack  light,  and  with  the 
bearing  of  the  North  Stack  fog  gun  abaft  his  starboard  beam, 
stamp  his  action  after  hearing  the  gun  as  negligence  and  not 
error  of  judgment. 

Stress  is  laid  by  the  respondent  on  the  provisions  in  the 
through  bills  of  lading,  that  "  the  carrier  so  liable  shall  have 
the  full  benefit  of  any  insurance  that  may  have  been  effected 
upon  or  on  account  of  said  goods."  But  that  provision  ap- 
plies only  to  the  transportation  to  New  York,  and  not  to  the 
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ocean  transit.  The  terms  and  conditions  of  the  transporter 
tion  to  New  York  by  the  railroads  and  their  connections  are 
separate  and  distinct,  in  the  through  bills  of  lading,  from  the 
terms  and  conditions  of  the  ocean  transportation.  The  agent 
signs  as  "  agent  severally,  bnt  not  jointly."  The  terms  and 
conditions  of  the  ocean  carriage  contain  no  clause  as  to  the 
benefit  of  insurance.  No  such  clause  is  found  in  the  bills 
of  lading  dated  at  New  York,  not  issued  in  connection  with 
railroad  transportation. 

The  clause  as  t6  nonliability  for  the  negligence  of  the 
master  or  crew,  or  for  any  accident  of  the  seas  however 
happening,  is  eommon  to  all  the  bills  of  lading ;  and  the  re- 
spondent contends  that  under  them  it  is  not  liable  for  the  loss 
in  these  cases.  The  District  Judge  held  that  the  respondent 
was  a  common  carrier.  The  evidence  shows  that  the  steam- 
ers of  the  line  carried  to  Liverpool  grain,  provisions  and  cot- 
ton, and  brought  back  British  products,  iron,  coal,  salt  and 
dry  goods ;  that  they  also  carried  passengers ;  that  the  re- 
spondent advertised  for  cargo  and  passengers,  and  carried 
general  cargo ;  that  it  refused  to  carry  what  would  taint  other 
cargo,  or  be  dangerous  to  passengers,  or  would  overload  the 
vessel,  but  with  those  exceptions  it  took  what  cargo  was  offered 
if  the  rate  of  freight  was  satisfactory ;  and  that  the  ships  sailed 
on  regular  advertised  days,  and  had  been  running  since  1866, 
and  had  a  regular  pier  in  New  York,  and  a  regular  landing 
place  in  Liverpool.  If  this  does  not  make  the  respondent  and 
its  ships  common  carriers,  nothing  can  do  so.  In  2  Kent's 
Comm.y  598,  it  is  said  :  "  Common  carriers  undertake  gener- 
ally, and  not  as  a  casual  occupation,  and  for  all  people  in- 
differently, to  convey  goods  and  deliver  them  at  a  place 
appointed,  for  hire,  as  a  business,  and  with  or  without  a 
special  agreement  as  to  price.  They  consist  of  two  distinct 
classes  of  men,  viz.,  inland  carriers  by  land  or  water,  and 
carriers  by  sea."  It  is  also  there  said,  that,  in  the  aggregate 
body  are  included  "owners  of  ships,  vessels  and  all  water 
craft,  including  steam-vessels  and  steam  tow-boats,  belonging 
to  internal  as  well  as  coasting  and  foreign  navigation."    In 
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1  Parsons  on  Maritime  Law,  ch.  7,  sec.  5,  p.  173,  it  is  said : 
"  One  who  carries  by  water,  in  the  same  way  and  on  the  same 
terms  as  a  common  carrier  by  land,  is  also  a  common  carrier ; 
or,  in  other  words,  it  is  not  the  land  or  the  water  which  de- 
termines whether  a  carrier  of  goods  is  a  common  carrier,  but 
oth6r  considerations,  which  are  the  same  in  both  cases ; "  and 
a  common  carrier  is  said,  p.  174,  to  be  "  one  who  offers  to  carry 
goods  for  any  person,  between  certain  termini  or  on  a  certain 
route." 

It  is  contended,  for  the  respondent,  t&at  a  carrier  of  goods 
by  a  vessel  may  lawfully  contract  for  exemption  from  liabil- 
ity for  the  negligence  of  his  agents  in. charge  of  the  naviga- 
tion of  the  vessel. 

In  New  Jersey  Steam  Navigation  Co.  v.  Merchants  Bank, 
(6  How.,  344,)  the  Navigation  Company,  a  carrier  by  water, 
by  a  steamboat,  between  New  York  and  Providence,  carried 
goods  for  one  Harnden,  under  an  agreement  that  he  alone 
should  be  responsible  for  the  loss  or  injury  of  any  property 
committed  to  his  care,  and  that  no  risk  was  assumed  by  or 
could  be  attached  to  the  company,  as  proprietor  of  the 
steamboat.  Harnden  was  an  expressman,  who  carried  on  the 
steamboat,  under  that  agreement,  money,  in  specie,  for  the 
bank.  The  boat  was  burned  through  the  negligence  of  the 
company  in  the  equipment  of  the  boat  and  the  stowage  of 
cargo,  and  the  negligence  of  her  officers  on  the  voyage. 
The  Court  treated  the  company  as  liable  as  a  carrier,  and 
considered  the  question  as  to  how  far  the  special  agreement 
had  qualified  its  common  law  liability.  The  Court  held,  that 
while  a  carrier  might  limit  his  liability  by  a  special  agreement, 
expressly  assented  to  by  both  parties,  the  agreement  in  that 
case  could  not  be  considered  as  stipulating  for  "  wilful  mis- 
conduct, gross  negligence  or  want  of  ordinary  care,  either  in 
the  seaworthiness  of  the  vessel,  her  proper  equipments  and 
furniture,  or  in  her  management  by  the  master  and  hands ; " 
that  the  burden  was  on  the  bank  to  show  such  negligence 
or  want  of  care ;  that  that  was  shown ;  and  that  the  company 
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was  liable  for  the  lose,  notwithstanding  the  special  agree- 
ment. 

In  Bailroad  Go.  v.  Zockzoood,  (17  Wall.,  357,)  a  drover 
was  travelling  on  a  railroad,  on  a  stock  train,  to  look  after  his 
cattle,  on  a  free  pass,  nnder  an  agreement  by  which  he  as- 
sumed all  risk  of  personal  injury.  He  was  injured  while  trav- 
elling on  the  stock  train  and  sued  the  railroad  company  for 
damages.  Negligence  on  its  part  was  proved  and  found  by  the 
jury.  The  Supreme  Court  held  that  the  case,  on  its  facts, 
was  one  of  carriage  of  the  drover  for  hire.  The  distinct  ques- 
tion raised,  as  stated  by  the  Court,  was,  "  whether  a  railroad 
company  carrying  passengers  for  hire  can  lawfully  stipulate 
not  to  be  answerable  for  their  own,  or  their  servants',  negli- 
gence in  reference  to  such  carriage."  The  Court  says,  that  a 
common  carrier  may,  by  special  contract,  limit  his  common 
law  liability ;  that  that  was  held  in  New  Jersey  Steam  Navi- 
gation Company  v.  Merchants'  Bank ;  and  that  the  case  of 
Lockwood  seemed  to  be  almost  precisely  within  the  category 
of  the  decision  in  6  Howard,  the  contracts  in  both  cases  being 
general,  exempting  the  carrier  from  all  risk,  and  the  Court,  in 
the  case  in  6  Howard,  having  held  that  it  would  not  be 
presumed  that  the  parties  intended  to  include  the  negligence 
of  the  carrier  or  his  agents  in  such  exemption.  The  Court, 
then,  in  the  Lockwood  case,  proceeds  to  examine  the  ques- 
tion whether  common  carriers  may  excuse  themselves  from 
liability  for  negligence.  It  reviews  the  course  of  decisions 
in  New  York  on  the  subject,  and  concludes  that  the  Courts 
of  New  York  had  carried  the  power  of  the  common  carrier 
to  make  special  contracts  to  the  extent  of  enabling  him  to 
exonerate  himself  from  the  effects  of  even  gross  negligence. 
But  it  proceeds  to  examine  the  question  as  one  of  general 
commercial  law,  arising  in  a  Federal  Court  administering  jus- 
tice in  New  York,  and  having  equal  and  co-ordinate  jurisdic- 
tion with  the  Courts  of  that  State.  It  then  discusses  the 
cases  on  the  subject  in  Pennsylvania,  Ohio,  Maine  and  Mas- 
sachusetts, and  cites  those  in  other  States,  and  English  cases, 
and  cases  as  to  both   passengers  and  goods  in  the  Supreme 
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Court.  Among  the  cases  as  to  goods  were  York  Company 
v.  Central  Railroad,  (3  Wall.,  113,)  and  Express  Co.  v. 
Kountze,  (8  Id.,  342.)  In  view  of  all  these  cases,  it  holds, 
that  a  carrier  having  a  regularly  established  business  for 
carrying  all  or  certain  articles,  and  especially  if  that  carrier 
be  a  corporation  created  for  the  purpose  of  the  carrying 
trade,  and  the  carriage  of  the  articles  is  embraced  within  the 
scope  of  its  chartered  powers,  is  a  common  carrier ;  that  a 
special  contract  about  its  responsibility  does  not  divest  it  of 
that  character ;  that  it  cannot  be  permitted  to  stipulate  for 
immunity  for  the  negligence  of  its  servants ;  that  the  business 
of  a  carrier  is  a  public  one,  and  those  who  employ  the  carrier 
have  no  real  freedom  of  choice,  and  the  carrier  cannot  be  al- 
lowed to  impose  conditions  adverse  to  public  policy  and  mo- 
rality ;  that  freedom  from  liability  for  losses  through  sheer 
accident,  or  dangers  of  navigation,  which  no  human  skill  or 
vigilance  can  guard  against,  or  for  losses  of  money  or  valuable 
articles  liable  to  be  stolen  or  damaged,  unless  apprised  of  their 
character  or  value,  or  for  like  cases,  is  just  and  reasonable,  and 
may  be  stipulated  for,  but  that  a  public  carrier  cannot  stipu- 
late for  exemptions  which  are  unreasonable  and  improper, 
and  which  amount  to  an  abdication  of  the  essential  duties  of 
his  employment ;  that  a  stipulation  for  exemption  from  liabil- 
ity for  negligence  is  not  just  or  reasonable ;  that  a  failure  to 
exercise  such  care  and  diligence  as  are  due  from  the  carrier  is 
negligence ;  and  that  the  carrier  remains  liable  for  the  negli- 
gence if  the  exemption  stipulated  for  is  unlawful.  The  Court 
then  formulates  its  conclusions  thus :  1.  A  common  carrier 
cannot  lawfully  stipulate  for  exemption  from  responsibility, 
when  such  exemption  is  not  just  and  reasonable  in  the  eye  of 
the  law.  2.  It  is  not  just  and  reasonable,  in  the  eye  of  the 
law,  for  a  common  carrier  to  stipulate  for  exemption  from  re- 
sponsibility for  the  negligence  of  himself  or  his  servants.  3. 
These  rules  apply  both  to  carriers  of  goods  and  carriers  of 
passengers  for  hire,  and  with  special  force  to  the  latter.  4.  A 
drover  travelling  on  a  pass,  such  as  was  given  in  that  case,  for 
the  purpose  of  taking  care  of  his  stock  on  the  train,  is  a  pas- 
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senger  for  hire.  Although  the  case  of  Lockwood  was  one  of 
a  passenger,  and  not  of  goods,  the  Court  took  pains  to  say 
that  the  rules  it  laid  down  were  applicable  to  a  carrier  of 
goods.  The  reason  assigned  was,  that  the  principles  which 
demanded  the  existence  of  the  rules  in  regard  to  passengers 
demanded  that  they  should  apply  in  regard  to  goods,  though 
they  applied  with  special  force  to  passengers.  Those  princi- 
ples were  fully  discussed  in  the  opinion. 

In  Express  Co.  v.  Caldwell,  (21  Wall.,  264,)  it  is  stated  to 
be  the  settled  law,  that  the  responsibility  of  a  common  carrier 
may  be  limited  by  an  express  agreement,  if  the  limitation  be 
such  as  the  law  can  recognize  as  reasonable  and  not  inconsist- 
ent with  sound  public  policy,  and  the  cases  in  3  and  17  Wal- 
lace are  cited  as  holding  that  such  limitation  cannot  extend  to 
losses  by  negligence  or  misconduct.  This  view  is  again  as- 
serted in  Railroad  Co.  v.  Pratt,  (22  Wall.,  123,)  and  in  BamJc 
of  Kentucky  v.  Adams  Express  Co.,  (93  U.  S.,  174.)  These 
cases  involved  goods  carried  on  land. 

No  legal  distinction  can  be  perceived  between  goods 
carried  by  a  common  carrier  on  land,  and  goods  carried 
by  one  on  the  ocean,  in  respect  to  this  question.  It  is 
urged,  however,  that  the  contract  here  was  to  be  chiefly  per- 
formed on  board  of  a  British  vessel,  and  to  be  finally  com- 
pleted in  Great  Britain,  and  the  damage  occurred  in  Great 
Britain ;  and  that  the  law  of  Great  Britain,  which  is  asserted 
to  be  different  from  the  law  here,  is  applicable  to  the  case. 
As  to  this  suggestion,  it  is  sufficient  to  say,  that  the  answers 
expressly  admit  the  jurisdiction  of  the  District  Court,  asserted 
in  the  libels ;  and  that  it  is  not  set  up,  in  the  answers,  that  the 
law  of  Great  Britain,  or  any  other  law  than  that  of  the  forum, 
is  applicable  to  the  case,  nor  is  the  law  of  Great  Britain,  if  it 
be  different,  proved  as  a  fact.  The  case  must  be  decided  ac- 
cording to  the  law  of  the  Federal  Courts,  as  a  question  of  gen- 
eral commercial  law. 

Aside  from  this,  it  may  be  said,  that  there  was  nothing  in 
these  contracts  of  affreightment  to  indicate  any  contracting  in 
view  of  any  other  law  than  the  recognized  law  of  such  forum 
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in  the  United  States  as  should  have  cognizance  of  suits  on  the 
contracts. 

As  the  libellants  paid  the  losses  and  damage  resulting  from 
the  negligence  for  which  the  respondent  was  liable,  they  were 
subrogated  to  the  rights  of  the  insured  and  are  entitled  to 
maintain  these  suits  to  recover  what  they  so  paid.  {Hall  v. 
Railroad  Cos.,  13  Wall.,  367,  373 ;  The  Montieello,  17  How., 
152.) 

It  is  urged  for  the  respondent,  that,  as  the  libellants  in- 
sured these  risks,  and  were  paid  for  so  doing,  they  should  bear 
the  loss ;  that,  by  the  contract,  the  shipper  was  the  insurer 
against  the  negligence,  relieving  the  'ship-owner  of  what  would 
otherwise  have  been  his  risk,  and  re-insured  the  risk  with  the 
libellants;  and  that  the  agreement  of  the  shipper  to  insure 
against  the  negligence  gave  him  the  insurable  interest  which 
he  re-insured.  The  answer  to  this  view  is,  that  the  libellants 
insured  the  goods  against  the  risks  specified  in  the  policies, 
which  risks  covered  the  damage  in  question,  and  that  they  are 
entitled  to  the  rights  of  the  shippers  under  the  contracts,  and, 
as  the  exemption  agreed  on  would  be  of  no  avail  as  a  defence 
to  suits  by  the  shippers,  it  is  of  no  avail  against  the  libellants, 
in  this  forum. 

The  policy  of  the  maritime  law,  to  limit  the  liability  of 
ship-owners,  is  invoked,  and  it  is  urged  that  they  .ought  to  be 
allowed  to  limit  their  liability,  by  contract.  The  liability  of 
ship-owners  is  limited  by  statute.  (Rev.  Stat.  U.  /SI,  §§  4,282 
to  4,289,)  and  the  extent  to  which  such  limitation  is  thus  al- 
lowed may  be  considered  as  indicating  the  view  of  Congress 
as  to  how  far  legislation  ought  to  prescribe  exemption.  It  is 
said,  in  Railroad  Co.  v.  Lockwood,  (17  Wall.,  361,)  that  these 
statutory  provisions,  as  then  enacted  in  the  Act  of  March  3d, 
1851,  (9  U.  S.  Stat,  at  Large,  635,)  leave  the  ship-owner  liable, 
to  the  extent  of  his  ship  and  freight,  for  the  negligence  and 
misconduct  of  his  employes,  and  liable  without  limit  for  his 
own  negligence.  In  §  1  of  the  Act  of  1851,  there  was  a  pro- 
viso, that  nothing  in  the  Act  contained  should  prevent  the 
parties  from  making  such  contract  as  they  pleased,  extending  or 
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limiting  the  liability  of  ship-owners.  As  to  that  clause,  it  is  said, 
in  the  same  case,  that  that  proviso  neither  enacts  nor  affirms  any- 
thing, but  simply  expresses  the  intent  of  Congress  to  leave  the 
right  of  contracting  as  it  stood  before  the  Act.  But  that  pro- 
viso is  not  re-enacted  in  the  Revised  Statutes,  and,  as  a  portion 
of  the  section  containing  it  is  embraced  in  a  section  of  the  re- 
vision, the  proviso  is  repealed  by  force  of  §  5,596. 

The  amounts  due  to  the  libellants  were  ascertained  by  com- 
petent and  sufficient  proofs,  the  exceptions  of  the  respondent 
to  such  competency  and  sufficiency  having  been  waived  and 
stricken  out. 

There  must  be  decrees  for  the  libellants,  with  costs,  for  the 
amounts  stated  in  the  respective  conclusions  of  law  filed.* 

Afterwards,  the  respondent  made  a  motion,  in  the  cases,  for 
leave  to  amend  the  answers,  which  was  denied  August  21st, 

1884. 

Franklin  A.  Wilcox,  for  the  motion. 

Butler,  Stillman  c&  Hubbard,  opposed. 

Blatohfokd,  J.  In  the  decision  rendered  by  this  Court, 
in  these  cases,  (ante,  p.  397,)  it  was  said :  "  It  is  urged,  how- 
ever, that  the  contract  here  was  to  be  chiefly  performed  on 
board  of  a  British  vessel,  and  to  be  finally  completed  in  Great 
Britain,  and  the  damage  occurred  in  Great  Britain ;  and  that 

*  In  the  case  of  The  Ulster  Marine  Insurance  Company,  (Limited,)  v.  The 
Liverpool  and  Great  Western  Steamship  Company,  {Limited,)  heard  at  the  same 
time,  the  Court  rendered  the  following  decision :  "  As  the  amount  of  the  recovery 
in  the  District  Court,  in  this  case,  was  too  small  to  allow  an  appeal  from  this 
Court  to  the  Supreme  Court,  and  this  case  and  the  other  two  cases,  in  which  the 
amounts  decreed  by  this  Court  are  each  large  enough  for  such  an  appeal,  were 
tried  together  in  the  District  Court,  and  have  been  heard  together  in  this  Court, 
on  a  single  record,  and  the  question  of  the  liability  of  the  respondent  is  the 
same  in  aU  of  the  cases,  on  the  main  point  raised  on  the  merits,  it  seems  proper 
to  suspend  a  decision  of  this  case  until  an  appeal  to  the  Supreme  Court,  if 
promptly  taken  by  the  respondent,  in  either  of  the  other  two  cases,  shall  be 
decided." 
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the  law  of  Great  Britain,  which  is  asserted  to  be  different  from 
the  law  here,  is  applicable  to  the  case.  As  to  this  suggestion, 
it  is  sufficient  to  say,  that  the  answers  expressly  admit  the 
jurisdiction  of  the  District  Court,  asserted  in  the  libels ;  and 
that  it  is  not  set  up,  in  the  answers,  that  the  law  of  Great 
Britain,  or  any  other  law  than  that  of  the  forum,  is  applicable 
to  the  case,  nor  is  the  law  of  Great  Britain,  if  it  be  different, 
proved  as  a  fact.  The  case  must  be  decided  according  to  the  law 
of  the  Federal  Courts,  as  a  question  of  general  commercial  law. 
Aside  from  this,  it  may  be  said,  that  there  was  nothing  in  these 
contracts  of  affreightment  to  indicate  any  contracting  in  view  of 
any  other  law  than  the  recognized  law  of  such  forum  in  the 
United  States  as  should  have  cognizance  of  suits  on  the  con- 
tracts." In  the  decision  rendered  by  the  District  Judge,  he 
remarked :  "  It  is  said,  in  behalf  of  the  defendants,  that  their 
liability  upon  these  bills  of  lading  must  be  determined  by  the 
laws  of  England.  But  the  undisputed  facts  show  that  there 
is  no  ground  for  such  a  contention." 

The  respondent  now  moves,  in  these  cases,  "  for  leave  to 
amend  the  answers  herein  in  the  particulars  mentioned  and 
shown  in  the  proposed  amended  answers  hereto  annexed,  and 
for  leave  to  prove  the  law  of  Great  Britain,  as  therein  prayed, 
and  for  such  other  and  further  relief  as  may  be  just."  The 
motion  is  made  before  decrees  are  signed. 

The  allegations  of  the  original  answers,  which  are  proposed 
to  be  amended,  are  these :  u  First.  That  the  said  The  Liver- 
pool and  Great  Western  Steamship  Company  (Limited)  has 
duly  appeared  herein.  *  *  *  Tenth.  The  respondent  de- 
nies each  and  every  allegation  contained  in  the  ninth  article  of 
the  libel,  except  as  herein  admitted,  and  except  that  it  admits 
the  jurisdiction  of  this  Honorable  Court."  The  ninth  article 
of  the  libel,  in  each  case,  was  this :  u  Ninth.  All  and  singular 
the  premises  are  true,  and  within  the  Admiralty  and  maritime 
jurisdiction  of  this  Honorable  Court." 

The  answers,  if  amended  as  proposed,  are  to  contain  the 
following  allegations,  the  parts  not  found  in  the  original  an- 
swers being  underscored :  "  First.  That  the  said  The  Liverpool 
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and  Great  Western  Steamship  Company  (Limited)  has  duly 
appeared  herein,  but  without  prejudice  to  its  right  to  rely 
upon  the  hereinafter  mentioned  law  of  Great  Britain,  as  a 
ground  ff  defence  to  the  said  libel.  *  *  *  Tenth.  The 
respondent  denies  each  and  every  allegation  contained  in  the 
ninth  article  of  the  libel,  except  as  herein  admitted,  and  ex- 
cept that  it  admits  the  jurisdiction  of  this  Honorable  Court, 
toithout  prejudice,  howeoei\  to  its  right  to  rely  upon  the  here- 
inafter mentioned  law  of  Great  Britain,  as  a  ground  of  de- 
fence to  the  said  libel.  *  *  *  Fifteenth.  The  respondent, 
further  answering,  says,  that  the  said  steamer,  at  the  time  of 
the  said  accident,  was  sailing  under  the  flag  of  Cheat  Britain. 
Sixteenth.  That  the  law  of  Great  Britain,  at  all  the  times  men- 
tioned in  the  said  libel,  enabled  ship-owners,  by  express  con- 
tract,  to  exempt  themselves  from  liability  for  the  consequences 
of  any  damages  or  injury  to  goods  transported  on  their  ships, 
howsoever  the  same  might  have  been  caused,  whether  arising 
from  negligence,  defavU,  or  error  in  judgment,  of  the  master, 
mariners,  engineers,  or  others  of  the  crew,  or  otherwise. 
Seventeenth.  That,  by  the  contracts  for  the  transportation  or 
carriage  of  the  goods  claimed  to  have  been  lost  or  damaged  by 
the  libellant,  the  respondent  had  expressly,  and  in  conformity 
with  the  said  law,  exempted  itself  from  any  liability  whatso- 
ever. Eighteenth.  That  the  said  contracts  were  subject  to,  and 
governed  by,  this  said  law" 

The  affidavit  of  the  proctor  for  the  respondent,  on  which 
the  motion  is  based,  says,  "  that  the  respondent  contends  that 
the  question  of  its  liability  is  governed  by,  and  should  be  de- 
cided under,  the  law  of  Great  Britain ;  that,  by  the  said  law, 
the  respondent  would  be  exempt  from  liability  to  the  libellants 
in  these  actions ;  that  no  proof  of  the  said  law  has  been  made, 
it  having  been  understood  by  the  deponent  that  the  same  was 
recognized  by  the  libellants,  and  formal  proof  thereof  would 
not  be  required  by  them ;  that  the  question  was  argued,  and 
reference  and  allusion  made  to  the  books  of  statutes,  and  re- 
ports of  decisions,  of  Great  Britain,  without  objections  on 
the  part  of  libellants,  in  the  District  Court;  that  the  libel* 
Vol.  XXII.—  »6 
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lants,  in  their  brief  of  argument  before  this  Court,  expressly 
admit  that  such  is  the  law  of  Great  Britain,  in  the  follow- 
ing words,  viz. :  i  and  in  the  English  Courts,  which  uphold, 
to  the  fullest  extent,  the  carrier's  right  to  limit  his  liability, 
and  which  seem  to  recognize  some  special  reason  in  favor 
of  the  privilege  of  exemption  as  applicable  to  the  owners 
of  vessels  or  steamships,  as  contradistinguished  from  land 
carriers ; '  that,  nevertheless,  the  libellants  made  the  point  in 
this  Court,  and  for  the  first  time,  that  the  proof  had  not  been 
made ;  that  the  Court,  in  its  said  decision,  has  recognized  this 
point,  and  held  the  same  well  taken ;  that  great  injustice  may 
result  to  the  respondent  from  this  technicality,  and  it  there- 
fore prays  that  it  may  be  permitted  to  amend  its  answers  in 
the  said  actions,  so  that  they  will  aver  the  existence  of  the  said 
law,  and  its  applicability  to  these  actions ;  that  grave  questions 
and  doubts  exist  as  to  the  power  of  the  Courts  of  the  United 
States  to  decide  the  questions  involved  in  these  actions  with- 
out a  reference  to  the  said  law ;  that  the  issues  to  decide  this 
question,  under  the  view  taken  by  this  Court,  are  not  proper- 
ly raised  by  the  answers  of  the  respondent,  it  having  appeared 
unreservedly  and  admitted  therein  the  jurisdiction  of  the  Dis- 
trict Court;  that  jurisdiction  was  obtained  by  the  District 
Court,  in  these  cases,  by  process  in  personam,  with  clause  of 
foreign  attachment,  under  which  property  of  the  respondent 
was  seized,  and  the  respondent  appeared  in  consequence  there- . 
of ;  and  that  it  was  not  intended,  by  such  appearance,  or  by 
the  admission  of  the  jurisdiction  of  the  Court,  to  waive  its 
right  to  rely  upon  the  said  law  as  a  ground  of  defence.  It, 
therefore,  prays,  that  it  also  be  permitted  to  amend  its  an- 
wers,  so  that  they  will  qualify  the  appearance  and  admission 
of  jurisdiction  in  this  particular ; "  and  "  that  it  may  be  per- 
mitted to  prove,  in  this  Court,  the  said  law  of  Great  Britain, 
and  for  such  other  relief  as  may  be  just." 

The  libellants  oppose  this  motion.  Rule  24  of  the  Rules 
in  Admiralty  prescribed  by  the  Supreme  Court  applies  to  and 
covers  only  amendments  of  informations  and  libels.  Rule  51 
of  those  Rules  applies  only  to  amending  a  libel.  By  Rule  46, 
the  Circuit  Court  has  power,  in  cases  not  provided  for,  to 
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regulate  its  practice,  in  euch  manner  as  it  shall  deem  most  ex- 
pedient for  the  due  administration  of  justice  in  suits  in  Ad- 
miralty. Role  52  contemplates  that  there  shall  be  a  a  prayer 
for  an  appeal,"  in  the  District  Court,  and  that  such  paper 
shall  form  a  part  of  the  record  to  be  transmitted  to  the  Circuit 
Court,  on  appeal. 

This  Court  has  promulgated  Rules  in  regard  to  Appeals  in 
Admiralty,  as  follows :  "  Rule  3.  Every  appeal  to  the  Circuit 
Court,  in  a  cause  of  Admiralty  and  maritime  jurisdiction,  shall 
be  in  writing,  signed  by  the  party,  or  his  proctor,  and  deliv- 
ered to  the  clerk  of  the  District  Court  from  the  decree  of 
which  the  appeal  shall  be  made ;  and  it  shall  be  returned  to 
the  Court,  with  the  necessary  documents  and  proceedings, 
within  twenty  days,  and  by  the  first  day  of  the  next  term  after 
the  delivering  thereof  to  the  clerk,  unless  a  longer  time  is  al- 
lowed by  the  Judge.  Rule  4.  The  appeal  shall  briefly  state  th© 
prayers,  or  allegations,  of  the  parties  to  the  suit,  in  the  District 
Court,  the  proceedings  in  that  Court,  and  the  decree,  with  the 
time  of  rendering  the  same.  It  shall  also  state  whether  it  ia 
intended,  on  the  appeal,  to  make  new  allegations,  to  pray  dif- 
ferent relief,  or  to  seek  a  new  decision  on  the  facts,  and  the 
appellants  shall  be  concluded  in  this  behalf,  by  the  appeal 
filed."  The  final  decrees  of  the  District  Court,  in  these  cases, 
were  filed  and  entered  February  19th,  1884.  On  the  29th 
of  February,  1884,  a  notice  of  appeal  by  the  respondent  was 
filed  in  the  District  Court,  in  each  case.  On  the  6th  of  May, 
1884,  a  petition  of  appeal,  in  each  case,  was  filed  in  the  Dis- 
trict Court.  The  petition  complies  with  Rule  4  of  this  Court, 
and  says :  "  and,  on  the  said  appeal,  it  intends  to  have  the  said 
cause  heard  anew  on  the  pleadings  and  proofs  in  the  District 
Court,  and  other  proofs  to  be  introduced  in  the  said  Circuit 
Court."  The  petitions  of  appeal  do  not  state  that  t.he  appel- 
lants intend  to  make  new  allegations,  in  this  Court,  on  the  ap- 
peals. They  are,  therefore,  concluded,  in  that  behalf,  by  the 
appeals  filed. 

The  respondent  having  stated,  in  its  answers,  that  it  had 
duly  appeared  in  each  suit,  cannot  be  permitted  now  to  state 
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that  it  made  a  qualified  appearance.  It  does  not  appear  that 
it  made  a  qualified  appearance,  or  other  than  an  absolute  ap- 
pearance. The  respondent  having  admitted,  in  its  answers, 
the  jurisdiction  of  the  District  Court,  cannot  be  permitted  to 
now  change  that  admission  to  a  qualified  admission.  The 
making  of  these  allegations  in  the  answers  was  not  influenced 
by  anything  but  the  facts  of  the  case  as  then  before  the  re- 
spondent. There  was  no  mistake  or  misapprehension  of  fact, 
and  there  is  no  suggestion  that  the  respondent  did  not  know 
then  all  it  knows  now  in  regard  to  the  facts  of  the  case.  The 
allegations  that  the  steamer  was  sailing  under  the  British  flag, 
and  that  the  contracts  purported  to  exempt  the  respondent 
from  liability,  and  as  to  what  the  law  of  Great  Britain  was, 
are  allegations  of  facts  known  to  the  respondent  when  the  an- 
swers were  filed.  The  allegation  that  the  contracts  were 
subject  to,  and  governed  by,  the  law  of  Great  Britain,  as  an 
allegation  of  fact  or  law,  does  not  set  up  anything  newly  dis- 
covered ;  and,  if  it  is  intended  to  set  up  a  new  defence,  beyond 
any  set  up  before,  it  is  such  a  new  allegation  as  Rule  4  of  this 
Court,  as  to  appeals,  was  intended  to  cut  off,  unless  the  peti- 
tion of  appeal  should  state  an  intention  to  make  new  allega- 
tions in  this  Court.  That  Eule  is  a  reasonable  one,  and  is  cal- 
culated to  promote  the  due  administration  of  justice  in  suits 
in  Admiralty. 

The  motion  is  denied. 

Butter,  Stillman  &  Hubbard,  for  the  libellants. 

F.  A.  Wilcox,  for  the  respondent. 
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Timayenis  v.  The  Union  Mutual  Life  Insurance  Company,  of  Maine. 

Fotini  Timayenis  and  othkbs 

vs. 

The  Union  Mutual  Life   Insurance  Company,  of  Maine, 
and  Demosthenes  T.  Timayenis. 

A  policy  of  life  insurance  issued  by  a  corporation  of  Massachusetts,  recited  an 
application  by  R.,  for  insurance  on  the  life  of  T.,  and  the  agreement  of  R. 
to  pay  annual  premiums  for  10  years,  and  insured  the  life  of  T.,  for  $5,000, 
for  the  benefit  of  his  wife  and  their  children,  payable  to  them.  It  included 
a  clause,  that,  after  two  or  more  annual  premiums  were  paid,  the  policy  was 
to  be  a  paid-up  one,  of  $500  for  each  premium  paid.  R.  afterwards  surren- 
dered the  policy  to  the  insurer,  without  the  knowledge  of  the  wife  and  chil- 
dren, and  obtained  a  paid-up  policy,  on  the  life  of  T.,  payable  to  himself, 
for  $2,500.  T.  haying  died,  R.  furnished  proofs  of  death,  and  was  paid  by 
the  insurer  the  $2,600.  In  a  suit  by  the  wife  and  children,  against  the  in- 
surer,  to  recover  the  amount  due  on  the  first  policy:  Held, 

(1.)  R.  did  not  act  as  the  agent  of  the  plaintiffs,  in  surrendering  the  first 
policy; 

(2.)  Under  the  statute  of  Massachusetts,  (Gen.  Stats.,  I860,  c.  58,  §  62,)  the  pol- 
icy enured  to  the  benefit  of  the  wife  and  children ; 

(8.)  Proof  of  death  was  waived  by  the  insurer,  by  accepting  from  the  plaintiffs, 
without  objection,  an  affidavit  of  the  death,  referring  to  proofs  on  file  with 
the  insurer,  made  by  R. ; 

(4.)  When  R.  surrendered  the  policy,  the  insurer  held  notes  of  his  given  for 
premiums,  in  lieu  of  money,  which  were  afterwards  paid  by  deducting  their 
amounts  from  the  money  payable  on  the  second  policy.  The  notes  not  hav- 
ing been  paid  as  applicable  to  premiums  on  the  first  policy,  and  thus  only 
two  annual  premiums  having  been  paid  on  that  policy,  the  plaintiffs  were 
allowed  to  recover  $1,000,  with  interest  from  90  days  after  the  service  of 
such  affidavit. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  August  1st,  1884.) 

Wallace,  J.     The  plaintiffs  are  the  widow  of  one  Tima- 
•  yenis,  now  deceased,  and  her  children  by  him,  and  they  sue 
to  recover  the  amount  due  upon  a  policy  of  insuxstnce  issued 
by  the  defendant,  April  1st,  1869,  upon  the  life  of  the  hus- 
band.   The  defendant  is  a  corporation  of  Massachusetts,  and 
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the  policy  was  issued  in  that  State,  upon  the  application  of 
one  Rodocanachi,  a  brother  of  the  widow. 

The  policy  recites  an  application  by  Rodocanachi  for  in- 
surance on  the  life  of  Timayenis,  and  the  agreement  of  Rodo- 
canachi to  pay  annual  premiums  for  ten  years.  It  is  condi- 
tioned to  insure  the  life  of  Timayenis,  '"for  the  sole  and 
separate  use  and  benefit  of  his  wife,  Fotini  Timayenis,  and 
their  children,  in  the  amount  of  $5,000,  *  *  *  payable 
to  the  said  assured,  their  executors,  administrators  or  as- 
signs, ninety  days  after  due  notice  and  proof  of  the  death 
of  the  said  insured,  and  the  claim  of  the  assured."  The 
annual  premium  is  $370  25,  and  the  policy  provides, 
that,  after  two  or  more  of  the  annual  premiums  are  paid,  the 
policy  is  to  be  a  paid-up  non-forfeitable  one,  in  the  sum  of 
$500,  for  each  premium  paid.  Rodocanachi  was  the  brother 
of  Mrs.  Timayenis,  and  procured  the  policy  out  of  regard  for 
her,  gratuitously,  and  in  order  to  secure  her  a  provision  in 
case  of  her  husband's  death.  She  resided  in  Smyrna  at  the 
time,  and,  upon  obtaining  the  policy,  he  wrote  to  her  enclos- 
ing a  copy  -of  it,  telling  her,  in  substance,  that  he  had  insured 
her  husband's  life  as  a  resource  for  her,  and  that  he  had  kept 
the  original  policy  in  order  to  collect  the  proceeds  in  case  of 
her  husband's  death,  and  use  them  in  his  discretion  for  her 
benefit.  After  having  made  payment  of  four  annual  premi- 
ums, Rodocanachi  surrendered  the  policy  to  the  defendant, 
and  subsequently  obtained  from  the  defendant  a  paid-up  pol- 
icy, for  his  own  benefit,  on  the  life  of  Timayenis.  and  payable 
to  himself,  for  the  sum  of  $2,500.  He  had  made  these  pay- 
ments partly  in  cash,  and  partly  by  his  own  notes,  which  were 
outstanding  at  the  time  he  surrendered  the  policy.  This  was 
done  without  consultation  with  Mrs.  Timayenis,  and  was  not 
known  to  her  or  to  either  of  the  plaintiffs  until  after  the 
death  of  Mr.  Timayenis.  He  died  May  29th,  1882.  Proofs 
of  death  were  forwarded  to  the  defendant  by  Rodocanachi, 
and  the  defendant  paid  to  him  the  amount  due  *  on  the  new 
policy. 

There  is  nothing  in  the  case  to  indicate  any  bad  faith  on 
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the  part  of  Rodocanachi  or  of  the  defendant.  The  former 
supposed  he  had  a  right  to  control  the  policy  and  any  fnnd 
that  might  accrue  under  it,  and  the  defendant  acted  upon 
that  assumption,  and  treated  him  as  the  insurer,  and  the  party 
entitled  to  any  insurance  which  might  arise. 

Upon  these  facts,  it  must  be  held,  that  the  defendant  en- 
tered into  a  contract  with  the  plaintiffs  for  insurance  upon  the 
life  of  Timayenis,  by  the  terms  of  which  the  defendant,  upon 
the  payment  of  two  or  more  annual  payments  of  premium, 
became  obligated  to  pay  the  plaintiffs,  upon  the  death  of  the 
insured,  the  sum  of  $500  for  each  annual  premium  received  by 
the  defendant.  It  is  quite  immaterial  that  the  defendant  was 
induced  to  enter  into  this  contract  by  Rodocanachi,  the  legal 
effect  being  the  same  whether  he  was  the  moving  party,  or 
whether  the  insured  or  the  plaintiffs  had  been,  instead  of  him. 
Neither  is  it  material  that  the  contract  would  have  ceased  to 
be  obligatory  upon  the  defendant  if  Rodocanachi  had  failed 
to  continue  paying  the  premiums.  It  suffices  that  they  were 
paid,  and  that  the  defendant  received  the  consideration  stip- 
ulated for.  Upon  the  receipt  of  the  premiums,  the  obliga- 
tion of  the  defendant  to  the  plaintiffs,  and  the  right  of  the 
plaintiffs  to  receive  $500  for  each  premium  paid,  became  fas- 
tened. 

The  recitals  in  the  policy  show,  plainly,  that  the  defend- 
ant did  not  regard  Rodocanachi  as  an  agent  of  the  plaintiffs 
or  of  the  insured,  to  effect  the  insujrance,  but  as  a  volunteer, 
who  was  representing  himself  only,  and  who  had  intervened 
in  the  transaction  for  the  benefit  of  the  plaintiffs.  The  de- 
fendant had,  consequently,  no  right  to  regard  him  as  an 
agent  for  the  plaintiffs  in  surrendering  the  policy  and  en- 
tering into  a  new  contract  of  insurance;  and,  in  fact,  the 
defendant  did  not  deal  with  him  upon  such  an  assumption, 
but  treated  him  as  the  principal,  who  had  a  right  to  surren- 
der the  policy  because  he  had  advanced  the  premiums. 

The  circumstance,  that  Rodocanachi  retained  the  policy 
and  intended  to  collect  and  apply  the  proceeds  at  his  discre- 
tion, upon  the  death  of  the  insured,  may  be  laid  out  of  view. 
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The  policy  was  merely  the  evidence  of  the  contract  which  had 
been  entered  into,  between  the  parties ;  unimpeachable  evi- 
dence of  the  terms  of  the  contract,  bat  nothing  more.  His 
intention  to  collect  it  and  control  the  proceeds  cannot  alter 
the  legal  effect  of  the  contract. 

The  case  is  no  stronger  for  the  defendant  than  it  would 
be  if  Rodocanachi  had  paid  the  premiums  in  advance  at  the 
time  the  policy  was  issued,  and  had  then  refused  to  pay  more ; 
and,  had  this  been  the  case,  and  had  the  plaintiffs  remained 
ignorant  of  the  whole  transaction  until  the  death  of  the  in- 
sured, it  is  clear  they  could  have  sued  upon  the  policy  and 
recovered  the  amount  paid  up.  Rodocanachi  could  not  have 
compelled  payment  of  the  amount  from  the  defendant,  be- 
cause the  insurance  was  effected  for  the  use  and  benefit  of 
the  plaintiffs,  and  the  defendant's  promise  to  pay,  or  obliga- 
tion to  perform,  ran  to  them,  and  to  them  only.  The  plaint- 
iffs could  have  done-  so  although  ignorant  of  the  transaction 
at  the  time ;  because,  the  contract  was  made  for  their  benefit^ 
and  they  were  named  in  it  as  the  parties,  and  the  only  parties, 
interested  in  its  performance.  (Austin  v.  Sdiginan,  21 
Blatchf.  C.  O.  R.y  506 ;  Simson  v.  Brown,  68  N.  T.,  355  ; 
Hendriek  v.  Lindsay,  93  U.  S.,  143.) 

Where  the  policy  designates  a  person  to  whom  the  insur- 
ance money  is  to  be  paid,  the  person  who  procures  the  insur- 
ance, and  who  continues  to  pay  the  premiums,  has  no  author- 
ity to  change  the  designation  or  title  of  the  money.  (Bicker 
v.  Charter  Oak  Ins.  Co.,  27  Minn.,  195 ;  Pitcher  v.  N.  Y. 
Ins.  Co.,  33  La.  Ann.,  332.)  He  may  be  under  no  obligation 
to  continue  to  pay  the  premiums,  but,  if  he  does,  the  person 
originally  designated  in  the  policy  will  derive  the  benefit; 
and  any  change  of  designation  can  only  be  made  by  his  au- 
thority. (Bliss  on  Life  Ins.,  §§  339  to  341,  and  cases  there 
cited.) 

By  paying  the  premiums,  Kodocanachi  advanced  the 
amount  to  the  defendant  in  trust  for  the  use  of  the  benefici- 
aries, and  the  terms  of  the  policy  are  the  conditions  of  the 
trust.    A  gift  to  a  third  person  for  the  use  of  the  donee  ia 
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valid,  and  can  no  more  be  revoked  than  a  gift  made  directly 
to  the  donee.  (  Wells  v.  Tucker,  3  Binney,  366  ;  Coutant  v. 
Schuyler,  1  Paige,  316.)  In  the  act  of  disposing  of  his  own, 
the  donor  can  attach  such  conditions  and  restrictions  as  he 
sees  fit,  bat  afterwards  his  power  is  gone.  When  the  trust 
attaches,  neither  he  nor  the  trustee  can  exercise  any  power 
over  the  subject-matter  except  conformably  with  the  terms 
of  the  trust.  (Bispham's  Eq.,  §  67.)  The  beneficiaries  not 
having  consented  to  the  substitution  of  a  new  fund  in  place 
of  that  created  by  the  original  policy,  the  case  stands,  as  to 
them,  as  if  none  had  ever  been  made.  {Fortescvs  v.  BarneU, 
2  Mylne  <fe  Keen,  36  ) 

The  contract  was  made  in  Massachusetts,  and  was  to  be 
performed  there,  and  is,  therefore,  governed  by  the  law  of 
that  State.  The  statutes  of  that  State  declare,  that  a  policy 
expressed  to  be  for  the  benefit  of  a  married  woman,  whether 
procured  by  herself,  her  husband  or  any  other  person,  shall 
inure  to  her  separate  use  and  benefit,  and  that  of  her  children, 
independently  of  her  husband  or  his  creditors,  or  the  person 
effecting  the  same  or  his  creditors.  (Gen.  Stats.,  1860,  c.  58, 
§  62.)  It  is  stated  by  the  Court,  in  Gould  v.  Emerson,  (99 
Mass.,  154,  156,)  to  have  been  the  manifest  purpose  of  the 
statute,  among  other  objects,  to  restrain  the  person  thus  effect- 
ing insurance  for  the  benefit  of  the  wife  and  children  of  the 
insured,  u  from  revoking,  in  a  moment  of  caprice  or  embar- 
rassment, the  trust  which  he  has  once  created  upon  a  merito- 
rious, and,  by  the  statute,  a  sufficient  consideration."  If  the 
case  was  not  free  from  doubt  upon  general  principles,  it  would 
be  clearly  so  by  force  of  the  local  law. 

The  policy  provided  for  due  notice  and  proof  of  the  death 
of  the  insured  before  the  termination  of  the  policy,  and  of 
the  just  claim  of  the  assured,  or  the  executor,  administrator, 
guardian  or  assigns  of  the  assured.  Soon  after  the  death  of 
the  insured,  one  of  his  children  notified  the  defendant  of  the 
death  of  his  father,  and  was  informed  by  the  defendant  that 
the  claim  was  settled  and  paid  to  Rodocanachi.  Shortly 
thereafter,  one  of  the  plaintiffs  sent  to  the  defendant  an  alii- 
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davit,  which  stated  the  death  of  the  insured,  and  the  time  and 
place  of  his  death,  and  referred  to  the  proof  on  file  with  the 
defendant,  made  by  Rodocanachi,  for  further  information,  and 
which  also  stated  the  facts  showing  the  right  of  the  plaintiffs 
to  claim  the  insurance.  The  defendant  in  reply  stated,  that 
it  was  still  waiting  for  the  proofs  of  death,  but  did  not 
point  out  any  reason  for  objecting  to  the  proof  furnished.  As 
the  proofs'  of  the  death  of  the  insured  already  in  possession  of 
the  defendant  had  been  accepted  by  it  as  satisfactory,  there 
is  no  merit  in  the  contention  of  the  defendant,  that  the 
plaintiffs  have  failed  to  comply  with  the  terms  of  the  policy 
in  this  respect.  If  the  defendant  had  not  already  waived  any 
proof  of  death,  by  claiming  that  it  had  paid  the  loss  to  the 
person  entitled,  {Norwich  &  JV.  Y.  Trans.  Co.  v.  Western 
Mass.  Ins.  Co.,  6  Blotch/.  C.  C.  R.,  241 ;  Bennett  v.  Mary- 
land ln$.  Co.,  14  Id.,  422  ;   Unthanh  v.  Traveller j  Ins.  Co., 

4  Biss.,  357 ;  Tayloe  v.  Merchant*?  Fire  Ins.  Co.,  9  How., 
390,)  it  did  waive  further  proof  than  the  affidavit,  by  fail- 
ing to  specify  any  grounds  of  objection  to  it  in  form  or  sub- 
stance.    (Angell  on  Ins.,  §§  242,  245.) 

At  the  time  Rodocanachi  surrendered  the  policy  to  the 
defendant,  the  defendant  had  accepted  his  notes  for  $566,  in 
lieu  of  the  money  to  that  extent  due  from  him  for  annual 
premiums.  These  notes  were  unpaid  until  after  he  surren- 
dered the  policy.  When  the  defendant  paid  him  the  loss 
under  the  new  policy  issued  to  him,  the  defendant,  by  an  ar- 
rangement with  him,  deducted  the  amount  of  the  notes  from 
the  insurance  moneys,  and  satisfied  the  notes.  It  would,  un- 
doubtedly, have  been  permissible,  between  him  and  the  de- 
fendant, to  have  allowed  the  original  policy  to  lapse.  By  its 
terms,  it  would  have  lapsed  upon  the  non-payment  of  the 
notes.  He  was  under  no  obligation  to  the  plaintiffs  to  pay 
these  notes,  any  more  than  he  would  have  been  if  he  had 
given  them  directly  to  the  plaintiffs,  {Pearson  v.  Pearson,  7 
Johns.,  26 ;  Fink  v.  Cox,  18  Id.,  145  ;  Holliday  v.  Atkinson, 

5  Barn,  dk  Cress.,  501 ;  Parish  v.  Stone,  14  Pick.,  198  ;  gol- 
Uy  v.  Adams,  16  Vt.,  206 ;  Raymond  v.  Sellick,  10  Conn., 
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485,)  because,  a  gift  of  one's  own  note  is  a  gift  of  a  promise 
merely ;  and,  as  the  transaction,  so  far  as  the  payments  were 
concerned,  was  exclusively  between  the  defendant  and  himself, 
the  defendant  was  under  no  obligation  to  the  plaintiffs  to  en- 
force the  notes  against  him,  any  more  than  it  was  to  receive 
them  originally,  instead  of  the  money,  for  the  premiums.  If 
Rodocanachi  had  been  acting  as  the  agent  of  the  plaintiffs, 
different  considerations  would  arise.  {Dutton  v.  Willner,  52 
N.  r.,  312.) 

When  he  did  pay  the  notes,  he  did  not  make  payment  of 
them,  nor  did  the  defendant  accept  payment  of  them,  as  ap- 
plicable to  the  premiums  upon  the  original  policy.  They  were 
paid,  and  payment  was  accepted,  in  extinguishment  of  an  in- 
dependent claim  existing  in  his  favor  against  the  defendant. 
So  far  as  the  plaintiffs  are  concerned,  the  case  stands  as  though 
they  had  never  been  paid.  Deducting  the  amount  of  the 
notes,  only  two  annual  premiums  had  been  paid  upon  the 
policy  in  suit. 

The  plaintiffs  are,  therefore,  entitled  to  recover-  $1,000, 
with  interest,  which  begins  to  run  ninety  days  after  Octo- 
ber 16th,  1882,  the  date  of  the  service  of  the  affidavit  of  the 
proof  of  death,  and  the  claim  of  the  plaintiffs,  upon  the 
defendant. 

Judgment  is  ordered  accordingly. 


Jefferson  Clark,  for  the  plaintiffs. 
Merritt  E.  Sawyer,  for  the  defendants. 


US  &OCTHEKS  DWTRJCT  0¥  SEW  TOSK. 


TW  Unfed  Stataa  •.  Galeate. 


Ib  s  ant  ia  canty,  broagfcft  by  ta*  ft 
Gcaeral,  to  repeal  a  pateat  for  aa 


(Before  Ibbb,  J.,  Southan  Dfctriet  af  Hew  York,  Aaga*  91k.  1S8L) 


Whekleb,  J.  This  suit  is  brought  by  direction  of  the 
Attorney-General,  to  repeal  letters  patent  granting  exclusive 
rights  to  inventions,  and  has  now  been  heard  on  a  motion  for  a 
preliminary  injunction  to  restrain  the  commencement,  or  prose- 
cution, of  suits  for  infringement.  The  patent  has  expired,  and 
no  injunction  is  asked  against  assignment  of  the  patent.  The 
right  to  maintain  such  a  suit  is  placed  upon  the  same  ground 
as  that  to  repeal  a  patent  for  land.  ( Untied  States  v.  Gun- 
ning, 21  Blatchf.  C.  C.  R.,  516.)  In  a  suit  to  vacate  a  patent 
for  land,  it  would  hardly  be  claimed  that  the  patentee  should 
be  restrained  from  preventing,  or  prosecuting  suits  for,  tres- 
passes to  the  land,  during  the  pendency  of  the  suit.  Such  acts 
would  work  no  injury  to  the  title  or  property  of  the  United 
States,  in  question  in  the  suit.  The  United  States  deals  with 
the  lands  as  a  proprietor,  and  brings  such  suits  to  be  restored 
to  its  proprietary  rights.  (  United  States  v.  Schurz,  102  U.  &, 
378  ;  United  States  v.  Stone,  2  Wall.,  525.)  Protection- of  the 
property  would  not  impair  those  rights.  Infringement  of  a 
patent  is  a  trespass  upon  the  exclusive  rights  granted.  The 
United  States,  as  an  owner  or  proprietor,  has  no  interest  in 
promoting  such  trespasses;  and  their  prevention,  or  the 
prosecution  of  suits  for  their  commission,  cannot  be  an  in- 
jury to  the  United  States,  as  a  proprietor.  If  the  patent  is 
repealed,  the  suits  may  fall,  or  may  not ;  but,  whether  they 
do  or  not  is  a  matter  entirely  between  the  parties  to  the 
suits,  and  not  at  all  between  the  United  States  an,d  either  of 


AUGUST,    1884.  413 


Luyties  v.  Hollender. 


the  parties.    No  reason  for  granting  the  motion  appears,  and 
it  must,  therefore  be  denied. 

Motion  denied. 

Elihu  Rooty  (District  Attorney])  Charles  M.  Da  Costa 
and  Wagner  Swayne,  for  the  plaintiffs. 


Frederic  H.  Beits,  for  the  defendant. 


Gerhard  Luyties  and  others 

vs. 

Frederick  Hollender  and  others.    In  Equity. 

Where  a  trade-mark  is  registered  under  the  Act  of  March  8d,  1881,  (21  U.  8. 
Slat,  at  Large,  chap.  188,  p.  502.)  an  injunction  to  restrain  its  use  will  not 
be  granted  as  to  mineral  waters  not  intended  to  be  transported  to  a  foreign 
country,  nor  for  any  Indian  tribe,  but  sold  for  consumption  in  the  City  of 
New  York,  and  where  the  parties  to  the  suit  are  all  citizens  of  the  State  of 
New  York. 

(Before  Whsklzb,  J.,  Southern  District  of  New  York,  August  9th,  1884.) 

Wheeler,  J.  Rights  and  remedies  pertaining  to  trade- 
marks generally  depend  upon  the  laws  of  the  State,  common 
and  statutory,  and  not  upon  the  laws  of  the  United  States. 
(Trade-Mark  Cases,  100  U.  &,  82.)  The  laws  of  the  United 
States  now  in  force,  under  which  this  trade-mark  was  Regis- 
tered, relate  only  to  trade-marks  specially  used  in  commerce 
with  foreign  nations,  or  with  the  Indian  tribes.  (Act  of 
March  3tf,  1881,  21  U.S.  Stat  at  Large,  chap.  138,  ^>.  502,  sec. 
1.)  They  are  particularly  restricted  so  as  not  to  give  cogni- 
zance to  any  Court  of  the  United  States,  in  an  action  or  suit 
between  citizens  of  the  same  State,  unless  the  trade-mark  in 
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controversy  is  used  on  goods  intended  to  be  transported  to  a 
foreign  country,  or  in  lawful  commercial  intercourse  with  an 
Indian  tribe.  (Id.,  sec.  11.)  The  goods  on  which  the  trade- 
mark in  question  is  used  are  not  intended  to  be  transported  to 
any  foreign  country,  nor  for  any  Indian  tribe,  but  are  mineral 
waters  sold  for  consumption  in  the  City  of  New  York ;  and 
the  parties  are  all  citizens  of  the  State  of  New  York.  As  this, 
case  is  now  presented,  the  orators,  are  not  entitled  to  maintain 
it  in  this  Court,  and  this  motion  for  a  preliminary  injunction 
must  be  denied. 

Samuel  T.  Smith,  for  the  plaintiff. 
Louis  C.  Raegener,  for  the  defendants. 


John  White  vs.  James  Boyce.    In  Equity. 

Where  A.  has  agreed,  in  writing,  to  transfer  to  B.  certain  shares  of  stock,  on 
specified  conditions,  and  B.  baa  agreed,  in  writing,  to  pay  a  specific  sum  of 
money  therefor,  B.  cannot  be  allowed  to  show  *  verbal  agreement  that  he  was 
to  sell  the  stock  as  agent  for  A. 

If  B.  claims  that  there  was  fraud  in  the  sale  of  the  stock  to  him,  his  remedy 
is  at  law,  for  damages,  and  not  in  equity. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  August  I  lth,  1884.) 

Wallace,  J.  The  complainant's  bill  is  filed  to  enjoin  the 
prosecution  of  a  suit  at  law,  pending  in  this  Court,  brought 
by  the  defendant,  to  recover  damages  against  the  complainant 
for  the  conversion  of  5,900  shares  of  the  stock  of  the  Montauk 
Gas  Coal  Co.  Of  these  shares,  5,400  belonged  originally  to 
the  complainant,  and  500  to  the  defendant.  The  complainant 
had  pledged  his  5,400  shares  to  the  defendant,  as  collateral 
security  for  certain  liabilities  of  his  to  the  defendant,  and,  on 
July  19th,  1880,  the  defendant  transferred  them,  together 
with  his  own  500,  to  the  complainant,  to  be  held  by  him  as 
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trustee,  for  the  purposes  of  a  pool  of  the  stock  of  the  company, 
until  February  1st,  1881.  After  the  expiration  of  the  pool 
period,  (the  stock  still  remaining  in  the  possession  of  the  com- 
plainant,) the  defendant  demanded  its  re-delivery,  and,  upon  the 
complainant's  refusal  to  comply,  brought  the  suit  at  law  for 
its  conversion.  The  present  controversy  does  not  concern  the 
defendant's  right  to  recover  in  the  suit  at  law  for  the  conver- 
sion of  the  500  shares  originally  owned  by  him,  and  delivered 
to  the  complainant  for  the  purposes  of  the  pool ;  but  the  com- 
plainant asserts,  that,  as  to  the  5,400  shares,  there  was,  at  the 
time  of  the  alleged  conversion,  nothing  owing  from  the  com- 
plainant to  the  defendant,  upon  a  fair  accounting  of  their 
affairs  together,  and  that  he  is  the  equitable  owner  thereof, 
although  he  has  never  satisfied  the  specific  conditions  of  the 
pledge. 

The  5,400  shares  were  pledged  by  the  complainant  to  the 
defendant  in  the  course  of  transactions  between  them  growing 
out  of  the  formation  of  the  Maryland  Union  Coal  Co.  and  the 
sale  of  the  stock  of  that  company,  2,400  shares  being  pledged 
about  March  3d,  1880,  and  3,000  shares  September  27th,  1880, 
The  defendant  was  the  owner  of  extensive  coal  property  in 
Maryland,  and  engaged  in  mining  coal,  and  resided  at  Balti- 
more ;  and  the  complainant  was  a  dealer  in  coal  and  in  coal 
stocks,  residing  at  New  York.  Prior  to  November,  1879,  nego- 
tiations took  place  between  the  parties  in  reference  to  placing 
the  defendant's  coal  property  upon  the  market.  These  culmi- 
nated in  the  organization  of  a  corporation,  the  Maryland  Union 
Coal  Co.,  the'transfer  of  the  property  by  the  defendant  to  that 
corporation,  in  exchange  for  49,995  of  the  50,000  shares  of  the 
capital  stock,  and  a  written  contract  between  the  complainant 
and  the  defendant,  made  November  22d,  1 879,  whereby  the  de- 
fendant agreed  to  hold  three-fourths  of  the  stock  of  the  corpora- 
tion subject  to  an  option  to  the  complainant  to  purchase  the  same. 
By  the  terms  of  the  agreement,  the  defendant  was  to  transfer 
to  the  complainant  one-quarter  of  the  stock,  upon  the  payment 
by  the  complainant  of  $287,500  in  three  months,  another 
quarter  upon  a  similar  payment  in  five  months,  and  the  re- 
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maining  quarter  upon  the  payment  of  a  similar  Bum  in  nine 
months.  Upon  the  complainant's  failure  to  pay  for  the  first 
quarter  as  agreed,  the  option  was  to  expire.  The  defendant 
was  to  pay  $37,500,  of  each  payment  into  the  treasury  of  the 
company  for  working  capital,  and,  when  the  three-quarters  of 
the  stock  had  been  taken  and  paid  for  by  the  complainant,  the 
defendant  was  also  to  pay  an  additional  $37,500  into  the 
treasury,  as  representing  a  contribution  to  the  working  capital 
of  the  corporation,  upon  the  quarter  of  the  stock  retained  by 
him. 

At  the  expiration  of  the  time  for  the  transfer  of  the  first 
quarter  of  the  stock,  the  complainant  was  unable  to  comply 
with  the  terms  of  the  option  ;  the  terms  were  extended  by  the 
defendant ;  and,  on  March  3d,  1 860,  a  new  agreement  was  made 
between  the  parties,  reciting  that  the  complainant  had  paid 
for  the  first  quarter  of  the  stock  under  the  option,  and  provid- 
ing for  an  extension  of  time  for  the  payment  by  him  for  the 
other  two  quarters.  At  the  time  this  agreement  was  made, 
and  in  order  to  facilitate  the  operations  of  the  complainant  in 
selling  the  stock  to  third  persons,  the  parties  entered  into  an- 
other agreement,  by  the  terms  of  which  the  defendant  agreed  to 
advance  $150,000,  to  a  bank  in  New  York  City,  for  the  pur- 
pose of  enabling  the  bank  to  make  loans  on  the  shares  of  the 
company,  and  the  complainant  agreed  to  keep  $60,000,  of  the 
stock  of  the  Montauk  Coal  Co.  in  the  hands  of.  the  defendant, 
as  collateral  security,  to  protect  him  against  any  losses  that 
might  arise  from  the  loans  that  might  be  made  by  the  bank. 
Under  this  agreement,  the  defendant  received  2,400  of  the 
5,400  shares  of  the  gas  company  now  in  controversy.  Sep- 
tember 27th,  1880,  the  complainant  wished  to  obtain  1,000 
shares  of  the  coal  company  stock,  which  he  had  agreed  to  de- 
liver to  purchasers.  He  obtained  these  shares  from  the  de- 
fendant, and,  as  security  for  $25,000,  the  purchase  price  there- 
of, made  a  pledge  of  3,000  more  of  the  stock  of  the  gas  com- 
pany. This  stock  was  then  in  the  custody  of  one  Bush,  for 
the  purposes  of  the  pool  in  the  stock  of  that  company,  before 
referred  to,  and  the  pledge  was  made  in  form  by  Bush. 
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The  facts  are  undisputed,  that  aloes  resulted  to  the  de- 
fendant arising  from  the  loans  made  by  the  bank  out  of  his 
moneys  and  to  secure  which  the  first  pledge  was  made  by  the 
complainant ;  and,  also,  that  the  defendant  has  never  been  paid 
the  $25,000,  for  the  stock  obtained  of  him  by  the  complainant, 
as  security  for  which  the  last  pledge  was  made  by  the  com- 
plainant. 

But  the  complainant's  theory  is,  that,  throughout  all  the 
transactions  between  the*  parties  he  was  only  the  agent  of  the 
defendant  in  effecting  a  sale  of  his  mining  property ;  that  the 
Maryland  Union  Goal  Company  was  organized,  and  the  two 
agreements  giving  the  complainant  an  option  to  purchase  its 
-stock  were  made,  for  the  purpose  of  putting  the  stock  upon  the 
market,  and  to  enable  the  complainant  to  obtain  subscriptions 
and  sell  the  stock  to  others,  as  the  agent  of  the  defendant  and 
for  his  benefit ;  that,  in  fact,  it  was  agreed  between  the  parties 
that  the  complainant  should  receive  for  his  services  in  the 
matter  all  proceeds  of  the  sale  of  the  stock  above  the  sum  of 
$22  per  share ;  that  the  defendant  had  represented  to  him 
that  the  coal  lands  contained  at  least  350  acres  of  big  vein  coal, 
which  fact,  if  true,  would  have  made  the  property  extremely 
valuable ;  that,  relying  upon  this  agreement  and  the  represen- 
tations by  the  defendant  as  to  the  big  vein  coal,  he  had,  in 
fact,  placed  18,400  shares  of  the  stock  with  third  parties,  who 
had  agreed  to  purchase  the  same  at  the  price  of  $30  per  share ; 
that,  after  he  had  sold  part,  of  the  stock,  and  before  the  re- 
mainder had  been  delivered  to  or  paid  for  by  the  persons  who 
had  agreed  to  take  the  same,  it  was  discovered  that  the  de- 
fendant's representations  as  to  the  big  vein  coal  were  untrue, 
and  the  complainant  was  unable  to  induce  those  who  had 
agreed  to  purchase  the  stock  to  carry  out  their  agreements, 
and,  in  consequence  thereof,  he  sustained  a  loss  in  a  sum 
more  than  sufficient  to  satisfy  any  claims  of  the  defendant 
upon  the  stock  of  the  gas  company  pledged  to  him ;  and  that, 
by  reason  of  the  premises,  he  is  entitled  to  recover  $142,000, 
of  the  defendant,  as  damages  upon  a  fair  accounting. 

The  proofs,  undoubtedly,  authorize  the  conclusion,  that 
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the  Coal  Company  was  organized  for  the  purpose  of  enabling 
the  defendant  to  dispose  of  his  coal  property,  by  exchanging 
it  for  the  stock  of  the  corporation  and  selling  the  stock,  and 
that  the  option  for  the  purchase  of  the  stock,  given  to  the 
complainant  by  the  contracts  of  November  22d,  1879,  and 
March  3d,  1880,  was  given  in  order  to  carry  out  that  object 
and  enable  the  defendant  to  dispose  of  three-quarters  of  his 
interest  in  the  property.  It  is  also  apparent,  that  the  defend- 
ant understood  that  the  complainant  intended  to  place  the 
stock  with  subscribers,  or  sell  it  to  purchasers,  and  thereby 
obtain  the  means  of  carrying  out  his  option  contract. 

Whether,  in  carrying  out  this  plan  to  effect  a  sale  of  the 
defendant's  property,  it  was  the  intention  of  the  parties  that 
the  relation  of  principal  and  agent  should  exist  between  them- 
selves, or  whether  it  was  intended  that  the  complainant  should 
occupy  the  position  of  a  speculator  on  his  own  account  instead 
of  a  fiduciary,  are  questions  as  to  which  there  is  much  con- 
flicting testimony.  Concededly,  if  there  was  any  agreement 
between  the  parties  other  than  that  expressed  in  the  written 
contracts  between  them,  it  was  made  prior  to  or  contempo- 
raneously with,,  the  written  contracts.  However  the  fact  may 
have  been,  no  inquiry  into  the  preliminary  or  contempo- 
raneous negotiations  of  the  parties  is  competent  for  the  pur- 
pose of  showing  that  they  were  dealing  together  as  principal  and 
agent ;  because,  extrinsic  exidence  to  this  effect  would  contradict 
or  vary  the  legal  import  of  the  written  contracts.  By  these  con- 
tracts, the  defendant  agreed  to  transfer  certain  shares  of  stock 
to  the  complainant,  upon  specified  conditions,  and  the  com- 
plainant agreed,  upon  receiving  such  transfer,  to  pay  there- 
for to  the  defendant  a  specific  sum  of  money.  The  com- 
plainant cannot  now  be  permitted  to  show  by  parol  that  he 
was  not  to  acquire  an  unqualified  right  to  the  stock  which 
was  to  be  delivered  to  him,  or  that  he  did  not  assume  an  abso- 
lute obligation  to  pay  for  it,  when  delivered,  at  the  price 
fixed ;  and  such  would  be  the  result  if  he  should  be  allowed 
to  prove  that  he  was  to  sell  the  stock  to  third  persons  as  an 
agent  for  the  defendant,  and  was  to  account  to  him  at  the 
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rate  of  $22  per  share.  He  who  contracts  as  a  principal  will 
not  be  permited  to  show,  in  the  absence  of  mistake,  fraud 
or  illegality,  that  he  contracted  as  an  agent,  in  a  controversy 
between  himself  and  the  other  contracting  party,  (  Wharton 
on  Agency,  §§  410,  492 ;)  and  the  knowledge  of  the  other 
contracting  party  of  his  real  character  does  not  affect  the  rale. 
{Taylor  on  Ev.,%  1,054.)  The  case  is  not  like  those  where  a 
part  only  of  a  verbal  contract  has  been  reduced  to  writing, 
{Potter  v.  Hopkins,  25  Wend.,  417  ;  Batterman  v.  Pierce,  8 
Hill,  171 ;  Orierson  v.  Mason,  60  N.  T.,  394,)  or  where  an 
agreement  collateral  to  the  written  agreement  is  set  up,  {Zind- 
ley  v.  Zacey,  17  C.  B.,  {N.  &,)  578;  Chapin  v.  Dobson,  78 
N.  Y.,  74;  Oro8man  v.  Fuller,  17  Pick.,  171,)  which  does 
not  interfere  with  the  terms  of  the  written  contract,  though 
it  may  relate  to  the  same  subject-matter.  The  written  con- 
tract here  is  of  the  very  essence  of  the  transaction  between 
the  parties,  and  creates  the  relation  of  vendor  and  purchaser 
between  them.  It  fixes  their  mutual  rights  and  obligations, 
and  cannot  be  subverted  by  extrinsic  evidence.  As  is  stated 
by  Denio,  J.,  in  Barry  v.  Hansom,  (12  N.  T.,  464,)  "  the 
legal  effect  of  a  written  contract  is  as  much  within  the  pro- 
tection of  the  rule  which  forbids  the  introduction  of  parol 
evidence,  as  its  language." 

It  is  not  claimed  that  there  was  any  subsequent  modifica- 
tion or  change  in  the  relations  of  the  parties.  The  complain- 
ant's right  to  relief  must,  therefore,  rest  upon  the  theory  that 
his  vendor  misrepresented  to  him  material  facts  affecting  the 
value  of  the  stock  purchased.  If  it  should  be  assumed  that 
his  allegations  in  this  regard  are  established  by  the  proofs;  he 
must  fail,  because  his  case  does  not  entitle  him  to  any  equit- 
able relief.  No  facts  are  alleged  in  the  bill  as  a  foundation 
for  an  equitable  set-off;  no  discovery  is  asked  ;  and  no  facts 
exist  which  tend  to  show  that  the  complainant  has  not  a  plain, 
adequate  and  complete  remedy  at  law  to  recover  6uch  dam- 
ages as  he  may  have  sustained.  While  Courts  of  equity  have 
concurrent  jurisdiction  in  all  cases  of  fraud,  they  will  not, 
ordinarily,  exercise  it,  if  there  is  a  full  and  adequate  rem- 
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edy  at  law,  (Bispham's  JEq.,  §  200 ;  Ambler  v.  Choteau,  107 
U.  S.,  586 ;)  and  the  Federal  Courts  are  especially  admon- 
ished not  to  entertain  such  cases.  The  statutory  enactment, 
(§  16  of  the  Judiciary  Act;  §  723,  U.  S.  Rev.  Stat.,)  if  only 
declaratory  of  the  pre-existing  law,  is,  at  least,  intended  to 
emphasize  the  rule  and  impress  it  upon  the  attention  of  the 
Court.  {New  York  Co.y.  Memphis  Water  Co.,  107  U.  S., 
205.)  It  is  the  duty  of  the  Court  to  enforce  this  rule  sua 
sponte.  {Oelrichs  v.  Spain,  15  Wall.,  211;  Sullivan  v. 
PorUand  R.  R.  Co.,  94  U.  S.,  806.)  It  would,  therefore, 
not  be  proper  to  assume  to  determine  the  question  of  fact, 
whether  any  misrepresentations  were  made  to  the  complain- 
ant by  the  defendant. 

Jurisdiction  properly  assumed  upon  one  Uspect  pf  the 
controversy  would  authorize  the  Court  to  proceed  to  a  de- 
cree which  would  do  full  justice  in  the  case  upon  all  its 
branches.  But,  unfounded  claims  of  a  character  cognizable 
in  equity  cannot  be  made  the  basis  of  relief  respecting  other 
controversies  between  the  parties  which  are  cognizable  only 
at  common  law. 

The  bill  is  dismissed,  with  costs. 

Coles  MorrtSy  for  the  plaintiff. 
William  O.  Wilson,  for  the  defendant. 
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The  Goodyeab  .  Rubber  Company 

G-oodyear's  India  Rubber  Glove  Manufacturing  Company, 
Goodyear's  Rubber  Manufacturing  Company,  Georgb 
M.  Allbrton  and  John  D.  Vermeule.    In  Equity.    # 

The  question  of  the  right  to  use  the  name,  "  Goodyear's  Rubber  Mfg.  Co.," 
as  between  two  corporations,  considered,  and  decided  in  favor  of  the  plaint- 
iff, such  name  being  conceded  by  both  parties  to  be  practically  identical  with 
the  plaintiff's  name. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  August  15th,  1884.) 

Wallace,  J.  The  complainant  is  a  corporation  organized 
under  thte  laws  of  New  York,  in  1872,  by  its  present  corporate 
name.  The  defendant  is  a  corporation  organized  under  the 
lawB  of  Connecticut,  in  1847,  by  its  present  corporate  name. 
Each  corporation  seeks  to  enjoin  the  other,  the  complain- 
ant by  bill  and  the  defendant  by  cross-bill,  from  using  the 
name,  "  Goodyear's  Rubber  Mfg.  Co."  Both  parties  concede 
this  name  to  be  practically  identical  with  the  complainant's 
name. 

The  parties  are  competitors  in  the  manufacture  and  sale 
of  rubber  goods,  and  have  their  principal  places  of  business 
in  the  city  of  New  York.  Each  insists  that  it  has  acquired 
the  right  to  the  use  of  the  name  in  dispute,  and  that  such 
name  has  become  a  valuable  adjunct  of  its  business ;  and  each 
insists  that  the  other  has  endeavored,  and  is  now  attempting, 
by  a  wrongful  use  and  appropriation  of  the  name,  to  divert 
the  custom  of  the  other.  As  each  party  concedes  that  the 
right  to  use  the  name  for  the  purposes  of  its  business  is  a  val- 
uable property  right,  and  asserts  that  such  use  by  the  other  is 
vexatious,  embarrassing,  and  necessarily  tends  to  pecuniary 
injury,  the  controversy  manifestly  resolves  itself  mainly  into 
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a  question  of  title  to  the  name.  It  is  incumbent  upon  one 
of  the  parties  to  establish  a  lawful  right  to  the  use  of  the 
name,  as  against  the  other ;  and  the  party  which  does  this  will 
be  entitled  to  the  relief  prayed  for. 

The  name  of  a  corporation  has  been  said  to  be  the  "  knot 
of  its  combination,"  without  which  it  cannot  perform  its  cor- 
porate functions.  (Smith's  Mer.  Law,  39.)  It  has  neither  the 
right  nor  the  power  to  change  the  corporate  name  originally 
pelected,  without  recourse  to  such  formal  proceedings  for  the 
purpose  as  may  be  authorized  by  the  laws  under  which  it 
has  been  incorporated,  or  by  the  consent  of  the  authority  from 
which  its  charter  is  derived.  Nevertheless,  it  may  become 
known  by  another  name,  by  usage ;  and  the  Courts  have  fre- 
quently treated  acts  done  and  contracts  entered  into  by  a  corpo- 
ration under  another  name,  as  though  done  or  entered  into  by 
it  with  the  true  name.  (Minot  v.  Curtis,  7  Mass.,  441 ;  South 
District  v.  Blakeslee,  13  Conn.,  227 ;  Eastham  v.  Blackburn 
Ry.  Co.,  23  Z.  J.,  Ex.,  (iT.  &,)  199 ;  Boisgerwrd  -v.  N.  T. 
Banking  Co.,  2  Sandf.  Ch.,  23.)  There  is  no  reason  why  a 
corporation  may  not  acquire  a  property  right  to  the  use  of  an- 
other name,  as  a  trade-mark,  or  as  incidental  to  the  good  will 
of  a  business,  as  well  as  an  individual :  and,  if  it  has  acquired 
such  a  right,  it  will,  of  course,  be  protected  in  its  enjoyment, 
to  the  same  extent  as  an  individual  would  be.  It  cannot  be 
deprived  of  the  right  by  the  assumption  of  the  name  subse- 
quently by  another  corporation  ;  and  it  is  immaterial  whether 
the  latter  selects  its  name  by  the  act  of  corporators  who 
organize  under  the  general  laws  of  a  State,  or  whether 
the  name  is  selected  for  it  in  a  special  Act,  by  a  legislative 
body. 

Manifestly,  if  the  defendant  had  no  right  to  use  the 
name  by  which  the  complainant  was  incorporated,  or  one 
practically  identical  with  it,  at  the  time  of  the  latter's  incor- 
poration, the  title  of  the  complainant  is  clear;  because  it 
adopted  the  name  formally,  publicly,  and  legitimately,  for  all 
its  corporate  purposes.  The  defendant  insists  that  it  had  ac- 
quired a  prior  right  to  the  use  of  the*  name ;  and  that  this 
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right  took  its  origin  as  early  as  1862,  and,  by  a  gradual  process 
of  development,  had  ripened  into  a  good  title  before  the  com- 
plainant was  incorporated. 

Neither  party  makes  any  claim  of  exclusive  right  to  use 
the  word  "Goodyear"  alone,  that  word  having  become  a 
generic  term  of  description  applied  to  a  large  elass  of  india 
robber  fabrics  before  either  party  became  a  corporation  ;  or  to 
the  word  "  Goodyear  "  in  combination  with  "  Rubber."  There 
were  trading  concerns  called  u  The  Goodyear  Metallic  Shoe 
Co.,"  "  The  Goodyear  Eubber  Works,"  and  "  The  Goodyear 
Bobber  Emporium,"  before  either  party  claimed  the  right  to 
the  name  in  controversy. 

The  defendant's  theory,  as  sustained  by  the  proofs,  is  that, 
beginning  in  1862,  when  it  ceased  to  confine  itself  to  the 
'manufacture  of  gloves,  and  engaged  in  manufacturing  and 
selling  rubber  goods  generally,  its  customers  occasionally  ad- 
dressed it,  in  their  correspondence,  by  various  abbreviated 
names,  such  as  u  Goodyear's  Rubber  Mfg.  Co.,"  "  Goodyear 
Rubber  Co.,"  "  Goodyear's  Co.,"  "  Goodyear's  I.  R.  Compa- 
ny," "  Goodyear  Company,"  and  other  abbreviations ;  that  the 
use  of  such  abbreviated  addresses  by  its  customers  gradually 
increased,  so  that,  in  1871,  the  defendant  received  nearly  200 
letters  addressed  to  the  Goodyear  Rubber  Company,  and 
nearly  100  to  the  Goodyear  Rubber  Mfg.  Co. 

On  the  other  hand,  the  proofs  show,  that,  during  this  time, 
the  defendant  received  many  thousands  of  letters  yearly ;  that 
the  letters  addressed  to  it  by  other  names  were  comparatively 
a  small  number,  averaging  not  over  500  a  year,  but  embraced 
upwards  of  seventy  varieties  of  names ;  and  that  its  correct 
corporate  name  was  usually  adopted  by  its  correspondents  and 
patrons. 

It  is  not  claimed  that  the  officers  or  agents  of  the  defend- 
ant were  accustomed,  during  any  part  of  this  period,  to  use 
any  other  than  its  corporate  name,  or  assumed  the  right  to  do 
so  until  after  the  complainant  commenced  business.  To  the 
contrary,  they  were  solicitous  and  painstaking  to  correct  the 
tendency  of  its  customers  to  address  it  by  any  other  than  its 
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corporate  name  ;  and  it  was  their  practice  to  Bend  envelopes 
to  customers  with  its  correct  name  printed  upon  them,  to  pre- 
vent the  occurrence  of  such  mistakes. 

Concisely  stated,  the  question  would  seem  to  be,  whether 
the  defendant  can  appropriate  to  itself  the  various  misnomers 
applied  to  it  by  the  carelessness  or  inaccuracy  of  a  compara- 
tively small  number  of  its  customers  during  a  period  of  ten 
or  eleven  years,  notwithstanding  the  zealous  and  active  meas- 
ures of  its  managers  to  repress  the  practice,  and  their  success 
in  preventing  jt  from  ripening  into  a  general  usage.  It  would 
hardly  be  contended  that  an  individual  could  found  a  claim 
of  possessory  right  to  any  species  of  property  upon  the  unau- 
thorized conduct  of  other  persons,  or  maintain  that  he  had 
adopted  a  name  symbolizing  his  products  or  identifying  his- 
personality  with  his  business,  by  protesting  against  its  use. 

The  proofs  show  that  there  was  no  general  recognition  of 
the  defendant  among  its  customers  by  any  other  than  its  cor- 
porate name,  and  no  adoption  by  the  defendant  of  a  difEerent 
name ;  and  it  must  be  held,  that  the  occasional  or  persistent 
use  of  the  misnomer  by  a  few  of  the  defendant's  customers, 
gave  no  privilege  to  the  defendant  to  a  monopoly  in  the  use 
of  the  name. 

If  the  proofs  warranted  the  inference  that  the  complainant 
assumed  a  name  by  which  the  defendant  was  known,  for  the 
fraudulent  purpose  of  deceiving  the  public,  and  of  supplant- 
ing the  defendant  in  the  good  will  of  its  business,  the  Court 
would  not  only  refuse  to  assist  the  complainant,  but  would  in- 
tervene to  protect  the  defendant.  A  careful  reading  of  the 
proofs  fails  to  disclose  the  existence  of  any  such  design,  or  of 
any  intention  to  adopt  a  name  with  which  the  defendant  had 
already  become  appreciably  identified.  The  case  is  destitute 
of  evidence  to  indicate  that  the  complainant's  corporators  were 
aware,  or  had  reason  to  suppose,  that  the  defendant  had  be- 
come known,  to  any  extent,  by  any  other  name  than  its  corpo- 
rate name.  So  far  as  appears,  they  had  no  knowledge  that  the 
defendant's  customers  ever  addressed  it  by  other  names.  Nor 
is  there  anything  in  the  proofs  to  justify  the  intimation,  that 
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the  complainant  was  organized  for  the  purpose  of  annoying* 
the  defendant  by  illegitimate  competition.  It  does  appear,, 
that  the  persons  who  organized  the  complainant  had  been  the 
managers  and  agents  of  another  corporation,  the  Rubber 
Clothing  Company,  which,  for  many  years,  had  been  a  com- 
petitor of  the  defendant  at  the  city  of  New  York ;  that  prop- 
ositions for  a  consolidation  of  this  company  with  the  defend- 
ant had  been  somewhat  discussed  between  their  respective 
managers,  without  result ;  and  that,  shortly  afterwards,  the 
complainant  was  organized.  For  a  time  its  affairs  were  trans- 
acted at  the  office  of  the  Rubber  Clothing  Company,  and  the 
two  concerns  maintained  very  intimate  relations,  as  might  be 
expected  from  the  circumstance  that  the  managers  were  the 
same  persons  in  both.  But  the  salient  facts,  that  the  new  cor- 
poration started  with  a  cash  capital  of  $500,000,  and  engaged 
in  new  branches  of  trade,  while  the  old  company  continued  in 
business,  sufficiently  refute  any  theory  that  the  complainant 
was  not  a  honafide  concern.  If  it  should  be  conceded  that 
the  two  concerns  were  practically  one,  and  that  the  main  ob- 
ject of  the  complainant's  organization  was  to  enable  the  Rub- 
ber Clothing  Company  to  assume  a  new  name,  one  which 
would  represent  a  corporation  dealing  in  rubber  articles  gener- 
ally, instead  of  in  clothing  only,  there*  would  be  no  occasion 
for  censure,  because  the  new  name  was  better  adapted  to  de- 
scribe the  business  of  the  corporation.  The  Rubber  Clothing 
Company  had  long  ceased  to  manufacture  and  sell  clothing 
only,  and  had  become  engaged  in  selling  rubber  goods  gener- 
ally. It  was  undoubtedly  intended,  by  those  who  organized 
the  new  concern,  to  engage  in  the  general  rubber  trade,  upon  a 
more  extensive  scale  than  that  of  the  old  company.  The  name 
selected  was  an  appropriate  one,  and  those  who  adopted  it  had 
a  perfect  right  to  do  so,  provided  they  did  not  know,  or  have 
reason  to  believe,  that,  by  doing  so,  they  would  interfere  with 
the  business  of  the  defendant.  The  fact  seems  to  be,  that 
both  the  Rubber  Clothing  Company  and  the  defendant  were 
doing  business  under  names  that  were  somewhat  misleading  to 
such  persons  as  had  not  learned,  by  business  intercourse  with 
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them,  that  they  were  manufacturers  and  dealers  in  rubber 
goods  generally.  It  would  have  been  entirely  proper  for 
either  of  them  to  adopt  a  new  name.  The  complainant  adopt- 
ed a  new  name  first,  and,  if  it  was  only  the  Eubber  Company 
with  a  new  name,  the  defendant  had  no  right  to  complain,  so 
long  as  the  name  did  not  serve  to  engender  unfair  competition 
and  deceive  'the  trade.  As  has  been  said,  however,  it  was  a 
new  concern,  with  a  large  capital,  and  contemplating  enlarged 
business  operations,  and  the  proofs  do  not  show  that  its  corpo- 
rators were  moved  to  select  its  name  by  any  illicit  motive  to- 
wards the  defendant.  If  the  name  selected  was  one  calcu- 
lated, by  its  similarity  to  the  defendant's  name,  to  lead  to  con- 
fusion of  business,  and  to  confounding  the  identity  of  the  two 
corporations,  it  might  well  be  urged  that  those  who  adopted  it 
should  abide  by  the  consequences,  although  they  were  inno- 
cent in  their  intentions,  and  not  ask  a  Court  of  equity  to  pro- 
tect them  against  the  inconveniences  which  might  follow.  But 
the  defendant,  not  content  that  the  consequences  shall  rest 
where  they  fall,  insists  upon  the  exclusive  right  to  use  the 
name,  and,  since  the  complainant  assumed  it,  has  issued  no- 
tices and  circulars  to  the  trade,  and  put  up  a  sign,  calling 
itself  by  the  complainant's  name.  Upon  the  same  theory,  it 
can  also  claim  the  exclusive  right  to  use  the  multitude  of 
misnomers  applied  to  it  from  time  to  time  by  its  careless 
customers.  It  has  a  distinctive  name  of  its  own,  which  it 
formally  adopted,  and  which  has  been  carefully  preserved  by 
its  agents  until  the  complainant  selected  one.  It  ought  not 
to  complain  now  because  the  latter  was  the  first  to  avail 
itself  of  the  choice  of  selection,  out  of  all  unappropriated 
names.  Certainly  it  cannot  be  permitted  to  appropriate  the 
complainant's  name,  or  one  substantially  identical,  and,  by 
asserting  itself  as  the  veritable  Goodyear  Rubber  Company, 
mislead  the  public  to  the  detriment  of  the  complainant. 

A  decree  is  ordered  for  the  complainant,  and  the  cross 
bill  of  the  defendant  is  dismissed. 

William   W.  McFarland,  for  the  plaintiff. 
Frederic  H.  Beits,  for  the  defendants. 
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Elizabeth  Matthews  and  George  Matthews,  as  surviving 
executors  of  the  last  will  and  testament  of  john 
Matthews,  deceased 

vs. 

The  Iron  Clad  Manufacturing  Company.  In  Equity. 

Claims  1, 2  and  8  of  re-issued  letters  patent  No.  8,884,  granted  to  John  Matthews, 
August  5th,  1879,  for  an  "  improvement  in  soda-water  fountains,0  on  an  applica- 
tion for  re-issue  filed  June  26th,  1879,  the  original  patent,  No.  128,411,  haying 
been  granted  to  said  Matthews,  June  25th,  1872,  for  17  years  from  June  18th, 
1872,  namely,  "  1.  The  combination  of  the  inner  continuous  tin  fountain,  A, 
having  neck,  b,  with  the  rigid  inclosing  shell,  made  in  sections,  substantially 
as  herein  shown  and  described.  2.  The  tin  vessel,  A,  inclosed  by  a  cylinder, 
C,  and  ends,  BB',  in  the  manner  substantially  as  described,  as  a  new  and  im- 
proved article  of  manufacture,  for  the  purpose  specified.  8.  The  combination 
of  the  inner  vessel,  A,  with  the  exterior  covering,  made  in  sections,  which  are 
-  united  after  being  placed  around  the  vessel,  A,  substantially  as  specified,  the 
inner  vessel  being  entirely  continuous  within  the  covering, n*  are  invalid. 

The  text  of  the  specifications  of  the  original  patent  and  the  re-issue  was  the 
same;  the  original  had  one  claim,  namely,  " The  tin  vessel,  A,  incased  by  a 
steel  cylinder,  C,  and  ends,  BB',  soldered  to  the  latter,  in  the  manner  sub- 
stantially as  described,  as  a  new  and  improved  article  of  manufacture,  for  the 
purpose  specified ;"  the  invention  Bet  forth  in  the  original  patent  was  a  struc- 
ture having  these  features:  (1)  a  tin  vessel  or  lining,  A;  (2)  incased  by  a 
steel  body  or  cylinder,  C;  (3)  the  outer  end  caps  or  ends,  BB',  soldered  to 
the  steel  body  or  cylinder,  C,  without  flanges  or  projections,  by  tin  joints, 
made  by  soldering  with  pure  tin,  instead  of  by  a  solder  having  lead  in  it ;  the 
claim  was  adequate  to  secure  that  invention  ;  there  was  no  inadvertence,  acci- 
dent or  mistake ;  the  first  three  claims  of  the  re-issue,  by  omitting  all  limita- 
tion to  the  method  of  soldering,  enlarge  the  invention  and  the  claim,  so  as  to 
cover  structures  which  came  into  existence  after  the  original  patent  was 
granted,  and  before  the  re-issue  was  applied  for ;  it  was  applied  for  seven 
years  after  the  original  was  granted,  and,  during  that  interval,  the  defendant 
engaged  in  making  the  alleged  infringing  structures  ;  and  they  did  not  in- 
fringe the  claim  of  the  original  patent. 

Claim  1  of  re-issued  letters  patent  No.  8,887,  granted  to  John  Matthews,  August 
5th,  1879,  for  an  "  improvement  in  soda-water  apparatus/'  on  an  application 
for  re-issue  filed  June  26th,  1879,  the  original  patent,  No.  187.702,  having 
been  granted  to  said  Matthews,  April  8th,  1878,  namely,  "  1.  The  combina- 
tion of  the  cock  A,  having  recessed  flange  a,  and  packing  x,  in  the  recess, 
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with  the  bung  C,  and  shell  or  body  D,  of  the  fountain,  substantially  as  herein 
shown  and  described,"  considered. 

The  invention  covered  by  that  claim  was  on  sale  more  than  two  years  before  the 
application  for  the  original  patent 

The  five  claims  of  letters  patent  No.  159,433,  granted  to  John  Matthews,  Febru- 
ary 2d,  1875,  for  an  "improvement  in  vessels  containing  gases  and  liquids  un- 
der pressure,"  considered. 

The  first  four  claims  of  that  patent  are  not  infringed  by  a  structure  which  is 
not  a  lamellar  vessel,  and  has  no  lamellar  cap  or  end,  and  no  cap  or  end  made 
by  sweating  together  a  number  of  caps  coated  with  a  soldering  metal,  but 
only  has  reinforcing  washers  at  the  end  where  there  is  an  aperture. 

As  to  claim  5  of  that  patent,  namely,  "  5.  The  combination  of  the  re-enforcing 
washers  d  with  the  end  or  body  of  the  vessel,  so  as  to  re-enforce  the  parts  weak- 
ened by  apertures,  as  set  forth,"  the  state  of  the  art  was  such,  that  there  was  no- 
invention  in  applying  a  re-enforcing  washer  to  an  aperture  in  a  structure  like  the 
defendant's ;  and  such  a  washer  as  the  defendant's  existed  substantially  before 
Matthews',  invention. 

Moreover,  the  invention  was  extensively  used  by  Matthews,  in  his  regular  busi- 
ness, more  than  two  years  before  he  applied  for  the  patent. 

Claim  1  of  letters  patent  No.  179,583,  granted  to  John  Matthews,  July  4th, 
1876,  for  an  "  improvement  in  fountains  containing  aerated  beverages,"  name- 
ly, "  I.  A  metallic  bung,  provided  with  a  recess,  c,  in  combination  with  faucet, 
e  d,  substantially  as  described,"  is  not  infringed  by  a  structure  which  has  no 
washer  in  the  bung  casting,  nor  any  recess  for  a  washer ;  and,  as  a  washer  in 
a  recess  in  a  cock,  to  pack  a  joint,  existed  before,  it  hardly  amounted  to  a 
patentable  invention  to  change  the  position  of  the  recess  from  the  cock  to  the- 
bung,  there  being  no  other  result  than  convenience. 

Claim  2  of  that  patent,  namely,  "2.  In  a  fountain,  a  lining  carried  over  the  in- 
ner face  of  a  metallic  bung,  and  soldered  thereto,  substantially  as  shown,  so 
as  to  protect  the  bung  against  corrosion,  as  set  forth,"  does  not,  in  view  of 
the  state  of  the  art,  claim  a  new  or  patentable  invention. 

(Before  Blatohfobd,  J.,  Southern  District  of  New  York,  August  21st,  1884.) 

Blatohfobd,  J.  This  suit  is  brought  on  four  patents : 
Re-issue  No.  8,834,  granted  to  John  Matthews,  August  5th, 
1879,  for  an  "  improvement  in  soda-water  fountains,"  on  an 
application  for  re-issue  filed  June  26th,  1879,  the  original  pat- 
ent, No.  128,411,  having  been  granted  to  said  Matthews,  June 
25th,  1872,  for  17  years  from  June  13th,  1872 ;  re-issue  No. 
8,837,  granted  to  John  Matthews,  August  5th,  1879,  for  an 
"improvement  in  soda-water  apparatus,"  on  an  application 
for  re-issue  filed  June  26th  1879,  the  original  patent,  No. 
137,702,  having  been  granted  to  said  Matthews,  April  8th> 
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Ib73 ;  lettera  patent  No.  15^433,  granted  to  John  Matthews, 
February  2d,  1875,  for  an  *c  improvement  in  vessels  contain- 
ing gases  and  liquids  under  pressure;"  and  letters  patent 
No.  179,583,  granted  to  John  Matthews,  July  4th,  1876, 
for  an  "improvement  in  fountains  for  containing  aerated  bev- 
•erages." 

The  specification  of  re-issue  No.  8,834,  referring  to  the 
'drawings  which  accompany  it,  says :  "  Figure  1  is  an  exterior 
longitudinal  view,  and  Fig.  2  a  central  longitudinal  section,  of 
a  fountain  constructed  in  accordance  with  my  improvement. 
My  invention  consists  in  a 
novel  construction  of  a  tin- 
lined  steel  fountain  for  soda- 
water  and  other  aerated  or 
gaseous  liquids,  such  foun- 
tain combining  lightness 
with  strength,  and  being  of 
cylindrical  form  and  uni- 
form dimensions,  or  there- 
about, throughout  its  length, 
thereby  adding  to  the  con- 
venience of  packing  and 
handling;  also,  being  exempt  from  expansion  or  permanent  lat- 
eral distention  by  the  interior  pressure  to  which  it  is  subjected, 
thus  preserving  its  form  and  contributing  to  its  durability. 
Fountains  for  the  like  purpose,  as  previously  made,  have  been 
largely  expansive,  and  retained  the  set  given  to  them  by  ex- 
tension, and  being  otherwise  objectionable.  In  the  accom- 
panying drawings,  A  represents  a  block-tin  interior  body  of 
•cylindrical  form,  with  hemispherical  or  reduced  ends,  the 
same  constituting  the  tin  lining  of  the  fountain,  and  being 
provided,  at  one  of  its  ends,  with  a  neck,  J,  for  the  introduc- 
tion of  the  usual  or  any  suitable  connections  by  which  the 
fountain  is  charged  and  its  contents  drawn  off,  said  neck  re- 
ceiving or  having  screwed  into  it  a  screw-coupling,  0,  secured 
by  a  nut  and  washer,  d  ey  on  the  exterior  of  an  outer  end-cap, 


B,  for  making  the  connection.    C  is  the  exterior  shell  or  body 
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proper,  made  of  galvanized  she^t  steel,  as  may  also  be  the 
end-caps,  B  B',  which  are  soldered  to  or  over  the  extremities 
of  the  same,  and  constitute,  as  it  were,  parts  of  said  body  C, 
that  surrounds  or  fits  over  the  tin  lining  A.  The  end-caps, 
B  B',  are  united  to  the  body  C,  without  flanges  or  projections,  by 
tin  joints,  as  at  ffy  made  by  soldering  with  pure  tin,  which, 
being  a  ringing  metal,  unites  closely  with  the  steel  exterior  to 
make  a  firm  and  durable  joint,  as  other  solders  having  lead  in 
them  will  not  do.  Bands,  gg,  of  brown  paper  or  other  non- 
conducting material  are  introduced  between  the  tin  lining,  A, 
and  steel  body  C,  at  the  ends  of  the  latter,  to  prevent  the  tin 
of  the  lining  from  being  melted  by  the  heat  used  in  making 
the  pure  tin  joints  ff.  The  fountain  is  also  filled  with  water 
for  the  same  purpose,  prior  to  making  said  joints.  The  non- 
stretching  character  of  the  body  0,  by  reason  of  the  same 
being  of  steel,  insures  the  fountain  preserving  its  shape,  and 
the  absence  of  end  flanges  provides  for  the. close  packing  of  a 
series  of  such  formations  when  transporting  or  storing  them." 
The  claims  of  No.  8,834,  four  in  number,  are  as  follows  :  "  1. 
The  combination  of  the  inner  continuous  tin  fountain,  A, 
having  neck,  ft,  with  the  rigid  inclosing  shell,  made  in  sec- 
tions, substantially  as  herein  shown  and  described.  2.  The 
tin  vessel  A,  incased  by  a  cylinder,  C,  and  ends,  B  Br,  in  the 
manner  substantially  as  described,  as  a  new  and  improved  ar- 
ticle of  manufacture,  for  the  purpose  specified.  3.  The  com- 
bination of  the  inner  vessel,  A,  with  the  exterior  covering, 
made  in  sections,  which  are  united  after  being  placed  around 
the  vessel,  A,  substantially  as  specified,  the  inner  vessel  being 
entirely  continuous  within  the  covering.  4.  The  combination 
of  the  inner  vessel,  A,  with  the  surrounding  covering  or  shell, 
and  with  intermediate  bands,  g  g,  of  paper  or  non-conducting 
material,  substantially  as  specified."  Claims  1,  2  and  3  are 
alleged  to  have  been  infringed. 

The  text  of  the  specification  of  No.  128,411,  is  identical 
with  that  of  No.  8,834,  as  above  quoted,  except  that,  in  No. 
128,411,  the  word  "plosely"  is  inserted  between  the  words 
"  body  C,  that "  and  the  words  "  surrounds  or  fits."    No. 
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128,411  had  only  one  claim,  as  follows :  "  The  tin  vessel,  A, 
incased  by  a  steel  cylinder,  0,  and  ends,  B  B',  soldered  to  the 
latter,  in  the  manner  substantially  as  described,  as  a  new  and 
improved  article  of  manufacture,  for  the  purpose  specified. 

It  is  contended  for  the  defendant,  that  No.  8,834  is  void  as 
to  the  first  three  claims,  because  it  was  applied  for  and 
granted,  with  expanded  and  generalized  claims,  after  a  delay 
of  seven  years  in  applying  for  a  re-issue.  The  descriptive 
parts  of  the  two  specifications  are  identical  except  as  to  the 
word  "  closely."  The  omission  of  that  word  is  not  a  restric- 
tion. 

The  novel  construction  of  a  tin-lined  steel  fountain,  in 
which  the  invention  is  stated,  by  the  original  specification,  to 
consist,  is  shown,  by  the  claim  of  the  original,  to  be  a  struc- 
ture having  these  features :  (1)  a  tin  vessel  or  lining  A ;  (2) 
incased  by  a  steel  body  or  cylinder  0  ;  (3)  the  outer  end-caps 
or  ends,  B  B ,  soldered  to  the  steel  body  or  cylinder  C,  with- 
out flanges  or  projections,  by  tin  joints,  made  by  soldering 
with  pure  tin,  instead  of  a  solder  having  lead  in  it.  The  text 
of  the  original  specification,  in  its  descriptive  part,  shows  that 
this  was,  the  invention.  The  claim  was  adequate  to  secure 
that  invention.  There  was  nothing  ambiguous  or  obscure  or 
deficient  in  the  claim,  to  secure  that  invention.  There  was 
no  inadvertence,  accident  or  mistake,  and  there  is  no  attempt, 
by  proof,  to  show  that  there  was.  The  fact  that  the  descrip- 
tive parts  of  the  two  specifications  are  alike  shows  that  the 
sole  object  was  to  change  the  claim,  and  as  the  new  claims  are 
not  restrictive,  they  are  for  a  different  and  enlarged  inven- 
tion, in  so  far  as  they  are  different  claims.  The  first  three 
claims  omit  all  limitation  to  the  method  of  soldering  the  end- 
caps  to  the  cylinder  or  body  by  tin  joints,  which  is  an  indis- 
pensable element  of  the  invention  set  forth  as  the  invention 
in  the  original  specification,  and  such  omission  enlarges  the 
invention  and  enlarges  the  scope  of  the  claims.  The  new 
claims  are  sought  to  be  used  to  cover  structures  which  came 
into  existence  after  the  original  patent  was  granted  but  before 
application  was  made  for  the  re-issue,  and  that  application  was 
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not  made  until  seven  years  after  the  original  patent  was 
granted.  During  that  interval  the  defendant  engaged  in  mak- 
ing the  structures  alleged  to  infringe.  It  is  apparent  that  the 
plaintiff  knew  this  and  took  his  re-issue  in  order  to  be  sure 
and  have  claims  which  would  cover  the  defendant's  structures. 
They  did  not  infringe  the  claim  of  the  original  patent.  The 
sections  of  their  outer  shell  were  not  and  are  not  united  by  tin 
Bolder,  nor  were  or  are  the  structures  without  flanges  or  projec- 
tions. The  case  must  be  controlled  by  the  rulings  in  Miller  v. 
BrassCo.,  (104  U.  S.,  350 ;)  James  v.  Campbell,  {Id.,  356 ;)  Ma- 
thews  v.  Machine  Co.,  (105  Id.,  54 ;)  fiante  v.  Frante,  (Id., 
160 ;)  Johnson  v.  Railroad  Co.,  (Id.,  539  j)  Gage  v.  Herring, 
•(107  Id.,  640 ;)  Clements  v.  Odorless  Excavating  Apparatus 
Co.,  (109  Id.,  641 ;)  McMurray  v.  Mallory,  (111  Id.,  97;)  Tur- 
ner <b  Seymour  Mfg.  Co.  v.  Dover  Stamping  Co.,  (Id.,  319.) 

The  first  three  claims  of  No.  8,834 
are  adjudged  to  be  invalid. 

The  specification  of  re-issue  No. 
8,837,  referring  to  the  drawing  which 
accompanies  it,  says :  "  The  drawing 
represents  a  vertical  central  section  of 
my  improved  soda-water  apparatus. 
This  invention  relates,  first,  to  a  new 
manner  of  forming  a  tight  joint  be- 
tween the  body  and  the  cock  of  a 
sodarwater  fountain ;  *  *  *  The 
invention  consists,  first,  in  forming  a 
recess  in  the  flange  of  the  cock,  op- 
posite the  projection  of  the  bung, 
for  the  reception  of  a  soft  metallic 
or  other  packing.  I  have,  previous 
to  this  invention,  used  an  annular 
packing  in  a  recess  in  the  fountain- 
top  ;  but  that  construction  renders  it 
difficult  to  insert  and  replace  the 
packing.  It  is  much  easier  to  re- 
place it  on  the  flange  of  the  cock. 
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I  also  find  that  this  improvement  effects  a  great  saying  of  gas, 
which  is  wasted  if  the  joint  is  imperfect.  *  *  *  In  the 
accompanying  drawing,  the  letter  A  represents  a  stop-cock 
having  a  flange,  a,  and  a  downwardly  projecting  extension  or 
lower  part  below  said  flange.  C  is  the  bong,  which  projects 
from  the  fountain-body  through  an  aperture  in  the  shell  or 
body  D  of  the  fountain.  The  flange  a  of  the  cock  is  di- 
rectly above  said  bung,  and  is.  recessed  at  its  under  side  to 
Teceive  a  soft  metal  or  other  packing,  x.  The  projection,  s, 
of  the  bung  of  the  fountain,  fits  up  into  this  recess,  and 
impinges  on  the  packing  which  is  contained  in  the  recess 
ol  the  flange  a.  The  packing,  a?,  is  prevented  from  spread- 
ing by  the  sides  of  the  recess,  and  thns  makes  a  perfect 
joint.  *  *  *  *  "  There  are  five  claims  in  No.  8,837. 
Claim  1,  the  only  claim  alleged  to  have  been  infringed,  is  as 
follows :  "  1.  The  combination  of  the  cock  A,  having  recessed 
flange  a,  and  packing,  a?,  in  the  recess,  with-  the  bung,  0,  and 
shell  or  body,  D,  of  the  fountain,  substantially  as  herein  shown 
and  described." 

The  specification  of  the  original  patent  said  :  "  A  A  is  a 
«top-cock  with  a  projection  of  pure  tin  into  the  fountain ; 
a  a  is  the  flange  of  the  cock ;  x  x  is  a  packing  of  soft  metal 
or  other  substance,  zz  is  the  lip  of  the  bung  fountain.  *  *  * 
The  improvement  relates,  first,  to  a  new  method  of  closing 
the  joint  between  the  fountain  and  the  stop-cock ;  *  *  * 
The  first  improvement  is  this:  The  flange  a  of  the  cock, 
which  beds  down  on  the  bung  surmounting  the  fountain,  is 
recessed  so  as  to  form  a  matrix  to  receive  a  soft  metallic  or 
other  packing  x  x.  The  lip,  z  z,  of  the  bung  of  the  fountain 
fits  up  into  this  recess,  and  impinges  on  the  packing,  which  is 
prevented  from  spreading  by  the  sides  of  the  recess,  and  thus 
makes  a  perfect  joint.  I  have  for  some  years  used  an  annular 
packing  in  a  recess  in  the  fountain-top,  but  that  construction 
necessitates  the  removal  of  the  fountain  when  the  packing  has 
to  be  replaced.  It  is  much  more  convenient  to  have  the  pack- 
ing in  the  flange  of  the  stop-cock,  as  it  is  more  portable  than 
the  fountain,  and,  if  alloys  are  used,  it  is  more  convenient  to 
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send  the  stop-cock,  to  have  them  replaced,  than  the  large 
fountain.  I  find  this  improvement  effects  a  great  saving  in 
the  gas  usually  wasted  if  the  joint  is  not  very  perfect.  *  *  *  " 
The  claim  of  the  original  patent,  on  the  above  description, 
was  this :  "  1.  The  combination  of  a  soft  metallic  or  other 
packing,  a?  a?,  in  a  recess  in  the  flange  of  the  stop-cock,  work- 
ing against  the  lip,  z  2,  on  the  bung  of  a  soda-water  fountain, 
as  herein  specified,  so  as  to  form  a  perfect  joint  between  the 
cock  and  the  fountain." 

The  description  in  the  original  patent  is  fully  carried  out 
in  claim  1  of  that  patent.  The  packing  in  the  recess  in  the 
flange  works  against  the  lip,  2,  of  the  bung,  which  lip  fits 
up  in  the  recess  so  as  to  impinge  on  the  packing,  the  sides 
of  the  recess  preventing  the  packing  from  spreading.  That 
is  the  description  in  the  original.  The  description  in  the  re- 
issue is  to  the  same  effect.  The  projection  z  of  the  bung  fits 
up  into  the  recess  and  impinges  on  the  packing,  the  sides  of 
the  recess  preventing  the  packing  from  spreading.  The  cock, 
the  flange,  the  recess,  the  packing,  the  bung  and  the  body  of 
the  fountain  are  elements  alike  in  the  two  claims,  but  the  lip 
z  on  the  bung,  which  is  named  in  claim  1  of  the  original,  is 
not  named  in  claim  1  of  the  re-issue.  It  would  seem  to  have 
been  designed  to  make  claim  1  of  the  re  issue  cover  a  struc- 
ture in  which  the  lip  z  does  not  fit  up  into  the  recess ;  but  it 
would  also  seem  that  the  combination  cannot  be,  in  the  lan- 
guage of  claim  1  of  the  re-issue,  a  combination  of  the  recess 
and  its  packing  with  the  bung  "  substantially  as  herein  shown 
and  described,"  unless  the  bung  has  a  lip  fitting  into  the  re- 
cess, and  in  such  way  as  to  allow  the  sides  of  the  recess  to 
prevent  the  packing  from  spreading  as  the  lip  impinges  on  the 
packing. 

But  the  defence  is  set  up,  that  what  is  covered  by  claim  1 
of  the  re-issue  was  in  public  use  and  on  sale  in  the  United 
States  f or  more  than  two  years  before  the  patentee's  applica- 
tion for  his  original  patent. .  The  date  of  that  application  was 
March  21st,  1873.  This  defence  is  established  in  regard  to 
the  sale  of  two  fountains  each  containing  a  cock  embracing  the 
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arrangement  covered  by  claim  1,  by  William  Gee,  in  the  year 
1870,  to  one  Joslin ;  and  in  regard  to  the  sale  of  two  others, 
each  containing  a  cock  with  the  like  arrangement,  by  Gee, 
in  the  year  1868,  to  one  Butler.  The- answer  sets  up  this 
defence  with  all  the  particularity  necessary.  It  is  not  neces- 
sary to  examine  any  of  the  other  anticipations  alleged. 

The  specification  of  No.  159,433,  referring  to  the  draw- 
ings accompanying  it,  says :    "  Figures  1  and  3  are  longi- 
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tndinal  sections,  and  Figs.  2  and  4  cross  sections,  through 
lines  xx  andyy  of  Figs.  1  and  3  respectively.  The  ob- 
ject of  this  invention  is  to  make  strong  vessels,  for  con- 
taining liquefied  gases  highly  condensed,  or  dissolved  gases, 
which  exert  great  pressure  on  the  vessel.  Such  vessels, 
as  heretofore  constructed,  are  made  of  a  single  wall  or  shell, 
or  of  one  or  more  single  walls  placed  one  within  the  other. 
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In  my  invention,  I  make  the  walls  of  the  vessels  lamellar,  or 
of  multiple  shells  united,  so  that  each  re-enforces  the  other. 
In  the  arts  it  is  important  to  have  very -strong  vessels,  as  the 
bursting  of  them  occasions  very  serious  consequences — some- 
times, the  loss  of  life.    In  my  invention  the  multiple  walls, 
which  are  made  of  tough  metal,  such  as  steel,  are  united  together 
by  tin  or  other  soldering  metal,  so  that  any  imperfections  in 
one  plate  are  corrected  by  the  other  plate  or  plates.    In  the 
drawing  I  have  shown  different  modes  of  accomplishing  this 
object   Thus,  in  Figs.  3  and  4,  the  body  of  the  vessel  is  made 
by  taking  a  plate  of  steel,  coating  it  with  tin,  and  then  coiling 
it  in  a  volute,  and,  after  that,  sweating  together  the  several 
plies.    The  caps  or  ends  are  made  by  placing  several  caps  one 
within  the  other,  and  sweating  them  together.    I  unite  the 
•caps  and  the  body  as  in  my  patent  of  June  13,  1872,  No. 
128^4 11,  or  as  described  in  another  application  filed  of  even 
date  with  this ;  or,  instead  of  coiling  the  body,  it  may  be 
made  by  placing  one  shell  within  another  and  sweating  them 
together,  and  then  putting  on  the  caps  as  above.    This  form 
is  shown  in  Figs.  1  and  2.    Around  the  bung  I  place  a  num- 
ber of  washers,  as  shown  in  Figs.  1  and  3,  so  as  to  re-enforce 
that  part.    *    *     *    By  giving  the  walls  a  lamellar  form,  a 
greater  average  strength  is  obtained  for  a  given  weight  of 
-metal,  since  the  strain  is  equally  distributed,  so  that  the  prin- 
ciple is  applicable  to  vessels  requiring  lightness  as  well  as 
strength.     The  following  description  will  enable  those  skilled 
in  the  art  to  make  and  use  my  invention.    In  the  drawing,  A 
is  the  body  of  the  vessel,  which  is  composed  of  two,  three  or 
more  plies,  as  shown  at  a  a  a,  and  is  made  by  inserting  one 
closely-fitting  vessel  into  another,  as  shown  in  Figs.  1  and  2, 
or  by  coiling  to  form  a  volute,  as  shown  in  Figs.  3  and  4. 
The  caps  B  B  are  made  of  deep  caps,  two,  three,  or  more  in 
number,  as  shown  at  J  J£.     C  is  the  bung-piece,  with  a  broad 
flange  on  the  inside.    Between  the  cap  and  this  flange  are  in- 
terposed a  number  of  washers,  d  d  dy  so  as  to  re-enforce  the 
wall  where  it  is  weakenfid  by  openings.    *    *    *    If  open- 
ings are  required  in  the  side  or  other  part  of  the  vessel,  they 
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should  be  strengthened  by  washers,  such  as  shown  at  ddd. 
Instead  of  a  single  coiled  pferte,  the  body  may  be  made  of  sev- 
eral plates  spirally  coiled,  so  that  one  breaks  joint  with  the 
other.  The  plates  are  first  tinned,  and  then  put  together,  and 
afterwards  sweated  together,  and  also  the  seams  and  spaces 
between  the  plates,  so  as  to  unite  all  in  one  solid  piece.  The 
vessels  formed  in  this  manner  are  not  only  very  strong,  but 
resist  the  passage  of  gases  much  better  than  those  made  in 
the  ordinary  way.  *  *  *  The  method  of  forming  the 
cup-ehaped  caps,  the  kinds  of  metal  to  be  used  for  the  plates, 
and  the  processes  of  preparing  them  for  use,  being  already 
known,  and  forming  no  part  of  this  invention,  need  not  be 
described.  The  following  is  the  method  of  joining  the  seams 
which  I  use,  and  which  is  applicable  to  all  kinds  of  vessels  of 
iron  and  steel :  1  first  galvanize  or  coat  with  zinc  the  whole  of 
the  sheet  steel  intended  for  the  jacket  or  shell  or  shells,  and 
then,  by  means  of  a  blow-pipe,  melt  tin  upon  the  surface  in- 
tended to  form  the  joints.  This  tin  alloys  itself  with  the 
zinc,  forming  a  very  fusible  alloy,  which  is  carefully  wiped 
off  clean.  The  process  is  then  repeated  until  little  or  no 
zinc  is  left  upon  those  portions  intended  to  form  the  joints. 
These  parts  are  afterwards  united  by  means  of  tin  solder, 
and  a  very  firm  joint  is  formed.  This  process  constitutes 
a  part  of  my  invention."  There  are  five  claims,  as  follows ; 
"  1.  The  method  herein  described  for  forming  strong  vessels 
to  contain  gases  and  liquids  under  high  pressure,  consisting  in 
coating  a  sheet  of  steel  or  other  tongh  metal  with  tin  or  other 
soldering  metal,  coiling  into  a  volutp  or  spiral,  and  then  sweat- 
ing the  parts  together,  substantially  as  set  forth.  2.  The 
method  of  forming  caps  or  ends  for  strong  vessels,  consist- 
ing in  sweating  together  a  number  of  steel  or  other  tough- 
metal  caps,  coated  with  a  soldering  metal,  as  set  forth.  3. 
A  lamellar  vessel  for  containing  liquids  and  gases  under 
great  pressure,  having  the  several  plies  united  by  tin  or  sol- 
dering metal,  as  described.  4.  A  lamellar  cap  or  end  for 
strong  vessels,  composed  of  a  number  of  caps  united  by  sol- 
dering metal,  as  set  forth.    5.  The  combination  of  the  re-en- 
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forcing  washers  d  with  the  end  or  body  of  the  vessel,  so  as  to 
re-enforce  the  parts  weakened  by  -apertures,  as  set  forth." 

It  is  very  plain  that  the  defendant's  structure  does  not  in- 
fringe any  one  of  the  first  four  claims  of  this  patent.  It  is 
not  a  lamellar  vessel,  nor  has  it  a  lamellar  cap  or  end,  in 
the  sense  of  this  patent.  Its  cap  or  end  is  not  made  by 
sweating  together  a  number  of  caps  coated  with  a  soldering 
metal.  It  has  reinforcing  washers,  at  the  end  where  there 
is  an  aperture  ;  but,  if  claim  5  of  the  patent  is  not  to  be  con- 
fined to  reinforcing  washers  applied  to  the  end  of  such  a 
lamellar  vessel  as  the  specification  describes,  the  state  of  the 
art  is  shown  to  have  been  such  that  there  was  no  invention  in 
applying  a  reinforcing  washer  to  an  aperture  in  a  structure 
such  as  the  defendant's,  at  the  time  Matthews  made  his  inven- 
tion. Such  a  washer  as  the  defendant  uses  existed  substan- 
tially before  Matthews'  invention,  in  the  Gee  structure  of 
1870,  and  in  analogous  metal  structures,  such  as  generators  for 
holding  liquids  under  pressure.  Aside  from  this,  the  patent 
was  not  applied  for  till  August  7th,  1874,  and  the  extensive 
use  which  Matthews  made,  from  February,  1871,  to  February, 
1872,  in  his  regular  business,  of  fountains  with  the  aperture 
head  reinforced  by  washers,  the  washers  being  numbered  by 
thousands,  cannot  be  regarded  as  a  use  for  experiment.  The 
Experiment  might  as  well  have  continued  till  now,  to  see  if 
some  one  washer  would  not  give  way. 

The  specification  of  No.  179,583,  referring  to  the  drawing 


accompanying  it,  says :   "  Figure  1  shows  a  longitudinal  sec- 
tion of  my  invention.     The  improvement  consists  in  forming 
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the  bung  for  the  cock  or  plug  of  the  fountain  in  such  a  man- 
ner that  the  recess  for  the  soft  metal  or  other  washer  is  obtained. 
It  also  consists  in  protecting  the  inner  face  of  the  metal  bung. 
In  the  drawing,  a  is  the  metallic  bung ;  F,  the  fountain-case 
or  shell ;  ft,  nut  to  hold  the  bung  in  position ;  0,  recess  for 
washer ;  e9  body  of  faucet ;  tf,  screw-thread  stem  of  faucet ; 
and  g,  the  lining  of  the  fountain.  Recesses  in  the  top  of  the 
fountain  case  have  been  long  used,  bat  may  be  more  easily 
constructed  by  placing  them  in  the  bung,  as  shown,  the  bung 
being  made  of  a  separate  piece  of  metal.  The  washers  may 
also  be  more  readily  turned  or  trued.  The  first  part  of  the 
inven^on,  therefore,  consists  in  forming  a  recess,  o,  in  the  top 
of  the  bung,  so  as  to  hold  a  washer  between  the  bung  and 
the  screw-faucet  stem.  The  second  part  of  the  invention 
consists  in  carrying  the  lining  of  the  fountain  over  the  flange 
of  the  bung,  so  as  to  protect  the  inner  end  of  the  bung.  It  is 
usual  to  carry  the  lining  between  the  bung  and  the  fountain- 
case.  This  leaves  the  bung,  which  is  usually  of  brass,  exposed 
to  the  action  of  the  beverage,  which  thereby  becomes  contam- 
inated. By  carrying  the  lining,  g,  over  the  internal  face  of 
the  bung,  and  soldering  it  thereon,  the  bung  is  protected 
against  all  action  from  the  aerated  water,  or  other  beverage, 
and  these  are  not  liable  to  become  contaminated.  This  inven- 
tion is  applicable  to  all  kinds  of  fountains  or  reservoirs  in 
which  a  metallic  bung  is  inserted  with  a  draft-faucet."  There 
are  two  claims,  as  follows :  "  1.  A  metallic  bung,  provided 
with  a  recess,  i,  in  combination  with  faucet  e  d,  substantially 
as  described.  2.  In  a  fountain,  a  lining  carried  over  the  inner 
face  of  a  metallic  bung,  and  soldered  thereto,  substantially 
as  shown,  so  as  to  protect  the  bung  against  corrosion,  as  set 
forth." 

Two  experts  for  the  defendant  testify  that  the  defendant's 
structure,  £,  has  no  washer  in  the  bung  casting,  nor  any  re- 
cess that  would  receive  and  support  such  a  washer,  and  does 
not  contain  the  combination  covered  by  claim  1,  even  when 
the  cock  or  faucet  is  screwed  into  the  bung  of  E.  Nor 
does  any  expert  for  the  plaintiffs  testify  that  the  defendant 


440  SOUTHERN  DISTRICT  OF  NEW  YORK, 

Matthews  v.  The  Iron  Clad  Manufacturing  Company. 

has  any  such  washer  in  a  recess  or  any  such  recess  for  a 
washer.  Moreover^  a  washer  so  confined  in  a  recess  in  a 
cock,  that  it  operated,  when  squeezed,  to  pack  a  joint,  ex- 
isted before ;  and  it  hardly  amounted  to  a  patentable  inven- 
tion to  change  the  position  of  the  recess  from  the  cock  to  the 
bung,  there  being  no  other  result  than  convenience. 

As  to  claim  2  of  No.  179,583,  the  specification  is  for  "  im- 
provements in  fountains  for  containing  aerated  beverages," 
and  states  that  the  invention  covered  by  the  two  claims  is 
"  applicable  to  all  kinds  of  fountains  or  reservoirs  in  which 
a  metallic  bung  is  inserted  with  a  draft-faucet."  Claim 
2  is  for  a  lining  carried  over  the  inner  face  of  a  metallic 
bung,  and  soldered  to  it,  instead  of  being  carried  outside  of 
the  bung,  so  as  to  protect  such  inner  face  against  corrosion. 
This  claim  is  broadly  for  protecting  a  metallic  bung  by  a  lin- 
ing of  any  material,  soldered  to  the  inner  face  of  such  bung, 
so  as  to  prevent  access  of  the  contents  of  the  vessel  to  such 
inner  face.  In  view  of  the  state  of  the  art,  as  proved,  there 
was  nothing  new  or  patentable  in  such  a  claim.  The  ar- 
rangement was  an  old  one  in  generators,  to  protect  the 
bung  by  carrying  the  lead  lining  over  the  inner  face  of  the 
bung,  to  keep  the  acid  of  the  liquid  from  the  brass  of  the 
bung.  Whether  the  lining  was  soldered  to  the  bung  or  not, 
there  was  no  invention  in  making  it  permanent  by  soldering 
or  by  any  other  effective  mode  of  attachment,  in  view  of  the 
state  of  the  art  of  soldering. 

It  results  from  these  considerations,  that,  as  to  all  the  pat- 
ents, the  bill  must  be  dismissed,  with  costs. 

A.  V.  Briesen  and  JS.  L.  Burnett,  for  the  plaintiffs. 

F.  H.  Belts  and  &  C.  Webb,  for  the  defendant. 
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Daniel  Spill 

w. 

The  Celluloid  Manufacturing  Company.    In  Equity. 

In  this  case,  there  was  an  interlocutory  decree  for  the  plaintiff,  sustaining  the 
validity  of  two  patents,  and  awarding  a  perpetual  •injunction,  and  a  reference 
before  a  master  in  respect  to  profits  and  damages,  and  a  report  by  him  in 
favor  of  the  defendants,  to  which  the  plaintiff  excepted  On  the  hearing  of 
the  exceptions,  the  Court  reconsidered  the  case  and  dismissed  the  bilL 

Letters  patent,  No.  97,454,  granted  to  Daniel  Spill,  November  80th,  1869,  for 
an  "  improvement  in  dissolving  xyloidine  for  use  in  the  arts,"  are  invalid,  for 
want  of  novelty,  as  to  the  claim  for  the  preparation  and  use  of  camphor  in 
conjunction  with  alcohol  or  spirits  of  wine,  as  a  solvent  of  xyloidine. 

The  2d  claim  of  letters  patent,  No.  101.175,  granted  to  Daniel  Spill,  March  22d, 
1870,  for  an  "  improvement  in  the  manufacture  of  xyloidine  and  its  compounds," 
namely,  "The  process  of  bleaching  xyloidine  in  the  manner  herein  specified/'' 
rests  only  on  the  fact,  that  Spill  discovered  that  xyloidine  could  be  bleached 
by  ordinary  bleaching  materials.  But  he  merely  applied  the  old  process  of 
bleaching  by  ordinary  bleaching  agents,  to  vegetable  fibres,  with  no  change 
in  the  manner  of  application,  and  with  the  same  result;  and  this  was  not  a 
patentable  invention,  in  view  of  the  state  of  the  art,  and  of  the  decision  in 
Pennsylvania  R  R  Co.  v.  Locomotive  Engine  Safety  Truck  Co.,  (110  U.  S.,  490.> 

A  petition  for  leave  to  file  a  supplemental  bill  in  the  nature  of  a  bill  of  review 
is  demurrable,  if  it  does  not  show  that  the  petitioner  could  not,  with  reason- 
able diligence,  have  discovered  the  alleged  new  matters  set  forth  therein,, 
prior  to  the  hearing  and  decision  of  the  case ;  and  if  the  new  matters  do  not 
appear  to  be  material. 

(Before  Blatohford,  J.,  Southern  District  of  New  York,  August  21st,  1884,  and 
November  7th,  1884.) 

Blatohfobd,  J.  This  suit  was  brought  on  two  patent* 
granted  to  the  plaintiff.  One  is  No.  97,454,  granted  Novem- 
ber 30th,  1869,  for  an  "  improvement  in  dissolving  xyloidine 
for  use  in  the  arts."  The  other  is  No.  101,175,  granted 
March  22d,  1870,  for  an  "  improvement  in  the  manufacture  of 
xyloidine  and  its  compounds."  On  a  hearing  on  pleadings 
and  proofs,  a  decision  was  made,  (18  Blatehf.  O.  C.  7?.,  190,) 
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iii  favor  of  the  plaintiff,  on  both  patents.  An  interlocutory 
decree  was  entered  June  12th,  1880,  declaring  both  patents  to 
be  valid  and  to  have  been  infringed,  and  awarding  a  recovery 
of  profits  and  damages,  to  be  ascertained  by  a  reference  to  a 
master,  and  a  perpetual  injunction.  The  report  of  the  master 
was  filed  February  25th,  1 884.  The  conclusions  of  the  report,  as 
matter  of  law,  are,  as  to  No.  97,454,  that  the  master,  not  hav- 
ing been  furnished  with  the  necessary  data,  is  unable,  without 
further  proof,  to  report  any  profits;  and,  as  to  No.  101,175, 
that,  not  having  been  furnished  with  the  necessary  data,  he  is 
unable,  without  further  proof,  to  report  any  profits ;  and  that 
no  evidence  had  been  presented,  on  the  accounting,  relating  to 
the  question  of  damages  from  the  infringement  of  either  patent. 
The  plaintiff  has  filed  1 1  exceptions  to  the  report,  and  claims, 
as  to  No.  97,454,  that  profits  have  been  shown  amounting  to 
$276,667  66,  with  interest  from  June  12th,  1880 ;  and,  as  to 
No.  101,175,  that  profits  have  been  shown  amounting  to 
$504,306  25,  with  interest  from  June  12th,  1880.  The  de- 
fendant has  filed  6  exceptions  to  the  report.  The  exceptions 
have  been  heard,  and  at  the  same  time  the  defendant  has 
moved  the  Court,  on  the  report  and  the  exceptions,  and  the 
•evidence  taken  in  the  cause  subsequent  to  the  interlocutory  de- 
cree, both  before  the  master  on  the  accounting,  and  on  a  mo- 
tion made  by  the  plaintiff  for  an  attachment  for  a  violation  of 
the  injunction,  and  on  all  the  proceedings  in  the  cause,  for  a 
reconsideration  of  the  questions  of  novelty,  patentability  and 
infringement,  passed  upon  by  the  Court,  at  the  time  of  the 
entry  of  the  interlocutory  decree,  in  view  of  the  evidence 
since  introduced  into  the  case,  and  in  view  of  the  decision  of 
the  Supreme  Court  in  Pennsylvania  R.  R.  Co.  v.  Locomotive 
Engine  Safety  Truck  Co.,  (110  U.  &,  490,)  and  for  a  correc- 
tion or  setting  aside  of  said  interlocutory  decree,  and  such 
other  orders  as  may  have  been  erroneously  made  in  this 
cause. 

What  was  said  about  No.  97,454,  in  the  former  decision, 
was  this :  u  The  specification  states  that  the  '  invention  relates 
to  the  preparation  and  use  of  certain  solvents  of  xyloidine,  and 
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which  differ  from  the  ordinary  or  known  solvents  of  xyloidine, 
in  that  these  menstrua  which  are  employed  are  not,  neces- 
sarily, in  themselves,  solvents  of  xyloidine,  but  become  so  by 
the  addition  of  the  bodies,  compounds  or  substances  herein  re- 
ferred to.'  It  also  states,  that  the  invention  consists  in  the 
employment  of  eight  different  solvents.  Only  the  second  sol- 
vent is  alleged  to  have  been  used  by  the  defendant.  It  is 
thus  described  in  the  specification :  '  Camphor  or  camphor  oil, 
or  mixture  of  the  same,  in  conjunction  with  alcohol  or  spirits 
of  wine,  the  same  to  be  employed  in  about  equal  proportions.' 
The  claim  is  in  these  words :  '  The  preparation  and  use  of  sol- 
vents of  xyloidine,  such  as  have  been  before  described,  so  as 
to  render  xyloidine  more  easy  of  conversion  into  compounds 
containing  xyloidine,  which  are  suitable  for  applications  in  the 
arts  and  for  industrial  purposes.'  The  defendant  has  in- 
fringed this  claim  by  using  camphor  in  conjunction  with  alco- 
hol, as  a  solvent  of  xyloidine.  The  defendant  mixes  ground 
and  dried  xyloidine  with  pulverized  dry  camphor,  and  then  im- 
merses the  mixture  in  alcohol  until  the  xyloidine  is  dissolved. 
It  is  dissolved  by  the  joint  action  of  the  camphor  and  the  al- 
cohol. Neither  alone  is  a  solvent  of  xyloidine.  It  is  imma- 
terial, so  far  as  the  invention  and  the  claim  of  the  patent  are 
concerned,  whether  the  camphor  and  the  alcohol  are  mixed  so 
as  to  dissolve  the  camphor  in  the  alcohol,  and  then  the  xyloi- 
dine is  put  into  the  solution,  or  whether  either  the  alcohol  or 
the  camphor  is  first  mixed  with  the  xyloidine  and  then  the 
third  substance  is  added.  The  bringing  of  the  three  together, 
causing  the  xyloidine  to  be  dissolved  or  softened,  so  as  to  be 
more  easy  of  conversion  or  working  into  compounds  or  arti- 
cles containing  xyloidine,  is  the  invention.  Making  use  of 
the  solvent  power  of  camphor  and  alcohol,  when  in  the  pres- 
ence of  each  other  and  of  the  xyloidine,  is  the  essence  of  the 
invention.  The  use' of  the  camphor  and  the  alcohol  in  about 
equal  proportions  is  not  of  the  essence  of  the  invention. 
They  are  stated  by  the  patentee  to  be  useful  in  those  propor- 
tions. But  the  evidence  shows  that  the  real  invention  was  the 
discovery  of  the  fact  that  camphor  and  alcohol,  when  united, 
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would  be  a  solvent  of  xyloidine.  The  novelty  of  the  inven- 
tion of  this  solvent  is  attacked,  but  without  success.  The  evi- 
dence is  voluminous,  and  has  been  carefully  considered,  with 
the  result,  that  the  defendant  has  failed  to  show  want  of  novelty. 
The  prior  patents  adduced  and  examined  are,  the  English  pat- 
ent to  Gutting,  No.  1,638,  of  1854 ;  and  the  English  patents  to 
Parkes,  No.  2,359,  of  1855,  No.  2,675,  of  1864,  No.  1,313,  of 
1865,  No.  1,695,  of  1867,  and  No.  1,614,  of  1868.  Parkes* 
pamphlet,  of  1867,  and  Gm&in's  Handbook  of  Chemistry,  of 
1860,  have  also  been  considered,  as  well  as  the  English  patent  to 
the  plaintiff,  No.  2,666,  of  1 867.  No  other  anticipation  than  the 
above  seems  to  be  considered  by  the  defendant's  expert,  and 
he  does  not  allude  to  the  pamphlet.  Another  defence  relied 
on  is,  that  one  Parkes  communicated  to  the  plaintiff,  in  En- 
gland, the  knowledge  that  alcohol  and  camphor  united  were  8 
solvent  of  xyloidine,  and  that  the  plaintiff  never  made  the  in- 
vention himself.  On  the  whole  evidence,  the  defendant  has 
failed  to  establish  this  defence.9' 

The  Parkes  patent,  No.  2,359,  of  October  22d,  1855,  says : 
"  It  is  well  known  that  a  solution  of  gun  cotton  has  been  used 
principally  as  a  photographic  agent  and  in  surgical  operations, 
but  my  object  is  to  employ  collodion  or  its  compounds  for 
manufacturing  purposes  generally.  The  method  of  dissolving 
gun  cotton  being  well  known,  I  do  not  think  it  necessary  to 
give  proportions,  but  simply  to  say  that  when  I  use  a  thin  so- 
lution I  add  more  of  either  of  the  solvents  to  the  gun  cotton, 
and,  if  I  require  a  stiff  preparation,  less  of  the  solvent  is  to  be 
used.  I  dissolve  gun  cotton,  or  other  similar  compound,  in 
vegetable  naphtha,  alcohol,  methylated  or  other  ethers,  or 
other  solvents  of  gun  cotton."  By  "  gun  cotton,"  it  is  under- 
stood was  meant  what  is  called  "  xyloidine  "  in  No.  97,454. 

The  Parkes  patent,  No.  2,675,  of  October  28th,  1864, 
says,  in  the  provisional  specification:  "In  manufacturing 
compounds  of  gun  cotton  and  of  other  vegetable  substance* 
similarly  prepared,  I  first  distil  wood  naphtha  or  alcoholic 
spirit  over  chloride  of  calcium,  chloride  of  zinc,  or  choloride 
of  manganese,  using,  by  preference,  the  solid  or  fused  salts. 
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I  employ  .the  spirit  obtained  by  this  process,  alone  or  com- 
bined with  the  light  spirits  from  coal  naphtha,  or  other  min- 
eral naphtha,  as  solvents  of  gun  cotton  or  analogous  com- 
pounds." The  fall  specification  says:  "In  manufacturing 
•compounds  of  gun  cotton,  I  employ  a  solvent  which  I  prepare 
by  distilling  wood  naphtha  with  chloride  of  calcium."  It  then 
describes  the  mode  of  distilling  and  of  obtaining  the  solvent, 
and  says :  "  The  solvent  thus  prepared  I  add  to  the  gun  cote 
ton,  usually  in  such  a  proportion  as  to  produce  with  it  a  pasty 
mass.  *  *  *  In  place  of  preparing  the  solvent  with  wood 
naphtha,  it  may  be  similarly  prepared  with  alcohol.  *  *  * 
In  place  of  gun  cotton  properly  so  called,  othor  vegetable  sub- 
stances similarly  prepared  may  be  employed,  and  so  in  each 
ease  where  in  this  specification  the  use  of  gun  cotton  is 
■directed." 

The  Parkes  patent,  No.  1,313,  of  May  11th,  1865,  is  for 
"  improvements  in  the  manufacture  of  parkesine,  or  com- 
pounds of  pyroxiline,  and  also  solutions  of  pyroxiline,  known 
as  collodion."  It  is  understood  that  "  pyroxiline  "  is  the  same 
thing  as  "xyloidine."  It  says:  uThe  materials  now  well 
known  as  parkesine  consist  of  pyroxiline  dissolved  in,  or  soft- 
ened by,  solvents,  and  usually  mixed  with  coloring  matters, 
oils,  and  substances  which  control  the  inflammability  of  the 
pyroxiline.  In  manufacturing  parkesine  on  a  large  scale,  in 
accordance  with  the  specifications  of  former  patents  granted 
to  me,  and  when  manipulating  large  masses  of  material,  I 
have  found  considerable  difficulty  in  the  employment  of  the 
volatile  solvents  hitherto  used.  By  the  present  invention  I 
am  enabled  to  produce  large  masses  or  quantities  in  a  much 
better  condition,  in  a  shorter  time,  and  with  less  solvent  in 
proportion  to  the  pyroxiline  than  is  possible  with  the  solvents 
hitherto  used.  According  to  my  present  invention  I  employ 
as  solvents  of  the  pyroxiline,  in  this  manufacture,  nitro-ben- 
zole,  aniline  and  glacial  acetic  acid.  When  these  solvents  are 
employed,  the  parkesine  can  be  worked  freely  in  the  air ;  or, 
these  solvents  may  be  used  in  combination  with  other  sol- 
Tents.     I,  also,  according  to  my  invention,  render  the  ordi- 
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nary  volatile  solvents  more  suitable  for  use  by  the  addition  of 
camphor.  By  this  means,  I  obtain,  to  some  extent,  the  same 
advantage  as  by  the  use  of  a  less  volatile  solvent.  Nitro-ben- 
zole  and  aniline  are  not  rapidly  volatile  except  at  a  high  tem- 
perature, and  this  property  enables  me  to  employ  them  alone, 
or  with  other  solvents,  with  very  great  advantage,  as  the  dis- 
solved pyroxiline  and  its  combinations  can  be  worked  in  rolls 
and  by  calendering  or  spreading  machines,  with  great  facility, 
not  drying  too  rapidly,  which  enables  me  with  facility  to  coat 
telegraph  wire,  or  to  make  masses  or  sheets,  or  to  spread  the 
combinations  on  textile  or  other  fabrics,  to  produce  water- 
proof cloth  for  garments,  or  other  articles,  of  any  size  or  color ; 
and  the  same  advantage  I  obtain  when  I  employ  aniline,  cam- 
phor, or  acetic  acid ;  and  the  combinations,  especially  those 
made  with  nitro-benzole  or  aniline,  can  be  worked  freely  in 
the  open  air.  *  *  *  The  following  is  the  manner  in 
which  I  prefer  to  proceed  in  producing  parkesine  according  to 
this  invention :  I  take  100  parts  of  pyroxiline  and  moisten  it 
with  the  ordinary  solvent,  by  preference  naphtha  distilled  off 
chloride  of  calcium,  as  is  described  in  the  specification  of  a 
former  patent  granted  to  me,  and  as  is  now  well  understood ; 
and  I  press  out  the  excess  of  solvent  by  a  hydraulic  press.  I 
then  add  the  other  solvent,  in  the  proportion  of  from  10  to  50 
parts  of  prepared  nitro-benzole  or  aniline ;  or,  I  add  10  to  50 
parts  of  camphor;  then  150  to  200  parts  of  vegetable  oil.  I 
use  cotton  seed  or  castor  oil  by  preference.  This  mixture  I 
grind  in  rolls  which  are,  by  preference,  warmed  by  steam 
admitted  into  them.  The  grinding  is  continued  until  all  is 
well  combined  as  a  dough  or  paste,  which  will  be  more  or  less 
stiff,  according  to  the  quantity  of  solvent  employed."  The 
former  patent,  thus  referred  to,  is  the  patent  No.  2,675,  which 
describes,  as  a  solvent,  wood  naphtha  distilled  off  chloride  of 
calcium ;  and  the  wood  naphtha,  60  distilled,  is  what  is  referred 
to  in  No.  1,313,  as  "  the  ordinary  solvent,"  and  as  one  of  "  the 
ordinary  volatile  solvents "  which  may  be  rendered  "  more 
suitable  for  use  by  the  addition  of  camphor."  And  as,  accord- 
ing to  the  language  of  No.  2,675,  a  solvent  may  be  "  similarly 
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prepared  "  by  distiUing  alcohol  with  chloride  of  calcium,  al- 
cohol so  distilled  must  be  regarded  as  an  "  ordinary  solvent," 
and  as  one  of  "  the  ordinary  volatile  solvents,"  which  is,  ac- 
cording to  the  language  of  No.  1.313,  to  be  rendered  "more 
suitable  for  use  by  the  addition  of  camphor."  No.  1,313, 
therefore,  describes,  the  method  of  proceeding  to  be,  to  mois- 
ten 100  parts  of  pyroxiline  with  alcohol  distilled  off  chloride 
of  calcium ;  to  press  out  the  excess  of  solvent ;  to  add  10  to 
50  parts  of  camphor,  (this  being  stated  to  be  optional,  instead 
of  adding  10  to  50  parts  of  the  prepared  nitro-benzole  or  ani- 
line ;)  to  add  150  to  200  parts  of  vegetable  oil ;  and  to  grind 
the  mixture  in  rolls  till  it  is  a  dough  or  paste. 

The  Parke*  patent,  No.  1,695,  of  June  8th,  1867,  sets 
forth  the  mode  of  preparing  what  is  called  a  "parkesine 
compound."  It  says :  "  The  parkesine  compound  I  prepare 
by  thoroughly  mixing  in  a  vessel,  with  a  mechanical  stirrer, 
one  part  by  weight  of  pyroxylin  with  six  or  eight  parts  of 
dehydrated  or  strong  alcohol.  The  alcohol  obtained  by  dis- 
tilling the  commercial  alcohol  off  fused  chloride  of  calcium 
and  other  similar  substances  is  suitable.  I  also  add  in  the 
mixing  vessel  cotton  seed  oil  or  castor  oil,  in  the  proportion 
of  from  five  to  ten  per  cent.,  by  weight,  of  the  cotton. 
The  plastic  mass  of  pyroxylin  and  solvent  and  oil  which  is 
obtained  from  the  mixer  is  passed  repeatedly  through  grind- 
ing rolls  until  perfect  uniformity  throughout  the  mass  is 
obtained,  and  at  the  same  time  from  two  to  five  per  cent, 
of  resin,  by  preference  gum  copal  of  good  quality,  may  be 
worked  in.  The  grinding  rolls  should  be  enclosed  in  a  cas- 
ing and  heated  by  steam.  There  are  shelves  in  the  casing,  to 
enable  the  workmen  to  handle  the  material.  The  solvent 
which  evaporates  is  recovered  by  passing  the  vapor  through 
a  condenser.  *  *  *  In  place  of  using  alcohol  alone  for 
the  solvent  of  the  pyroxylin,  as  above  described,  I  sometimes 
use  a  mixture  of  equal  parts  of  light  mineral  naphtha  sp. 
gr.  .850,  and  strong  alcohol  6p.  gr.  .825,  or  methylated  alco- 
hol sp.  gr.  .855.  I  use  the  mixed  solvents,  in  the  prepara- 
tidn   of   the   plastic  mass,  in  the  proportion  of   five  or  six 
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parts  to  one  part  of  pyroxylin  ;  or,  I  sometimes  make  a 
compound  solvent  of  equal  parts  of  light  mineral  naphtha, 
purified  vegetable  naphtha  sp.  gr.  .840,  and  alcohol,  and,  in 
preparing  the  plastic  mass,  I  use  it  in  the  proportion  of 
five  or  six  parts  to  one  part  of  the  pyroxylin." 

No.  2,359  distinctly  states  that  gun  cotton  is  dissolved  in 
alcohol.  Nothing  is  said  about  distilling  or  preparing  the 
■alcohol,  or  dehydrating  it.  In  No.  2,675,  alcoholic  spirit  is 
described  as  distilled  over  chloride  of  calcium,  and  then  em- 
ployed, either  alone  or  combined  with  the  light  spirits  from 
coal  naphtha  or  other  mineral  naphtha,  as  a  solvent  of  gun 
cotton.  No.  1,313  describes  the  use,  as  a  solvent  of  pyrox- 
iline,  of  alcohol  distilled  off  chloride  of  calcium,  combined 
with  camphor,  the  alcohol  so  distilled  being  called  an  ordi- 
nary volatile  solvent.  In  No.  1,695,  dehydrated  or  strong 
alcohol,  obtained  by  distilling  commercial  alcohol  off  fused 
chloride  of  calcium,  is  described  as  a  solvent  of  pyroxylin, 
either  alone,  or  mixed  with  light  mineral  naphtha. 

In  No.  1,313,  the  pyroxiline  is  moistened  with  the  ordi- 
nary solvent,  and  then  the  camphor  and  oil  are  added,  and 
the  mixture  is  ground.  In  the  defendant's  manufacture-,  the 
xyloidine  and  the  dry  camphor  are  mixed,  and  then  ground 
together,  and  the  ground  mixture  is  steeped  in  alcohol.  No. 
97,454  claims  broadly  the  use  of  camphor  in  conjunction 
with  alcohol,  without  reference  to  any  order  of  manipula- 
tion. It  covers  equally  the.  liquid  resulting  from  the  com- 
bination of  alcohol  and  camphor,  to  which  the  xyloidine  is 
added,  and  the  mixing  of  the  xyloidine  first  with  either  the 
alcohol  or  the  camphor,  and  the  addition  of  the  other  ingre- 
dient. 

In  No.  1,313,  the  ordinary  volatile  solvent,  alcohol  dis- 
tilled off  chloride  of  calcium,  is  used  to  moisten  the  pyroxi- 
line, and  the  camphor  is  added,  which,  the  patent  says,  has 
the  effect  to  render  such  ordinary  volatile  solvent  more 
suitable  for  use.  The  camphor  is  stated  to  be  used  in  place 
of  prepared  nitro  benzole  or  aniline,  which  is  a  solvent.  The 
camphor,  therefore,  co-operates  with  the  alcohol,  and  the  com- 
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bination  acts  as  a  solvent.  In  No.  97,454  it  is  said  that  the 
solvents  of  that  patent  "differ  from  the  ordinary  known 
solvents  of  xyloidine,  in  that  these  menstrua  which  are  em- 
ployed are  not,  necessarily,  in  themselves,  solvents  of  xyloid- 
ine, but  become  so  by  the  addition  of  the  bodies,  compounds 
or  substances  herein  referred  to."  In  the  foitner  decision  it 
was  said  that  the  invention  of  Spill  was  "  the  discovery  of 
the  fact  that  camphor  and  alcohol,  when  united,  would  be  a 
solvent  of  xyloidine."  It  was  also  said  that  the  defendant  dis- 
solved its  xyloidine  "  by  the  joint  action  of  the  camphor  and 
the  alcohol ;"  and  that  "  neither  alone  is  a  solvent  of  xyloid- 
ine." Whether  either  alone  is  or  is  not  a  solvent  of  xyloidine, 
is  of  no  importance.  The  defendant  employs  as  a  solvent  the 
combination  of  alcohol  and  camphor.  That  is  what  No. 
97,464  claims — employing  as  a  solvent  camphor  in  conjunc- 
tion with  alcohol.  What  No.  97,454  says  is,  that  the  men- 
strua employed  are  not  "  necessarily,  in  themselves,"  solvents 
of  xyloidine.  Yet,  if  what  is  employed  is  essentially  a  com- 
bination of  spirits  of  wine  and  camphor,  it  is  an  infringe- 
ment of  No.  97,454 ;  and  if  what  was  essentially  a  combina- 
tion of  spirits  of  wine  and  camphor  was  before  described 
as  a  solvent,  No.  97,454  is  not  valid. 

The  only  point  remaining  is  as  to  the  use  in  No.  1,313,  in 
connection  with  camphor,  of  alcohol  distilled  off  chloride  of 
calcium.  No.  1,695  shows  that  commercial  alcohol  so  dis- 
tilled is  nothing  but  dehydrated  alcohol,  alcohol  deprived  of 
its  water,  alcohol  made  strong,  and  that,  alone,  it  is  a  solvent 
of  pyroxylin.  Commercial  alcohol  has  more  or  less  water. 
The  water  acts  no  part  as  a  solvent.  The  object  is  to  get  rid 
of  the  water  and  avail  of  the  spirit.  It  is  the  spirit  which  is 
effective.  To  dehydrate  the  commercial  alcohol,  or  deprive  it 
of  its  water,  or  make  it  strong  alcohol,  or  absolute  alcohol, 
which  is  done  by  distilling  it  off  chloride  of  calcium,  is  only 
to  concentrate  it,  and  thus  entitle  it  the  better  to  be  called 
alcohol  or  spirits  of  wine.  When  distilled,  it  is  yet  alcohol. 
When  not  distilled  it  is  called  alcohol.  When  strong,  made 
absolute,  freed  from  water,  concentrated,  it  was,  and  is,  of 
Vol.  XXII.— 29 
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itself,  a  solvent  of  xyloidine ;  and,  in  that  state,  it  was,  before 
Spill's  invention,  described  as  used  with  camphor,  as  a  solvent 
of  xyloidine.  The  only  question  was,  as  to  the  strength 
necessary  for  the  alcohol — as  to  how  much  water  it  might  eon- 
tain,  and  yet  be  a  solvent  with  the  camphor.  There  could  be 
no  invention  in,using  alcohol  of  less  and  less  strength,  until  a 
point  was  reached,  as  to  weakness,  beyond  which  it  would  not 
answer  to  go.  Spill  gives  the  date  of  his  invention  as  the 
early  part  of  1869.  Before  that  the  world  was  informed  that 
dehydrated  or  strong  alcohol  was,  of  itself,  a  solvent  of  py- 
roxylin, and  was  instructed  to  mix  it  with  camphor,  as  such 
solvent.  It  must  be  strong  enough  in  spirits  to  do  its  work. 
Using  it  of  less  strength,  and  yet  of  sufficient  strength,  was  no 
invention.  To  use  dehydrated  alcohol  with  camphor  would 
infringe  No.  97,454,  and  yet  it  would  be  to  use  only  what  was 
before  described.  Under  the  Constitution,  a  patent  can  be 
granted  only  to  an  inventor,  and,  under  the  statute,  the  thing 
for  which  a  patent  may  be  granted  must  not  only  be  new  and 
useful,  but  it  must  amount  to  an  invention  or  discovery.  "  A 
mere  carrying  forward,  or  new  or  more  extended  application, 
of  the  original  thought,  a  change  only  in  form,  proportions 
or  degree,  the  substitution  of  equivalents,  doing  substantially 
the  same  thing,  in  the  same  way,  by  substantially  the  same 
means,  with  better  results,  is  not  such  invention  as  will  sus- 
tain a  patent."    (Smith  v.  Nichols,  21  Wall.,  112, 119.) 

Being  satisfied  that  due  weight  was  not  given  to  these  con- 
siderations, in  connection  with  the  state  of  the  art,  as  shown, 
at  the  hearing  which  resulted  in  the  interlocutory  decree,  and 
that  that  decree  ought  not  to  have  been  made,  no  other  result 
can  be  reached  than  that  effect  must  be  given  to  this  conclu- 
sion, and  No.  97,454  be  held  invalid,  so  far  as  it  claims  the 
preparation  and  use  of  camphor  in  conjunction  with  alcohol  or 
spirits  of  wine,  as  a  solvent  of  xyloidine. 

As  to  No.  101,175,  the  former  decision  said :  "  There  are 
five  claims  in  the  patent.  The  second  alone  is  alleged  to  have 
been  infringed.  The  specification  says :  '  The  second  part  of 
my  invention  relates  to  the  bleaching  of  xyloidine,  and  is  as 
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follows :  When  it  is  desired  to  bleach  or  whiten  the  xyloidine, 
I  bleach  it  directly  after  the  removal  of  the  acids,  and  before  re- 
moving it  from  the  vat.  This  I  do  by  any  of  the  well  known 
means,  preferring  a  solution  of  chlorine,  or  a  solution  of  chloride 
of  lime  or  soda,  which  I  add  to  the  xyloidine,  making  use  of  alter- 
nate stirrings  and  rest,  for  a  sufficient  time,  until  the  xyloidine  is 
whitened.  The  solution  is  again  drained  off,  and  the'  xyloidine 
is  repeatedly  washed  with  water,  in  order  to  remove  any  ex- 
cess of  bleaching  agents  or  any  residue  from  such  agents,  when 
it  will  be  found  to  be  ready  to  be  submitted  to  pressure  in  or- 
der to  free  the  same  from  water,  and  may  then  be  opened  out, 
so  as  to  prepare  it  for  drying,  dissolving,  or  other  purposes.' 
The  second  claim  is  in  these  words :  '  The  process  of  bleach- 
ing xyloidine  in  the  manner  herein  specified.'  That  portion 
of  the  specification  which  precedes  the  statement  of  the  second 
part  of  the  invention  relates  to  the  treatment  of  vegetable 
fibre  or  lignine  with  acids,  to  convert  it  into  xyloidine  and  ren- 
der it  soluble  in  suitable  solvents.  The  fibre  is  intimately 
mixed  with  the  acids  by  appropriate  means,  then  the  acids  are 
strained  and  pressed  from  the  fibre,  which  is  now  xyloidine, 
and  it  is  subjected  to  a  washing  and  stirring  with  water  until 
it  is  nearly  or  quite  free  from  acids,  and  the  water  is  then 
drained  off.  The  washing  is  done  in  a  washing  vat.  The 
bleaching,  as  before  stated,  is  done  directly  after  the  removal 
of  the  acids,  and  before  the  xyloidine  is  removed  from  the 
vat.  The  evidence  shows  that  the  real  invention  of  the 
plaintiff,  in  this  regard,  was  to  bleach  xyloidine  by  ordinary 
bleaching  agents,  directly  after  the  converting  acids  had 
been  washed  out  of  it,  and  before  anything  had  been  mixed 
with  it  which  might  interfere  with  the  action  of  the  bleach- 
ing agents.  This  is,  fairly,  the  sense  of  the  specification. 
Whether  the  bleaching  is  done  in  the  washing  vat  or  not, 
or  in  a  solution  of  the  ordinary  bleaching  agent,  or  by  such 
agent  not  in  a  solution,  are  immaterial  matters.  The  essen- 
tial discovery  was,  that  an  ordinary  and  well  known  bleach- 
ing agent,  of  the  character  of  chlorine,  or  chloride  of  lime, 
or  chloride  of  soda,  if  applied  to  xyloidine,  when  it  had  be- 
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come  such  and  had  been  freed  from  the  converting  acids, 
and  while  it  remained  in  that  state,  would  act  upon  it  to 
bleach  it.  The  defendant  treats  paper  with  acids  to  make 
xyloidine,  then  washes  out  the  acids,  then  grinds  it,  and, 
while  it  is  being  ground,  applies  bleaching  powders  to  it. 
The  evidence  is  satisfactory,  that  one  of  such  bleaching  pow- 
ders is  permanganate  of  potash,  and  that  it  was  a  well 
known  and  ordinary  bleaching  agent  at  the  time  of  the 
plaintiff's  invention.  Therefore,  infringement  is  established. 
It  is  contended,  for  the  defendant,  that  the  claim  in  regard 
to  bleaching  does  not  claim  a  patentable  invention,  because 
it  is  merely  the  use,  to  bleach  xyloidine,  of  what  had  before 
been  used  to  bleach  fibrous  material  not  converted  into  xy- 
loidine. The  true  view  is  well  expressed  by  Professor  See- 
ley,  the  plaintiffs  expert.  The  defendant's  expert,  Mr.  Ed- 
ward S.  Benwick,  had  cited  four  English  patents,  those  to 
Martin,  No.  7,  of  1864,  to  Beeves,  No.  2,797,  of  1860,  to  Coll- 
yer,  No.  550,  of  1859.  and  to  Beeves,  No.  3,293,  of  1866,  as 
describing  the  treatment  of  vegetable  fibre  with  a  solution  of 
chloride  of  lime  or  of  soda,  substantially  as  the  plaintiff's  pat- 
ent describes  xyloidine  as  being  treated  with  a  solution  of 
chloride  of  lime  or  of  soda.  Professor. Seeley  says:  'The 
patents  referred  to  by  Mr.  Benwick  cover  inventions  relating 
to  bleaching,  by  means  of  ordinary  bleaching  agencies,  the  or- 
dinary fibrous  substances  which  are  used  for  clothing,  paper 
stock,  &c.  1  do  not  find  in  them  anything  which  has  more 
bearing  upon  the  novelty  of  Spill's  invention  than  what  might 
be  included  in  the  matter  which  Spill  regards  and  defines  as 
old  and  well  known.  Previous  to  Spill's  time,  the  ordinary 
bleaching  materials  and  methods  were  only  applied  to  a  pecu- 
liar class  of  substances,  namely,  those  substances  of  fibrous 
character  which  were  useful  mainly  by  reason  of  that  fibrous 
character.  Spill's  invention  brings  the  utility  of 'bleaching 
upon  a  new  kind  of  material,  and  brings  it  where  it  was  very 
desirable,  but  where  it  was  supposed  to  be  impracticable.  It 
is  tme  that  pyroxiline '  (xyloidine) 4  has  a  fibrous  structure,  but 
this  fibrous  structure  is  not  any  essential  or  useful  property  in 
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it.  In  fact,  in  this  art,  pyroxiline  does  not  become  useful  un- 
til the  fibrous  structure  is  destroyed.  Pyroxiline  i6  not  useful 
for  any  of  the  purposes  to  which  the  materials  formerly 
bleached  were  applied.  Pyroxiline  is  very  different,  in  chem- 
ical character  and  composition,  from  the  old  bleachable  mate- 
rials. If  pyroxiline  had  not  the  fibrous  structure,  probably 
the  question  of  invention  in  this  case  would  not  have  arisen, 
for  then  it  would  have  appeared  plainly,  that  the  case  would 
have  been  similar  to  that  of  (suppose)  bleaching  charcoal  by 
ordinary  bleaching  agents.  In  advance  of  experiments,  the 
bleaching  of  a  substance  like  pyroxiline  would  seem  impracti- 
cable, almost  incredible.  The  theory  of  ordinary  bleaching 
is,  that  the  coloring  matter  of  goods  to  be  bleached  is  of  a 
complicated  and  unstable  character,  and  is  destroyed  by  the 
powerful  chemical  action  of  the  bleaching  agents,  chlorine, 
oxygen,  &c.  Inasmuch  as  pyroxiline,  in  its  manufacture,  has 
been  exposed  to  the  action  of  some  of  the  most  powerful 
chemical  agents  which  are  known,  it  is  unreasonable  to  sup- 
pose that  any  of  the  unstable  coloring  matter  could  be  left  in 
it.  The  bleaching  of  pyroxiline  has  often  been  proposed  and 
attempted  ;  it  was  especially  desirable  in  this  art,  but  it  is  my 
opinion  that  a  chemist  would  exhaust  all  other  theories  before 
he  would  think  of  ordinary  bleaching  agents  for  the  purpose. 
The  subject  had  come  up  in  my  mind  several  times  before 
Spill's  invention,  and  I  was  unwilling  to  credit  the  efficacy  of 
his  plans  until  they  were  actually  demonstrated  to  me.  I 
know  of  very  few  inventions  where  so  novel  and  useful  re- 
sults have  been  obtained  by  such  simple  and  unlooked-for 
methods.'     There  is  no  evidence  to  countervail  this  view.*' 

The  decision  in  Pennsylvania  It.  B.  Co.  v.  Locomotive 
Engine  Safety  Truck  Co.,  (110  U.  &,  490,)  makes  it  impossi- 
ble to  sustain  the  view  heretofore  announced  as  to  No.  101,175. 
The  ruling  in  that  case  is,  that  "the  application  of  an  old  pro- 
cess or  machine  to  a  similar  or  analogous  subject,  with  no 
change  in  the  manner  of  application  and  no  result  substan- 
tially distinct  in  its  nature,  will  not  sustain  a  patent,  even 


454  SOUTHERN  DISTRICT  OF  NEW   YORK, 

Spill  v.  The  Celluloid  Manufacturing  Company. 

if  the  new  form  of  result  has  not  before  been  contem- 
plated." 

In  the  Martin  patent,  No.  7,  of  1864,  fabrics  composed 
partly  of  vegetable  and  partly  of  animal  material,  and  oilier 
fabrics  and  materials,  designed  to  be  nsed  in  making  paper, 
are  boiled  with  lime  and  soda  or  potash,  in  a  rotating  boiler 
provided  with  beaters,  and  the  cleansed  rags  are  then  bleached 
in  the  boiler  by  an  "  ordinary  bleaching  liquid,  consisting  of 
a  solution  of  chloride  of  lime  or  soda,  with  a  proportion  of 
sulphuric  acid." 

In  the  Reeves  patent,  No.  2,797,  of  I860,  jute  and  other 
fibres  of  a  similar  nature,  intended  to  be  made  into  pulp  for 
paper,  are  boiled  in  an  alkali,  then  treated  with  chloride  of 
soda  or  lime,  under  heat,  then  immersed  in  a  bath  of  chloride 
of  lime,  of  moderate  strength,  to  which  is  added  a  small  quan- 
tity of  diluted  sulphuric  or  hydrochloric  acid,  then  boiled  in  a 
weak  caustic  alkaline  solution,  whereby  'a  large  quantity  of 
coloring  matter  is  extracted,  then  washed,  and  then  treated  in 
a  solution  of  chloride  of  soda  or  lime,  or  both  together,  so 
that  a  perfect  white  will  be  the  result. 

In  the  Collyer  patent,  No.  550,  of  1859,  straw,  flax  and 
other  materials,  to  be  used  in  making  paper,  are  boiled  in 
caustic  alkali,  then  washed,  and  then  bleached  in  a  chloride  of 
lime  solution. 

In  the  Reeves  and  Muschamp  patent,  No.  3,293,  of  1866, 
vegetable  fibres  or  common  rags,  to  be  made  into  paper 
for  explosive  purposes,  are  boiled  in  caustic  alkali  and  washed, 
and  then  a  solution  of  chloride  of  lime  is  employed  to  disin- 
tegrate and  bleach  them,  a  small  quantity  of  diluted  sulphuric 
or  other  acid  being  added  to  the  chloride  of  lime. 

The  validity  of  No.  101,175  was  rested  by  the  plaintiff,  at 
the  original  hearing,  and  is  now  rested,  on  this  alone,  as  a 
claim  of  invention — that  he  discovered  that  xyloidine,  or  solu- 
ble gun  cotton,  made  by  the  use  of  substances  so  powerful  as 
nitric  and  sulphuric  acids,  could  be  bleached  by  ordinary 
bleaching  materials.  The  view  urged  and  admitted  as  sus- 
taining the  patent  was,  that  no  one  could  or  would  have  be- 
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lieved,  in  advance,  that  it  was  possible.  Bat  the  old  process 
of  bleaching  by  ordinary  bleaching  agents  was  applied  to 
vegetable  fibres,  with  no  change  in  the  manner  of  applica- 
tion, and  with  the  same  distinct  result  of  bleaching.  The 
only  difference  was,  that  the  product  was  bleached  vegetable 
fibre  in  the  shape  of  converted  gun  cotton,  instead  of  bleached 
vegetable  fibre  not  so  converted.  The  fact  that  bleached  gun 
cotton  had  not  before  been  known  or  contemplated  did  not 
make  the  bleaching  of  it  in  that  way  a  patentable  invention, 
in  view  of  the  state  of  the  art.  What  was  done  was  to  bleach, 
by  a  process  which  acted  objectively  on  the  material  and  left 
it  the  same  thing  as  before  bleaching,  but  in  a  bleached  state. 
The  bleaching  agent  did  not  form  with  the  material  a  new 
•chemical  product.  No.  101,175  says,  that  the  bleaching  solu- 
tion, after  the  xyloidine  is  whitened,  is  drained  off,  and  the 
bleached  article  is-  repeatedly  washed  with  water,  to  remove 
any  excess  of  bleaching  agents,  or  any  residue  from  such 
agents.  It  also  states,  that  the  material  to  be  used  to  make 
"  soluble  gun  cotton  or  xyloidine  "  is  "  cotton  or  other  vege- 
table fibres  or  lignine,  either  in  their  normal  condition,  or 
after  they  have  passed  through  any  manufacturing  process, 
or  the  refuse  of  the  same,  or  the  ordinary  rags  of  commerce, 
•either  in  a  white,  dyed  or  colored  condition." 

In  the  case  of  Pennsylvania  R.  R.  Co.  v.  Locomotive  En- 
gine Safety  Truck  Co.,  the  decision  of  the  Circuit  Court  was 
reversed  on  the  question  of  patentability,  and  the  rules  laid 
down  show  that  under  it,  and  the  cases  which  the  opinion 
cites  and  approves,  the  decision  in  the  present  case  as  to  No. 
101,175,  ought  to  have  been  that  claim  2  set  forth  no  patent- 
able invention. 

Within  the  principle  applied  in  Wooeter  v.  Handy,  {ante, 
p.  307,)  this  court  has  the  power  and  it  is  its  duty  to  dis- 
miss, with  costs,  the  bill  in  this  case,  and  it  is  so  ordered. 

B.  F.  Thurston  and  II.  M.  Ruggles,  for  the  plaintiff. 

W.  D.  Shipmcm,  F.  H.  Betts,  H  Baldwin,  Jr.,  and  & 
Z.  Hamilton,  for  the  defendant. 
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Afterwards,  the  plaintiff  moved  for  leave  to  file  a  sup- 
plemental bill  in  the  nature  of  a  bill  of  review,  which  was  de- 
nied November  6th,  1884. 

Blatohford,  J.  Since  the  announcement  of  the  decision 
of  the  Court  in  this  case,  (ante,  p.  441,)  dismissing  the  bill  of 
complaint,  and  before  the  entering  of  any  formal  decree  to 
that  effect,  the  plaintiff  has  made  a  motion  for  leave  to  file  a 
supplemental  bill  of  complaint  in  the  nature  of  a  bill  of  re- 
view. The  motion  is  founded  on  a  petition  which  purports 
to  be  the  petition  of  the  plaintiff,  by  his  solicitor,  and  is  not 
signed  or  sworn  to  by  the  plaintiff,  or  any  agent  or  attorney 
in  fact  of  his,  but  is  signed  and  sworn  to  by  the  solicitor, 
and  is  supplemented  by  an  affidavit  made  by  the  solicitor, 
stating  that  the  reason  why  the  petition  was  not  signed  and 
verified  by  the  plaintiff  waft  because  the  plaintiff  is  in  Eu- 
rope, and  has  been  there  for  several  years  last  past,  and 
for  the  further  reason,  that  the  facts  and  statements  set 
forth  in  the  petition  are  within  the  knowledge  of  the  solici- 
tor. 

The  petition  sets  forth,  that,  since  the  decision  of  August 
21st,  1884,  the  petitioner  has  discovered  new  matter  of  conse- 
quence in  the  cause,  particularly,  that  John  W.  Hyatt,  Jr.,  and 
David  Blake  obtained  letters  patent  of  the  United  States,  No. 
89,582,  on  the  4th  of  May,  1 869,  a  printed  copy  of  the  specifica- 
tion of  which  is  annexed  to  the  petition ;  that  the  defendant,  as 
assignee  of  I.  Smith  Hyatt  and  John  W.  Hyatt,  (who  is  the 
same  person  who  is  called  John  W.  Hyatt,  Jr.,  in  No. 
89,582,)  obtained  letters  patent  of  the  United  States,  No. 
156,352,  on  the  27th  of  October,  1874,  a  printed  copy  of 
the  specification  of  which  is  annexed  to  the  petition;  that 
it  appears,  by  No.  89,582,  that,  in  making  compounds  con- 
taining soluble  gun  cotton,  the  gun  cotton  is  dissolved  "  in  a 
mixture  of  equal  parts  of  alcohol  and  ether,"  thereby  showing 
that  alcohol  alone  is  not  a  solvent  of  soluble  gun  cotton ;  that 
it  appears  by  No.  156,352,  that  the  object  of  the  alleged  in- 
vention "  is  to  overcome  certain  objections  which  are  involved 
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in  the  use  of  liquid  solvents,  as  ordinarily  employed  in  the 
manufacture  of  solidified  collodion,"  or  celluloid ;  that  the 
specification  says :  "  Heretofore,  liquid  solvents  have  been 
used  in  dissolving  pyroxyline,  by  first  preparing  the  solvent 
— for  instance,  ether  and  alcohol,  nitro-benzole,  &c. — and  then 
saturating  the  pyroxyline  with  the  solvents;"  that  it  also 
say 8:  "Our  present  improvement  consists  in  transforming 
pyroxyline  into  solidified  collodion  or  '  celluloid '  (see  trade- 
mark No.  1,102,  registered  January  14,  1873,)  by  using  a 
liquid  instead  of  a  solid  solvent,  which  liquid  solvent,  like  the 
solid,  is  latent  at  ordinary  temperatures,  but  becomes  active,, 
and  dissolves  the  pyroxyline,  upon  the  application  of  heat. 
The  following  is  a  description  of  our  improved  process :  We 
make  a  weak  solution  of  camphor  in  alcohol,  the  proportions, 
being,  by  weight,  one  part  of  camphor  to  eight  parts  of  alco- 
hol. This  solution  of  camphor  is  not  a  solvent  of  pyroxyline 
at  ordinary  temperatures,  and  we  therefore  term  it  a  latent 
liquid  solvent,  but  it  becomes  an  active  solvent  at  an  elevated 
temperature.  There  being  differences,  however,  in  the  solu- 
bility of  different  grades  of  pyroxyline,  a  corresponding  change 
in  the  strength  of  the  solution  of  camphor  becomes  necessary, 
which  may  readily  be  determined  by  experiment ;  "  that  the 
claims  of  No.  156,352  are :  "  1.  The  process  herein  described, 
of  manufacturing  solidified  collodion,  by  mixing  pyroxyline 
with  a  latent  liquid  solvent,  which  becomes  active  only  upon 
the  application  of  heat,  as  and  for  the  purposes  set  forth.  2. 
In  the  manufacture  of  solidified  collodion,  the  process  of  mak- 
ing a  homogeneous  mass  by  mixing  pyroxyline  with  one  (1) 
part  of  camphor  and  eight  (8)  parts  of  alcohol,  which  forms  a 
solvent  that  will  remain  latent  at  ordinary  temperatures,  and 
becomes  active  upon  the  application  of  heat,  substantially  as 
described ; "  that  the  plaintiff,  understanding,  from  the  opin- 
ion of  the  Court  filed  in  May,  1880,  (18  Blatchf.  C.  C.  R.y 
190,)  that  it  had  been  satisfactorily  established,  by  the  evi- 
dence in  the  cause,  that,  in  the  art  to  which  the  invention  of 
the  plaintiff,  as  set  forth  in  his  patent  No.  97,454,  relates,  al- 
cohol is  not  a  solvent  of  pyroxyline,  and  was  not  an  ordinary 
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volatile  solvent  of  soluble  gun  cotton,  and  that  the  evidence 
had  been  carefully  considered,  and  the  prior  patents  adduced 
and  examined  were  the  patent  to  Cutting,  No.  1,668,  of 
1854,  in  which  the  gun  cotton  is  said  to  be  washed  in 
strong  alcohol  before  it  is  dissolved  in  a  mixture  of  ten 
parts  of  ether  and  six  parts  of  alcohol,  and  also  all  the  patents 
of  Parkes,  did  not  suppose  that  it  was  necessary  he  should 
make  further  search  for  evidence  to  establish  the  fact  that  al- 
cohol alone  and  camphor  alone  are  not  solvents,  at  ordinary 
temperatures,  of  the  soluble  pyroxyline  which  is  suitable  for 
use  in  compounds  containing  xyloidine ;  that,  therefore,  he 
did  not  pursue  the  search  in  the  Patent  Office  and  else- 
where, for  evidence  upon  that  point,  but  since  the  hearing 
in  July,  1884,  of  the  defendant's  motion  which  resulted  in 
the  decision  of  August  21st,  1884,  he  has  caused  an  examina- 
tion of  patents  to  be  made,  and  has  found  the  before-named 
patents,  containing  statements  as  to  solvents  of  pyroxyline, 
made  by  parties  connected  with  the  defendant ;  that,  taken  in 
•connection  with  the  proofs  in  the  cause  as  they  stood  at  the 
final  hearing,  this  evidence  establishes  4;he  fact  that  alcohol 
was  not,  at  the  date  of  either  of  Parkes'  patents,  a  solvent  of 
the  pyroxyline  useful  in  the  arts,  was  not  one  of  the  "  ordi- 
nary volatile  solvents  "  spoken  of  by  Parkes,  and  would  not 
dissolve  pyroxyline;  that  the  materiality  of  such  evidence 
-consists  in  showing  that  alcohol  and  ether  are  neither  alone 
solvents,  and  that  alcohol,  even  when  mixed  with  one  eighth 
of  its  weight  of  camphor,  does  not  become  a  solvent ;  that 
the  same  word,  "  alcohol,"  is  employed  in  all  these  patents,  to 
designate  the  same  substance,  namely,  that  substance  derived 
from  grain  and  fruits  by  distillation,  and  which  is  not  known 
to  chemists  or  other  persons  as  a  solvent  of  any  useful  form 
of  pyroxyline ;  that,  if  that  was  true,  when  the  defendant 
said,  in  1874,  that  a  weak  solution  of  camphor,  of  one  part, 
by  weight,  of  camphor,  and  eight  parts,  by  weight,  of  alcohol, 
is  not  a  Solvent  of  the  pyroxyline  used  in  making  solid  col- 
lodion, it  was  equally  true  in  1865,  and  prior  %to  that  date, 
when  the  art  was  in  its  infancy ;  that  such  statement  of  fact 
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is  an  admission  of  record,  by  the  defendant,  of  a  material 
fact  in  the  cause;  and  that  the  plaintiff  should  have  the 
benefit  of  the  same  and  of  the  other  patents  referred  to, 
as  evidence  in  his  behalf.  The  prayer  of  the  petition  is 
for  leave  to  file  a  supplemental  bill  in  the  nature  of  a  bill  of 
review. 

To  this  petition  the  defendant  interposed  a  demurrer,  as- 
signing for  cause,  (1)  that  it  does  not  appear,  by  the  petition, 
that  the  petitioner  could  not,  with  reasonable  diligence,  have 
discovered  the  alleged  new  matters  set  forth  therein,  prior  to 
the  hearing  and  decision  of  this  case,  and  could  not  have  duly 
presented  the  same  to  the  attention  of  the  Court  at  a  prior 
stage  of  the  case ;  (2)  that  it  does  not  appear,  by  inspection  of 
the  petition,  and  of  the  copies  of  the  specifications  thereto 
annexed,  that  the  alleged  new  matter  is,  in  any  way,  material 
or  controlling  upon  the  merits  of  this  case ;  (3)  that  the  peti- 
tion is  not  verified  by  the  plaintiff,  or  by  any  one  author- 
ized to  act  for  him  in  that  behalf,  but  by  a  solicitor  only ; 
(4)  that  the  petition  does  not  disclose  any  matter  of  equity 
whereon  or  whereby  the  prayer  of  the  petition  should  be 
granted. 

(1.)  The  first  cause  of  demurrer  is  well  assigned.  The 
cases  of  Smith  v.  Babcock,  (3  Sumner,  583,)  Baker  v.  Whit- 
ing, (1  Story,  218,)  Walden  v.  Bodley,  (14  Peters,  156,)  India 
Bubber  Comb  Co.  v.  Phelps,  (8  Blatchf.  C.  C.  B.,  85,)  Hitchr 
cock  v.  Tremmne,  (9  Id.,  550,)  Prevost  v.  Grate,  {Peteri  C 
C.  B.,  364,)  Livingston  v.  Hubbs,  (3  Johns.  Ch.  B.,  124,) 
Buggies  v.  Eddy,  (11  Blatchf.  C.  C.  B.,  564,)  Waster 
Loom  Co.  v.  Higgins,  (13  Id.,  349,)  Be  Florez  v.  Bay- 
nolds,  (17  Blatchf.  C.  C.  B.,  436,)  and  Page  v.  Holmes  Bur- 
glar Alarm  Telegraph  Co.,  (18  Blatchf.  C.  C.  B.,  118,)  are 
authorities  holding,  that,  in  a  petition  like  the  present  one, 
it  must  be  shown  that  the  petitioner  could  not,  with  reason- 
able diligence,  have  obtained,  prior  to  the  former  hearing, 
the  testimony  which  he  now  seeks  to  adduce.  All  that  the 
present  petition  avero,  in  that  connection,  is,  that  the  new 
matter  has  been  discovered  since  the  last  decision  ;  and  that 
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the  plaintiff  understood  it  to  be  satisfactorily  established,  from 
the  opinion  of  the  Court  on  the  first  decision,  (which  was. 
one  sustaining  the  plaintiff's  patent,  while  the  last  decision 
dismissed  the  bill,  on  the  merits,)  that  "  alcohol  is  not  a  solv- 
ent of  pyroxyline,  and  was  not  an  ordinary  volatile  solvent  of 
soluble  gun  cotton,"  and  did  not  suppose  it  was  necessary  he 
should  make  further  search  to  establish  the  fact  "  that  alcohol 
alone  and  camphor  alone  are  not  solvents,  at  ordinary  tem- 
peratures, of  the  soluble  pyroxyline  which  is  suitable  for  use 
in  compounds  containing  xyloidine  ; "  and  that,  therefore,  he 
did  not  pursue  the  search  for  evidence  upon  that  point,  in 
the  Patent  Office  and  elsewhere,  but  had  done  so  since 
the  last  hearing  and  had  found  the  two  patents  referred 
to:  This  is  an  insufficient  showing,  under  the  cases  above 
cited. 

2.  The  new  matter  is  not  material.  In  the  first  decision, 
it  was  said,  as  to  camphor  and  alcohol,  that  "  neither  alone  is 
a  solvent  of  xyloidine."  This  is  not  a  statement  made  in  the 
specification  of  the  plaintiff's  patent.  The  claim  of  that  pat- 
ent covers  eight  different  solvents  of  xyloidine,  of  which  the 
use  of  camphor  and  alcohol  conjointly  is  one.  As  to  all  of 
the  solvents  claimed,  the  specification  says,  that  the  "  invention 
relates  to  the  preparation  and  use  of  certain  solvents  of  xy- 
loidine, and  which  differ  from  the  ordinary  or  known  solvents 
of  xyloidine,  in  that  these  menstrua  which  are  employed  are 
not,  necessarily,  in  themselves,  solvents  of  xyloidine,  but  be- 
come so  by  the  addition  of  the  bodies,  compounds  or  sut^ 
stances  herein  referred  to."  This  statement,  as  applied  to  al- 
cohol, is  a  statement,  that  alcohol  may  be  or  may  not  be,  in 
itself,  a  solvent  of  xyloidine,  but  that  it  is  unimportant  whether 
it  is  or  is  not,  the  invention  being  the  compound,  or  mixture, 
or  joint  action,  of  camphor  and  alcohol.  Therefore,  it  waa 
said,  in  the  decision,  that  "  whether  either  alone  is  or  is  not  a 
solvent,  of  xyloidine  is  of  no  importance."  The  patent  covers 
a  combination  of  camphor  and  alcohol.  The  infringement  in 
question  is  a  use  of  that  combination.  The  anticipatory  de- 
scription to  be  looked  for  is  a  description  of  the  use  of  that 
combination. 
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Parkes,  in  No.  2,359,  said  that  he  dissolved  gnn  cotton  in 
alcohol.  It  is  sufficient  that  he  said  he  did,  whether  he  did 
or  not.  In  No.  2,675,  he  said  that  he  distilled  alcohol  over 
•chloride  of  calcium,  and  used  it  as  a  solvent  of  gun  cotton. 
It  is  sufficient  that  he  said  he  did,  whether  he  did  or  not.  In 
No.  1,313,  he  says  he  takes  the  solvent  of  No.  2,675,  and 
moistens  pyroxyline  with  it  and  then  adds  camphor.  Alcohol 
-distilled  over  chloride  of  calcium  is  clearly  mentioned  in  No. 
1,313,  as  an  "ordinary  solvent,"  and  is  "one  of  the  ordinary 
volatile  solvents"  embraced  in  this  statement  in  No.  1,313: 
"  I,  also,  according  to  my  invention,  render  the  ordinary  vola- 
tile solvents  more  suitable  for  use  by  the  addition  of  cam- 
phor." Whether  alcohol  so  distilled  was  or  is  an  ordinary 
solvent,  or  a  solvent  at  all,  by  itself,  of  pyroxyline,  is  of  no 
importance,  provided  the  description  is  that  alcohol  so  distilled 
and  camphor  are  conjointly  used  as  a  solvent  of  pyroxyline. 
Such  is  the  description  in  No.  1,313.  The  ground  is  so  fully 
gone  over  in  the  opinion  on  the  last  decision  that  it  is  not 
necessary  to  repeat  here  the  views  there  announced. 

Moreover,  the  new  evidence  sought  to  be  introduced  is 
irrelevant  to  prove  the  point  to  which  it  is  intended  to  be  di- 
rected, namely,  that  alcohol  alone  or  camphor  alone  was  not, 
at  the  date  of  the  plaintiff's  patent,  understood  to  be  a  sol- 
vent of  pyroxyline;  because,  No.  89,582,  though  of  a  date 
earlier  than  the  plaintiffs  patent,  shows  nothing  except  that 
the  patentee  in  it  dissolves  gun  cotton  in  a  mixture  of  alcohol 
and  ether;  and  No.  156,352  is  of  a  date  nearly  five  years  later 
than  the  plaintiffs  patent,  and  says  no  more  than  that  ether 
and  alcohol  are  a  liquid  solvent  ordinarily  employed  in  1874, 
in  dissolving  pyroxyline,  and  that  a  weak  solution  of  camphor 
in  alcohol  will  not  be  an  active  solvent,  at  ordinary  tempera- 
tures. 

Without  passing  on  any  other  points  raised  by  the  de- 
murrer, it  is  sustained  and  the  petition  is  dismissed,  with 
costs. 

H.  M.  Ruggles  and  F.  M.  Felt,  for  the  plaintiff. 

F.  II.  Belts  and  F.  L.  Hamilton,  for  the  defendant. 
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William  C.  Rogers  and  others 

vs. 

Benjamin  F.  Bowerman  and  others. 

In  on  action  at  law,  where  H  was  far  from  clear  that  the  plaintiffs  were  entitled 
te  recover,  and  the  Court  had,  with  grave  doubt,  directed  a  verdict  for  them 
for  over  $5,000,  an  application  by  them  to  remit  part  of  the  verdict,  so  as  to 
reduce  it  below  $5,000,  and  thus  prevent  a  review  by  the  Supreme  Court,  on 
a  writ  of  error,  was  refused. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  August  22d,  1884.) 

Wallace,  J.  The  plaintiffs  ask  leave  to  remit  part  of  the 
amount  for  which  the  verdict  in  this  case,  by  direction  of  the 
Court,  was  rendered  in  their  favor.  The  result,  if  such  a  re- 
duction of  the  judgment  to  be  entered  is  permitted,  would  be 
to  reduce  the  judgment  below  the  sum  of  $5,000,  and  thereby 
preclude  the  defendants  from  a  review,  by  writ  of  error,  in 
the  Supreme  Court.  Undoubtedly,  it  is  competent  for  the 
trial  Court,  in  the  exercise  of  judicial  discretion,  to  allow  such 
a  reduction  to  be  made ;  but  such  a  discretion  should  be  very 
carefully  and  sparingly  exercised.  Certainly,  this  is  not  a  case 
where  the  Court  should  willingly  deprive  the  defendants  of 
an  opportunity  to  review  the  decision.  As  is  said  in  Thomp- 
son v.  Butler,  (95  U.  8.,  694,  696,)  "if  the  object  of  the  re- 
duction is  to  deprive  an  appellate  Court  of  jurisdiction  in  a 
meritorious  case,  it  is  to  be  presumed  the  trial  Court  will  not 
allow  it  to  be  done."  It  is  far  from  clear  that  the  plaintiffs 
were  entitled  to  recover,  and  a  verdict  was  directed  for  them 
with  grave  doubt  as  to  the  correctness  of  the  conclusions 
reached  by  the  Court.  It  is  a  peculiarly  meritorious  case  for 
the  consideration  of  the  appellate  Court. 

Motion  denied. 

Everett  P.  Wheeler,  for  the  plaintiffs. 

Edmund  Coffin,  Jr.,  for  the  defendants. 


AUGUST,   1884.  463 


Hayes  «.  Bickelhoupt. 


George  Hayes 

vs. 

Gbobge  Biokklhoupt,  Senior.  In  Equity. 

Claims  1  and  5  of  letters  patent,  No.  170,862,  granted  to  George  Hayes,  Decem- 
ber 7th,  1876,  for  an  improvement  in  ventilating  louvers,  are  invalid. 

Claim  1  is  a  claim  for  a  louver,  consisting  of  the  combination  of  an  outer  reticu- 
lated covering,  with  curved  slabs,  called  gutters,  within ;  and  claim  5  is  for 
the  gutters  themselves.  The  covering  and  gutters  together  form  an  aggrega- 
tion, and  not  a  patentable  combination,  and  there  was  no  patentable  invention 
in  putting  the  two  together  for  uses  for  which  each  was  before  well  known 
separately.    The  use  of  the  flanges  was  only  the  result  of  good  workmanship. 

(Before  Wimbles,  J.,  Southern  District  of  New  York,  August  26th,  1884.) 

Wheeler,  J.  This  suit  is  brought  upon  letters  patent, 
No.  170,852,  dated  December  7th,  1875,  and  issued  to  the 
orator,  for  an  improvement  in  ventilating  louvers.  There  are 
five  claims,  the  1st  and  5th  of  which  are  alleged  to  be  in- 
fringed. A  louver  appears  to  be  an  opening  in  buildings 
crossed  by  a  series  of  slanting  slats  to  exclude  rain  and  snow, 
and  admit  air.  The  patent  describes  a  louver  with  an  outer 
reticulated  covering,  and  curved  slats,  called  gutters,  within, 
having  flanges  at  the  upper  edges  extending  upwards,  and  at 
the  lower  edges  extending  downwards,  both  serving  to  stiffen 
the  gutters,  and  the  lower  one  for  an  attachment  for  the  retic- 
ulated covering.  The  first  claim  is  for  the  combination  of 
the  covering  with  the  gutters,  and  the  fifth  is  for  the  gutters 
themselves.  These  gutters  are  shown  slanting,  and  operating 
to  shed  rain  or  snow,  in  the  same  manner  as  the  slanting  slats. 
The  reticulated  covering  operates  as  a  screen,  precisely  as  it 
would  if  there  were  no  slats.  Neither  operates  any  differently, 
or  accomplishes  any  result,  in  connection  with  the  other,  differ- 
ent, from  what  it  would  if  the  other  was  not  there.  They  ap- 
pear to  form  a  mere  aggregation,  and  not  a  patentable  com- 
bination.   (Pickering  v.  McCuUough,  104  U.  &,  310 ;  DovMe 


464  SOUTHERN  DISTRICT  OF  NEW  YORK, 

Marlor  v.  The  Texas  and  Pacific  Railroad  Company. 

Pointed  Tack  Co.  v.  Two  Rivers  Momf'g  Co.,  109  U.  A, 
117.)  Further,  slanting  slats  performing  the  same  office  as 
these  were  a  part  of  common  knowledge ;  their  existence  is 
assumed  in  the  patent,  as  a  known  part  of  a  louver,  on  which 
the  invention  was  set  up  as  an  improvement.  A  screen  like 
the  reticulated  covering  was  also  well  known.  There  would 
not  appear  to  be  any  patentable  invention  in  putting  the  two 
to  uses  together  for  which  each  was  before  well  known 
separately. 

The  flanges  to  the  gutters,  for  stiffening  them,  were  mere- 
ly such  additions  as  would  be  supplied  by  good  workmanship, 
when  needed.  They  were  not  new  for  that  purpose.  And 
the  use  of  the  flange  shape  for  attaching  the  reticulated  cover- 
ing would  appear  to  be  very  obvious. 

These  claims  appear  to  be  without  sufficient  invention  to 
uphold  them. 

Let  there  be  a  decree  dismissing  the  bill  of  complaint,  with 
costs. 

J.  H.  Whitelegge,  for  the  plaintiff, 

Arthur  V.  Briesen^  for  the  defendant. 


Henry  S.  Marlob 

vs. 

The  Texas  and  Pacific  Railroad  Compant. 

A  railroad  company  issued  bonds,  by  each  of  which  it  promised  to  pay  the  sum 
named  in  it,  on  a  specified  day,  with  interest  payable  annually,  as  provided 
in  a  mortgage  on  land,  and  also  on  the  net  income  from  operating  a  road  of 
the  company.  The  bond  contained  this  clause :  "  In  case  such  net  earnings 
shall  not,  in  any  one  year,  be  sufficient  to  enable  the  company  to  pay  7  per 
cent,  interest  on  the  outstanding  bonds,  then  scrip  may,  at  the  option  of  the 
company,  be  issued  for  the  interest: "  Held,  that  the  bond  contained  an  abeo- 
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lute  promise  to  pay  the  interest  in  money  or  in  scrip ;  in  money,  if  the  inter- 
est should  be  earned ;  in  scrip,  at  the  election  of  the  company,  if  it  should  not 
be  earned. 

The  election  not  having  been  exercised  by^the  company,  before  the  interest  be- 
came due,  it  became  payable  in  money. 

Presentment  of  the  bonds  for  payment  of  interest  was  not  a  pro-requisite  to  a 
right  of  action  for  the  interest. 

An  announcement  by  the  defendant  that  it  was  not  prepared  to  pay  the  interest 
either  in  money  or  in  scrip  was  a  waiver  of  the  necessity  of  presentment 

(Before  Wallace,  J.,  Southern  District  of  New  York,  August  27th,  1884.) 

Wallace,  J.  This  case  has  been  tried  before  the  Court 
without  a  jury.  The  plaintiff  is  the  owner  of  150  bonds  of 
the  defendant,  for  $1,000  each,  and  sues  to  recover  two  in- 
stalments of  interest  thereon,  one  of  $10,500,  payable  July 
1st,  1882,  and  one  of  $10,500,  payable  July  1st,  1883.  The 
bonds  are  part  of  an  issue  of  8,857  bonds,  created  by  the  de- 
fendant in  1875,  and  known  as  "Income  and  Land  Grant 
bonds."  They  are  secured  by  a  mortgage,  which  is  &  first  lien 
on  7,600,000  acres  of  land  of  the  defendant,  and  also  upon  the 
net  income  arising  from  operating  the  defendant's  lines  of  rail- 
road east  of  Fort  Worth,  after  paying  interest  on  prior  mort- 
gages thereon. 

By  the  terms  of  the  bond,  the  defendant  acknowledges 
itself  to  be  indebted  to  the  holder  in  the  sum  of  $1,000, 

"  which  sum  the  company  promises  to  pay  to or  assigns, 

at  the  office  of  the  company,  in  the  city  of  New  York,  on  the 
1st  day  of  January,  1915,  with  interest  thereon  at  the  rate  of 
7  per  cent,  per  annum,  payable  annually,  on  the  1st  day  of 
July  of  each  year,  as  provided  in  the  mortgage  hereinafter 
mentioned."  After  reciting  that  the  payment  of  the  bond  is 
secured  by  a  first  mortgage,  of  even  date  therewith,  upon  the 
lands  of  the  company,  and,  also,  upon  the  net  income  of  the 
company  derived  from  operating  its  railway  east  of  Fort 
Worth,  the  bond  contains  the  following  condition:  "In  case 
such  net  earnings  shall  not,  in  any  one  year,  be  sufficient  to 
enable  the  company  to  pay  7  per  cent,  interest  on  the  out- 
standing bonds,  then  scrip  may,  at  the  option  of  the  company, 
be  issued  for  the  interest ;  such  scrip  to  be  received  at  par 
Vol.  XXII.— 80 
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and  interest,  the  same  as  money,  in  payment  for  any  of  the 
company's  lands,  at  the  ordinary  schedule  price,  or  it  may  be 
converted  into  capital  stock  of  the  company,  when  presented, 
in  amounts  of  $100,  or  its  multiple."  The  mortgage  is  silent 
respecting  payment  of  interest  or  principal,  except  that  it  au- 
thorizes the  trustees  to  sell  the  mortgaged  lands  if  default  is 
made  in  the  principal  sum  at  maturity  of  the  bond,  and  apply 
the  proceeds  to  satisfy  the  amount  due.* 

The  rights  and  obligations  of  the  parties,  in  an  action  upon 
these  bonds,  were  incidentally  considered  by  this  Court,  upon 
a  motion,  in  this  case,  to  strike  out  certain  parts  of  the  answer 
of  the  defendant.  (19  Fed.  Rep.,  867.)  Upon  that  motion, 
it  was  intimated  that  the  plaintiff  was  entitled  to  recover  the 
instalments  of  interest  unpaid,  unless  the  defendant  could 
show  that  it  had  not  made  net  earnings  sufficient,  and  had  ex- 
ercised its  option  to  issue  scrip  in  lieu  of  paying  interest  in 
money.  .It  was  not  intended,  upon  an  interlocutory  motion, 
to  foreclose  the  defendant  from  contesting  fully  its  liability 
upon  the  trial  of  the  action ;  and,  accordingly,  it  has  been 
strenuously  insisted,  for  the  defendant,  that  the  interest  is  not 
payable  in  money ;  that  the  bond  is  an  income  bond,  on  which 
interest  accumulates,  but  is  not  payable  until  earned ;  and,  if 
not  earned,  the  bond  is  satisfied  by  payment  in  scrip. 

The  elaborate  argument  upon  the  trial  has  not  changed  the 
opinion  previously  entertained,  that  there  is  nothing  in  the 
language  of  the  mortgage  which  controls  or  qualifies  the  abso- 
lute promise,  in  the  bond,  to  pay  interest  in  money  or  in  scrip. 
The  mortgage  deals  only  with  the  subject  of  the  security 
which  is  to  belong  to  the  bondholders  as  collateral  to  the  obli- 
gation, and  with  their  auxiliary  rights  and  remedies  for  en- 
forcing  the  promise  in  the  bond.  If  the  bonds  are  to  bear 
the  construction  claimed  by  the  defendant,  the  bondholders, 
for  forty  years,  instead  of  being  creditors  of  the  company,  are 
practically  only  preferred  stockholders,  with  the  privilege  of 
exchanging  their  stock  for  the  lands  of  the  company.  It 
would  be  a  misnomer  to  call  such  instruments  bonds.  There 
is  a  plain  promise  to  pay  interest  annually,  and  nothing  to 
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lead  a  purchaser  to  suppose  that  he  is  not  to  have  his  interest, 
or  scrip  instead,  at  the  election  of  the  defendant,  if  the  net 
earnings  of  the  railway  are  not  sufficient  to  pay  the  interest. 
If  the  interest  is  earned,  the  holder  cannot  be  put  off  with 
scrip.  If  it  is  not  earned,  he  may  be,  at  the  election  of  the 
company.  The  plaintiff  was  entitled  to  his  money  or  the 
scrip,  its  substitute,  on  the  day  at  which,  by  the  terms  of  the 
bond,  the  defendant  was  to  pay  the  interest  or  exercise  its  al- 
ternative. It  is  elementary,  that,  when  a  promise  is  in  the  alter- 
native, to  pay  in  money  or  in  some  other  medium  of  payment, 
the  promisor  has  an  election  to  pay  either  in  money  or  in  the 
equivalent,  and,  after  the  day  of  payment  has  elapsed,  without 
payment,  the  right  of  election  on  the  part  of  the  promisor  is 
gone,  and  the  promisee  is  entitled  to  payment  in  money.  For 
various  illustrations,  see  MoNitt  v.  Clark,  (7  Johns.,  465 ;)  GUI- 
bert  v.  Dansforth,  (2  Seld.,  585 ;)  Stephens  v.  Howe,  (2  J.  <&  Sp., 
133;)  Stewart  v.  Donetty,  (4  Ferg.,  177;)  Choice  v.  Mote- 
ley,  (1  Bailey,  136;)  Butcher  v.  Carlile,  (12  Gratt.,  520;) 
Church  v.  Feterow,  (2  Penrose  &  W.,  301 ;)  Trowbridge  v.  Hol- 
cotnb,  (4  Ohio  St,  38 ;)  Perry  v.  Smith,  (22  Vt.,  301 ;)  Mettler 
v.  Moore,  (1  Black/.,  342.) 

The  option  in  the  bond  here  was  evidently  intended  for 
the  benefit  of  the  defendant,  and  to  enable  it  to  substitute 
scrip  for  money,  in  case  its  net  earnings,  or  other  resources, 
were  not  such  as  to  permit  it  providently  to  pay  in  money. 
There  is  no  reservation  in  terms,  or  by  implication,  of  a  right 
to  exercise  the  option  after  the  day  of  payment,  and,  that  day 
having  elapsed  without  an  election  by  the  defendant,  the 
bondholders  are  entitled  to  be  paid  in  money. 

Upon  the  trial,  it  appeared  that  there  was  no  formal  pre- 
sentment of  the  bonds  in  suit,  for  payment  of  interest,  on  the 
1st  day  of  July,  1882,  or  on  the  1st  day  of  July,  1883,  but  it 
was  shown,  that,  shortly  after  each  of  those  days,  the  treas- 
urer of  the  defendant,  at  the  defendant's  office,  notified  hold- 
ers of  the  bonds,  that  the  defendant  was  not  prepared  to  pay 
the  interest,  as  the  earnings  of  the  railway  had  not  been  suffi- 
cient, and  that  no  action  had  been  taken  by  the  defendant  in 
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reference  to  the  issue  of  scrip.  Before  the  commencement  of 
this  suit,  induced  by  the  suggestion  that  suits  were  about  to 
be  brought  to  recover  the  interest  on  the  bonds,  and  on  or 
abont  the  12th  day  of  October,  1883,  the  directors  of  the  de- 
fendant adopted  a  resolution,  providing  for  paying  the  inter- 
est in  scrip.  Notice  of  this  action  on  the  part  of  the  defend- 
ant was  given  to  the  plaintiff,  and  to  the  bondholders  gener- 
ally, by  publication.  It  is  insisted,  for  the  defendant,  that  the 
defendant  is  not  in  default  until  a  demand  by  the  plaintiff, 
and,  no  valid  demand  having  been  made,  the  plaintiff  should 
fail  in  his  action.  Neither  presentment  or  demand  is  a  pre- 
requisite to  a  right  of  action  for  the  recovery  of  the  interest. 
Neither  is  necessary  when  there  is  a  promise  to  make  pay- 
ment at  a  specified  time.  It  devolves  upon  the  debtor  to  prove 
payment  or  readiness  to  pay.  There  is  no  distinction,  in  this 
respect,  between  notes  and  negotiable  bonds;  {Savannah  dk 
Memphis  R.  R.  Co.  v.  Lancaster,  62  Ala.,  555 ;  PhUa.  dk 
Bait.  R.  R.  Co.  v.  Johnson,  54  Penn.  St.,  127 ;)  and  the  rule 
applies  also  to  notes  payable  in  specific  articles.  {Elkins  v. 
Parkhwet,  17  Vt,  105 ;  Wiley  v.  Shoemak,  2  Green,  {Iowa,) 
205.) 

If  the  defendant  had  been  prepared  to  deliver  the  scrip 
when  the  interest  matured,  it  would  have  complied  with  its 
agreement  and  been  absolved  from  liability.  The  law  does 
not  usually  require  the  doing  of  a  vain  thing,  and,  after  the 
defendant  had  announced  that  it  could  not  pay  the  interest 
and  was  not  prepared  to  issue  the  scrip,  it  would  have  been 
a  nugatory  and  perfunctory  act,  on  the  part  of  the  plaintiff, 
when  he  was  entitled  absolutely  to  his  money,  to  make  a 
formal  presentment  of  his  bonds,  and  a  formal  demand  of 
payment.  - 

Judgment  is  ordered  for  the  plaintiff,  for  $21,000,  with 
interest  on  $10,500  from  July  1st,  1882,  and  on  $10,500  from 
July  1st,  1883. 

John  R.  Doe  Paeso8t  for  the  plaintiff. 

John  F.  Dillon,  for  the  defendants. 
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William  Reed 

vs. 

The  Atlantic  and  Pacific  Railroad  Company. 

Where  the  Circuit  Court  for  the  District  of  Massachusetts  had  decided,  in  a 
suit  by  one  corporation  against  another,  to  recover  dividends  doe  to  the 
stockholders  of  the  former,  under  a  lease  to  the  latter,  that  the  right  of  action 
-was  in  the  former,  and  not  in  its  stockholders,  this  Court,  in  a  suit  by  one  of 
such  stockholders,  against  the  latter/ to  recover  part  of  the  same  dividends, 
held  that  the  prior  decision  should  be  followed. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  August  27th,  1884.) 

Wallace,  J.  1  should  incline  to  the  opinion,  were  it  not 
for  the  decision  of  the  Circuit  Court  for  the  District  of  Massa- 
chusetts, that  the  plaintiff,  as  one  of  the  stockholders  of  the 
Pacific  Railroad,  could  maintain  this  action,  'and  that  its  di- 
rectors were  not  his  agents  or  the  agents  of  the  stockholders 
generally,  or  of  the  corporation,  in  accepting  a  surrender  of 
the  lease  made  by  the  corporation  to  the  defendant.  It  would 
seem  that,  by  the  lease  of  all  its  property  to  the  defendant, 
.for  999  years,  with  a  power  to  mortgage,  the  Pacific  Railroad 
practically  abdicated  all  its  functions,  dissolved  its  relations 
with  its  stockholders,  and  constituted  its  stockholders  creditors 
of  the  defendant.  By  the  terms  of  the  lease,  it  was  to  main- 
tain its  corporate  organization  in  the  interests  of  the  defend- 
ant, and  was  also  to  retain  sufficient  vitality  to  re-enter  and 
take  possession  of  the  demised  property,  in  case  the  interest 
to  its  bondholders,  or  dividends  to  its  stockholders,  were  not 
paid  by  the  defendant  according  to  the  covenants.  For  all 
practical  purposes,  the  corporation  was  as  defunct  as  anything 
short  of  a  judgment  of  dissolution  could  make  it ;  and  this 
was  the  result  contemplated  by  all  the  parties  to  the  lease.  If 
its  directors  had  accepted  a  surrender  under  circumstances 
which,  in  any  conceivable  way,  could  have  enured  to  the  in- 
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terests  of  its  stockholders  or  creditors,  their  action  might 
be  deemed  as  equivalent  to  exercising  the  power  of  re- 
entry. 

But,  in  the  suit  brought  in  the  name  of  the  corporation, 
against  the  defendant,  to  recover,  among  other  things,  the 
dividends  due  stockholders  under  the  lease,  it  was  decided,  by 
a  Court  of  co-ordinate  jurisdiction  with  this,  that  the  cause  of 
action  was  in  the  corporation,  and  not  in  the  individual  stock- 
holders. (Pacific  R.  R.  v.  Atlantic  &  Pacific  R.  i?.  Cfe.,  20 
Fed.  Rep.,  277.)  That  decision  is  entitled  to  great  respect. 
Upon  the  case  in  the  form  in  which  it  was  there  presented,  the 
conclusion  reached  by  the  Court  seems  reasonable  and  sound. 
It  is  certainly  desirable  that  the  rights  of  all  the  stockholders, 
and  the  liability  of  the  defendant  to  them,  be  settled  in  one 
controversy ;  and  it  may  well  be  considered  that  the  corpora- 
tion retains  sufficient  life  to  represent  its  stockholders  in  such 
a  suit.  In  any  view,  it  would  be  unseemly  for  this  Court,  in 
a  suit  upon  the  same  lease,  brought  by  one  of  the  stockholders, 
to  recover  part  of  the  same  dividends,  to  hold  the  contrary. 
Such  a  decision  might  result  in  two  judgments  against  the  de- 
fendants, in  different  jurisdictions,  for  the  dividends.  Under 
such  circumstances,  as  was  well  said  by  Emmons,  J.,  in  Good- 
year  Dental  Vulcanite  Co,  v.  Willis,  (1  Bann.  d?  Ar^  573,) 
"every  suggestion  of  propriety  and  fit  public  action  de- 
mands n  that  the  decision  of  the  co-ordinate  tribunal  u be  fol- 
lowed until  modified  by  the  appellate  Court." 
Judgment  is  ordered  for  the  defendant, 

Edward  L.  Andrews ,  for  the  plaiDtiff. 

John  J£*  Burrill)  for  the  defendant. 
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The  Holmes  Eleotjekio  Protective  Company 

va. 

The  Metropolitan  Burglar  Alarm  Company.    In  Equity. 

Letters  patent  No.  120,874,  granted  to  Edwin  Holmes  and  Henry  C.  Roome, 
November  14th,  1871,  for  an  improvement  in  electric  linings  for  safes,  are 
valid. 

There  was  invention  in  making  an  electric  lining  to  an  outer  covering  for  a 
safe,  insulated  from  the  safe,  and  so  arranged  that  an  attempt  to  get 
through  the  covering  will  affect  the  electrical  conditions,  and  thereby  give 
an  alarm,  although  the  outside  of  houses  and  other  buildings  and  rooms  had 
before  been  electrically  protected. 

Under  §  4,887  of  the  Revised  Statutes,  the  term  of  a  patent  here  is  to  be 
as  long  as  the  remainder  of  the  term  for  which  a  prior  foreign  patent  was 
granted,  even  though  the  latter  patent  has  been  suffered  to  lapse  for  non-pay- 
ment of  tax. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  August  28th,  1884.) 

Wheeler,  J.  The  orator's  patent,  No.  120,874,  for  an 
improvement  in  electric  linings  for  safes,  granted  to  Edwin 
Holmes  and  Henry  0.  Roome,  November  14th,  1871,  appears 
to  be  for  an  electric  lining  to  an  outer  covering  for  the  safe, 
insulated  from  the  safe,  and  so  arranged  that  an  attempt  to  get 
through  the  covering  will  affect  the  electrical  conditions  and 
thereby  give  an  alarm.  The  inventors  could  not  have  a  valid 
patent  for  protecting  safes  by  electricity,  any  more  than  Morse 
could  for  sending  messages  to  a  distance  by  that  agency ; 
neither  could  they  for  every  form  of  device  for  that  purpose, 
for,  various  such  devices  existed  before  their  invention.  They 
were  entitled  to  protection  only  for  their  specific  improve- 
ments upon  what  existed  before.  (Railway  Co.  v.  Sayles,  97 
U.  S.y  554.)  So  far  as  shown,  there  were  no  such  insulated 
coverings  fitting  the  outside  of  safes  before.  There  were  such 
protections  for  the  outside  of  houses,  and  other  buildings,  and 
rooms,  but  none  for  the  safes  themselves.    The  application  of 
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this  form  of  protection  to  the  safes  themselves  is  different 
from  that  to  habitable  structures.  The  patent  appears  now 
to  be  valid  for  this  specific  improvement.  The  claims  are 
for  a  safe  provided  with  the  outer  covering,  and  for  the 
covering. 

It  is  also  urged,  that  the  patent  has  expired,  because  the 
invention  is  the  subject  of  a  prior  English  patent,  which  has 
been  suffered  to  lapse  for  non-payment  of  tax.  The  statute 
merely  requires,  that,  in  such  case,  the  patent  shall  be  so  limited 
as  to  expire  at  the  same  time  with  the  foreign  patent.  (Rev. 
Stat.y  see.  4,887.)  This  seems  to  mean,  that  the  term  of  the 
patent  here  shall  be  as  long  as  the  remainder  of  the  term  for 
which  the  patent  was  granted  there,  without  reference  to  inci- 
dents occurring  after  the  grant.  (Henry  v.  Providence  Tool 
Co.,  3  Ban.  &  Ard.y  601 ;  Reiesner  v.  Sharp,  16  Blatchf. 
C.  C.  B.y  383.)  It  refers  to  fixing  the  term,  not  to  keeping 
the  foreign  patent  in  force. 

It  is  urged,  that  infringement  has  been  so  far  acquiesced 
in  that  a  preliminary  injunction  would  now  be  inequitable, 
but  this  claim  does  not  appear  to  have  been  borne  out  by  the 
proofs. 

The  fact  of  infringement  is  not  in  reality  contested.  The 
patent  has  been  so  far  acquiesced  in,  respected,  and  upheld, 
that,  appearing  to  be  good  and  valid  as  to  this  specific  form 
of  electrical  protection,  it  affords  sufficient  grounc^f or  a  pre- 
liminary injunction  to  restrain  further  infringement  by  the 
use  of  this  form. 

.Motion  granted. 

Samuel  A.  Duncan,  for  the  plaintiff. 

Burton  N.  Barruon,  for  the  defendant. 
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In  the  Matter  of  Thomas  Davison,  on  Habeas  Corpus. 

D.  enlisted  in  the  army,  at  the  age  of  19,  in  July,  1870,  for  five  years,  deserted 
in  February,  1872,  and  was  arrested  as  a  deserter  in  October,  1880,  and  held 
for  trial  by  a  court-martial  When  he  enlisted,  he  had  a  mother  living, 
and  dependent  upon  him  for  support,  who  did  not  consent  to  his  enlist- 
ment. All  the  time  between  his  desertion  and  his  arrest  he  was  in  the 
city  of  New  York.  %  A  habeas  corpus  being  issued  on  his  application,  while 
he  was  thus  held,  to  procure  his  discharge,  on  the  grounds,  (1)  that  his 
enlistment  was  void ;  (2)  that,  if  a  deserter,  he  was  not  amenable  to  trial, 
because  more  than  two  years  elapsed,  after  he  deserted,  before  he  was  ar- 
rested: Held, 

(1.)  It  was  for  the  court-martial  to  decide  whether  the  limitation  of  Article 
of  War  108,  (U.  S.  Rev.  Stat.,  §  1,842,)  applied  to  the  case,  as  that  Court 
had  jurisdiction  of  the  offence,  and  the  limitation  was  a  matter  of  de- 
fence; 

(2.)  Under  §§  1,116,  1,117,  and  1,118  of  the  Revised  Statutes,  a  minor  over 
the  age  of  16  may  enlist  in  the  army,  but  his  enlistment  may,  dur- 
ing his  minority,  become  invalid,  at  the  election  of  his  parents  or  guar- 
dian; 

(8.)  The  enlistment  being  valid,  the  minor  is  bound  by  his  representations 
forming  part  of  the  contract  of  enlistment. 

(Before  Willacy,  J.,  Southern  District  of  New  York,  September  17th,  1884.) 

Wallace,  J.  This  appeal  is  brought  to  review  the  de- 
cision of  the  District  Court  for  the  Southern  District  of  New 
York,  (4  Fed.  Rep.,  507,)  discharging,  upon  habeas  corpus, 
the  petitioner  Davison  from  the  custody  of  Captain  Ward,  of 
the  First  Regiment  United  States  Artillery,  commandant  of 
the  post  of  Fort  Columbus. 

It  appears,  by  the  record,  that  Davison  enlisted  in  the 
army  of  the  United  States,  in  July,  1870,  for  the  term  of  five 
years,  deserted  while  on  furlough  in  February,  1872,  was  ar- 
rested as  a  deserter  and  brought  to  Fort  Columbus  in  October, 
1880,  and  was  held  in  the  custody  of  the  respondent,  to  await 
trial  by  general  court-martial,  at  the  time  the  writ  issued.  It 
further  appears,  that  the  petitioner  was  but  19  years  of  age 
when  he  enlisted ;  that  he  had  a  mother  living  and  dependent 
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upon  him  for  support,  who  never  consented  to  his  enlistment ; 
and  that,  during  the  entire  period  between  the  petitioner's  de- 
sertion and  apprehension,  he  was  within  the  city  of  New 
York.  The  petitioner's  discharge  was  claimed  on  two  grounds 
— first,  that  his  contract  of  enlistment  was  void,  and,  there- 
fore, he  could  not  be  held  as  a  deserter ;  and,  secondly,  that, 
if  he  was  a  deserter,  he  was  not  amenable  to  trial,  because 
more  than  two  years  had  elapsed  since  the  commission  of  the 
alleged  offence. 

The  learned  District  Judge,  in  the  opinion  delivered  by 
him,  placed  the  petitioner's  right  to  a  discharge  on  the  second 
ground.  Article  of  War  103  {U.  S.  Rev.  Stat.,  §  1,342)  de- 
clares, that  "  no  person  shall  be  liable  to  be  tried  and  punished 
by  a  general  court-martial,  for  any  offence  which  appears  to 
have  been  committed  more  than  two  years  before  the  issuing 
of  the  order  for  such  trial,  unless,  by  reason  of  having  absented 
himself,  or  of  some  other  manifest  impediment,  he  shall  not 
have  been  amenable  to  justice  within  that  period."  The  Dis- 
trict Judge  reached  the  conclusion,  that  the  offence  of  deser- 
tion was  complete  when  the  original  act  of  desertion  took 
place ;  that  it  was  not  to  be  deemed  a  continuing  offence ;  and 
that,  the  facts  of  the  petitioner's  desertion  more  than  two 
years  before  his  apprehension,  and  of  his  continued  presence 
within  the  United  States,  being  undisputed,  he  could  not  be 
tried  or  punished  by  court-martial,  and  should,  therefore,  be 
released  from  custody. 

Upon  this  appeal,  a  very  elaborate  argument  has  been 
made  by  the  counsel  for  the  military  authorities,  to  show  that 
the  statutory  limitation  of  Article  103  is  not  intended  to  apply  to 
the  offence  of  desertion ;  and  if,  as  would  seem  to  be  plain, 
the  offence  is  a  continuous  one,  that  is,  is  repeated  completely 
every  hour  and  every  moment  the  soldier  wilfully  absents 
himself  without  leave,  animo  non  revertendi,  there  is,  certain- 
ly, fair  room  to  contend,  that  the  two  years  do  not  begin  to 
run  until  he  returns  or  is  apprehended.  On  the  other  hand, 
if  this  construction  of  Article  103  should  obtain,  it  would  ap- 
pear, that  Congress,  while  intending  to  shield  the  deserter 
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from  punishment  for  the  original  desertion,  and,  possibly,  for 
his  persistent  contumacy  during  a  long  period  of  years,  also 
intended  to  subject  him  to  punishment  for  remaining  in  a 
state  of  desertion  during  the  two  years  last  preceding  his  vol- 
untary return  to  service,  or  his  apprehension.  Such  a  con- 
struction might  lead  to  the  singularly  arbitrary  and  apparent- 
ly useless  result,  of  punishing  a  deserter  in  his  extreme  old 
age,  when  his  return  to  military  duty  would  be  useless  and 
farcical,  while  exempting  him  from  criminal  accountability 
for  the  flagrant  offence  originally  committed. 

The  conclusions  which  have  been  reached,  however,  render 
it  unnecessary,  and,  possibly,  inappropriate,  to  adjudicate  here 
the  question  thus  suggested.  It  must  be  held,  that  it  is  for 
the  court-martial,  and  not  for  this  Court,  to  decide  whether 
the  statutory  limitation  can  be  invoked  effectually  by  the  ac- 
cused, to  protect  him  from  punishment.  If  the  petitioner 
was  legally  in  custody,  awaiting  trial  by  court-martial  for  a 
military  offence,  this  proceeding  must  fail.  He  was  legally 
in  custody,  if  the  offence  is  one  of  which  that  tribunal  has 
jurisdiction.  It  is  not  the  office  of  a  writ  of  habeas  corpus  to 
anticipate  the  action  of  the  appropriate  tribunal,  by  determin- 
ing, in  advance  of  its  investigation  and  judgment,  whether 
the  accused  is  innocent  or  guilty  of  the  offence  for  which 
he  is  held  for  trial,  any  more  than  it  is  to  perform  the  func- 
tions of  a  writ  of  error,  after  a  trial  has  been  had.  Courts- 
martial  are  lawful  tribunals,  existing  by  the  same  authority 
that  this  Court  is  created  by,  have  as  plenary  jurisdiction  over 
offences,  by  the  law-military,  as  this  Court  has  over  the  con- 
troversies committed  to  its  cognizance,  and,  within  their  spe- 
cial and  more  limited  sphere,  are  entitled  to  as  untrammelled 
an  exercise  of  their  powers.  As  is  said  in  Ex  parte  Mil- 
ligan,  (4  Wall.,  123,)  "  The  discipline  necessary  to  the  effi- 
ciency of  the  army  and  navy  required  other  and  swifter  modes 
of  trial  than  are  furnished  by  the  common  law  Courts ;  and, 
in  pursuance  of  the  power  conferred  by  the  Constitution,  Con- 
gress has  declared  the  kinds  of  trial,  and  the  manner  in  which 
they  shall  be  conducted,  for  offences  committed  while  the 
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party  is  in  the  military  or  naval  service.  Every  one  connected 
with  these  branches  of  the  public  service  is  amenable  to  the 
jurisdiction  which  Congress  has  created  for  their  government, 
and,  while  thus  serving,  surrenders  his  right  to  be  tried  by  the 
civil  Courts." 

The  question  of  the  jurisdiction  of  a  general  court-martial 
may  always  be  inquired  into  upon  the  application  of  any  par- 
ty aggrieved  by  its  proceedings,  and  so  may  that  of  every 
other  judicial  tribunal ;  but  the  range  and  scope  of  the  in- 
quiry is  controlled  by  the  same  rules  and  limitations  in  both 
cases.  There  must  be  jurisdiction  to  hear  and  determine,  and 
to  render  the  particular  judgment  or  sentence  imposed.  If 
this  exists,  however  erroneous  the  proceedings  may  be,  they 
cannot  be  reviewed  collaterally,  upon  habeas  corpus.  (22c 
parte  Kearney,  7  Wheat.,  38 ;  jEc  parte  Waikins,  3  Pet., 
193 ;  Ex  parte  Heed,  100  U.  &,  13,  23.)  It  would  be  as  in- 
decorous,  and  as.wanton  a  stretch  of  judicial  power,  to  assume, 
in  advance,  that  a  general  court-martial  will  erroneously  con- 
vict  the  accused  person  of  a  military  offence,  as  it  would  be 
to  indulge  such  a  presumption  concerning  a  common  law 
Court.  The  real  inquiry  is,  therefore,  whether  the  luBd  Ar- 
ticle of  War  is  a  statutory  inhibition  upon  the  jurisdiction  of 
courts-martial  over  offences  which  appear  to  have  been  com- 
mitted more  than  two  years  before  the  issuing  of  the  order  for 
trial,  unless,  by  reason  of  the  exception  mentioned,  the  ac- 
cuBed  Bhall  not  have  been  amenable  to  justice  within  that 
period.  The  solution  of  this  inquiry  seems  very  plain.  Arti- 
cles 47  and  48  provide,  that  any  soldier  who,  having  been  duly 
enlisted  in  the  service  of  the  United  States,  deserts  the  same, 
shall,  in  time  of  peace,  suffer  such  punishment,  excepting 
death,  as  a  court-martial  may  direct,  and  shall  be  tried  and 
punished  by  a  court-martial,  although  the  term  of  his  enlist- 
ment may  have  expired  previous  to  his  being  apprehended. 
Although  Article  103  declares  that  no  person  shall  be  "liable 
to  be  tried  and  punished  "  by  a  general  court-martial  for  an 
offence  which  appears  not  to  have  been  committed  within  the 
two  years,  tins  language  docs  not  limit  or  qualify  the  jurisdic- 
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tion  of  the  military  tribunals,  but  prescribes  a  rule  of  procedure 
for  the  benefit  of  the  accused,  to  be  considered  and  enforced 
upon  the  trial,  in  the  exercise  of  a  jurisdiction  already  con- 
ferred. The  limitation  is  a  matter  of  defence,  which  is  to  be 
entertained  and  determined  like  any  other  question  involving 
an  adjudication  upon  the  merits  of  the  case.  Language  al- 
most identical,  declaring  that  no  person  should  be  u  prose- 
cuted, tried  or  punished  "  for  an  offence  not  committed  with- 
in two  years  before  indictment  found,  was  employed  in  §  32 
of  the  Act  of  Congress  of  April  30th,  1790,  (1  U.  S.  Stat,  at 
Large,  119.)  In  Johnson  v.  United  States,  (3  McLean,  89,) 
arising  upon  habeas  corpus,  the  Court  held,  that,  although  it 
appeared,  upon  the  record  of  conviction,  that  the  offence  for 
which  the  relator  was  sentenced  was  not  committed  within 
two  years,  no  want  of  jurisdiction  was  apparent;  that  the 
Court  before  whom  he  was  tried  had  undoubted  jurisdiction ; 
and  that,  if  the  statute  was  a  bar,  it  should  have  been  pleaded. 
In  United  States  v.  Cook,  (17  Wall.,  168,)  the  defendant 
sought  to  avail  himself  of  the  benefit  of  the  same  statute,  by 
a  demurrer  to  the  indictment,  and  it  was  held  to  be  a  statute 
of  limitations,  and  not  available  to  the  defendant  by  a  de- 
murrer. 

The  precise  question  under  consideration  was  decided  by 
the  Circuit  Court  for  the  District  of  California,  by  Field 
and  Sawyer,  JJ.,  in  In  re  White,  (9  Sawyer,  49.)  It  was 
there  held,  on  a  proceeding  in  habeas  corpus,  that  the  limita- 
tion prescribed  by  Article  103  is  a  matter  of  defence,  and  that 
the  court-martial  was  the  tribunal  having  jurisdiction  to  try 
the  charge  of  desertion,  and  to  determine  whether  the  limita- 
tion attached  or  not ;  and,  because  of  these  conclusions,  the 
Court  refused  to  discharge  the  relator,  and  remanded  him  to 
be  dealt  with  by  the  military  authorities. 

If  the  relator  was  not  duly  enlisted  in  the  service  of  the 
United  States,  he  is  not  amenable  to  the  jurisdiction  of  courts- 
martial.  Not  only  is  this  the  plain  deduction  from  the  statu- 
tory provisions  which  confer  jurisdiction  upon  these  tribunals, 
but  such  would  be,  also,  the  result,  upon  general  principles. 
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If  his  contract  of  enlistment  was  void,  the  Government  ac- 
quired no  right  to  his  services ;  he  never  became  a  soldier  and 
could  not  be  a  deserter. 

It  is  insisted,  for  the  relator,  that  the  contract  was  void 
because  he  enlisted  without  the  written  consent  of  his  parents 
or  guardian.  The  provisions  of  the  laws  of  Congress  in  force 
at  the  time  of  the  relator's  enlistment,  so  far  as  they  affect  the 
point,  are  reproduced  in  §§  1,116,  1,117  and  1,118,  of  the  Re- 
vised Statutes.  The  antecedent  legislation  of  Congress  upon 
the  subject  does  not  seem  to  afford  any  aid  in  the  construction 
of  these  sections.  The  prior  Acts  are  collated  and  referred  to 
in  In  re  RUey,  (1  Ben.,  408,)  and  in  Seavey  v.  Seymour^  (3 
CUff.y  439,)  but  there  is  nothing  in  their  provisions,  or  in  any 
decisions  of  Federal  Courts  in  construction  of  them,  which 
materially  assists  in  solving  the  question  whether,  under  the 
present  laws,  the  enlistment  of  a  minor  over  16  years  of  age 
is  void,  at  his  election.  Section  1,116  is  as  follows:  "Re- 
cruits enlisting  in  the  army  must  be  effective  and  able  bodied 
men,  and  between  the  ages  of  sixteen  and  thirty-five  years  at 
the  time  of  their  enlistment. "  Section  1,117  enacts:  "No 
person  under  the  age  of  twenty-one  years  shall  be  enlisted  or 
mustered  into  the  military  service  of  the  United  States,  with- 
out the  written  consent  of  his  parents  or  guardians;  Pro- 
vided^ That  such  minor  has  such  parents  or  guardians  en- 
titled to  his  custody  and  control,"  Section  1,118  enacts :  "  No 
minor  under  the  age  of  16  years,  no  insane  or  intoxicated  per- 
son, no  deserter  from  the  military  service  of  the  United  States, 
and  no  person  who  has  been  convicted  of  a  felony,  shall  be  en- 
listed or  mustered  into  the  military  service." 

The  reasonable  conclusion  warranted  by  these  sections 
would  seem  to  be,  that  the  contract  of  enlistment  of  a  minor 
under  16  years  of  age  is  void,  but  that,  if  he  is  over  that  age, 
it  is  valid,  in  the  absence  of  fraud  or  duress,  as  to  him,  but, 
during  his  minority,  is  invalid  at  the  election  of  his  parents  or 
guardian.  It  is  not  open  to  doubt,  that  Congress,  under  the 
constitutional  power  "  to  raise  and  support  armies,"  may  pro- 
vide for  the  enlistment  of  minors  with  or  without  the  consent 
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of  their  parents,  and  may  give  such  effect  and  conclusiveness 
to  the  contract  of  enlistment  as  it  may  deem  best.  And  it  is 
equally  clear,  that,  when  the  laws  of  Congress  authorize  the 
enlistment  of  minors,  no  question  of  the  capacity  of  the  infant 
to  contract  can  arise.  Whenever  the  common  law  disability 
is  removed  by  statute,  the  competency  of  the  infant  to  do  all 
acts  within  the  purview  of  the  statute  is  as  complete  as  that 
of  a  person  of  full  age.  ( United  States  v.  Bambridge,  1 
Mason,  71 ;  Rex  ~v.  Rotherfield  Greys,  1  B.  <&  C,  345 ; 
Schovler^s  Dom.  Rd.,  560.) 

Sections  1,116  and  1,118  authorize  the  enlistment  of  mi- 
nors of  the  age  of  16  years,  and  thereby  affirm  their  compe- 
tency to  enter  into  a  contract  with  the  Government  in  that 
behalf;  aud  it  seems  obvious,  that  §  1,117  was  not  intended 
for  the  benefit  of  the  minor,  or  for  his  protection,  because  it 
has  no  application  unless  he  has  a  parent  or  guardian  who  is 
entitled  to  his  custody  or  control. 

The  3rd  Article  of  War  (§  1,342)  has  not  been  over- 
looked,  but  it  does  not  seem  to  have  any  bearing  upon  the 
present  question. 

If  such  minors  are  competent  to  contract,  they  are  compe- 
tent to  bind  themselves  by  any  representation  or  estoppel  that 
may  be  an  ingredient  of  the  transaction  out  of  which  the  con- 
tract arises.  In  many  cases,  the  military  authorities  have  no 
means  of  knowing  whether  the  minor  who  applies  to  enlist 
has  parents  or  guardians  who  are  entitled  to  his  custody  and 
control.  It  is  not  reasonable  to  suppose  that  Congress  in- 
tended to  place  it  in  the  power  of  a  minor  old  enough  to 
perform  military  service,  to  deceive  the  military  authorities 
by  representing  himself  as  of  full  age,  or  as  without 
parents,  or  as  manumitted  from  their  control,  and  to  re- 
call his  representations  and  repudiate  his  contract  after  he 
has  been  accepted  as  a  soldier  and  received  the  benefits 
of  his  contract.  The  provision  should  not  be  extended  to 
protect  a  party  competent  to  contract,  against  the  consequences 
of  his  deliberate  agreement,  or  of  his  own  misrepresentations, 
unless  the  language  plainly  requires  such  a  construction.    The 
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language  is  satisfied  by  a  construction  which  permits  the  par- 
ents or  guardian  who  are  entitled  to  the  services  and  custody 
of  the  minor  to  intervene  and  assert  their  rights,  if  their  con- 
sent to  his  enlistment  has  not  been  obtained.  Several  adjudi- 
cations are  to  the  effect,  that,  under  §  1,117,  or  former  laws 
of  Congress,  of  similar  purport,  the  contract  of  enlistment 
would  be  held  invalid  on  the  application  of  the  parents  or 
guardian  of  the  minor.  [Commonwealth  ex  rd.  Leake  v. 
Blake,  8  PhUa.,  523;  Turner  v.  Wright,  5  Id.,  296 ;  Ben- 
dersonv.  Wright,  Id.,  299  ;  Seawey  v.  Seymour,  3  Cliff., 439.) 
None,  however,  are  cited  by  counsel,  or  have  met  the  atten- 
tion of  the  Court,  in  which  it  has  been  decided  that  the  minor, 
if  over  sixteen  years  of  age,  can  assert  the  invalidity  of  his 
contract.  The  case  of  Menges  v.  Catnac,  (1  Sergt.  <&  Ravile,  87,) 
arising  under  §  5  of  the  Act  of  January  20th,  1813,  (2  Z7.  S. 
Stat  at  large,  792,)  is  somewhat  in  point.  The  statute  in  that 
case  was  similar,  in  its  provisions,  to  §  1,117,  and  Bracken- 
ridge,  J.,  was  of  opinion  that  the  minor  was  bound  by  his 
contract,  although  the  enlistment  was  voidable  by  those  who 
had  a  paramount  authority  over  him. 

Several  adjudications  are  cited,  to  the  effect  that  the  oath 
of  the  minor  at  the  time  of  his  enlistment  is  conclusive  upon 
the  question  of  his  age.  Some  of  these  rest  upon  the  lan- 
guage of  the  statute  in  force  at  the  time.  The  satisfactory 
ground  for  refusing  the  discharge,  as  the  law  now  stands, 
seems  to  be,  that  the  enlistment  is  void  only  as  to  the  parent 
or  guardian  of  the  minor. 

The  order  of  the  District  Court  is  reversed,  and  the  relator 
is  remanded  to  the  custody  of  the  officer  having  him  in  cus- 
tody, and  the  writ  is  discharged. 


Henry  Qrasee,  for  the  petitioner. 
Asa  Bird  Qardaier,  opposed. 
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The  Electric  Gab  Lighting  Company 

w. 

Luther  G.  Tillotbon  and   Edwin  S.  Greeley.    In 
Equity. 

In  re-Issued  letters  patent  No.  9,748,  granted  to  the  Franklin  Electric  Gas 
Lighting  Company,  assignee  of  Jacob  P.  Tirrell,  Jane  7th,  1881,  for  elec- 
trical apparatus  for  lighting  street-lamps,  the  original  patent,  No.  180,770, 
haying  been  granted  August  20th,  1872,  and  the  specifications  of  the  origi- 
nal and  the  re-issue  being  precisely  alike,  what  is  claimed  in  claims  2  and  5 
was  not  claimed  anywhere  in  the  original  patent,  as  a  part  of  the  inven- 
tion ;  that  patent  stood  nearly  nine  yean  before  those  claims  were  made ; 
the  right  under  which  the  defendants  operate  had  accrued  before  they  were, 
made ;  and  those  claims  are  invalid. 

(Before  Wheklbe,  J.,  Southern  District  of  New  York,  September  18th,  1884.). 

Wheeler,  J.  This  suit  is  brought  upon  re-issued  letters 
patent  No.  9,743,  granted  to  the  Franklin  Electric  Gas  Light- 
ing Company,  assignee  6f  Jacob  P.  Tirrell,  dated  June  7th, 
1881,  for  electrical  apparatus  for  lighting  street-lamps.  The 
original  patent  was  No.  130,770,  dated  August  20th,  1872. 
The  infringement  complained  of  was  made  under  patent  No. 
230,590,  dated  July  27th,  1880,  granted  to  George  F.  Pink- 
ham;  assignee  of  the  same  Jacob  P.  Tirrell,  for  an  electric  gas- 
lighting  apparatus.  One  of  the  defences  is,  that  the  re-issue 
is  not  supported  by  the  original.  The  specifications  of  the 
original  and  re-issue  are  precisely  alike.  The  original  had 
three  claims,  for :  "  1.  A  circuit-breaker  located  at  the  burner 
and  operated  automatically,  substantially  as  described.  2.  In 
combination  with  the  above,  a  lever,  adapted  and  arranged  to 
open  and  close  the  stop-cock  or  valve  of  the  burner,  and  car- 
rying the  circuit-breaker,  substantially  as  herein  described. 
3.  The  arms  O  Q,  sector- wheels  fn,  pins  IPm  m*,  and  wires 
MN,  magnet  £,  lever  H,  carrying  armature  G,  circuit- 
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breaker  J,  and  pawl  S,  and  the  ratchet-wheel  R,  all  com- 
bined and  arranged  together,  and  applied  to  a  gas-burner, 
for  operation,  substantially  as,  and  for  the  purposes,  set 
forth." 

The  re-issue  has  six  claims.  The  first  and  sixth  are  for 
combinations  not  found,  nor  claimed  to  be,  in  the  alleged 
infringing  device ;  the  third  is  the  same  in  each ;  and  the 
fourth  in  the  re-issue  is  the  same  as  the  second  in  the  orig- 
inal. There  is  in  the  alleged  infringement  no  lever  to  open 
and  close  the  stop-cock,  and  carrying  the  circuit-breaker,  to 
form  the  combination  of  the  original  second,  now  the  fourth, 
claim,  nor  arms,  sector- wheels,  pins,  pawl  or  ratchet-wheel,  to 
form  the  combination  of  the  constant  third  claim.  The  only 
claims  remaining,  and  the  only  ones  relied  upon  here,  are  the 
second  and  fifth.  They  are  for :  "  2.  In  an  apparatus  for 
lighting  gas  by  electricity,  the  helix  of  an  electro-magnet  con- 
nected at  one  end  with  the  wire  through  which  the  current  .of 
electricity  is  passed,  and  at  the  other  end  with  a  circuit- 
breaker  located  at  the  gas-burner,  so  arranged  that  the  cur- 
rent of  electricity  is  passed  to  the  circuit-breaker  through 
said  magnet,  attracting  an  armature-actuating  mechanism 
operating  automatically  to  turn  on  the  gas  and  light  the 
same  by  the  effects  of  the  primary  sparks  made  at  the  tip  of 
the  burner  from  said  magnet  in  the  circuit."  "  5.  In  an  ap- 
paratus for  lighting  gas  by  electricity,  the  combination*  of  a 
wire  through  which  a  current  of  electricity  is  passed,  actu- 
ating'mechanism  for  letting  on  the  gas,  an  electro-magnet 
electrically  connected  with  said  wire,  an  armature  operated  by 
said  electro-magnet,  mechanism  actuated  by  said  .armature, 
breaking  the  circuit  at  the  burner-tip,  and  producing  there  an 
electric  spark  or  sparks  for  lighting  the  gas,  the  whole  operat- 
ing automatically."  These  claims  do  not  refer  to  any  mech- 
anism described  for  turning  on  the  gas  or  breaking  the  circuit, 
but  are  drawn  to  apply  to  any  mechanism  operative,  in  the 
proper  connection,  with  the  parts  described,  for  those  pur- 
poses. When  the  circuit  is  closed,  a  current  of  electricity 
may  be  sent  through  the  helix,  and  around  the  circuit,  past 
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the  burner-tip.  This  will  charge  the  helix  with  electricity, 
so  that  it  will  attract  the  armature  to  itself.  If  any  mech- 
anism is  attached  to  the  armature,  so  that  the  motion  of  the 
armature  will  break  the  circuit  at  the  burner-tip,  a  spark 
will  be  formed  there  from  the  flowing  current,  but  the  cur- 
rent, if  not  too  powerful,  will  cease.  This  will  relieve  the 
helix  from  the  charge  of  electricity  and  the  armature  from  its 
attraction,  and  leave  the  armature  free  to  move  away  from 
the  helix,  and,  by  its  motion  through  the  mechanism,  to  close 
the  circuit,  when,  if  the  supply  of  electricity  is  continued,  the 
operation  will  be  repeated.  The  motion  of  the  armature  may, 
by  appropriate  mechanism,  be  made  to  open  and  close  the 
stop-cock,  as  well  as  to  break  and  close  the  circuit.  These 
claims  seem  to  be  intended  and  appropriate  to  cover  this  ar- 
rangement of  the  wires  and  helix  in  the  circuit  with  the  cir- 
cuit-breaker, and  with  the  armature  moving  by  the  force  of 
the  current,  and  some  mechanism  by  which  the  motion  of  the 
armature  will  break  and  restore  the  circuit  and  move  the  stop- 
cock, without  regard  to  the  form  of  the  mechanism.  The 
parts  necessary  to  be  described  are  well  enough  described  with 
the  arrangement  of  the  whole ;  the  rest  is  left  to  the  common 
knowledge  of  those  skilled  in  such  matters.  (Loom  Co.  v. 
Higgins,  105  U.  >&,  580.)  But  this  arrangement  of  these 
parts  was  not  claimed  anywhere  in  the  original  patent,  as  a 
part  of  the  invention.  The  first  and  second  claims  con- 
tained no  allusion  to  the  wires,  helix  or  armature ;  the  third 
was  for  these  and  several  other  parts,  all  combined  and  ar- 
ranged together,  and  applied  to  a  gas  burner  for  operation, 
thus  showing  an  intention  to  claim  that  particular  combina- 
tion of  the  whole.  (Gage  v.  Herring,  107  U.  8.,  640 ;  Clem- 
ents  v.  Odorless  Apparatus  Co.,  109  U.  S.,  641.)  The  orig- 
inal patent  stood  nearly  nine  years  before  these  claims  were 
made.  The  right  under  which  the  defendants  operate  had 
accrued  before  they  were  made.  They  cannot  be  upheld 
now,  as  this  case,  and  the  decisions  made  upon  this  sub- 
ject, are  understood.    (Miller  v.  Brass  Co.,  104  V.  &,  350.) 
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Let  there  be  a  decree  that  these  claims  are  invalid,  and 
that  the  bill  be  dismissed,  with  costs. 

jEflwm  H.  Broton,  for  the  plaintiff. 

Edward  N.  Dic&erson,  Jr.9  for  the  defendants. 


The  Steam  Stone  Cutter  Company 

vs. 

Charles  Sheldon  and  others.    In  Equity. 

W.  made  and  sold  for  use,  to  S.,  5  machines  which  infringed  a  patent  of  C. 
C.  had  a  decree  in  equity  against  W.  for  the  profits  of  such  sales,  which 
was  f atisfied,  in  part  by  money,  and,  as  to  the  rest,  by  levy  on  real  estate. 
S.  derived  profits  from  the  use  of  the  machines.  In  a  suit  in  equity  by  C. 
against  S.  to  recover  snch  profits,  there  was  an  interlocutory  decree  for 
the  plaintiff,  which  directed  an  account  of  the  profits  before  a  master.  On 
his  report  of  the  above  facts :    Held, 

(1.)  S.  was  not  liable  to  C.  for  the  profits  of  the  use ; 

(2.)  The  bill  must  be  dismissed. 

(Before  Wheeler,  J.,  Vermont,  October  7th,  1884.) 

Wheeler,  J.  The  master's  report  shows  that  the  Windsor 
Manufacturing  Company  made  and  sold  for  use,  to  the  defend- 
ants, five  channelling  machines,  for  cutting  out  marble  from 
quarries,  which  were  infringements  upon  the  orator's  patents ; 
that  the  orator  has  had  a  decree  against  the  Windsor  Manufac- 
turing Company,  for  the  profits  of  these  sales ;  that  the  decree 
has  been  satisfied,  in  part,  by  the  payment  of  money,  and,  as 
to  the  residue,  by  levy  on  real  estate,  the  title  acquired  by 
which  is  in  litigation,  but  has  so  far  been  decided  in  favor  of 
the  orator ;  and  that  the  defendants  have  derived  profits  from 
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the  use  of  the  machines,  to  the  amount  of  $5,320.03,  for 
which  they  should  account  to  the  orator,  if  liable  to  account  at 
all  for  such  profits.  Various  questions  bearing  upon  the  cor* 
rectness  of  this  amount  are  raised  by  exceptions  to  the  report. 
The  principal  question  is  as  to  the  right  of  the  orator  to  re- 
cover these  profits  at  all,  after  having  recovered  profits  for  the 
sales. 

The  decrees  for  the  accounts  in  each  case  were  made  under 
the  Act  of  July  4th,  1836.  The  exclusive  right  conferred  by 
patents  always  has  been  to  make,  use,  and  sell  for  use,  the  pat- 
ented invention.  In  the  Act  of  April  10th,  1790,  (chap.  7, 
§  1,  1  U.  S.  Stat,  at  Large,  109,)  the  words  were,  "  the  sole 
and  exclusive  right  and  liberty  of  making,  constructing,  using, 
and  vending  to  others  to  be  used,  the  said  invention  or  discov- 
ery." In  the  Act  of  February  21st,  1793,  (ohap.  11,  §  1, 1  U.. 
8.  Stat,  at  Large,  318,)  the  words  were  the  same.  In  the  Act 
of  July  4th,  1836,  {chap.  357,  §  5,  5  U.  S.  Stat,  at  Largt) 
118,)  the  words  were  changed  to  "  the  full  and  exclusive  right 
and  liberty  of  making,  using  and  vending  to  others  to  be  used, 
the  said  invention  or  discovery."  By  the  Act  of  July  8th, 
1870,  (chop.  230,  §  22, 16  U.  S.  Stat,  at  Large,  201,)  the  words 
were  again  changed  to  "  the  exclusive  right  to  make,  use,  and 
vend  the  said  invention  or  discovery."  The  effect  of  these 
expressions  obviously  is,  and  was  intended  to  be,  the  same 
throughout,  and  is  to  give  an  exclusive  right  to  make,  use,  and 
sell  for  use.  In  the  Act  of  1790,  (§  4,)  an  action  was  giveft 
for  devising,  making,  constructing,  using,  employing  or  vend- 
ing patented  articles  without  consent  of  the  owners  of  the 
patent  in  writing.  In  the  Act  of  1793,  (§  5,)  the  expression 
was  changed  to  give  an  action  for  making,  devising  and  using 
or  selling.  The  words  were  again  changed,  in  §  3  of  the  Act 
of  April  17th,  1800,  (2  U.  S.  Stat,  at  Large,  88,)  to  "  make, 
devise,  use  or  sell."  By  §§  14, 15  and  17  of  the  Act  of  1836, 
the  owners  of  patents  were  left  to  their  actions  at  law,  with 
the  power  of  the  Court  to  increase  the  damages,  and  to  their 
right  to  proceed  in  equity  where  equitable  relief  was  neces- 
sary, for  infringements,  without  any  words  in  the  statutes  to 
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express  what  should  be  an  infringement  or  what  actions  might 
be  sustained  for.  {Boot  v.  Railway  Co.,  105  XT.  &.9  159.) 
The  exclusive  right  was  left  to  be,  to  make,  use,  and  sell  to 
others  for  use.  The  mere  sale  of  the  materials  of  a  machine 
complete  and  fit  for  operation  would  not  be  an  infringement 
of  the  patent  on  the  machine,  unless  the  sale  was  for  use. 
(Sawin  v.  Guildy  1  QaUis.y  485  ;  Whittemore  v.  Cutter,  Id., 
478.)  When  the  orator  recovered  the  profits  of  an  infringe- 
ment by  the  making  and  selling  of  these  machines,  it  must 
have  been  a  recovery  for  a  sale  for  use,  for  such  a  sale  only 
could  be  recovered  for.  The  sale  apart  from  the  use  would 
not  be  distinguishable  as  an  infringement.  The  recovery  was 
as  for  a  tort,  consisting  of  the  selling  and  using  under  the 
sale.  The  jurisdiction  of  the  Court  of  Equity  over  the  case 
jested  upon  the  necessity  for  equitable  relief  in  granting  an 
injunction.  Having  jurisdiction,  the  Court  retained  the  case, 
and  took  an  account  of  the  profits  of  the  defendant  there,  and 
decreed  them  to  the  orator,  in  order  to  do  justice,  as  far  as  pos- 
sible, by  administering  full  relief.  These  principles  are  fully 
and  elaborately  explained  and  set  at  rest,  for  the  CourtB  of  the 
United  States,  in  Boot  v.  Railway  Co.  Perhaps,  in  an  action 
for  damages,  the  orator  might  have  recovered  more  than  the 
amount  of  the  profits,  but,  if  so,  the  recovery  would  have 
been  for  the  same  thing  at  a  higher  rate  of  damages.  The  or- 
ator elected  to  take  the  profits  as  the  measure  of  the  recovery. 
Another  recovery  for  the  same  thing  could  not  be  had  against 
that  defendant ;  neither  could  it  any  more  be  had  against  any 
other  joint  tort-feasor.  Undoubtedly,  an  action  at  law,  or  a  bill 
in  equity  during  the  life  of  the  patent,  could  be  maintained 
against  these  defendants,  for  their  use  of  the  machines  apart 
from  the  sale,  if  there  had  been  no  recovery  for  the  sale  and 
use ;  and,  so,  an  action  might,  doubtless,  have  been  maintained 
against  both  the  Windsor  Manufacturing  Company  and  the  de- 
fendants, for  the  use  of  the  machines  by  the  defendants,  with- 
out reference  to  the  profits  of  the  sales.  The  defendants  here 
would  be  liable  because  they  infringed  directly  by  the  use ; 
the  Windsor  Manufacturing  Company  would  be  liable  be 
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cause,  by  the  sale,  it  authorized  and  promoted  the  use.  They 
were  joint  tort-feasors,  as  to  the  use.  One  of  them  has  made 
satisfaction,  and  but  one  satisfaction  can  be  had.  Had  the  or- 
ator proceeded  for  the  profits  of  the  use,  none  could  have  been 
recovered  of  the  Windsor  Manufacturing  Company,  for  none 
were  made  out  of  the  use,  by  that  company.  (Elizabeth  v. 
Pavement  Co.,  97  U.  &,  126.)  From  these  defendants  it 
could  recover  the  full  profits  of  the  use,  as  is  sought  to  be 
done  now.  The  defendants  here  might  have  been  joined  in  a 
suit  against  infringement  by  the  sale  to  them,  but  they  could 
not  be  held  for  the  profits  of  the  sale,  for  they  made  none  out 
of  that.  The  orator  could  not,  in  any  mode,  recover  both  for 
the  profits  of  the  sale  for  use  and  the  profits  of  the  use. 
Each  was  a  trespass  upon  the  orator's  exclusive  rights,  but  not 
a  separate  and  distinct  trespass.  A  recovery  for  one  would  in- 
clude a  recovery  for  a  part,  at  least,  of  the  other,  so  that  a  re- 
covery could  be  had  for  either,  but  not  for  both.  The  orator 
having  had  a  recovery  for  one,  cannot  now  have  another  for 
the  other.     (Chamberlin  v.  Murphy,  41  Vt,  110.) 

It  is  said  that  the  plaintiff  has  not  retained  full  satisfac- 
tion. But,  the  execution  for  the  enforcement  of  the  decree 
against  the  Windsor  Manufacturing  Company  has  been  re- 
turned satisfied ;  and  has  not  been  revived,  as  not  actually  sat- 
isfied. In  trespass  quare  dausum,  the  defendant  pleaded  that 
the  plaintiff  distrained  his  hog,  damage  feasant,  for  the  same 
trespass.  The  plaintiff  replied,  that  the  hog  escaped  without 
his  consent,  and  he  was  not  satisfied.  On  demurrer,  it  was 
held  that  the  action  would  not  lie.  ( Vasper  v.  Eddows,  1 
Salk.}  242,  and  Butter's  N.  P.,  84.)  Satisfaction  need  not  be 
in  money.  The  taking  of  the  body  of  a  defendant  may  be  a 
full  satisfaction,  and  yet  yield  no  money.  The  return  of  the 
execution  as  satisfied  is  plenary  evidence  of  satisfaction,  while 
it  stands.  (Magniac  v.  Thomson,  15  How.,  281 ;  Bae.  Abr., 
Execution  D.) 

There  is  another  view  of  this  question,  which  has  been 
touched  upon  formerly  in  this  case,  and  that  is,  that  the  recov- 
ery of  the  profits  of  the  sale  for  use  vested  the  title  to  the  use 
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in  the  purchaser  of  the  machines.  (Steam  Stone  Gutter  Co.  v. 
Sheldon,  21  Blatchf.  C.  C  R.,  260.)  It  was  upon  this  ground 
that  the  recovery  of  the  profits  against  the  Windsor  Manufac- 
turing Company  was  based.  {Sterna  Stone  Cutter  Co.  v.  Wind- 
sor Manufacturing  Co.,  17  Blatchf.  C.  C.  JR.,  24.)  This  view 
is  supported  by  several  decided  cases.  {Perrigo  v.  Spaulding, 
13  Blatchf.  C.  C.  R.,  389 ;  Spaulding  v.  Page,  1  Sawyer, 
702  ;  Allis  v.  Stowell,  15  Fed.  Rep.,  242.)  And  it  is  not  in- 
consistent with  Blake  v.  Cheenwood  Cemetery,  (21  Blatchf. 
C.  C.  R.,  222.)  There,  merely  nominal  damages  had  been  re- 
covered against  a  manufacturer  of  the  infringing  machine, 
with  an  injunction.  The  defendant  purchased  the  machine, 
and  set  up  the  former  recovery  as  a  bar  to  a  recovery  for  the 
infringement  by  its  use  by  him.  This  was  held  to  be  no  bar, 
because  there  had  been  no  recovery  for  this  use,  or  for  the 
profits  or  damages  on  a  sale  for  use.  Where  an  owner  of  a 
patent  has  compensation  for  the  sale  of  a  specific  machine  em- 
bodying the  invention,  that  machine  is  forever  freed  from  the 
monopoly.  {Bloomer  v.  Millinger,  1  Wall.,  340.)  A  com- 
pensation by  recovery,  in  an  action  for  the  same  thing,  should 
have  the  same  effect. 

Although  there  has  been  an  interlocutory  decree  for  the 
orator,  still,  as,  upon  the  master's  report,  the  orator  is  not  en- 
titled to  recover,  a  final  decree  for  the  defendants  is  proper. 
{Fourniquet  v.  Perkins,  16  How.,  82 ;  American  Diamond 
Drill  Co.  v.  Sullivan,  Machine  Co.,  ante,  p.  298.)  The  inter* 
locutory  decree  is  understood  to  have  been  entered  by  consent, 
without  hearing,  and  some  other  proceedings  have  been  had, 
which  may  affect  questions  of  costs,  and  those  questions  are 
left  open. 

Let  there  be  a  decree  dismissing  the  bill. 

Aldace  F.  Walker  and  John  W.  Stewart,  for  the  plaintiff. 

Edward  J.  Phelps  and  WaJUer  C.  Dunton,  for  the  defend- 
ants. 
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Daniel  Volentinb 
w. 
Ekuben  T.  Hubd  and  others.    In  Equity. 

R.,  in  Vermont,  being  insolvent,  executed  to  V.,  July  21st,  1880,  a  mortgage  on 
the  homeBtead  farm  of  R.,  in  which  his  wife  joined,  for  $15,000,  which  was 
recorded  August  9th.  R.  started  a  composition  with  his  creditors,  by  deed 
dated  July  27th,  by  which  those  who  signed  and  sealed  it  agreed  to  take  25 
per  cent.,  in  compromise,  in  four  months  from  that  date,  and  that  R.  might, 
during  that  time,  dispose  of  his  property,  towards  paying  the  composition. 
It  was  not  provided  that  all  the  creditors  should  sign.  V.  was  a  creditor  and 
signed.  In  October,  knowing  that  the  money  was  to  be  raised  to  pay  the  com- 
position, he  advanced  the  $15,000  to  R.,  who  fled  to  Canada,  paying  little  to 
his  creditors,  and  abandoning  the  composition.  The  mortgage  covered  all 
the  property  the  creditors  could  reach.  B.,  a  creditor,  had  agreed,  for  25  per 
cent,  to  assign  his  claim  to  a  brother  of  R.  H.  had  an  attachment  on  the  farm, 
prior  to  the  mortgage,  the  ad  damnum  in  the  writ  being  $1,500,  but  he  ob- 
tained judgment  for  a  larger  amount.  For  $125  paid  him  he  signed  and 
sealed  the  deed,  and  delivered  to  R.  a  writing  discharging  his  attachment  B. 
first,  and  afterwards  other  creditors,  attached  the  farm  in  1881.  Neither  B. 
nor  H.  received  the  25  per  cent.  In  a  suit  by  V.,  to  foreclose  the  mortgage,  in 
which  B.  and  H.  and  the  other  attaching  creditors  were  parties :    Held, 

{!,)  B.  was  really  a  party  to  the  composition  deed; 

{2.)  That  deed  was  good  as  to  those  who  signed  and  sealed  it; 

(8.)  The  mortgage  was  void  as  to  those  who  did  not  sign  the  composition,  who 
could  attach  the  property ; 

{4.)  To  the  extent  of  the  $500  homestead  exemption,  it  was  not  void ; 

(5.)  Y.  was  entitled  to  a  foreclosure,  as  to  the  $500  homestead  right  exemption, 
against  all  the  defendants;  against  all  but  H.,  of  the  value  of  $1,500,  and 
against  him  on  paying  25  per  cent,  of  his  debt ;  against  all  but  B.,  of  the 
amount  of  his  attachment,  and  against  that  on  paying  25  per  cent,  of  his  debt; 
and  to  no  foreclosure  against  the  attaching  creditors  subsequent  to  B. 

(Before  Whxslbb,  J.,  Vermont,  October  7th,  1884.) 

Wheeler,  J.  This  suit  is  brought  to  foreclose  a  mortgage 
of  $15,000  on  the  homestead  farm  of  the  defendant  Beuben 
T.  Hard,  situated  in  Arlington,  Vermont,  against  his  attaching 
creditors,  as  well  as  against  him.  The  mortgage  was  executed 
on  the  21st  of  July,  1880,  at  Arlington,  in  the  absence  of  the 
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orator,  and  was  recorded  in  the  land  records  of  Arlington, 
as  required  by  the  laws  of  the  State,  on  the  9th  of  August 
following.  The  consideration  was  advanced,  $5,000  on  the 
1st,  and  $10,000  on  the  8th,  of  October  following,  by  the  or- 
ator, to  a  brother  of  the  mortgagor,  at  Aurora,  Illinois,  where 
the  orator  resides.  The  mortgagor  makes  no  defence.  The 
creditors  defend  upon  the  ground  that  the  mortgage  is 
fraudulent  and  void  as  to  them. 

The  mortgagor  was,  at  the  time  of  the  execution  of  the 
mortgage,  hopelessly  and  desperately  insolvent,  and  this  be- 
came fully  known  to  the  orator  when  he  became  informed 
of  the  mortgage.  The  mortgagor  started  a  composition  with 
his  creditors,  by  deed  dated  July  27th,  1880,  in  which  the 
creditors  signing  and  sealing  agreed  to  "  accept,  receive  and 
take,  of  and  from  the  said  Eeuben  T.  Hurd,  his  executors 
and  administrators,  for  each  and  every  dollar  of  our  re- 
spective claims  and  demands  against  said  Reuben  T.  Hurd, 
the  sum  of  twenty-five  cents,  in  full  satisfaction,  payment 
and  discharge  of  all  and  every  our  debts,  claims  and  de- 
mands, such  composition  to  be  paid  to  us,  severally  and  re- 
spectively, within  four  months  from  the  date  of  these  pres- 
ents." And  they  further  therein  agreed,  that  he  might, 
"  from  time  to  time  and  at  all  times  hereafter,  within  the  said 
term  of  four  months  from  the  date  hereof,  assign,  sell,  or 
dispose  of  his  property,  stock  and  effects,"  "  for  and  towards 
the  payment  and  satisfaction  of  the  composition  of  the  debts, 
claims  or  demands  of  us  and  every  of  us." 

There  was  no  provision  that  all  the  creditors  should 
sign.  The  orator  was  a  creditor  before  the  mortgage,  and 
signed,  and  became  fully  aware  of,  the  composition  deeds. 
The  defendant,  the  Batterskill  National  Bank,  for  a  consid- 
eration paid,  agreed  to  assign  its  claim  to  the  brother  of  the 
mortgagor,  for  the  further  consideration  of  twenty-five  cents 
on  the  dollar  to  be  paid,  in  order  that  the  claim  might  be 
brought  within  the  terms  of  the  composition.  The  defend- 
ant Hawley  had  an  attachment  on  the  farm  prior  to  the 
mortgage,  the  ad  damnum  in  the  writ,  and  amount  directed 
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by  the  writ  to  be  attached,  being  $1,500.  For  a  considera- 
tion paid,  he  signed  the  composition  deed,  and  signed  a  writ- 
ing stating  that  he  released  and  discharged  the  liens  by  the 
attachment,  and  discontinued  the  suit  as  to  Hurd,  and  deliv- 
ered' it  to  him.  The  other  defendants  did  not  become  par- 
ties to  the  composition.  The  twenty-five  per  cent,  was  not 
paid  to  the  Batterskill  Bank,  nor  to  Hawley.  The  mort- 
gagor gave  np  carrying  through  the  composition,  and,  with 
the  money  received  from  the  orator,  fled  to  Canada,  with- 
out paying  his  creditors  any  considerable  part  of  it. 

At  the  time  when  the  money  was  advanced  by  the  orator 
upon  this  mortgage,  it  covered  all  the  property  then  within 
the  reach  of  the  mortgagor's  creditors,  and  the  orator  was 
fully  aware  of  this  fact.  That  the  loan  was  negotiated  by  the 
mortgagor  for  the  purpose  of  obtaining  money  to  pay  the 
twenty-five  per  cent,  on  the  composition  well  enough  appears ; 
and  this  purpose  was  understood  by  the  orator.  That  the 
mortgagor  intended,  when  he  received  the  money,  to  take  it 
beyond  the  reach  of  his  creditors,  if  the  composition  failed,  is, 
also,  apparent.  There  is  no  evidence  that  the  orator  knew  of 
this  purpose ;  but  he  was  fully  aware  that  placing  the  money 
in  his  hands  without  safeguard  would  enable  him  to  avoid  his 
creditors,  if  he  would. 

The  case  stands  differently  as  between  those  who  were 
parties  to  the  composition  agreement  and  those  who  were 
not.  And,  as  to  this,  the  Batterskill  Bank  was,  in  reality, 
although  not  nominally,  such  a  party.  It  brought  itself 
within  the  scope  and  effect  of  the  agreement. 

It  is  not  considered  that  it  would  be  necessary  that  all  the 
creditors  should  become  parties  to  the  composition,  to  make  it 
binding.  In  Cobleigh  v.  Pierce,  (32  Vt.,  788,)  there  was  an 
express  provision  that  all  should  sign,  to  make  the  agreement 
valid.  In  Chase  v.  Bailey,  (49  Vt.,  71,)  the  provisions  were 
such,  for  dividing  the  property  of  the  debtor  pro  rata  among 
his  creditors,  that  it  could  not  be  carried  out  unless  all  should, 
sign.  Not  so  here ;  the  agreement  of  each  creditor  is  several. 
The  consent  of  more  than  one  creditor  might  be  necessary  for 
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a  consideration,  where  the  contract  is  simple  and  a  considera- 
tion required.  But  this  contract  is  nnder  seal,  which  imports 
a  consideration,  and  wonld  bind  Hawley,  who  sealed  it  with 
his  seal ;  and  the  Batterskill  Bank  received  a  consideration 
for  what  it  entered  into;  and,  besides,  the  procuring  the 
agreement  of  the  others  who  did  sign  wonld,  probably,  be  a 
sufficient  consideration,  of  itself,  for  that  undertaking.  The 
mortgage  was  fully  accomplished  within  the  four  months,  by 
being  made,  accepted  and  recorded,  and  the  money  advanced* 
The  mortgagor  had  the  right  to  dispose  of  his  property  for 
the  payment  of  the  twenty-five  per  cent,  on  the  debts,  at  any 
time  within  the  four  months.  Any  party  to  the 'compromise 
had  the  full  right  to  purchase  the  property,  or  take  lien  upon 
it,  during  that  time,  for  that  purpose,  but,  impliedly  by  the 
terms  of  the  agreement,  not  for  any  other  purpose.  Had  the 
mortgagor  paid  Hawley  the  twenty-five  per  cent  on  hifl  claim, 
and  the  Batterskill  Bank  twenty- five  per  cent,  on  its  elaim, 
within  the  four  months,  they  would  have  had  no  just  ground 
to  complain  against  the  mortgage.  If  they  were  defrauded 
by  it  at  all,  it  was  only  as  to  the  twenty-five  per  cent.  The 
orator  knew,  that,  by  the  effect  of  the  agreement,  the  mort- 
gagor had  no  right  to  dispose  of  his  property  by  mortgage  or 
otherwise,  except  "  for  and  towards  the  payment  and  satisfac- 
tion of  the  composition."  He  had  no  right,  as  to  them,  to 
loan  money,  on  a  mortgage,  to  the  debtor  generally,  during 
that  time.  The  property  was  expressly  charged  with  the 
trust,  as  between  the  parties  to  the  agreement,  of  paying  the 
twenty-five  per  cent.  The  orator  violated  the  trust,  when  he 
loaned  the  money  generally  on  the  mortgage,  without  seeing 
to  it  that  the  twenty-five  per  cent,  was  paid.  He,  at  least, 
took  the  risk  of  seeing  that  the  money  went  for  that  purpose, 
and,  as  it  went  from  him  into  other  channels  without  the  con- 
sent of  Hawley  or  the  bank,  he  is  responsible,  and  not  entitled 
to  a  decree  of  foreclosure,  as  against  them,  without  providing 
for  the  payment  of  the  twenty-five  per  cent,  of  their  claim, 
with  interest  from  November  27th,  1880,  before  which  day 
that  amount  should  have  been  paid. 
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By  the  statutes  of  Vermont,  the  orator  in  a  bill  to  fore- 
close a  mortgage  may  join  as  a  defendant  any  subsequent  at- 
taching creditor  of  the  premises  sought  to  be  foreclosed. 
{Rev.  Laws  of  Vermont,  sec.  762.)  Creditors  who  did  not 
become  parties  to  the  composition,  and  have  attached  the 
premises  subsequently  to  the  mortgage,  are  made  defendants 
under  this  statute.    Their  rights  are  to  be  determined. 

The  mortgagor's  liabilities  were  from  $125,000  to  $150,000, 
and  his  assets  were  only  about .  $50,000.  The  mortgage  was 
executed  at  Arlington,  while  the  orator  was  at  Aurora,  and 
apparently  without  his  knowledge.  The  effect  of  it  was  to 
place  substantially  all  of  the  attachable  property  of  the  mort- 
gagor in  Vermont  under  its  cover.  From  the  course  and  pro- 
ceedings of  the  mortgagor,  the  obvious  purpose  of  it  was  to 
induce  or  compel  his  creditors  to  accept  of  the  composition, 
and  to  provide  means  for  the  payment  of  the  percentage,  if 
they  should  accept.  When  it  was  brought  to  the  knowledge 
of  the  orator,  he  was  or  became  fully  aware  of  its  effect.  He 
must  have  known  that  its  existence  on  the  record  would  be  a 
great  embarrassment  and  hindrance  to  creditors.  Still  he  placed 
it  upon  the  record,  without  then  advancing  any  considera- 
tion, and,  in  the  language  of  the  statute  of  27  Elizabeth,  chap. 
4,  left  it  to  stand,  "  coloured  nevertheless  by  a  fained  counte- 
nance and  shew  of  words  and  sentences,  as  though  the  same 
were  made  bona  fide,  for  good  causes,  and  upon  just  and  law- 
ful considerations;"  or,  in  the  language  of  the  statute  of 
Vermont,  justified  the  same  to  have  been  made,  had  and  exe- 
cuted in  good  faith  and  upon  good  consideration.  {Rev. 
laws  of  Vermont,  sec.  4,156.)  Afterwards,  he  advanced  the 
consideration,  but  not  until  all  prior  liens  were,  as  he  sup- 
posed, removed  out  of  its  way,  so  that,  when  the  mortgagor 
got  the  money  which  became  the  consideration  of  the  mort- 
gage, he  could  hold  it  in  defiance  of  all  his  creditors,  with  the 
mortgaged  premises  covered  by  the  mortgage,  and,  apparently, 
out  of  their  reach.  The  purpose  for  which  the  orator  testifies 
he  understood  the  consideration  was  to  be  used,  was  to  pay 
the  twenty-five  per  cent,  on  the  composition.    It  does  not  ap- 


494  VERMONT, 

VoleDtiiie  v.  Hnrd. 

pear  how  far  the  composition  had  proceeded  when  he  made 
the  advance,  but  it  does  appear  that  many  creditors  never  be- 
came parties  to  it,  and  that  those  who  did  were  not  paid  the 
twenty-five  per  cent,  to  any  considerable  amount.  The  latest 
information  which  he  received,  according  to  his  own  account, 
was  from  the  mortgagor,  that  he  was  "  getting  along  very  well 
with  compromise — there  a  few  who  stand  ont  about  the  mat- 
ter, but  not  large  amounts — hope  to  get  it  all  fixed  soon."  If 
all  the  creditors  became  parties  to  the  composition  and  re- 
ceived their  share  under  it,  none  would  be  defrauded  by  the 
mortgage ;  but  if  any  did  not,  and  the  purpose  which  the  ora- 
tor understood  was  to  be  carried  out,  to  pay  those  who  did, 
those  who  did  not  would  be  defrauded.  The  property  would 
be  gone,  and  they  be  left  without  pay,  with  the  mortgagor's 
property  all  the  while  out  of  their  reach  for  collecting  their 
pay.  In  the  language  of  Lord  Bacon  upon  the  resolutions  in 
Twynds  Case,  (3  Co.,  80,)  "  it  would  prove  injurious  to  other 
creditors  of  the  same  debtor,  in  depriving  them  of  all  means 
of  satisfying  themselves  by  the  stated  methods  of  justice." 
(Bac.  Abr.,  Fraud,  0.) 

If  the  composition  was  carried  out,  its  purposes  were  laud- 
able ;  if  not,  they  would  be  fatal  to  those  not  joining  in  it. 
The  orator  did  not  wait  to  see  whether  all  would  join  or  not 
He  had  full  knowledge  of  the  situation,  and  made  the  ad- 
vances in  view  of  the  effect  which  would  follow  a  failure. 
He  purposely  aided  in  putting  all  the  attachable  property  of 
the  mortgagor  under  the  cover  of  the  mortgage,  beyond  the 
reach  of  the  creditors  of  the  mortgagor,  if  the  mortgage  should 
be  upheld.  Such  conveyances  as  place  substantially  all  of  the 
property  of  the  debtor  beyond  the  reach  of  creditors  have 
always  been  held  fraudulent  and  void  in  Vermont,  by  whose 
laws  this  case  is  to  be  governed.  (Edgell  v.  Lowell,  4  Vt., 
405 ;  Root  v.  Reynolds,  32  Vt.,  139 ;  Church  v.  Chapin,  35 
Vt,  223;  Prout  v.  Vaughn,  52  Vt,  451.)  This  mortgage 
cannot  be  upheld,  as  against  the  creditors  who  are  not  af- 
fected by  the  composition  proceedings,  to  cover  property 
which  they  could  reach,  without  going  contrary  to  the  pro- 
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visions  of  the  statutes  of  13  Elizabeth,  chap.  5,  and  27 
Elizabeth,  chap.  4,  as  they  have  been  expounded  from  the 
earliest  times.  In  the  report  of  Tivyne's  Case,  (3  Co.,  82a,) 
which  is  one  of  the  earliest,  it  is  said :  "  And  because  fraud 
and  deceit  abound  in  these  days  more  than  in  former  times, 
it  was  resolved  in  this  case,  by  the  whole  Court,  that  all 
statutes  made  against  fraud  should  be  liberally  and  bene- 
ficially expounded,  to  suppress  the  fraud."  The  reasons  for 
"this  resolution  have  not  ceased.  The  effect  of  this  mort- 
gage, with  the  purpose  for  which  the  orator  says  it  was  made, 
was  to  take  the  property  from  within  the  reach  of  the 
creditors,  and  put  it  beyond  their  reach,  unless  they  would 
compound  their  debts. 

The  mortgaged  premises  were  the  homestead  of  the  mort- 
gagor and  his  family.  His  wife  joined  in  the  mortgage,  pur- 
suant to  the  laws  of  the  State,  so  as  to  bind  the  homestead  in- 
terest. To  the  extent  of  the  homestead  exemption,  the  mort- 
gage was  not  fraudulent  as  to  creditors,  who  could  in  no  event 
reach  that. 

The  defendant  Hawley's  attachment,  made  before  the 
mortgage,  has  been  pursued  to  judgment  for  a  larger  amount 
than  the  writ  required  to  be  attached,  and  followed  by  a  levy 
of  execution.  The  attachment  of  the  Batterskill  National 
Bank  was  made  April  25th,  1881 ;  that  of  Franklin  E.  Law- 
rence, June  6th,  1881 ;  that  of  Thomas  Fleming,  August  27th, 
1881 ;  and  that  of  Jerome  B.  Bromley,  February  18th,  1882. 
All  of  these  latter  are  still  pending.  Some  question  has  been 
made  about  the  validity  of  these  attachments,  in  the  argu- 
ment. But  they  are  set  up  as  good,  in  the  orator's  bill,  and 
could  not  well  be  attacked  by  him  in  the  suit,  after  that.  If 
they  were  not,  no  fatal  irregularity  is  apparent. 

The  ad  damnum  in  Hawley's  writ  was  raised  to  make  it 
large  enough  to  cover  the  judgment  rendered.  Some  ques- 
tion is  made  as  to  the  effect,  of  this  proceeding  upon  the 
attachment.  But  no  new  cause  of  action  could  have  been 
brought  in  by  the  amendment,  for  the  law  and  practice  of 
the  State  Courts  do  not  permit   the  introduction  of  a  new 
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cause  of  action  in  that  manner.  The  attachment  is  founded 
npon  the  authority  of  the  officer  conferred  by  the  command  of 
the  writ.  It  is  measured  by  that  command.  In  Putnam  v. 
Hall,  (3  Pick.)  445,)  the  command  was  made,  by  a  slip  of  the 
pen,  to  be  to  attach,  &c,  to  the  value  of  $6,  instead  of  $600. 
An  amendment,  by  inserting  "  hundred,"  was  held  to  dissolve 
the  attachment.  No  amendment  in  the  case  of  Hawley  is 
understood  to  have  been  made  in  this  respect.  The  com- 
mand of  the  writ  was  to  attach  the  goods,  chattels  and  es- 
tate of  the  defendant,  to  the  value  of  $1,500.  The  serv- 
ice of  it  created  a  lien  upon  the  estate  to  the  amount  of 
$1,500.  The  mortgage  was  made  subject  to  this  attachment, 
with  others.  It  did  not  affect  other  creditors,  as  to  the  amount 
covered  by  this  attachment,  but  only  as  to  the  amount  which 
would  remain  over.  The  mortgage  is  valid,  therefore,  to 
cover  this  amount,  in  addition  to  the  homestead  right,  except 
as  to  Hawley,  and  as  to  him  except  for  the  twenty-five  per 
cent.  When  the  Batterskill  Bank  made  its  attachment,  it 
came  next  to  Hawley's,  and  was  good  against  the  mortgagor 
and  his  property,  for  the  amount  of  the  debt  and  costs,  within 
the  amount  commanded  to  be  attached.  The  orator  could 
meet  it  by  paying  the  twenty-five  per  cent,  of  the  debt.  The 
mortgage  was  not  fraudulent  as  to  subsequent  attaching  cred- 
itors, except  as  to  the  property  not  covered  by  this  attachment, 
in  addition  to  Hawley's. 

It  follows,  that  the  orator  is  entitled  to  a  decree  of  fore- 
closure of  the  mortgage,  as  to  the  homestead  right,  against  all 
the  defendants ;  to  a  foreclosure  against  all  but  Hawley,  of 
the  value  of  $1,500,  covered  by  his  attachment,  and  against 
him  on  payment  of  twenty-five  per  cent,  of  his  debt,  with  in- 
terest from  November  27th,  1880 ;  to  a  foreclosure  against  all 
but  the  Batterskill  National  Bank,  of  the  amount  covered  by 
its  attachment,  and  against  that  on  payment  of  twenty-five  per 
cent,  of  its  debt,  with  interest  from  the  same  day ;  and,  as  to 
the  residue  of  the  estate,  he  is  not  entitled  to  a  decree 
against  the  creditors  attaching  subsequently  to  that  attach- 
ment. 
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This  construction  of  these  proceedings  makes  the  mort- 
gage, in  the  language  of  these  statutes  of  Elizabeth,  as  adopted 
in  Vermont,  void  only  as  against  the  party  whose  right,  debt 
or  duty  is  attempted  to  be  avoided,  (Rev.  Laws  of  Vermont, 
sec.  4,155.) 

Hawley  was  promised  $125  for  signing  the  composition. 
It  may  be  thought  that  this  should  be  provided  for.  But 
this  was  outside  the  composition  and  the  promise  void,  even 
as  to  the  party  making  it.  (Case  v.  Oerrish,  15  Pick., 
49.) 

Let  there  be  a  decree  of  foreclosure,  with  costs  of  a 
foreclosure  without  contest,  as  to  the  homestead  right,  to 
the  value  of  $500,  against  all  the  defendants;  as  to  the 
attachment  lien  of  Hiram  Hawley,  to  the  amount  of  $1,500 
against  all  but  him,  and  against  him  on  payment  to  the 
clerk,  for  his  benefit,  by  the  orator,  of  twenty-five  per  cent. 
of  his  debt,  with  interest  from  November  27th,  1880,  with 
his  costs;  as  to  the  attachment  lien  of  the  Batterskill 
National  Bank,  against  all  'but  that  bank,  and  against  that  on 
payment  to  the  clerk,  for  its  benefit,  of  twenty-five  per  cent. 
of  its  debt,  with  interest  from  November  27th,  1880,  with  its 
costs ;  that,  unless  such  payment  be  made  within  30  days,  the 
bill  be  dismissed  as  to  them  respectively,  with  costs ;  and  that 
the  bill  be  dismissed  as  to  the  residue  of  the  estate,  and 
the  defendants  Lawrence,  Fleming  and  Bromley,  respectively, 
with  costs. 

Martin  dk  Eddy  and  J.  K.  Batohelder,  for  the  plaintiff. 

A.  L.  Miner,  J.  C.  Baker,  Joseph  O.  Martin  and  H.  *A. 
Harman,  for  the  defendants. 
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The  Eastern  Townships  Bank 

vs. 

The  Vermont  National  Bank  of  St.  Albans  and  George 
W.  Hendee,  Receiver. 

A  national  bank  had  1  directors.  Its  president  wanted  to  borrow  $50,000  from 
it,  but  it  had  not  that  amount  to  lend  to  him.  He  applied  to  a  bank  in  Canada, 
It  refused  because  it  could  not  lend  the  amount  to  him  without  exceeding  the 
limit  allowed  to  it  for  loans  to  individuals.  But  it  deposited  $50,000,  on  in- 
terest, with  the  national  bank.  Four  of  the  directors  of  the  latter  assented 
to  the  transaction,  and  the  $50,000  was  entered  on  its  books,  as  a  deposit 
by  the  Canada  bank.  •  It  paid  interest  on  the  deposit  for  8  months,  and 
afterwards  suspended.  Its  receiver  rejected  the  claim.  In  a  suit  to  recover 
it:  Held, 

(1.)  The  national. bank  had  power  to  enter  into  the  transaction  ; 

(2.)  It  was  made  in  the  proper  way,  and  was  ratified ; 

(3.)  The  claim  must  be  allowed,  to  be  certified  by  the  receiver,  and  paid 
ratably  from  the  assets. 

(Before  Whebub,  J.,  Vermont,  October  22d,  1884.) 

Wheeler,  J.  This  cause  has,  on  stipulation  of  the  parties 
in  writing,  been  tried  by  the  Court.  The  plaintiff  is  a  cor- 
poration located  and  doing  banking  business  at  Sherbrooke, 
Canada.  The  defendant  was  organized  as  a  national  bank, 
under  the  laws  of  the  United  States,  and  located  at  St.  Albans, 
Vermont.  It  had  seven  directors,  one  of  whom  resided  in 
Montreal,  Canada,  and  took  no  active  part  in  its  business.  Its 
president  owned  about  three-fourths  of  its  capital  stock,  and 
was  largely  interested,  as  owner  of  stocks  and  bonds,  in  sev- 
eral railroads  in  Canada  and  the  United  States.  These  rail- 
road companies  were  largely  indebted  to  the  defendant,  on 
paper  endorsed  by  bim,  and  he  was  individually  so  indebted 
on  his  own  paper.  As  the  railroad  enterprises  turned,  the 
railroad  companies,  the  president  and  the  defendant  were  bad- 
ly insolvent.    As  was  within  fair  expectation,  they  were  sol- 
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Tent,  and  were  supposed  to  be  so.  The  president  wanted 
$50,000  to  use,  and  could  not  be  accommodated  with  that 
amount  by  the  defendant.  He  applied  to  the  manager  of  the 
plaintiff,  at  its  banking  house  in  Sherbrooke,  for  a  loan  of  that 
amount,  and  proposed  to  put  up  bonds  of  one  of  the  railroads, 
as  collateral,  and  probably  stated  that  the  defendant  had  not 
funds  from  which  to  make  the  loan,  as  a  reason  for  applying 
to  the  plaintiff.  The  manager  of  the  plaintiff  told  him  that 
it  had  funds  sufficient  from  which  to  make  the  loan,  and 
would  do  so,  but  that  the  individual  loans  were  so  large  in 
proportion  to  its  deposits  in  other  banks,  and  so  near  the  limit 
allowed,  that  the  loan  to  him  could  not  be  made ;  that  it  could 
deposit  in  one  bank  as  well  as  another,  and  would  deposit  that 
amount  with  the  defendant,  if  he  desired.  He  assented  to 
this  proposal,  and  they  agreed  that  the  deposit,  while  it  re- 
mained, should  draw  interest  at  six  per  cent,  and  that  the 
same  collaterals  should  be  deposited  as  security.  Thereupon, 
the  manager  of  the  plaintiff  drew  two  drafts,  of  $25,000  each, 
in  favor  of  the  defendant,  on  the  National  Exchange  Bank  of 
Boston,  delivered  them  to  the  president  of  the  defendant,  and 
received  the  collaterals,  and  entered  the  transaction  in  the 
plaintiff's  books,  as  a  loan  to  the  defendant.  The  president 
made  the  transaction  known  to  the  Montreal  director,  who 
made  no  question  about  it,  and  took  the  drafts  to  the  banking 
house  of  the  defendant  in  St.  Albans,  and  delivered  them  to 
the  cashier  in  the  presence  of  the  vice-president,  who  were  di- 
rectors, and  acquainted  them  with  the  transaction,  to  which 
neither  made  any  objection,  and  they  received  the  drafts  into 
the  assets  of  the  defendant,  and  credited  the  amount  as  a  de- 
posit, to  the  plaintiff,  in  the  books  of  the  defendant.  No  other 
such  loan  was  ever  made  by  the  defendant ;  no  vote  of  the 
directors  was  ever  taken  authorizing  or  ratifying  it,  and  no 
conference  was  ever  had  among  them  concerning  it,  except  as 
stated ;  and  no  objection  was  ever  made  by  any  of  them  to  it. 
The  drafts  were,  endorsed,  in  the  usual  course,  by  the  officers 
of  the  defendant,  and  forwarded  to  its  correspondent  in  Bos- 
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ton,  from  which  it  received  credit  for  them,  and  it  has  always 
retained  their  avails. 

It  is  claimed,  that,  in  reality,  this  was  a  loan  to  the  presi- 
dent of  the  defendant  individually,  and  not  to  the  defendant, 
and  that  it  was  pnt  in  the  form  it  was  to  avoid  the  limit  upon 
individual  loans  by  the  plaintiff.  But  it  is  fonnd,  as  a  matter 
of  fact,  from  the  evidence,  that  the  loan  to  the  plaintiff  was 
refused,  because  of  that  limit ;  that  the  loan  was  made  to  the 
defendant,  upon  its  own  credit,  as  a  real  transaction  between 
the  two  banks,  *nd  not  as  a  cover  for  any  other  transaction ; 
and  that  it  was  proposed  by  the  manager,  and  assented  to  by 
the  president,  and  carried  out  between  them,  because  it  would 
accommodate  the  defendant  and  enable  it  to  accommodate  the 
president.  This  result  was  accomplished  to  some  extent,  but 
no  loan  or  advancement  of  this  amount,  or  of  any  amounts 
aggregating  this  amount,  or  near  this  amount,  was  made  by 
the  defendant  to  the  president.  It  was  enabled  to  accommo- 
date him  more  by  means  of  this  deposit,  and  did  so ;  but  made 
no  particular  advance  to  him  because  he  procured  the  deposit 
to  be  made.  He  was  endeavoring  to  promote  the  interests  of 
all  his  enterprises,  including  the  defendant,  as  one  of  them, 
without  intending  to  sacrifice  that  to  any  of  the  others ;  the 
plaintiff's  manager  was  intending  to  make  what  would  be  for 
it  a  proper  loan  to  or  deposit  with  the  defendant.  The  de- 
fendant twice  paid  interest  to  the  plaintiff  on  the  loan,  bring- 
ing it  up  to  May  21st,  1883 ;  and,  by  letter  from  its  cashier, 
twice  acknowledged  the  deposit. 

The  drafts  were  dated  and  delivered  to  the  president  of 
the  defendant,  September  20th,  1882,  and  charged  on  the 
books  of  the  plaintiff  at  the  same  time ;  they  were  received  at 
the  defendant's  banking  house,  and  credited  to  the  plaintiff,  on 
its  books,  September  22d,  1882;  the  defendant  suspended 
August  6th,  and  the  receiver  was  appointed  August  9th,  1883. 
This  claim  was  presented  to  the  receiver,  and  was  finally 
rejected  by  him,  November  27th,  1883.  This  suit  was  com- 
menced January  3d,  and  the  writ  served  on  the  president  and 
receiver  January  21st,  1884. 
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It  is  objected  in  behalf  of  the  receiver,  that  the  making  of 
this  loan,  or  negotiating  for  the  deposit,  was  not  within  the 
scope  of  the  corporate  powers  of  the  defendant ;  and  that,  if 
it  was,  it  was  not  so  done,  by  those  having  the  right  to  exer- 
cise these  powers  in  such  a  case,  as  to  bind  the  defendant. 

If  this  was  a  deposit,  there  can  be  no  question  about  the 
power  of  the  association  to  receive  it  and  become  liable  for  it. 
To  receive  deposits  is  among  the  powers  specifically  delegated 
to  national  banks.  {Rev.  Stat  TJ.  &,  sec.  5,136.  Seventh.) 
It  was  called  a  deposit  between  the  officers  of  the  two  corpora- 
tions ;  it  became  in  form  a  deposit  oft  the  books  of  the  de- 
fendant. It  bore  interest  like  a  loan.  If  it  was  a  loan,  then 
the  question  is  as  to  the  power  to  borrow  money.  Among  the 
powers  of  such  banks,  specially  named,  is  that  to  make  con- 
tracts. (Sec.  5,136.  Third.)  There  is  no  apparent  limit  to 
this  power  except  that  contained  in  sec.  5,202.  That  section 
provides,  that  no  association  shall  at  any  time  be  indebted,  or 
in  any  way  liable,  to  an  amount  exceeding  the  amount  of  its 
capital  stock  at  such  time  actually  paid  in  and  undiminished, 
except  for  circulation,  deposits,  and  drafts  drawn  against  ex- 
isting funds,  and  to  its  stockholders.  This  implies,  that  it 
may  become  indebted  within  the  limit,  even  if  the  power  to 
make  contracts  generally  should  be -held  to  apply  to  something 
«lse.  Powers  impliedly  given  are  as  well  conferred  as  those 
expressly  given.  (National  Bank  v.  Graham,  100  TJ.  8., 
699.)  This  debt  did  not  come  up  to  the  limit  alone,  and  it  is 
not  shown  that  there  were  any  others  of  the  kind  to  which  the 
limit  applies.    The  power  seems  to  be  clear. 

The  transaction  was  had  with  the  officers  usually  entrusted 
with  financial  business.  The  president,  vice  president  and 
cashier,  all  participated  in  it.  These,  with  the  director  at 
Montreal,  made  a  majority  of  the  board;  and,  although  he 
did  not  act  as  a  director  before,  he  appears  to  have  been  a  di- 
rector in  fact,  if  not'  by  right ;  but  nothing  is  shown  why  he 
was  not  a  lawful  director.  All  are  required  to  be  citizens  of 
the  United  States,  and  three-fourths  must  be  residents  of  the 
State,  territory  or  district.    (Sec.  5,146.)    This  director  may 
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have  been  a  citizen  of  the  United  States,  and  probably  was,  or 
he  would  not  have  been  elected,  and  enough  others  appear  to 
have  been  resident*.  If  this  were  not  so,  the  retention  of  the 
funds  is  a  ratification  by  all  of  the  means  by  which  they  were 
acquired.  They  could  not  both  retain  the  funds  and  repudi- 
ate the  transaction.  Those  who  assumed  to  act  for  the  de- 
fendant in  the  transaction  were  its  agents,  and  acted  as  such, 
and,  as  said  by  Mr.  Justice  Swayne,  in  People's  Bank  v.  Na- 
tional Bank,  (101  U.  &,  181 :)  "  If  there  were  any  defect  of 
authority  on  their  part,  the  retention  and  enjoyment  of  the 
proceeds  of  the  transaction  by  their  principal  constituted  an 
acquiescence  as  effectual  as  would  have  been  the  most  formal 
authorization  in  advance,  or  the  most  formal  ratification 
afterwards." 

From  these  considerations  it  follows,  that  there  must  be  a 
judgment  for  the  plaintiff.  Execution  cannot  issue  upon  the 
judgment,  but  it  is  to  be  paid  by  the  comptroller  from  the  as- 
sets, ratably  with  other  claims.  (Rev.  Stat,  sec.  5,236.)  The 
amount  of  the  claims  on  which  dividends  axe  to  be  made> 
should,  apparently,  be  adjusted  as  of  the  time  when  the  comp- 
troller took  possession  by  appointing  a  receiver.  In  this  case> 
this  time  appears  to  be  August  9th,  1883.  The  amount  of 
this  claim  to  that  time  was  $50,650.  The  judgment  is  to  be 
certified  by  the  receiver  to  the  comptroller,  to  be  paid  in  due 
course  of  administration.    {Case  v.  Bank,  100  U.  &,  446.) 

Judgment  for  plaintiff  for  $50,650,  to  be  certified  by  re- 
ceiver to  comptroller,  with  costs. 

Edwards,  Dickerman  <&  Yowmj  and  George  F.  Edmunds* 
for  the  plaintiff. 

George  W.  Sendee  and  Luke  P.  Poland,  for  the  de- 
fendant. 
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Subdivision  8  of  §  680  of  the  Revised  Statutes  is  not  repealed  by  the  Act  of 
March  3d,  1875,  (18  U.  8.  Stat,  at  Large,  470.) 

The  lime  of  removal  under  that  subdivision  is  not  regulated  by  the  Act  of  1875 ; 
and  a  cause  may,  under  that  subdivision,  be  removed,  after  it  has  been  once 
tried  in  the  State  Court  and  a  new  trial  has  been  granted. 

(Before  Whbklmb,  J.,  Vermont,  October  81st,  1884.) 

Wheeler,  J.  This  cause  was  begun  in  the  State  Court ; 
was  tried  there  and  a  verdict  and  judgment  for  the  defendant 
had ;  this  judgment  was  reversed  on  exceptions  and  a  new 
.  trial  granted ;  then  it  was  removed  into  this  Court,  on  an  affi- 
davit of  local  prejudice,  under  the  Act  of  March  2d,  1867,  (14 
U.  S.  Stat,  at  Large,  558,)  now  division  3  of  section  639  of 
the  Revised  Statutes.  It  has  now  been  heard  on  a  motion  to 
remand. 

It  is  argued  that  this  part  of  the  Act  of  1867  was  repealed 
by  the  Act  of  March  3d,  1875,  (18  U.  S.  Stat,  at  Large,  470,) 
and  that,  if  not,  the  time  of  removal  is  revised  and  regulated 
by  the  latter  Act,  and  must  be  as  early  as  the  term  at  which 
the  cause  would  first  stand  for  trial.  That  this  part  of  the 
Act  of  1867  was  not  repealed  by  the  Act  of  1875,  has  been  re- 
peatedly decided.  {Cooke  v.  Ford,  16  Am.  Law.  Reg.,  N.  S., 
417;  Sims  v.  Sims,  17  Blatchf.  C.  C.  R.,  369.)  It  is  treated 
as  in  full  force,  notwithstanding  the  Act  of  1875,  in  Bible  So- 
ciety v.  Grove,  (101  U.  S.,  610.)  In  speaking  of  the  pro- 
vision prescribing  in  what  cases  a  removal  may  be  had,  it  is 
said  by  Mr.  Chief  Justice  Waite,  in  the  latter  case :  "  The  Act 
of  March  3d,  1875,  (18  Stat.,  470,)  has  not  changed  this  pro- 
vision of  the  Revised  Statutes."  This  seems  to  settle  the 
question  as  to  the  repeal  of  the  Act  of  1867. 

The  Act  of  1875  is  broad  enough  to  include  within  its 
terms  any  case  removable  under  the  Act  of  1867,  and  any 
such  case  might  be  removed  without  an  affidavit  of  local 
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prejudice,  by  complying  with  the  terms  of  the  Act  of  1875. 
For  this  reason  it  is  said  that  it  must  govern  as  to  the  time  of 
applying  for  removal.  But,  as  the  right  to  remove  on  account 
of  local  prejudice  is  left  undisturbed  by  that  Act,  the  means 
by  which  the  removal  may  be  had  are  left  as  incidents  to  the 
right.  There  is  no  doubt  but  that  a  revision  of  the  whole 
subject-matter  of  a  statute  repeals  it,  and  leaves  the  revising 
statute  only  in  force ;  but  this  latter  Act  does  not  revise  the 
whole  of  the  subject-matter  of  the  former ;  it  leaves  a  part  of 
it  in  force,  and  that  part  is  in  force  according  to  its  own  terms. 
The  Act  of  1875  does  not  purport  to  prescribe  the  means  for 
removal  of  causes  except  those  removable  under  that  Act.  It 
in  terms  prescribes  (§  3)  methods  to  any  party  "  entitled  to 
remove  any  suit  mentioned  in  the  next  preceding  section." 
This  plaintiff  was  not  entitled  to  remove  this  suit  as  mentioned 
in  that  section.  (Sees.  2,  3.)  He  was  entitled  to  remove  it 
under  the  prior  law,  and  must  go  to  that  for  the  means  of 
effecting  the  removal.  The  cause  was  pending  for  trial  when 
the  attempt  at  removal  was  made,  and  had  not  reached  a  final 
trial.  There  had  been  a  trial,  but  it  did  not  prove  to  be  final. 
Alright  to  another  trial  had  been  perfected.  This  is  what 
was  held  to  be.  necessary  in  Vanntvar  v.  Bryant,  (21  Watt., 
41.)  It  was  there  said  by  the  Chief  Justice:  '•  To  authorise 
the  removal  the  action  must,  at  the  time  of  the  application,  be 
actually  pending  for  trial."  This  was  expressly  decided  by 
now  Mr.  Justice  Blatchford,  in  Sims  v.  Sims,  (17  Blatchf.  C. 
C.  R.y  369.) 

Motion  denied. 

Z.  27.  Thompson,  for  the  plaintiff. 

Heman  S.  Royce  and  John  Yowng,  for  the  defendant. 
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Valentine  Fisoheb  vs.  George  Hayes.    In  Equity. 

An  interlocutory  decree  was  made  in  a  patent  suit,  in  equity,  appointing  the 
deputy  clerk  of  the  Court  a  master  to  take  an  account  of  profits.  This  was 
done  on  the  consent  of  both  parties,  in  open  Court  The  decree  did  not,  as 
required  by  the  Act  of  March  3d,  1879,  (20  U.  8.  Stat,  at  Large,  415.)  assign 
special  reasons  for  the  appointment.  The  reference  proceeded  for  3  years, 
and  the  master  made  a  report,  for  the  plaintiff,  which  was  excepted  to  aod 
confirmed.  Afterwards,  the  defendant  moved  to  set  aside  the  reference, 
showing  that  till  after  the  confirmation  his  solicitor  did  not  know  of  the  stat- 
ute, nor  did  the  defendant  know  that  the  master  was  the  deputy  clerk:  Held, 

(1.)  The  objection  to  the  appointment  was  waived  by  the  consent; 

(2.)  The  failure  to  assign  the  reasons  in  the  decree  could  be  disregarded  or  sup- 
plied, under  §  954  or  §  918  of  the  Revised  Statutes ; 

(8.)  The  defendant,  by  his  delay  in  making  the  motion,  had  waived  the  objec- 
tion to  such  failure. 

Whether  the  statute  applies  to  the  appointment  of  a  master  of  this  kind,  quart. 

The  decree  was  amended  nunc  pro  tune,  by  reciting  the  fact  of  the  consent,  as  a 
sufficient  special  reason  for  the  appointment. 

(Before  Blatohfobd,  J.,  Southern  District  of  New  York,  November  1st,  1884.) 

Blatchfobd,  J.  The  deficiency  appropriation  Act  of 
March  3d,  1879,  (20  U.  S.  Stat  at  Lwrge,  415,)  contained  this 
provision :  ik  No  clerk  of  the  District  or  Circuit  Courts  of  the 
United  States,  or  their  deputies,  shall  be  appointed  a  receiver 
or  a  master  in  any  case,  except  where  the  Judge  of  said  Court 
shall  determine  that  special  reasons  exist  therefor,  to  be  as- 
signed in  the  order  of  appointment."  While  this  statute  was 
in  force,  and  on  the  1st  of  February,  1881,  this  Court  made 
and  entered  an  interlocutory  decree  in  this  case,  which  is  a 
suit  in  equity  for  the  infringement  of  letters  patent,  awarding 
to  the  plaintiff  a  recovery  of  profits  and  damages,  and  direct- 
ing a  reference  to  John  A.  Shields,  "  as  master  pro  hoc  vice  " 
to  take  and  report  an  account  of  profits  and  to  assess  the  dam- 
ages. Mr.  Shields  was  at  the  time  chief  deputy  clerk  of  the 
Court,  duly  appointed  under  §  624  of  the  Revised  Statutes. 
The  decree  did  not  assign  any  special  reasons  for  the  appoint- 
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ment  of  Mr.  Shields.  The  master  proceeded  with  the  ac- 
counting down  to  January  10th,  1884,  when  he  filed  his  report 
in  favor  of  the  plaintiff.  Exceptions  were  filed  to  it,  which 
were  heard  by  the  Court  and  overruled,  and  the  report  was 
confirmed.  Now,  on  a  showing  that  the  solicitor  for  the  de- 
fendant did  not  know  of  the  statute  until  August,  1884,  and 
that  the  defendant  did  not  until  the  same  time  know  that  Mr. 
Shields  was  a  deputy  clerk  of  the  Court,  an  application  is 
made  to  set  aside  the  reference  to  Mr.  Shields,  and  all  the  pro- 
ceedings under  it,  and  his  report,  and  to  declare  them  void,  be- 
cause of  the  provisions  of  the  statute. 

It  is  shown  that  the  solicitor  for  the  defendant  and  the 
plaintiff's  solicitor  assented  in  open  Court  to  the  designation  of 
Mr.  Shields  as  master,  at  the  time  the  interlocutory  decree  was 
presented  and  settled  and  signed.  Under  such  circumstances, 
consent  being  an  adequate  special  reason  in  a  case  of  the  kind, 
it  must  be  presumed  that,  as  the  Judge  appointed  Mr.  Shields, 
he  determined  that  the  consent  was  an  adequate  special  reason. 
Nothing,  therefore,  remains  but  the  irregularity  of  omitting  to 
state  the  special  reason  in  the  decree. 

The  disqualification  of  the  deputy  clerk  was  for  the  bene- 
fit of  the  parties.  They  could  waive  objection  to  him  and  the 
Court  could  act  on  that  waiver.  Ignorance  of  the  statute,  by 
the  solicitor,  did  not  detract  from  the  force  of  the  waiver,  no 
abuse  or  prejudice  being  now  alleged.  The  solicitor  does  not 
aver  that  he  did  not  know  that  Mr.  Shields  was  deputy  clerk. 
Knowledge  of  that  fact  by  him  was  knowledge  of  it  by  the 
defendant. 

The  case  is  not  one  of  consent  to  jurisdiction,  or  of  a 
waiver  of  what  public  policy  forbids  to  be  waived.  The  appoint- 
ment of  a  deputy  clerk  as  master  is  not  forbidden,  but  is  al- 
lowed under  certain  circumstances,  and  with  certain  formali- 
ties. In  a  case  where  only  an  account  is  to  be  taken,  and  no 
moneys  are  to  be  handled,  and  the  Court  has  full  control  of  the 
report,  there  is  no  reason  of  public  policy  which  forbids  the 
assent  of  the  parties  to  the  appointment  of  a  deputy  clerk,  or 
requires  that  that  should  not  be  an  adequate  special  reason. 
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The  irregularity,  if  it  was  one,  in  a  case  of  consent,  of  not 
specifying  the  consent,  in  the  decree,  as  the  special  reason  for 
the  appointment,  is  a  mere  defect  or  want  of  form  which  may 
be  disregarded  or  supplied  by  amendment,  under  §  954  of  the 
Kevised  Statutes,  or  under  the  general  power  of  a  Court  of 
Equity,  under  §  913. 

Moreover,  there  was  a  waiver  by  the  defendant,  in  carrying 
on  the  proceedings  so  long  under  the  reference,  and  excepting 
to  the  report,  and  waiting  till  after  an  adverse  decision,  before 
making  this  application.  The  oath  to  a  referee  is  waived  by 
proceeding  through  a  trial  without  objecting. 

It  is  not  entirely  clear  that  the  statute  is  not  to  be  con- 
strued as  applicable  only  to  the  eases  where  a  master  ejusdem 
generis  with  a  receiver  is  appointed — a  master  through  whose 
hands  money  or  property  is  to  pass,  as  a  receiver,  such  as  one 
to  sell  on  foreclosure  of  a  mortgage,  or  to  administer  property 
or  funds.  But,  however  this  may  be,  the  present  case  is  a 
proper  one  in  which  to  direct  that  an  order  be  entered  provid- 
ing that  the  interlocutory  decree  dated  February  1st,  1881,  be 
amended  nunc  pro  tunc  as  of  that  date,  by  inserting  therein, 
before  the  words  "  to  ascertain  and  take,"  the  words  "  (the  so- 
licitors for  the  respective  parties  having  in  open  Court  consent- 
ed to  the  appointment  of  said  Shields  as  such  master,  although 
he  is  the  chief  deputy  clerk  of  this  Court,  and  the  Court  now 
determining  that  such  consent  is  a  sufficient  special  reason  for 
such  appointment.) " 

The  same  disposition  is  made  of  the  application  in  the  case, 
against  Neil. 


Edmund  Wetmore,  for  the  plaintiff. 
Frank  It.  Lawrence,  for  the  defendant. 
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Leopold  Morse 
vs. 

Emeline  Cheney,  Exeoutbh,  <fco.,  of  Abthttb  Cheney,  De- 
ceased. 

C,  for  a  consideration  of  $1,000,  leased  to  M.  a  specified  seat  in  a  theatre,  with 
the  right  to  use  it  for  11  years,  4  months,  and  9  days,  when  the  theatre  should 
be  open  for  public  performances  "  during  the  regular  theatrical  winter  season  of 
about  forty  weeks  in  each  year,"  provided,  that,  in  case  of  the  destruction  of 
the  theatre  by  fire,  or  other  unavoidable  casualty,  such  right  should  cease, 
and  C,  and  his  executors,  administrators,  heirs  and  assigns,  be  released  from 
all  liability  to  M.,  and  that  if  C,  or  his  heirs  or  assigns,  should,  at  any  time, 
"  elect  to  discontinue  the  use  of  the  said  building  as  a  theatre,  and  to  devote 
it  to  other  purposes/'  he  or  they  should  have  the  right  so  to  do,  on  tendering 
or  paying  to  M.  such  proportion  of  the  $1,000,  as  the  time  then  to  elapse  before 
the  expiration  of  the  lease  should  bear  to  the  whole  term.  By  the  lease  it  was 
agreed,  that,  except  during  the  "  aforesaid  regular  theatrical  winter  seasons," 
and  at  all  times  except  those  at  which  M.  should  be  entitled  by  the  lease  to  use 
the  seat,  C,  and  his  heirs  and  assigns,  should  have  the  use  of  it.  C.  held  the 
land  on  which  the  theatre  was  built,  under  leases  of  it,  reserving  ground 
rents,  which  fact  M.  knew  when  he  accepted  the  lease.  He  used  the  seat  for 
over  three  years,  during  the  regular  theatrical  winter  seasons,  till  C,  being  in 
failing  health,  and  having  already  lost  a  considerable  flum  of  money  by  the 
theatre,  ceased  to  give  theatrical  representations  in  it,  and,  less  than  six 
months  afterwards,  died,  and  the  defendant  was  appointed  his  executrix.  The 
ground  rents  not  being  paid,  the  lessors  entered  and  evicted  the  defendant 
from  the  theatre,  she  not  consenting.  In.  a  suit  by  M.  against  the  defendant, 
to  recover  damages  for  being  deprived  of  the  use  of  the  seat :  Held, 

(1.)  The  lease  contained  no  covenant,  express  or  implied,  for  the  enjoyment  of 
the  use  of  the  seat  during  the  term,  nor  any  covenant  that  performances 
should  be  given  for  forty  weeks,  during  the  regular  annual  theatrical  winter 
seasons; 

(2.)  There  was  no  covenant  to  pay  back  any  part  of  the  $1,000  except  under  the 
special  circumstances  set  forth  in  the  lease ; 

(8.)  The  plaintiff  was  not  entitled  to  recover. 

(  Before  Blatohford,  J.,  Connecticut,  November  10th,  1884.) 

Blatohfobd,  J.    On  the  1st  of  February,  1875,  Arthur 
Cheney,  the  defendant's  testator,  executed  and  delivered  to 
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Leopold  Morse,  the  plaintiff,  a  written  instrument  of  lease, 
under  seal,  in  the  words  and  figures  following : 

"  Know  all  men  by  these  presents,  that  T,  Arthur  Cheney, 
of  Boston,  in  the  Commonwealth  of  Massachusetts,  in  con- 
sideration of  one  thousand  dollars  to  me  paid  by  Leopold 
Morse,  of  Boston,  in  the  Commonwealth  of  Massachusetts,  do 
hereby  grant,  demise,  and  lease  unto  the  said  Leopold  Morse 
and  his  executors,  administrators,  and  assigns,  the  section  and 
seat  numbered  Twelve  in  the  orchestra  of  ,  the  new  theatre 
building  recently  erected  by  me  in  said  Boston,  and  known 
as  the  Globe  Theatre,  together  with  the  right  to  use,  occu- 
py and  enjoy  the  said  section  and  seat,  with  the  appurte- 
nances, either  by  himself  or  by  any  other  respectable  and 
well-behaved  person,  and  with  the  right  of  ingress  and  egress 
to  and  from  the  same,  until  the  tenth  day  of  June  in  the  year 
one  thousand  eight  hundred  and  ninety-two,  subject,  however, 
to  all  reasonable  regulations  for  the  care  and  management  of 
said  theatre  and  for  the  conduct  of  the  audience  therein,  and 
to  the  following  limitations,  provisions  and  restrictions,  name- 
ly :  said  section  and  seat  shall  not  be  used,  occupied,  and  en- 
joyed as  aforesaid,  except  when  the  said  theatre  shall  be  open 
for  public  performances  or  entertainments  during  the  regu- 
lar theatrical  winter  season  of  about  forty  weeks  in  each 
year,  and  then  only  when  the  grantee,  his  executors,  adminis- 
trators or  assigns,  shall,  before  nine  o'clock  of  the  evening  of 
the  day  next  preceding  the  day  of  every  such  performance 
or  entertainment  at  which  he  or  they  intend  to  be  present 
and  to  occupy  the  said  section  and  seat,  procure  from  the 
box  office  of  said  theatre  a  pass  or  ticket  for  entrance  to 
said  seat  for  such  performance  or  entertainment,  which  pass 
or  ticket  shall  be  furnished  without  charge,  on  application, 
either  in  person  or  by  written  order,  made  at  such  office  at 
the  regular  office  hours,  and  shall  be  delivered  up  by  the 
bearer,  upon  entering  the  theatre,  to  the  door-keeper  or  to 
such  other  person  as  shall  be  then  and  there  duly  author, 
ized  to  receive  the  same. .  Provided,  nevertheless,  that,  in 
case  of  the  substantial  destruction  of  said  theatre  by  fire  or  by 
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other  unavoidable  casualty,  all  estate,  rights,  and 
granted  or  created  under  or  by  virtue  of  this  instrument, 
shall  terminate  and  forever  cease,  and  1  and  my  executors, 
administrators,  heirs,  and  assigns,  shall  thereupon  be  fully  re- 
leased and  discharged  from  any  and  all  liabilities  to  the 
grantee,  his  executors,  administrators,  heirs,  and  assigns,  aris- 
ing from  or  on  account  of  these  presents;  and  provided 
further,  that,  if  L  or  my  heirs  or  assigns,  shall  at  any  time 
elect  to  discontinue  the  use  of  the  said  building  as  a  thea- 
tre and  to  devote  it  to  other  purposes,  I  or  they  shall  have 
the  right  so  to  do  on  paying  or  tendering  to  the  grantee, 
or  his  executors,  administrators,  or  assigns,  such  proportion 
of  the  above-mentioned  sum  of  one  thousand  dollars  as  the 
time  then  to  elapse  before  the  aforesaid  tenth  day  of  June, 
1892,  shall  bear  to  the  full  term  of  eighteen  years,  and  all 
estates,  rights,  and  easementB  hereby  granted  or  created  shall 
thereupon  cease,  and  I  and  my  executors,  administrators, 
heirs,  and  assigns  shall  be  fully  discharged  and  released  as 
aforesaid.  It  is  understood  and  agreed,  that,  except  during 
the  aforesaid  regular  theatrical  winter  seasons,  and  at  all 
times  and  occasions  except  those  at  which  the  grantee,  his 
executors,  administrators,  or  assigns,  shall  be  or  become  enti- 
tled, under  the  preceding  provisions  of  this  instrument,  to 
use,  occupy,  and  enjoy  the  aforesaid  section  and  seat,  I  and 
my  heirs  and  assigns  shall  have  the  full  control  and  free 
use  and  disposal  of  the  same ;  and  it  is  further  agreed,  that 
the  estates,  rights,  and  easements  granted  or  created  under 
this  instrument  shall  be  assignable  by  the  grantee,  or  by  his 
executors,  administrators,  or  assigns,  to  any  respectable  per- 
son,  by  an  instrument  in  writing,  signed,  sealed,  and  ac- 
knowledged by  the  assignor,  and  recorded  in  a  book  to  be 
kept  for  that  purpose  by  me  or  my  heirs  or  assigns. 

In  witness  whereof,  I  hereto  set  my  hand  and  seal,  this 
first  day  of  February,  A.  D.,  1875. 

Arthur  Cheney.        [SetUJ]  " 

This  suit  was  commenced  on  the  28th  of  July,  1881,  by 
Morse,  against  the  defendant,  as  executrix  of  Cheney,  in  the 
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Superior  Court  of  the  State  of  Connecticut,  for  Hartford 
county,  and  was  removed  by  her  into  this  Court.  It  has 
been  tried  before  this  Court  without  a  jury. 

There  are  four  counts  in  the  complaint.  The  first,  third 
and  fourth  are  for  breaches  of  covenants  in  the  lease.  The 
first  count  recites  the  contents  of  the  lease,  except  the  clause 
about  fire  and  that  about  assignability,  alleges  that  Cheney 
died  November  1st,  1878,  and  sets  forth,  as  breaches,  (1)  that, 
after  May  11th,  1878,  the  plaintiff  was  not  permitted  by  Che- 
ney to  occupy  the  seat ;  (2)  that  the  defendant  did  not  permit 
him  to  occupy  the  seat;  (3)  that  Cheney,  after  May  11th, 
1878,  during  his  lifetime,  discontinued  the  use  of  the  building 
as  a  theatre,  and  devoted  it  to  other  purposes ;  (4)  that  the  de- 
fendant discontinued  the  use  of  the  building  as  a  theatre  and 
devoted  it  to  other  purposes. 

The  third  count  sets  forth  a  copy  of  the  lease,  and  avers  that 
Cheney  covenanted,  by  the  lease,  that  the  plaintiff  should  quiet- 
ly enjoy  the  use  and  occupation  of  the  section  and  seat  during 
the  term  of  the  lease ;  that  the  plaintiff  paid  to  Cheney  rent 
in  advance  for  the  full  term  of  the  lease,  being  $1,000;  that, 
on  or  about  ,  1878,  the  owners  of  the  theatre 

lawfully  evicted  Cheney,  and  all  holding  under  him,  of  whom 
the  plaintiff  was  one,  therefrom,  and  still  withhold  possession 
from  him  and  them  and  the  defendant ;  and  that  since  that 
time  the  plaintiff  has  not  been  permitted  by  Cheney  or  the 
defendant  to  occupy  the  seat. 

The  fourth  count  sets  forth  a  copy  of  the  lease,  and  avers 
the  payment  of  rent  in  advance  for  the  full  term  of  the  lease, 
and  alleges,  as  a  breach,  that  Cheney,  from  and  after  May 
11th,  1878,  discontinued  the  use  of  the  building  as  a  theatre 
and  devoted  it  to  other  purposes,  and  the  defendant  continued 
to  permit  it  to  be  devoted  to  other  purposes. 

The  second  count  recites  the  contents  of  the  lease,  as  in 
the  first  count,  and  avers  the  payment  of  the  consideration, 
$1,000;  that  Cheney,  during  his  lifetime,  after  May  11th, 
1878,  did  not  permit  the  plaintiff  to  occupy  the  seat;  that  the 
defendant  did  not  permit  him  to  occupy  it ;  that  the  consid- 
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eratkm  covenanted  in  the  lease,  f or  the  payment  of  the  $1,000, 
failed  in  whole  or  in  part ;  and  that  Cheney  had  and  received 
•aid  money  for  the  plaintiff's  use. 

The  answer  denies  all  the  allegations  of  breaches  and  lia- 
bility, and  sets  np  that  die  appointment  of  the  defendant  as 
executrix  was  approved  by  the  proper  Court  of  Probate  on 
November  15th,  1876,  and  on  the  same  day  that  Court  duly 
panned  an  order  limiting  the  time  of  presenting  claims  against 
the  estate  to  six  months  from  that  date,  which  time  expired 
May  15th,  1879,  and  the  claim  of  the  plaintiff  was  not  pre- 
sented to  her  within  that  time ;  that  the  inventory  of  the 
estate  amounted  to  $16,739  78,  all  of  which  was  exhausted  in 
paying  claims  and  expenses ;  that,  on  the  12th  of  March,  1881, 
the  defendant  filed  her  account,  as  executrix,  with  the  Probate 
Court,  showing  that  the  estate  was  so  exhausted,  and  that 
nothing  remained  in  ber  hands,  which  account  was  duly  ap- 
proved on  that  day,  by  the  Probate  Conrt ;  that  she  has  fully 
settled  the  estate  and  accounted  therefor ;  and  that,  at  the 
time  of  the  commencement  of  this  suit,  she  had  not  in  her 
hands  any  property  of  the  estate. 

The  plaintiff's  reply  avers,  that  he  is  an  inhabitant  of  Mas- 
sachusetts ;  that  Cheney,  at  the  time  of  his  death,  was  a  resi- 
dent of  Manchester,  Connecticut ;  that  the  defendant  was  and 
is  a  resident  of  Manchester ;  that  the  Probate  Court  for  Man- 
chester approved  her  appointment,  and  passed  the  orders  men- 
tioned in  the  answer ;  that  the  plaintiff's  claim  was  presented 
and  exhibited  to  the  defendant,  and  against  Cheney's  estate, 
within  two  years  after  publication  of  the  notice  of  the  order 
of  said  Court  of  Probate  limiting  the  time  for  presenting 
claims,  as  set  forth  in  the  answer ;  and  that  Cheney's  estate 
was  not  represented  as  insolvent. 

At  the  trial,  it  was  understood  and  agreed  between  the 
counsel  for  the  respective  parties,  that  the  answer  should  be 
regarded  as  setting  up,  as  a  defence,  that  the  right  of  action 
herein  accrued  after  the  death  of  Cheney,  and  that  the  plaint- 
iff's claim  was  not  exhibited  within  twelve  months  after  such 
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right  of  action  accrued ;  and  that  the  plaintiff  should  be  re- 
garded as  traversing,  by  a  reply,  that  defence. 

The  case  was  tried  on  a  statement  of  agreed  facts,  which 
is  as  follows : 

"  In  addition  to  the  facts  admitted  by  the  pleadings,  the 
following  facts,  claimed  by  the  plaintiff,  are  agreed  by  defend- 
ant to  be  true,  if  admissible,  namely : 

1.  The  several  owners  of  the  land  in  Boston,  Massachu- 
setts, occupied  by  the  present  Globe  Theatre,  duly  leased  the 
same  to  Arthur  Cheney,  defendant's  testator,  by  the  written 
leases,  certified  copies  of  which  are  annexed  as  part  of  this 
statement,  marked  Exhibits  A,  B,  C,  D  and  E.  Asa  P.  Morse, 
lessor  named  in  Exhibit  E,  also  duly  executed  and  delivered 
the  lease  recorded  in  Suffolk  Registry  of  Deeds,  vol.  895, 
f  ol.  305,  a  certified  copy  of  which  is  annexed  as  part  of  this 
statement,  marked  Exhibit  F;  and  Follett,  lessee  therein 
named,  on  April  19,  1869,  duly  assigned  in  writing,  with  the 
assent  of  lessor,  to  said  Cheney,  the  said  lease  and  all  his  right, 
title  and  interest  therein  and  thereunder. 

2.  Said  Cheney,  in  1874  and  prior  to  Feb.  1,  1875,  re- 
moved the  old  buildings  standing  on  the  land  embraced  in  all 
said  leases,  and  erected  thereon,  according  to  the  require- 
ments and  provisions  of  said  leases,  the  present  Globe 
Theatre,  which  he  used  and  operated  as  a  theatre  thereafter, 
during  the  regular  theatrical  winter  seasons  of  about  forty 
weeks  in  each  year,  during  the  years  1875,  1876,  1877,  and 
until  May  11,  1878. 

3.  On  Feb.  1,  1875,  said  Cheney,  in  consideration  of  the 
sum  of  one  thousand  dollars  ($1,000)  in  money,  then  paid  to 
him  by  plaintiff,  Leopold  Morse,  (who  was  then,  and  ever 
since  has  been,  a  resident,  citizen,  and  inhabitant  of  Boston, 
Massachusetts,)  duly  executed  and  delivered  to  the  plaintiff  a 
written  lease  of  section  and  seat  No.  12  in  the  portion  of  said 
theatre  called  the  orchestra  (a  copy  of  said  lease  being  annexed 
to  the  complaint,  marked  Exhibit  A) ;  and  plaintiff  used,  oc- 
cupied, and  enjoyed  said  seat  and  section,  according  to  the 
terms  of  the  lease  to  him,  during  the  regular  theatrical  seasons, 
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until  May  11,  1878,  at  which  time  said  Cheney,  being  in  fail- 
ing health,  and  having  already  lost  a  considerable  sum  of 
money  by  said  theatre,  ceased  to  give  theatrical  represen- 
tations in  said  theatre;  and  they  were  never  resumed  by 
him  before  his  death,  nor  since  then  by  his  executrix.  And 
said  theatre  remained  closed  until  March  1,  1879,  when  same 
was  leased  to  Stetson  by  the  owners,  as  hereinafter  stated  in 
paragraph  5. 

4.  On  or  about  Nov.  1,  1878,  said  Arthur  Cheney,  who 
was  then  a  resident,  citizen,  and  inhabitant  of  Manchester, 
Conn.,  died,  leaving  a  will,  which  was  duly  proved  and  ap- 
proved at  a  Probate  Court,  held  in  and  for  the  District  of  said 
Manchester,. on  Nov.  15, 1878,  and  defendant  was  then  duly 
appointed  executrix  under  said  will,  which  office  she  then 
duly  accepted,  qualifying  therefor,  and  giving  official  bond  as 
such  executrix;  and,  on  said  Nov.  15,  1878,  said  Court  of 
Probate  passed  an  order  limiting  the  time  of  presenting  claims 
against  said  estate  to  six  months  from  said  date,  and  said 
estate  has  never  been  represented  insolvent. 

5.  On  Jan.  1, 1879,  rent  had  become  due  under  and  by 
virtue  of  each  of  the  ground  leases,  annexed  as  Exhibits  A,  B, 
0,  D,  E,  and  F,  payment  of  which  was  duly  demanded  and 
refused.  Whereupon,  at  or  about  that  date,  and  prior  to  Feb. 
10,  1879,  said  rent  being  then  wholly  unpaid,  all  the  lessors  in 
said  leases,  in  accordance  with  the  provisions  thereof  and  of 
the  laws  of  Massachusetts,  duly  entered  in  and  upon  their  re- 
spective estates,  and  thereby  terminated  all  said  leases  for  such 
non-payment  of  rent  and  breach  of  condition  relating  thereto, 
and  took  exclusive  possession  of  said  premises  and  theatre, 
evicting  defendant,  and  repossessed  themselves  as  of  their 
former  estates,  neither  the  defendant  nor  any  representative 
of  her  or  of  said  Cheney's  estate  being  present  at,  nor  partici- 
pating in,  said  proceedings,  nor  giving  actual  consent  thereto ; 
and  said  Asa  P.  Morse  immediately  thereafter  converted  the 
portion  of  said  theatre  standing  on  his  land  into  a  store,  which 
has  ever  since  been  used  exclusively  for  business  purposes. 
On  March  1, 1879,  all  lessors  named  in  said  Exhibits  A,  fi,  C, 
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and  D,  leased  anew,  by  written  leases  for  a  term  of  about  ten 
years,  all  the  said  premises  and  theatre  to  one  John  Stetson,  of 
Boston,  who  at  once  took  possession  thereof  and  has  ever  since 
operated  same  as  a  theatre,  that  said  Stetson  has  entered  into  no 
obligation  with,  bnt  has  wholly  declined  to  permit  plaintiff  to 
in  any  way  use,  occupy,  or  enjoy  his  said  seat  and  section,  No.' 
12,  therein,  under  the  said  lease  thereof  to  him  or  otherwise, 
and  plaintiff  has  always  been  ready  to  comply  with  all  the 
provisions  of  the  said  lease  to  him. 

6.  Plaintiff  duly  presented  and  exhibited  on  Oct.  29, 1880, 
to  defendant  executrix,  his  claims  against  the  estate  of  said 
Arthur  Cheney,  as  embraced  in  this  suit ;  and  said  defendant 
executrix  disallowed  and  refused  to  pay  the  same,  and,  on 
March  31,  18S1,  notified  plaintiff  thereof,  and  within  four 
months  thereafter  plaintiff  brought  this  suit. 

7.  Neither  said  Arthur  Cheney  during  his  life,  nor  the  de- 
fendant since  his  decease,  has  tendered  or  paid  the  plaintiff 
any  part  or  proportion  of  said  sum  of  one  thousand  dollars,  paid 
by  him  as  aforesaid  for  said  lease  of  said  seat  No.  12,  but  have 
refused  so  to  do ;  and  the  same  remains  unpaid. 

The  following  facts  claimed  by  the  defendant  are  agreed 
by  the  plaintiff  as  true,  if  admissible : 

1.  The  plaintiff,  at  the  time  of  the  execution  and  delivery 
of  his  lease  from  said  Cheney,  had  actual  knowledge  that  said 
theatre  was  built  upon  leased  land. 

2.  At  or  soon  after  the  time  when  theatrical  performances 
in  said  theatre,  under  the  management  of  said  Cheney,  ceased, 
he,  said  Cheney,  offered  to  the  plaintiff,  and  other  holders  of 
leased  seats,  to  turn  over  to  them  said  theatre  and  assign  to 
them  his  ground  leases, — they  to  assume  his  obligations  under 
said  leases, — but  the  plaintiff  and  other  lessees  of  seats  declined 
to  accept  the  same.  The  whole  number  of  seats  in  said  thea- 
tre was  fifteen  hundred  or  more,  of  which  one  hundred  and 
fifty  were  held  under  leases  similar  to  the  plaintiff's. 

3.  The  probate  proceedings  in  the  settlement  of  said  Ar- 
thur Cheney's  estate  are  as  stated  in  the  defendant's  answer, 
and  the  inventory  and  executrix  account  therein  are  made 
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part  of  tliis  statement,  copies  being  annexed  marked  G 
and  H. 

4.  Previous  to  said  lease  of  said  seat  to  the  plaintiff,  a 
theatre,  managed  by  said  Arthur  Cheney,  standing  upon  sub- 
stantially the  same  leasehold  premises,  had  been  destroyed  by 
fire,  and  said  Cheney  was  unable  and  unwilling  to  rebuild  said 
theatre  without  financial  assistance ;  and  the  plaintiff  received 
said  seat  lease,  and  paid  $1,000  therefor,  desiring  to  assist  said 
Cheney  to  rebuild  and  equip  said  Globe  Theatre,  partly  from 
motives  of  public  spirit  and  the  hope  of  mutual  advantage, 
and  not  altogether  as  a  commercial  transaction." 

The  facts  admitted  in  the  answer  are,  the  execution  of  the 
lease,  the  death  of  Cheney,  and  the  appointment  of  the  de- 
fendant as  his  executrix.  Under  the  instruments  mentioned 
in  the  statement  of  agreed  facts,  Cheney  was  the  lessee  of  the 
land  covered  by  the  Globe  Theatre,  until  June  30th,  1892,  at 
ground  rents  reserved,  payable  monthly  or  quarter  yearly. 
The  inventory,  G,  shows  that  the  appraised  value  of  Cheney's 
estate  was  $16,721  23.  The  account,  H,  shows  an  increase 
over  the  inventory  of  $18  55,  payments  out  of  the  estate, 
amounting  to  $16,300  97,  and  a  balance  in  hand,  May  30th, 
1879,  of  $438  81 ;  that,  in  October  and  November,  1880, 
claims  against  the  estate  were  presented  by  5?  non-residents, 
including  the  plaintiff,  amounting  'to  $91,000,  based  on  leases 
of  seats  in  the  Globe  Theatre,  which  the  executrix  had  re- 
jected ;  and  that  all  other  claims  presented  against  the  estate 
had  been  fully  paid.  The  account  was  exhibited  and  allowed 
March  12th,  1881. 

The  plaintiff  seeks  a  recovery  principally  on  the  third 
count  of  the  complaint,  which  avers  that  Cheney  covenanted, 
by  the  lease,  that  the  plaintiff  should  quietly  enjoy  the  use 
and  occupation  of  the  section  and  seat  during  the  term  of 
the  lease,  that  is,  until  the  10th  of  June,  1892.  If  ther$ 
was  such  a  covenant,  it  has  been  broken.  The  question  is, 
whether  there  was  any  such  covenant.  There  is  no  such 
covenant  in  terms.  But  the  plaintiff  contends  that  the  words 
" demise"   and   "lease"   import  a  covenant  by  the  lessor, 
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that  the  lessee  shall  quietly  enjoy  the  demised  premises  dur- 
ing the  term ;  that  the  covenant  implied  is  equivalent  to  a 
stipulation  by  the  lessor  that  the  lessee  shall  not  be  evicted 
or  disturbed  by  himself  or  his  successors  in  title,  or  by 
virtue  of  a  paramount  title;  and  that  an  expulsion  from, 
or  actual  disturbance  of,  possession,  constitutes  a  breach  of 
the  covenant. 

It  is  urged  by  the  plaintiff,  that  the  language  of  the  lease 
implies  a  covenant  by  Cheney,  that,  during  the  regular  annu- 
al theatrical  winter  season  of  about  40  weeks,  public  per- 
formances or  entertainments  shall  be  given  in  the  theatre, 
to  which  the  plaintiff  shall  have  access,  under  the  lease ; 
and  that,  if  Cheney  does  not  run  the  theatre  for  40  weeks 
in  each  year,  but  discontinues  it,  and  ceases  to  so  operate 
it,  he  is  to  pay  back  a  due  proportion  of  the  consideration 
paid. 

Whatever  would  be  the  effect  of  the  words  "  demise  "  and* 
"  lease,"  in  the  absence  of  any  covenants  on  the  subject  of  en- 
joyment, by  way  of  qualification  or  limitation,  it  is  clear  that 
the  express  covenants  in  this  lease,  in  regard  to  enjoyment, 
forbid  any  implication  as  to  a  covenant  for  quiet  enjoyment 
growing  out  of  the  use  of  the  words  "  demise  "  and  "  lease." 
It  is  covenanted,  that,  if  the  theatre  is  substantially  destroyed 
by  fire  or  by  other  unavoidable  casualty,  the  rights  created 
shall  terminate  on  both  sides,  and  the  lessor,  and  his  execu- 
tors, administrators,  heirs  and  assigns,  be  released  from  all  lia- 
bilities under  the  lease.  It  is  also  covenanted,  that,  if  the 
lessor,  or  his  heirs  or  assigns,  shall  at  any  time  elect  to  discon- 
tinue the  use  of  the  building  as  a  theatre  and  to  devote  it  to 
other  purposes,  he  or  they  shall  have  the  right  so  to  do  on 
paying  or  tendering  to  the  lessee  such  proportion  of  the  sum 
of  $1,000  as  the  time  then  to  elapse  before  June  10th, 
1892,  shall  bear  to  the  full  term  of  18  years,  and  all  rights 
created  by  the  lease  shall  thereupon  cease,  and  the  lessor  and 
his  executors,  administrators,  heirs  and  assigns  be  released  as 
aforesaid.  The  destruction  of  the  theatre  by  fire  or  other  un- 
avoidable casualty  is  to  terminate  the  lease,  and,  in  that  event, 
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the  lessee  loses  all  of  his  $1,000,  though  this  event  may  hap- 
pen the  day  after  the  lease  is  made.  •  No  provision  is  made 
for  paying  anything  back  in  that  case.  Then  comes  a  pro- 
vision for  paying  something  back,  in  a  particular  event.  The 
theatre  is  built  on  leased  land,  which  fact  the  lessee  knows, 
and  the  leases  to  Cheney  run  for  a  time  longer  than  the  lease 
to  the  plaintiff.  Cheney  may  choose  to  devote  the  theatre 
building  to  some  other  use  before  June  10th,  1892,  and  make 
it  a  source  of  profit  in  that  way.  In  such  case,  he  is  to  pay 
back  to  the  lessee  such  proportion  of  the  $1,000  as  the  un- 
expired time  before  that  date  bears  to  18  years.  Now, 
with  a  covenant  for  the  termination  of  the  lease,  and  the 
payment  of  nothing  to  the  lessee,  in  case  of  a  total  destruction 
of  the  building,  though  it  should  happen  the  next  day,  and 
with  a  covenant  for  the  payment  back  of  a  fixed  proportion 
of  the  $1,000,  in  case  of  a  use  of  the  building  for  other  pur- 
poses by  the  lessor,  it  is  not,  in  the  absence  of  an  express  cov- 
enant for  quiet  enjoyment  during  the  term  of  the  lease,  to  be 
inferred  that  the  lessor  agreed,  under  an  implied  covenant 
for  quiet  enjoyment,  to  pay  back  the  whole  or  any  part  of  the 
$1,000,  or  to  pay  any  sum  as  damages,  in  case  of  any  discon- 
tinuance except  one  of  the  character  specified.  Especially 
is  this  so  in  the  absence  of  any  covenant  to  keep  the  theatre 
open  for  public  performances  or  entertainments  during  40 
weeks  in  each  year.  The  mentioning  of  the  40  winter  weeks 
is  to  give  the  lessee  the  right  to  use  the  seat  only  when  the 
theatre  shall  be  open  during  the  40  winter  weeks,  and  to  make 
it  clear,  in  connection  with  a  subsequent  clause  in  the  lease, 
that  at  all  times  except  when,  during  the  said  theatrical  winter 
seasons,  the  lessee  shall  be  entitled  to  use  the  seat,  the  lessor 
shall  have  the  free  use  of  it,  as  during  a  summer  theatrical 
season.  In  view  of  all  this,  the  ceasing  to  give  theatrical 
representations  after  May  11th,  1878,  because  of  the  failing 
health  of  Cheney,  and  his  prior  loss  of  money  by  the  thea- 
tre, was  a  risk  which  the  lessee  and  not  the  lessor  assumed. 
Both  parties  knowing  that  the  theatre  was  on  ground  leased 
to  Cheney,  a  discontinuance  of  the  use  of  the  building  as  a 
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theatre  by  Cheney,  without  a  devotion  of  it  to  other  purposes, 
would  naturally  involve  non-payment  of  rent  by  Cheney  and 
eviction  of  Cheney  and  the  plaintiff.  Hence,  while  there  is 
a  provision  that  in  case  Cheney  should  "  elect  to  discontinue 
the  use  of  the  said  building  as  a  theatre,  and  to  devote  it  to 
other  purposes,"  he  should  refund  the  proportional  part  of 
the  $1,000,  the  election  being  intentional  and  voluntary,  and 
involving  a  use  of  the  building  for  other  purposes,  as  well  as 
a  discontinuance  of  the  use  of  it  as  a  theatre,  no  provision 
is  made  as  to  a  mere  discontinuance  of  the  use  of  the  build- 
ing as  a  theatre,  unaccompanied  by  a  devotion  of  it  to  other 
purposes.  That  might  be  caused  by  death,  or  ill  health,  or 
insolvency,  and  was  a  risk  taken  by  the  lessee. 

This  view  of  the  lease  shows,  also,  that  the  consideration 
did  not  fail,  in  whole  or  in  part.  The  plaintiff  obtained  and 
has  enjoyed  all  the  rights  which  the  lease  conferred. 

There  is  no  proof  that  the  lessor  or  the  defendant  de- 
voted the  building  to  other  purposes  after  Cheney  discon- 
tinued its  use  as  a  theatre.  The  fact  agreed  to  by  the  de- 
fendant, is  only  that  Cheney,  being  in  failing  health,  and 
having  already  lost  a  considerable  sum  of  money  by  the  thea- 
tre, ceased  to  give  theatrical  representations  in  it,  and  they 
were  never  resumed  by  him  before  his  death,  nor  since  then 
by  his  executrix. 

The  causes  of  action  set  up  thus  failing,  there  is  no  occa- 
sion to  construe  the  statute  of  Connecticut  {Revision  of 
1875,  p.  388,  sees.  4,  5  and  6,)  in  regard  to  the  time  within 
which  rights  of  action  must  be  exhibited  to  an  executor,  or 
to  determine  when  any  supposed  right  of  action  in  this  case 
accrued. 

Let  a  finding  for  the  defendant,  and  a  judgment  accord- 
ingly, with  costs,  be  entered. 

Ranney  dk  Clark  and  C.  J.  Cole,  for  the  plaintiff. 

C.  E.  Perkins  and  John  C.  Parsons,  for  the  defendant. 
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Ik  the  Matter  of  Ah   Kee,  ok  Habeas  Corpus. 

A  person  of  Chinese  race,  born  at  Hong  Kong,  after  its  cession  to  Great 
Britain,  and  always  a  British  subject,  by  occupation  a  seaman,  shipped  as 
cook,  at  Calcutta,  in  June,  1884,  on  a  vessel  bound  to  New  York,  and  arrayed 
there,  where  the  crew  were  discharged.  He  was  arrested  on  shore,  and  held 
by  a  United  States  Commissioner,  to  be  sent  back  to  the  country  from  whence 
he  came,  he  haying  no  certificate  under  §  6  of  the  Act  of  May  6th,  1882,  (St 
U.  8.  Slat,  at  Large,  58,)  as  amended  by  the  Act  of  July  6th,  1884,  (28  AL, 
116.)  His  intention  was  to  ship,  as  soon  as  possible,  ss  cook,  on  a  vessel 
sailing  for  a  foreign  port.  On  habeas  corpus:  Held,  that  he  was  not  a  Chinese 
laborer,  within  the  meaning  of  the  Act  of  May  6th,  1882,  (22  U.  8.  &*L  at 
Large,  58,)  and  that  he  should  be  discharged,  on  his  own  recognisance,  in 
$500,  to  ship  on  a  voyage  to  a  foreign  port,  within  30  days. 

(Before  Bkowh,  J.,  Southern  District  of  Kew  York,  November  25th,  1884.) 

Brown,  J.  The  petitioner,  Ah  Kee,  being  in  jail,  in  the 
custody  of  the  United  States  marshal  of  this  District,  has 
been  brought  before  me  upon  habeas  corpus.  By  the  agreed 
statement  of  facts,  it  appears,  that  the  petitioner  is  of  Chinese 
race,  language  and  color ;  that  he  was  born  on  the  Island  of 
Hong  Kong,  after  its  cession  to  Great  Britain,  and  has  always 
been  a  British  subject ;  that,  for  several  years  last  past,  he  has 
been  a  sailor  following  the  high  seas,  and  usually  shipping  as 
cook ;  that,  in  June,  1884,  he  was  shipped  as  cook,  at  Calcutta, 
by  Captain  Thorndike,  on  board  the  bark  Richard  Parsons, 
bound  to  New  York,  where  she  arrived  on  November  3d, 
1884  ;  that  the  crew  were  there  discharged ;  that  the  master 
intended  that  the  petitioner  should  remain  on  board  his 
ship  until  he  found  a  chance  to  ship  as  sailor  on  a  return  voy- 
age ;  but  that,  a  few  days  after  the  bark's  arrival,  Ah  Kee 
came  ashore,  without  the  knowledge  or  consent  of  the  master; 
that  he  was  thereupon  arrested  by  the  United  States  marshal, 
on  a  warrant  issued  by  a  United  States  Commissioner,  on 
complaint  of  the  master,  and,  after  examination,  remanded 
to  the  custody  of   the   marshal,   to   be  sent  back   to   the 
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country  from  whence  he  came;  that 'the  petitioner  has  no  cer- 
tificate under  section  6  of  the  Act  of  May  6th,  1882,  (22  XT.  S. 
Stat,  at  Large,  58,)  as  amended  by  the  Act  of  July  5th,  1884, 
(23  Id.,  116  ;)  and  that  his  intention  and  purpose  are  to  ob- 
tain, as  soon  as  possible,  a  position  as  ship's  cook,  on  a  vessel 
sailing  for  a  foreign  port. 

This  case  is,  in  most  of  its  features,  identical  with  that  of 
In  re  Moncan,  (8  Sawyer,  350.)  The  persons  were  there  re- 
leased by  Deady,  J.,  because,  first,  they  were  simply  on  board 
of  a  vessel  "touching"  while  on  a  voyage  to  a  foreign  port; 
second,  they  were  here  only  as  members  of  a  crew  of  a  vessel 
arriving  from  a  foreign  port,  and  taking  on  cargo  for  an- 
other, with  some  further  reasons.  (See,  also,  In  re  Ho  King, 
8  Savryer,  438.) 

I  concur  entirely  in  the  reasons  and  conclusions  stated  in 
the  opinion  of  Deady,  J.,  in  the  case  of  Moncan.  They  seem 
to  me  decisive  of  this.  The  expressed  object  of  the  Act  of 
May  6th,  1882,  is  to  suspend  for  ten  years  the  coming  of  Chi- 
nese laborers  to  the  United  States.  The  title  of  the  Act  is, 
uAn  act  to  execute  certain  treaty  stipulations  relating  to  Chi- 
nese." By  Article  I,  of  the  Treaty  of  November  17th,  1880, 
(22  U.  S.  Stat  at  Large,  826,)  it  is  provided,  that  "  the  limi- 
tation or  suspension  shall  be  reasonable,  and  shall  apply  only 
to  Chinese  who  may  go  to  the  United  States  as  laborers,  other 
classes  not  being  included  in  the  limitations."  The  persons 
prohibited  by  the  Act  from  coming  within  the  United  States 
are  throughout  described  by  the  phrase  "  Chinese  laborers." 
The  well  known  use  and  meaning  of  this  phrase,  and  contem- 
poraneous history,  leave  no  doubt,  in  my  mind,  that  the  words 
"  Chinese  laborers  "  have  no  reference  to  seamen,  in  the  ordi- 
nary pursuit  of  their  vocation  on  the  high  seas,  who  may  touch 
upon  our  shores,  and  may  land  temporarily  for  the  purpose 
only  of  obtaining  a  chance  to  ship  for  some  other  foreign  voy- 
age as  soon  as  possible,  and  who  do  not  intend  to  make  any 
stay  here,  or  enter  upon  any  of  the  occupations  on  land  with- 
in this  country.  Such  persons  do  not  come  to  the  United 
States  as  laborers,  i.  e.,  as  laborers  within  the  United  States, 
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in  the  sense  of  the  Act,  and  hence  are  not  "  included  in  the 
limitations." 

Beside  the  general  considerations  above  stated,  there  are 
particular  provisions  of  the  statute,  from  which  the  exclusion 
of  sailors,  as  being  outside  of  the  intention  of  the  statute,  is  to 
be  inferred.  By  section  8,  the  master  of  any  vessel  arriving 
in  the  United  States  from  any  foreign  port  is  required  to  "  de- 
liver and  report  to  the  collector  of  customs  "  "  a  separate  list 
of  all  Chinese  passengers  taken  on  board  his  vessel  at  any  for- 
eign port  or  place,  and  all  such  passengers  on  board  the  vessel 
at  that  time,"  with  various  particulars  there  specified.  In  this 
section,  the  attention  of  the'  law-makers  was  brought  face  to 
face  with  the  persons  who  come  to  this  country  on  board  ves- 
sels. The  law  requires  a  detailed  statement  in  regard  to 
"  Chinese  passengers,"  and  heavy  forfeitures  are  denounced 
for  violations  of  this  section.  But  there  is  no  requirement  to 
specify  any  Chinese  members  of  the  crew. 

By  section  12  of  the  Act,  any  Chinese  person  found  un- 
lawfully within  the  United  States  shall  be  caused  to  be  re- 
moved therefrom  to  the  country  from  whence  he  came,  "  at 
the  cost  of  the  United  States,"  &c.  Is  it  credible  that  Con- 
gress intended  that  a  seaman  found  here,  who  has  landed  only 
to  ship  on  a  return  voyage  in  the  ordinary  course  of  his  voca- 
tion, which  would  involve  no  cost-  or  trouble  to  the  United 
States,  should  be  arrested  and  sent  back  at  the  cost  of  the  Gov- 
ernment ?  Plainly,  as  it  seems  to  me,  seamen  are  not  within 
the  spirit,  or  the  letter,  of  the  Act.  The  language  of  the  Act 
throughout  has  evidently  in  contemplation  persons  coming 
within  the  United  States  as  laborers.  It  intends  nothing  be- 
yond that.  The  limitation  of  the  treaty  is  express,  that  the 
restrictions  shall  only  apply  to  Chinese  who  may  come  to  the 
United  States  as  laborers,  that  is,  to  be  laborers  within  the 
United  States.  Chinese  seamen,  therefore,  who  only  land  tem- 
porarily, in  the  ordinary  pursuit  of  their  calling,  for  the  pur- 
pose of  shipping  on  a  return  voyage  as  soon  as  possible,  are, 
in  my  judgment,  wholly  outside  of  the  Act. 

Section  6,  requiring  a  certificate  as  regards  persons  other 
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than  laborers,  who  may  be  entitled  to  come  within  the  United 
States,  presents  more  difficulty.  A  careful  attention  to  the  de- 
tails of  this  section,  however,  shows  that  its  provisions  are  un- 
adapted  to  Chinese  seamen,  whom  the  necessities  of  commerce 
might  require  to  be  shipped,  not  merely  in  China,  but  in  other 
ports  of  Asia  or  Europe — as  in  Calcutta,  where  this  petitioner 
was  shipped — and  that  some  of  ,the  requirements  of  this  sec- 
tion in  respect  to  the  certificate  would  be  either  impossible  or 
wholly  impracticable.  As  I  have  said,  since  seamen  do  not 
come  to  the  United  States  as  laborers,  they  are  not,  as  a  class, 
included  within  the  treaty  or  the  intent  of  the  Act.  Section 
6,  the  general  purpose  of  which  is  to  ascertain  the  persons  who 
may  come  within  the  United  States,  ought  not  to  be  so  inter- 
preted as  to  prevent  the  coming  of  those  who  are  in  reality 
entitled  to  come,  by  imposing  impossible  or  impracticable  con- 
ditions. Lex  non  intendit  aliquid  impossibile.  In  United 
States  v.  Kirby,  (7  WaU.,  486,)  the  Supreme  Court  say : 
"  General  terms  should  be  so  limited  in  their  application  as 
not  to  lead  to  injustice,  oppression,,  or  an  absurd  consequence. 
It  will  always,  therefore,  be  presumed  that  the  legislature  in- 
tended exceptions  to  its  language  which  would  avoid  results  of 
thid*  character.  The  reason  of  the  law  in  such  cases  should 
prevail  over  its  letter."  Considering,  therefore,  the  specific 
purpose  of  the  Act  itself,  the  limitations  of  the  treaty,  the  im- 
practicability of  applying  section  6  to  Chinese  seamen  shipped 
in  all  parts  of  the  world,  and  the  clear  omission  of  sailors  from 
section  8,  where  we  should  naturally  expect  to  find  them  spec- 
ified, if  intended  to  be  referred  to  at  all  in  this  Act,  I  con- 
clude, on  the  whole,  that  they  should  not  be  deemed  to  be  em- 
braced within  even  the  general  words  of  section  6.  {Chew 
Heong  v.  United  States,  112  U.  &,  536.) 

Should  a  Chinese  person  coming  here  and  landing  as  a  sea- 
man remain  for  any  other  purpose,  or  engage  in  the  labor  of 
the  country,  he  would  plainly  become  amenable  to  the  provi- 
sions of  the  Act.  The  petitioner  in  this  case  left  the  ship,  ap- 
parently, unnecessarily.  The  captain  intended  to  procure  him 
a  return  voyage.     He  had,  however,  had  some  difficulty  with 
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the  captain,  and  was  suspicions  of  him  and  of  his  intentions. 
The  record  before  me  states  his  present  intention  to  return  as 
soon  as  possible ;  but  it  does  not  expressly  state  his  intention 
when  he  left  the  ship.  As  it  is  possible,  though,  I  think, 
hardly  probable,  that  he  had  some  other  intention  than  to  ship 
at  once  on  a  return  voyage,  when  he  came  ashore,  I  shall  order 
his  discharge  upon  his  own  recognizance,  in  the  sum  of  $500, 
to  ship  upon  a  voyage  to  some  foreign  port,  within  thirty 
days,  without  considering  the  effect  of  his  shipment  on  board 
an  American  vessel,  as  a  British  subject,  before  the  passage  of 
the  amended  Act  of  1884.  ( United  Stales  v.  Douglas,  17 
Fed.  Rep.,  634 ;  In  re  Ah  Lung,  9  Sawyer,  306.) 

James  P.  Davenport,  for  the  petitioner. 

Elihu  Root,  {District  Attorney,)  and  H.  N.  Tift,  for 
the  United  States. 


Hiram  B.  Everest 
vs. 


The    Buffalo  Lubricating    Oil    Company,  Limited.      In 

Equity. 

In  a  patent  suit,  in  equity,  founded  on  two  patents,  the  plaintiff,  at  the  hearing, 
withdrew  one  of  them,  and  bad  a  decree  on  the  other.  The  defendant  ap- 
plied for  a  rehearing,  on  the  grounds,  (1)  that  he  supposed  the  main  reliance 
was  on  the  patent  withdrawn ;  (2)  that  the  defendant  supposed  the  patent  that 
was  sustained,  to  be  invalid ;  (3)  that  important  considerations  as  to  that  patent 
had  failed  to  come  to  the  attention  of  the  Court :  Held,  that  a  rehearing  must 
be  denied. 

(Before  Coxi,  J.,  Northern  District  of  New  York,  November  29th,  1884.) 

A  rehearing  (20  Fed.  Rep.,  848)  was  asked  by  the  defend- 
ant upon  the  following  grounds  :•  First.  That,  the  complainant 
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having  declared  upon  two  patents  known  as  the  "  distillation  " 
and  "  fire-test "  patents,  and  having,  on  the  argument,  with- 
drawn the  former  from  the  consideration  of  the  Court,  the  de- 
fendant was  taken  by  surprise,  supposing  that  the  main  reli- 
ance of  the  complainant  would  be  upon  the  patent  thus -aban- 
doned. Second.  That  little  attention  w&s  given,  in  the 
progress  of  the  cause,  to  the  fire-test  patent,  (the  one  sus- 
tained,) for  the  reason,  that  it  was  believed  by  the  defendant 
to  be  invalid,  for  want  of  invention,  and  the  effort  of  the. de- 
fence was,  therefore,  mainly  directed  to  the  overthrow  of  the 
distillation  patent.  Third.  That  considerations  of  an  im- 
portant and  controlling  character,  bearing  upon  the  con- 
struction of  the  fire-test  patent  and  the  defence  of  lack  of 
invention  and  novelty,  have  failed  to  come  to  the  attention  of 
the  Court. 

OorleU  &  Hatch  and  James  A.  AUen,  for  the  petitioner. 

T.  G.  Outerbridge,  for  the  plaintiff. 

Coxe,  J.  The  defendant  does  not  present  a  case  for  a  re- 
.  hearing.  The  petition,  when  analyzed,  is  reduced  to  two  main 
propositions — first,  the  defendant  erroneously  assumed  that  the 
complainant  would  not  make  a  serious  effort  to  sustain  the 
fire-test  patent,  and  was  thus  misled ;  and,  second,  the  con- 
struction placed  upon  the  patent  by  the  defendant  is  the  cor- 
rect one,  and  the  Court  should  have  taken  this  view,  holding 
the  patent  void  for  want  of  novelty.  Neither  is  sufficient. 
There  would  be  no  end  to  litigation  if  a  party  could  obtain  a 
new  trial  by  the  simple  assertion  that  the  conduct  of  his  ad- 
versary's counsel  upon  the  argument  was  different  from  what 
he  had  anticipated,  and  that  he  was  surprised  because  the  at- 
tack came  from  an  unexpected  quarter. 

It  will  be  observed,  that  the  defendant  nowhere  alleges 
that  the  complainant  or  his  counsel  said  or  did  anything  to 
mislead,  or  to  induce  the  belief  that  they  did  not  intend  to 
rely  upon  the  fire-test  patent.    Neither  can  it  be  successfully 
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maintained  that  the  defendant's  mistake  in  this  regard  influ- 
enced it  to  relax  its  efforts.  There  is  no  pretence  that  evi- 
dence has  been  omitted  or  overlooked,  that  new  proof  could 
now  be  introduced,  or  that  the  defence  could  be  strengthened 
in  any  way. 

If  it  could  be  shown  that  the  Court  had  mistaken  the 
facts,  or  manifestly  misapprehended  the  law,  it  might  be  suffi- 
cient for  a  rehearing.  But  the  fact  that  the  defendant  and  his 
counsel  think  the  decision  erroneous  is  not  enough ;  for,  un- 
fortunately, it  seldom  occurs  that  the  Court  and  the  counsel 
for  the  unsuccessful  party  are  in  perfect  accord  in  their  views 
regarding  the  case.  For  errors  in  judgment  ample  remedy  is 
provided  by  appeal. 

I  think  I  am  correct  in  saying  that  no  new  proposition  is 
now  advanced.  Every  point  was  pressed  upon  the  Court  with 
much  learning  and  ability,  in  an  argument  occupying  several 
hours,  and  was  carefully  considered,  before  a  conclusion  was 
reached.  The  opinion  then  formed  has  remained  unchanged. 
It  was  expressed  not  without  hesitation.  I  thought  it  a  doubt- 
ful case.  I  think  so  still.  But  I  am  also  convinced  that  it  is 
peculiarly  a  case  where  the  doubt  should  be  resolved  in  favor 
of  the  patent. 

Rehearing  denied. 
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James  C.  Fargo,   as  President  of  the  America*  Express 

Company 

vs. 

Timothy   P.   Redfield,  Dunoan   McIntyre   and  William 
Farwell,  as  Trustees,  and  T.  A.  MoEinnon,  as  Man* 

AGKR,  OF  THE   SOUTHEASTERN   RAILWAY.      In  EQUITY. 

The  principles  laid  down  in  Expren  Cot.  v.  Railway  Cat.,  (3  JfcCrary,  147,)  ap- 
proved and  applied. 

The  defendants'  railroad  was  one-fifth  in  Vermont  and  four-fifths  in  Canada.  A 
Vermont  corporation,  owning  the  part  in  Vermont,  leased  it  to  a  Canadian 
corporation,  owning  the  part  in  Canada,  and  the  Utter  mortgaged  the  whole, 
to  three  trustees,  defendants,  two  residing  in  Canada  and  one  in  Vermont,  who 
took  possession  for  breach  of  the  mortgage.  On  a  bill  filed  in  the  Circuit 
Court  for  Vermont,  by  an  express  company,  to  obtain  accommodation  for  its 
business,  over  the  road,  at  reasonable  rates  :  Held, 

(1.)  The  matter,  as  regarded  the  part  of  the  road  in  Canada,  mast  be  left  to  be 
dealt  with  by  the  Courts  of  Canada ; 

(2.)  The  plaintiff  was  entitled,  on  giving  security,  to  an  injunction  restraining 
the  defendants  from  interfering  with  the  facilities  accorded  to  the  plaintiff  on 
the  defendants'  road  within  Vermont,  and  from  refusing  to  transport  thereon 
the  messengers  and  matter  of  the  plaintiff  for  reasonable  compensation,  to  be 
agreed  upon  or  fixed  by  the  Court. 

(Before  Whzblzr,  J.,  Vermont,  November  29th,  1884.) 

Wheeler,  J.  The  principles  laid  down  by  Mr.  Justice 
Miller,  in  Express  Cos.  v.  Railway  Cos.,  (3  McCrary,  147,) 
most  be,  and  are,  fully  recognized  as  authoritative,  in  this  class 
of  cases.  No  real  question  is  made  about  their  general  cor- 
rectness. The  principal  controversy  is  in  respect  to. their  ap- 
plication to  the  circumstances  of  this  case.  The  principal  line 
of  the  defendants'  railway,  over  which  the  orator  claims  the 
right  to  do  express  business,  lies  about  one-fifth  in  Vermont 
and  four-fifths  in  Canada.  The  part  in  Vermont  belonged  to 
a  Vermont  corporation ;  the  part  in  Canada  to  a  Canadian 
corporation.     The  Vermont  corporation  leased  its  road  to  the 
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Canadian  corporation  for  ninety-nine  years,  and  the  Canadian 
corporation  mortgaged  the  whole  to  the  defendant-trustees, 
two  of  whom  reside  in  Canada  and  one  in  Vermont,  to  secure 
mortgage  f>onds,  and  the  trustees  are  in  possession  for  breach 
of  the  condition  of  the  mortgage.  The  other  defendant  is 
their  manager  of  the  whole. 

It  is  argued  for  the  defendants,  that  no  relief  can  be  granted 
here  because  the  accommodation  of  express  companies  by  rail- 
road companies  in  the  Province  of  Quebec,  where  the  Canadian 
portion  of  this  railroad  lies,  is  regulated  by  statute,  which  would 
cut  the  rights  of  the  orator  down  to  what  the  defendants  are 
willing  to  afford ;  that  the  Court  here  has  no  jurisdiction  over  the 
enforcement  of  rights  to  accommodation  on  railroads  in  Can- 
ada ;  and  that  any  attempted  relief  as  to  the  part  in  Vermont 
would  be  ineffectual,  on  account  of  the  connection  of  that  part 
with  the  part  in  Canada,  and  should  not  be  undertaken. 

The  orator  insists  that  the  statute  does  not  materially  alter 
the  common  law  as  to  the  rights  in  question,  and  that,  as  the 
relief  now  sought  by  injunction  is  strictly  in  personam,  and  the 
parties  are  now  before  this  Court,  the  relief  may  properly  be 
granted  as  to  the  whole  line,  the  same  as  if  it  was  wholly  with- 
in this  territorial  jurisdiction. 

The  statute  relied  upon  does  not  appear  to  much,  if  any, 
vary  the  rules  of  the  common  law  upon  the  subject.  It  mere- 
ly provides  that  any  railway  company  granting  any  facilities 
to  any  incorporated  express  company  shall  grant  equal  facilities, 
on  equal  terms  and  conditions,  to  any  other  incorporated  ex- 
press company  demanding  the  same.  {Stat.  Quebec,  43  & 
44  Viet,  chap.  43,  sec.  59,  d.  3.)  This  is  almost  identical 
with  the  5th  proposition  laid  down  by  Mr.  Justice  Miller,  ex- 
cept that  he  applies  the  doctrine  to  all  engaged  in  express 
business,  instead  of  confining  it  to  incorporated  express  com- 
panies. This  statute  might  not  stand  in  the  way  of  the  relief 
claimed  by  the  orator. 

There  is  no  question  but  that  Courts  of  equity  may  and  do 
afford  relief  beyond  their  territorial  jurisdiction,  by  affecting 
the  persons  of  parties  within  it,  as  by  enforcing  contracts  in 
respect  to  land  lying  out  of  it.    (Penn  v.  Lord  Baltimore^  1 
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Ves.  Sr.,  444 ;  Story's  Eq.  Juris.,  §  743.)  But  here  the  relief 
sought  is  not  of  a  private  character.  The  defendants  stand 
upon  the  rights  of,  and  are  performing  the  duties  of,  a  public 
corporation  in  Canada,  and  of  another  in  Vermont.  They  do 
not  hold  the  property  as  private  tenants  in  common,  but  are 
administering  a  trust  involving  public  as  well  as  private  inter- 
ests. It  does  not  seem  proper  that  the  performance  of  such 
duties  should  be  enforced  by  any  but  the  domestic  tribunals. 
The  orator  has  a  contract  in  respect  to  what  is  now  asked,  but 
an  enforcement  of  the  contract  is  not  sought ;  what  is  sought 
by  this  bill  is  accommodation  for  express  business  over  the  de- 
fendants' road,  at  reasonable  rates.  The  contract  is  to  be  re- 
sorted to  only  as  evidence  of  reasonableness  of  accommoda- 
tion and  rates.  The  subject  is  of  such  a  public  character,  that 
so  much  of  it  as  is  without  this  jurisdiction  is  left  to  be  dealt 
with  by  the  tribunals  where  it  is.  ( Western  Union  Tel.  Co. 
v.  Pacific  Tel.  Co.,  49  III,  90 ;  High  on  Inj.,  §  33.)  The 
connections  between  the  parts  of  the  road  in  the  different 
countries  might  render  the  affording  of  relief  by  the  Courts 
of  the  other  jurisdiction  as  difficult  alone  as  that  of  the  Courts 
here;  and  the  same  reasons  that  would  restrain  this  Court 
within  this  jurisdiction  would  restrain  those  within  that.  The 
presumption  is,  that  the  Courts  there  will  do  full  and  exact 
justice  to  all  interests  in  that  jurisdiction,  and  nothing  remains 
to  this  Court  but  to  do  the  same,  so  far  as  they  are  perceived, 
to  the  interests  involved,  within  this  jurisdiction. 

The  defendants  have  a  contract  with  the  Dominion  Ex- 
press-Company, for  doing  express  business  over  their  lines,  at 
rates  greatly  in  excess  of  what  the  orator  is  paying,  and  greatly 
beyond  what  the  orator  claims  to  be  a  reasonable  rate.  They 
offered  to  contract  with  the  orator  upon  the  same  terms,  which 
the  orator  declined  to  do,  for  the  reason,  as  alleged,  that  the 
rates  would  be  ruinous,  and  the  defendants  have  notified  the 
orator  to  quit  their  lines,  or  pay  that  rate.  The  orator  has  no 
right,  and  claims  none,  to  interfere  with  any  contract  with  any 
other  company  or  person,  but  appears  to  have  the  right  to  have 
its  agents  and  parcels  transported  over  the  defendants'  road 
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at  reasonable  rates,  to  be  agreed  upon  by  the  parties,  or  fixed 
by  the  Courts.  To  fix  an  arbitrary  rate,  and  deny  all  facili- 
ties except  at  that  rate,  is  a  denial  of  the  right,  unless  the  rate 
is  reasonable.  The  parties  differ  widely  as  to  what  is  reason- 
able, and  what  might  be  quite  reasonable  with  only  one  com- 
pany doing  the  business  might  be  very  unreasonable  if  these 
were  more ;  and  what  would  be  reasonable  for  the  whole  line 
might  be  greatly  disproportionate  to  what  would  be  for  a  part 
or  parts  only.  What  would  be  just  cannot  in  any  manner  be  set- 
tled in  advance.  The  orator  is  entitled  to  the  accommodation 
and  facilities  without  waiting  for  an  adjustment  of  the  rates 
by  the  Court,  by  furnishing  security  for  their  payment,  when 
adjusted,  by  agreement  or  by  the  Court.  There  is  no  question 
between  the  parties  as  to  the  solvency  of  the  orator,  or  of  the 
surety  proposed  by  the  orator,  in  case  one  should  be  required. 
As  this  subject  is  now  viewed,  in  view  of  the  case  cited,  and 
of  the  decisions  made  by  the  highest  Courts  as  to  the  duties  of 
common  carriers  to  carry  for  all  at  reasonable  and  just  rates, 
it  is  considered  that  the  orator  is  entitled  to  a  preliminary  in- 
junction similar  to  the  one  granted  in  that  case,  as  to  so  much 
of  the  defendants'  road  as  lies  within  the  State  and  District  of 
Vermont. 

Let  a  writ  of  injunction  issue,  to  restrain  the  defendants, 
their  managers,  agents  and  servants,  from  interfering  with 
the  facilities  now  enjoyed  by  and  acccorded  to  the  orator  on 
the  railroad  of  the  defendants  within  the  State  and  District  of 
Vermont,  and  from  refusing  to  receive  and  transport  the  mes- 
sengers and  express  matter  of  the  orator,  for  reasonable  and 
just  compensation  therefor,  to  be  agreed  upon  by  the  parties 
or  adjusted  by  the  Court,  the  orator  to  be  liable  for  all  such 
compensation,  and  to  file  a  bond  in  this  cause,  in  the  penal 
sum  of  ten  thousand  dollars,  with  sufficient  surety,  to  be  ap- 
proved by  a  master,  within  twenty  days,  for  further  security 
of  the  same. 


Z.  F.  Poland,  for  the  plaintiff. 
Crane  dk  Alfred,  for  the  defendants. 
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The  American  Bell  Telephone  Company  and  The  Met- 
ropolitan Telephone  and  Telegbaph  Company 

The  People's  Telephone  Company  and  others.    In  Equity. 

Letters  patent  granted  to  Alexander  Graham  Bell,  No.  174,465,  March  tth, 
1876,  for  "  improvements  in  telegraphy/'  and  No.  186,787,  January  80th,  1 877, 
for  "improvements  in  electric  telephony,"  are  valid. 

Bell,  and  not  Daniel  Drawbangh,  was  the  inventor  of  the  electric  speaking 
telephone. 

The  claims  of  Drawbangh  considered  with  reference  to  these  facts:  (1)  His  fail- 
ure to  apply  for  a  patent  for  the  telephone,  for  10  years;  (2)  His  want  of 
veracity,  as  a  witness;  (8)  His  want  of  acquaintance  with  electrical  eeienoe; 
(4)  His  failure  to  bring  a  telephone  into  use. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  December  1st,  1884.) 

Wallace,  J.  This  suit  is  brought  to  enjoin  the  defend- 
ants from  using  and  furnishing  to  others  for  use  the  several 
inventions  described  in  two  patents  granted  to  Alexander 
Graham  Bell,  of  Salem,  Massachusetts,  being  No.  174,465, 
bearing  date  March  7th,  1876,  for  "  improvements  in  telegra- 
phy," and  No.  186,787,  bearing  date  January  30th,  1877,  for 
"  improvements  in  electric  telephony."  The  issues  made  by 
the  pleadings  are  practically  resolved  into  the  single  question, 
to  which  the  proofs  and  arguments  of  counsel  are  mainly  ad- 
dressed— whether  the  patentee  Bell,  or  Daniel  Drawbangh,  of 
Milltown,  in  Cumberland  County,  Pennsylvania,  was  the  first 
inventor  of  the  electric  speaking  telephone.  Concededly,  Bell 
was  an  original  inventor  of  the  telephone,  the  principle  of 
which  with  the  essential  means  for  its  application  are  de- 
scribed in  his  first  patent,  and  of  the  improved  apparatus  de- 
scribed in  his  second  patent.  The  fifth  claim  of  the  first  pat- 
ent is  for  "  the  method  of,  and  apparatus  for,  transmitting 
vocal  or  other  sounds  telegraphically,  as  herein  described,  by 
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causing  electrical  undulations,  similar  in  form  to  the'vibra- 
tious  of  the  air  accompanying  the  said  vocal  or  other  sounds, 
substantially  as  set  forth."  This  patent  has  been  judicially 
construed  in  two  cases  in  the  First  Circuit ;  and  in  both  case* 
it  was  substantially  held,  that  BeH  was  the  discoverer  of  the 
new  art  of  transmitting  speech  by  electricity,  and  that  the 
claim  should  receive  the  broadest  interpretation,  to  secure  to 
the  inventor  not  the  abstract  right  of  sending  sounds  by  tele- 
graph without  regard  to  means,  but  all  means  and  processes 
described  which  are  essential  to  the  application  of  the  princi- 
ple. (American  Bell  Telephone  Co.  v.  Spencer,  8  Fed.  Mep.y 
509  ;  Same  v.  Dolbear,  15  Fed.  Rep.,  448.) 

In  view  of  the  conclusion  reached  upon  the  merits  of  the 
issue,  it  is  not  material  whether  Bell'sanceptive  invention  did 
or  did  not  antedate  the  time  of  filing  his  application  for  the 
first  patent.  That  application  was  filed  February  14th,  1876. 
It  describes  apparatus  which  was  an  articulating  telephone, 
whether  Bell  knew  it  or  not.  Mr.  Cross,  an  expert,  caused 
apparatus  to  be  made  in  conformity  to  the  description  and  to 
drawings  as  shown  in  Figure  7  #of  the  patent,  which  proved 
itself  to  be  an  operative,  practical  telephone.  Probably  the 
date  of  his  inceptive  invention  might  be  carried  back  to  July, 
1875,  but,  irrespective  of  the  time  of  the  invention,  the  justice 
of  his  claim  to  be  an  original  inventor  of  the  telephone  must 
remain  unchallenged.  It  was  through  him,  also,  that  the  tele- 
phone was  made  known  to  the  scientific  public,  and  thence  in- 
troduced into  commercial  use. 

The  defendants  contend,  that,  long  before  Bell  had  per- 
fected his  invention,  and  long  before  its  mental  conception  by 
him,  Drawbaugh  had  not  only  made  the  same  invention,  but 
had  perfected  improvements  in  organization  and  detail  which 
Bell  never  reached,  and  which  were  only  reached  years  after- 
wards by  the  work  of  many  other  inventors  in  the  same  field 
of  improvement.  Their  theory  of  the  facts  is  stated  with  sub- 
stantial accuracy  in  the  answer  to  the  bill  of  complaint.  The 
answer,  among  other  things,  avers  that  Drawbaugh  "  was  and 
is  the  original  and  first  inventor  and  discoverer  of  the  art  of 
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communicating  articulate  speech  between  distant  places  by 
voltaic  and  magneto  electricity,  and  of  the  construction  and 
operation  of  machines  and  instruments  for  carrying  such  art 
into  practice ;  *  *  *  that  the  said  electric  speaking  tele- 
phones, so  constructed  and  successfully  and  practically  used 
by  him,  contained  all  the  material  and  substantial  parts  and 
inventions  patented  "  in  the  two  patents  granted  to  Bell,  and 
also  contained  other  important  and  valuable  inventions  in  elec- 
tric and  magneto  telegraphy  ;  "  that  some  of  the  original  ma- 
chines and  instruments  invented,  made,  used  and  exhibited  to 
many  others  long  prior  to  the  alleged  inventions  of  Bell  are 
fitill  in  existence,  and  capable  of  successful  practical  operation 
And  use,  and  are  identified  by  a  large  number  of  persons 
who  personally  tested,  and  used,  and  knew  of,  their  practi- 
cal operation  and  use,  in  the  years  1870,  1871, 1872,  1873, 
1874,  and  both  subsequently  and  prior  thereto  ;  *  *  * 
that  said  Drawbaugh,  for  more  than  ten  years  prior  to  1880, 
was  miserably  poor,  in  debt,  with  a  large  and  helpless  fam- 
ily dependent  upon  his  daily  labor  for  support,  and  was  from 
such  cause  alone  utterly  unable  to  patent  his  said  invention 
or  caveat  it,  or  manufacture  and  introduce  it  upon  the 
market ;  and  that  said  Drawbaugh  never  abandoned  or  ac- 
knowledged the  claims  of  any  other  person  thereto,  but  al- 
ways persisted  in  his  claim  to  it,  and  intended  to  patent  it 
as  soon  as  he  could  obtain  the  necessary  pecuniary  means 
therefor." 

Drawbaugh,  in  his  testimony,  adopts  the  statements  of  the 
answer  as  true.  He  also  testifies,  that  he  commenced  his  ex- 
periments with  the  electric  telephone  as  early  as  1866  ;  that, 
prior  to  or  as  early  as  in  1867,  he  had  made  apparatus,  (in 
which  he  employed  a  tea-cup  as  the  transmitter,)  through 
which  speech  could  be  transmitted  feebly  and  incoherently  ; 
and  that,  as  early  as  the  time  of  the  birth  of  his  son  Charles, 
he  had  so  progressed,  that  his  wife,  who  was  then  confined  to 
her  bed,  could,  by  listening  with  one  of  his  instruments,  hear 
the  words  spoken  by  him  in  the  other  instrument,  in  a  distant 
part  of  the  house.    His  son  Charles  was  born  in  1870,  and,  if 
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Drawbaugh's  narrative  is  true,  he  had  succeeded  at  that  time 
in  transmitting  speech  distinctly  through  the  instruments,  al- 
though whispered  words  would  not  be  accurately  heard.    He 
describes  instruments  which,  he  says,  were  made  by  him  from 
time  to  time,  as  experiments  led  him  from  one  improvement 
to  another.     He  testifies,  that  he  thinks  he  made  his  first  tele- 
phone apparatus  prior  to  November,  1866,  and  is  positive  he 
had  it  before  he  moved  his  shop  to  the  "  Glover-Mill,"  ifi  1867. 
As  he  describes  it,  the  body  of  the  transmitter  was  a  porce- 
lain tea-cup,  the  diaphragm  was  of  membrane,  the  electrodes 
interposed  in  the  circuit  were  two  copper  disks,  the  upper  one 
of  which  was  connected  to  the  diaphragm  by  a  wire,  so  as  to 
vary  its  pressure  upon  a  low  conductor  of  fine  earth  or  pul- 
verized charcoal,  interposed  between  the  disks,  through  the 
action  of  the  sound  waves  upon  the  diaphragm  ;  and  the  re- 
ceiver was  a  tin  can,  without  a  top  or  bottom,  having  a  mem- 
brane diaphragm  stretched  over  one  end,  connected  by  a  tense 
cord  to  an  armature  supported  on  a  spring,  and  arranged  close 
to  the  poles  of  an  electro  magnet  in  the  electric  circuit.     He 
testifies,  that,  subsequently,  he  constructed  apparatus  upon 
the  6ame  general  principle,  with  some  change  of  detail ;  and 
he  produces  Exhibits  "  F  "  and  "  B," — the  former  a  transmit- 
ter and  the  latter  a  receiver — as  the  remnants  of  the  original 
instruments.    Exhibit  "  F  "  is  a  glass  tumbler ;  and  he  states, 
that  at  first  he  used  a  membrane  diaphragm  over  it,  and  then 
one  of  thin  metal ;  and  that  for  the  conductor  he  used  pulver- 
ized carbon,  or  carbon  mixed  with  bronze  powder,  and  used 
various  tops  or  mouthpieces  to  speak  into  it.     The  Exhibit 
"  B,"  he  says,  was  the  receiver ;  and  in  this  he  had  discarded 
the  string  and  the  spring  of  his  earlier  receiver.    He  says  that 
experiment  led  him  to  improve  the  transmitter  "  F,"  by  sub- 
stituting a  metal  diaphragm  in  place  of  membrane,  and  he 
produces  a  sketch.    A  reproduction  of  this  instrument  ha* 
been  made  by  him  for  use  in  the  proofs,  which  is  designated 
as  "  Exhibit  F  reproduced."    In  this  the  mouthpiece  is  modi- 
fied in  size,  and  in  distance  from  the  diaphragm.     He  made, 
according  to  his  testimony,  a  new  receiver  of  more  perfect 
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construction,  and  produces  the  remnant  of  the  original,  which 
is  designated-  as  "  Exhibit  C."  As  he  describes  the  instru- 
ment, it  was  a  decided  advance  upon  the  former  receiver.  In 
using  this,  he  says  he  tested  it  also  as  a  transmitter,  with  some 
success,  and  then  improved  it,  by  placing  a  permanent  magnet 
against  the  heel  of  the  electro  magnet,  and  thus  made  a  mag- 
neto telephone.  A  reproduction  of  such  an  instrument  as  he 
describes  is  made,  and  referred  to  in  the  proofs  as  "  Exhibit 
Reproduced  C."  After  Exhibit  "0,"  he  produces  Exhibits 
UI,»  "A,"  "E"  and  « D,"  as  likewise  original  instruments, 
made  respectively  in  the  chronological  order  of  their  produc- 
tion as  exhibits.  He  states  that  "  I "  was  used  by  him  as  a 
companion  instrument  to  "  C."  Exhibit  "A"  discloses  a  modi- 
fication of  form  and  a  higher  degree  of  mechanical  adaptation. 
The  last  two,  "  D  "  and  "  E,"  are  concededly  perfect,  practi- 
cal instruments ;  and,  according  to  the  testimony  of  Mr.  Ben- 
jamin, an  expert  witness  for  the  defendants,  would  compete 
successfully  for  public  patronage  with  any  magneto  telephone 
which  had  been  introduced  into  use  in  1882.  It  is  asserted 
of  these  instruments,  by  counsel,  that  no  higher  development 
of  the  magneto  telephone  has  been  reached  at  the  present 
time  than  is  indicated  by  Exhibits  "E"  and  u  D."  Draw- 
baugh  does  not  attempt  to  fix  the  time  at  which  he  made  any 
of  these  instruments,  or  even  the  year.  He  testifies,  however, 
that  he  made  all  of  them  prior  to  the  time  the  "  Axle  Com- 
pany "  commenced  business,  which  was  in  December,  1874, 
except  "  E "  and  u  D,"  which  were  made  about  that  time. 
The  theory  of  the  defendants  is,  that  Exhibits  "  F  "  and  "  B  " 
were  used  by  Drawbaugh  in  1867,  1868  and  1869,  Exhibit 
"  C  "  in  1869  and  1870,  Exhibit  "  I "  in  1870  and  1871,  Ex- 
hibit "A"  in  1873  and  1874;  and  that  Exhibits  "E"  and  "D  " 
were  made  in  January  or  February,  1875,  although  cruder  in- 
struments, essentially  similar,  were  made  somewhat  earlier.  It 
is  in  proof  that  thirty-three  patents  were  granted  for  improve- 
ments in  telephones  in  1878,  sixty-four  in  1879,  more  than 
one  hundred  in  1880,  and  ninety-four  in  the  first  six  months 
of  1881.    According  to  the  theory  of  the  defendants,  there- 
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fore,  as  early  as  February  1875,  Drawbaugh  bad  not  only  dis- 
tanced Bell  in  the  race  of  invention,  bnt  also  Gray  and  Edi- 
son, and  had  accomplished  practically  all  that  has  since  been 
done  by  a  host  of  other  inventors.  The  case  for  the  defend- 
ants must  stand  or  fall  by  this  theory.  The  proofs  leave  no 
room  for  fair  doubt  that  the  defendants'  contention  is  substan- 
tially true,  or  that  the  defence  has  no  foundation  in- fact..  It 
is  either  true  that  Drawbaugh  had  long  been  treading  his 
solitary  path  of  investigation  and  experiment  in  poverty  and 
obscurity,  but  had  perfected  his  work  when  the  inventions  of 
other  explorers  were  in  embryo,  or  his  story  is  an  ingenious 
fabrication.  And,  as  will  hereafter  appear,  if  the  defence  is 
a  fabrication,  many  disinterested  witnesses  have  contributed 
innocently  to  give  it  color  and  strength ;  but  Drawbaugh  has 
deliberately  falsified  the  facts. 

The  complainants  start  with  the  benefit  of  the  presump- 
tion of  law,  that  Bell,  the  patentee,  was  the  inventor  of  that 
for  which  the  letters  patent  were  granted  him.  Whoever 
alleges  the  contrary  must  assume  the  burden  of  proof.  Evi- 
dence of  doubtful  probative  force  will  not  overthrow  the 
presumption  of  novelty  and  originality  arising  from  the 
grant  of  letters  patent  for  an  invention.  It  has  been  fre- 
quently held,  that  the  defence  of  want  of  novelty  or  original- 
ity must  be  made  out  by  proof  so  clear  and  satisfactory  as  to 
remove  all  reasonable  doubt.  ( Washburn  v.  Gould,  3  Story, 
122 ;  Smith  v.  Fay,  6  Fisher,  446 ;  Hawes  v.  Antisdel,  2 
JSann.  &  Ar.,  10 ;  Patterson  v.  Duff,  20  Fed.  Rep.,  641 ; 
Wood  v.  Cleveland  Rolling  Mill  Co,,  4  Fisher,  550 ;  Par- 
ham  v.  American  Button  Hole  Co.,  Id.,  468.)  In  United 
States  Stamping  Co.  v.  Jewett,  (18  Blatchf.  C.  C.  R.,  469,) 
Blatchford,  J.,  said  that  the  defendant  had  not  fulfilled  uthe 
necessary  obligation  of  showing  beyond  any  reasonable  doubt" 
that  Weber  (the  alleged  prior  inventor)  was  prior  to  Heath 
(the  patentee).  In  Coffin  v.  Ogden,  (18  Wall.,  120,)  Mr.  Jus- 
tice Swayne,  delivering  the  opinion  of  the  Court,  stated  the 
rule  applicable  to  the  defendant  as  follows  :  "  The  burden  of 
proof  rests  upon  him,  and  every  reasonable  doubt  should  be 
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resolved  against  him."  To  overthrow  this  presumption  and 
disprove  that  Bell  was  the  first  inventor,  the  defendants  in- 
troduce the  testimony  of  nearly  two  hundred  witnesses,  tend- 
ing to  prove  the  priority  of  invention  by  Drawbaugh.-  As 
the  complainants  concede  that  Exhibits  "  E  "  and  "  D  "  are 
highly  organized,  practical,  telephone  instruments,  and  fully 
capable  of  perfect  articulation,  the  patents  are  invalidated  if 
these  instruments  were  in  existence  at  the  date  of  Bell's  in- 
vention ;  and,  as  will  hereafter  appear,  either  they  were  in  ex- 
istence as  early  as  in  1875,  or  it  is  incredible  that  they  existed 
at  all  until  long  after  Bell's  first  patent  had  been  granted,  and 
his  invention  had  attracted  general  public  attention  at  the 
Centennial  Exposition  and  elsewhere. 

In  the  argument  for  the  defendants,  great  stress  is  placed 
upon  the  evidence  of  a  gradual  and  natural  development  of 
Drawbaugh's  invention,  shown  by  the  original  instruments 
produced,  beginning  with  Exhibit  "  B,"  and  ending  with  the 
perfect  magnetos  "E"  and  "D."  It  is  strenuously  urged, 
that  these  exhibits  fortify  his  testimony  describing  the  in- 
struments no  longer  extant,  and  mark  the  origin  and  cul- 
mination, beginning  with  the  cup  machine  and  Exhibit  "  F," 
of  two  separate  lines  of  invention — one  leading  to  the  bat- 
tery telephone,  in  which  the  undulatory  vibrations  are  con- 
trolled by  variations  in  the  resistance  of  the  circuit ;  and  the 
other  to  the  magneto  telephone,  in  which  the  vibrations  are 
created  in  the  act  of  producing  the  current  itself.  The 
general  theory  of  the  defence  is  substantiated  by  three  classes 
of  witnesses — those  who  heard  of  the  existence  of  Draw- 
baugh's " talking  machines"  at  various  times;  those  who 
talked  through  the  machines  on  various  occasions,  or  heard 
others  talk  through  them;  and  those  who  attempt  to  iden- 
tify one  or  more  of  the  exhibits  as  the  instruments  they  saw 
used.     Only  an  outline  of  their  testimony  will  be  given. 

More  than  fifty  witnesses  testify  to  having  heard  of  the 
talking  machines  prior  to  February  14th,  1879.  Of  these  wit- 
nesses, three  think  they  heard  of  them  in  1869;  three  in 
1870 ;  two  in  1871 ;  five  in  1872 ;  three  in  1873  ;  three  prior 
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to  1873 ;  eight  in  1874 ;  two  in  1875 ;  from  1866  to  1876, 
one ;  from  1868  to  1871,  one ;  from  1868  to  1873,  one ;  from 
1869  to  1870,  one ;  from  1869  to  1876,  one ;  from  1&71  to 
1872,  two ;  from  1872  to  1873,  one  ;  from  1873  to  1874,  one; 
from  1873  to  1875,  three ;  from  1874  to  1875,  one ;  from 
1874  to  1876,  one;  from  1872  to  1876,  one;  prior  to  1869, 
one  ;  prior  to  1872,  two ;  prior  to  1875,  one. 

Sixty  witnesses  do  not  attempt  to  identify  any  particular 
instrument,  but  testify  that  they  saw  a  talking  machine,  or 
talked  through  it,  or  heard  it  talked  through,  at  Drawbaugh's 
shop,  on  occasions  subsequent  to  1867,  and  most  of  them  fix 
the  occasion  as  prior  to  1876.  The  substance  of  the  testimony 
of  some  of  them  will  be  given. 

Wilson  G.  Fox  testifies,  that  he  saw  the  talking  machine 
at  Mr.  Drawbaugh's  shop  about  the  year  1867  or  1868,  when 
the  old  Faucet  Company  was  in  operation  there.  Prior  to 
March,  1871,  the  witness  was  employed  in  the  carding  room 
of  the  Harrisburg  Cotton  Mill,  and  Drawbaugh  came  there  to 
get  material  to  wrap  his  wire  to  use  for  the  talking  machine. 
Henry  Bonholtzer  testifies,  that  he  was  at  Drawbaugh's  shop 
in  1869,  and  saw  talking  machines  there.  Margaret  Brenne- 
man  testifies,  that  she  saw  the  talking  machines  at  Draw- 
baugh's shop  in  1869.  Abraham  May  testifies,  that  he  did 
work  on  Daniel  Hart's  house  at  Milltown,  in  August  and  Sep- 
tember, 1870,  of  which  he  produces  his  account  books;  that 
he  never  did  any  work  for  Daniel  Hart  after  that ;  that,  while 
doing  that  work,  he  was  at  Drawbaugh's  shop,  to  get  a  boring 
machine  mended,  which  he  was  using  in  the  work,  and  Draw- 
baugh showed  him  his  talking  machines,  and  talked  through 
them  from  one  floor  of  the  shop  to  another.  The  witness  un- 
derstood and  heard  through  the  machine  the  words  that  Mr. 
Drawbaugh  spoke  into  it.  His  testimony  is  corroborated  by 
Jacob  H.  Kilmore,  William  H.  Martin,  and  John  A.  Smith. 

Cyrus  Orris  testifies,  that  he  saw  Drawbaugh's  talking  ma- 
chines at  different  times,  from  about  the  1st  of  April,  1871, 
down  to  1880,  and  took  his  son-in-law,  Jacob  E.  Smith,  to 
Drawbaugh's  shop,  to  see  the  machines,  about  April  1st,  1871. 
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Benjamin  K.  Goodyear  testifies,  that,  in  1871,  he  seized  the 
personal  property  of  George  W.  Kissinger,  of  Milltown,  upon 
an  execution  issued  November  13th,  1871  ;  that,  on  December 
4th,  1871,  the  attached  property  was  appraised,  and  on  that 
day  witness  went  to  the  workshop  of  Daniel  Drawbaugh,  to 
find  J.  B.  Drawbaugh,  to  summon  him  as  an  appraiser,  and 
had  to  wait  for  him  there  a  short  time ;  that,  while  waiting 
there,  Daniel  Drawbaugh  showed  him  his  talking  machines, 
and  talked  through  them  to  him,  and  witness  heard  him 
speak,  and'  understood  distinctly  the  words  that  he  spoke, 
through  the  instrument;  and  that  he  was  never  in  Draw- 
baugh's  shop  afterwards,  so  far  as  he  can  recollect. 

George  Catcher  testifies,   that   he  lived  at  Milltown  in 

1871,  1872,  and  never  has  been  in  the  town  since  August 
9th,  1872 ;  that,  while  living  there,  he  was  at  Drawbaugh's 
shop,  and  saw  and  talked  through  the  talking  machines  on 
different  floors,  and  listened  at  the  same  machine  and  un- 
derstood what  was  said  through  it.  Mrs.  B.  B.  Spangler,  a 
sister  of  George  Natcher,  testifies,  that  she  moved  away  from 
Milltown  in  1872,  and  never  has  been  there  since ;  that  she 
talked  into  Drawbaugh's  talking  machines  while  she  lived 
there ;  and  that  she  was  so  small  that  Harman  Drawbaugh 
had  to  lift  her  up  to  enable  her  to  talk  into  the  machine. 
Mrs.  Mary  Free  testifies,  that  she  was  with  her  sister,  Mrs. 
Lydia  Drawbaugh,   at    Drawbaugh's    shop,  in    September, 

1872,  when  he  talked  through  the  machines  to  them,  and 
she  remembers  hearing  through  the  machines,  "  Good  after- 
noon, ladies  I "  Drawbaugh  told  them  that  the  machines  op- 
erated by  electricity. 

Mrs.  Lydia  Drawbaugh  testifies,  that  she  saw  the  talking 
machines  in  September,  1872,  her  sister,  Mrs.  George  Free, 
being  present.  David  M.  Ditlow  testifies,  that  he  saw  Draw- 
baugh's talking  machines  about  1872,  when  Drawbaugh 
talked  through  it,  and  witness  heard  and  understood  through 
the  machine  what  he  said.  David  E.  Earnest  testifies,  that 
he  was  at  Drawbaugh's  shop,  with  John  B.  Bloser,  about  the 
middle  of  June,  1872,  and  talked  with  Drawbaugh  about  the 
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talking  machines,  and  thinks  he  saw  them  at  that  time. 
This  testimony  is  corroborated  by  John  Bloser.  N.  W.  Kah- 
ney  testifies,  that  he  saw  the  talking  machines  about  1872. 
William  B.  Martin  testifies,  that  he  was  at  Milltown  with 
John  Keefauver,  to  get  George  Hosier  to  make  him  a  pair  of 
boots.  Hosier  lived  at  Milltown  only  from  March,  1872,  to 
March,  1873.  At  that  time  witness  and  Mr.  Keefauver  went 
down  to  Drawbaugh's  shop,  and  talked  through  the  talking 
machine,  from  the  basement  to  the  attic,  and  heard  and  under- 
stood what  was  said  through  the  machine.  They  talked  and 
listened  at  the  same  instrument. 

John  F.  Keefauver  corroborates  Mr.  Martin,  and  also  states 
that  he  talked  through  Drawbangh's  talking  machine  with  Ja- 
cob M.  Sadler,  in  April,  1873,  prior  to  the  death  of  George  B. 
Hick,  .and  that,  about  two  or  three  years  before  he  saw  the 
talking  machines,  he  had  heard  a  good  deal  about  them,  and 
first  heard  of  them  at  a  place  seven  miles  west  of  Carlisle. 
William  W.  Snyder  testifies,  that  he  was  at  Drawbangh's  shop, 
on  Wednesday,  February  5th,  1873,  and  saw  the  talking  ma- 
chines. He  verifies  the  date  by  an  entry  in  his  diary.  Jacob 
Barber  testifies,  that  he  was  a  candidate  for  the  office  of  Coun- 
ty Commissioner  of  Cumberland  County,  in  the  summer  of 
1873,  and,  in  connection  with  his  canvass,  went  to  Drawbaugh's 
shortly  after  the  death  of  George  B.  Hick.  While  at  Draw- 
baugh's shop  he  saw  the  talking  machine,  and  was  never  in 
the-shop  after  July  or  August,  1873. 

Ezekiel  Worley  testifies,  that,  about  the  year  1873,  he  saw 
the  talking  machines  at  Drawbaugh's  shop.  His  statement  is 
corroborated  by  John  K.  Taylor.  Abraham  Ditlow  testifies, 
that  he  knew  of  Drawbaugh's  talking  machine  in  1874,  and 
saw  it  and  talked  through  it  at  that  time.  He  had  forgotten 
the  fact,  but  was  reminded  of  it  by  Mr.  Alexander  Milner,  of 
Porter  County,  Indiana,  whom  witness  told  about  if  in  May  or 
June,  IStOj  in  Indiana.  William  Eppley  testifies,  that  he  vis- 
ited Drawbaugh's  shop  for  the  last  time  in  May  or  June, 
1&75;  that  he  was  there  several  times  during  the  two  years 
preceding  that  period,  and  had  seen  talking  machines.     Jona- 
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than  Fry  testifies,  that  he  was  at  Drawbaugh's  shop  with  Mr. 
Hamme  and  Mr.  Frederick,  in  the  winter  of  1875  6,  and  saw 
the  talking  machines  there.  Jacob  Evans  testifies,  that  he  was 
at  Drawbaugh's  shop  with  his  wife,  his  brother  Andrew,  and 
his  sisters  Margaret  and  Sarah,  about  December  1st,  1875,  and 
saw  and  talked  through  the  talking  machines. 

Henry  L.  Hamme  testifies,  that  he  was  at  Drawbangh's 
shop  either  in  the  last  of  January  or  the  beginning  of  Febru- 
ary, 1876,  in  company  with  George  Frederick  and  Jonathan 
Fry,  and  saw  and  talked  through  the  talking  machine  at  the 
time ;  that  he  heard  and  understood  very  plainly  what  was 
said  through  the  machine,  even  when  Mr.  Drawbaugh  talked 
in  a  whisper.  George  Frederick  testifies,  that  he  was  at  Draw- 
bangh's shop  with  Mr.  Hamme  and  Mr.  Fry,  in  January  or 
February,  1876,  and  saw  the  talking  machine.  S.  S.  Rupp 
testifies,  that  he  was  at  Drawbangh's  shop  with  Mr.  Hamma- 
cherand  his  scholars,  on  February  1st,  1876,  and  recollects 
that  Mr.  Drawbaugh  at  that  time  spoke  about  a  machine  that 
he  had  which  he  called  a  talking  machine,  but  the  witness  was 
interested  in  other  things  and  did  not  pay  much  attention  to 
it.  George  H.  Bowman  testifies,  that  he  saw  talking  machines 
in  Drawbangh's  shop  in  February,  1876,  at  which  time  some- 
body was  talking  to  Mr.  Drawbaugh  through  them.  Charles  L. 
Drawbaugh  testifies,  that  he  saw  and  talked  through  the 
talking  machines  at  Drawbaugh's  shop  a  year  or  more  prior 
to  May  1st,  1876,  and  heard  and  understood  what  was  said. 

The  third  class  of  witnesses  are  those  who  identify,  more 
or  less  positively,  one  or  more  of  the  several  exhibits,  as  the 
instruments  used  by  them,  or  which  they  saw  used  by  oth- 
ers, prior  to  March  7th,  1876.  Exhibits  "  F  "  and  "  B  "  are 
identified  by  the  following  witnesses  :  Brooks  saw  them  in 
1874 ;  Smyser,  in  1872 ;  Eberly,  before  December,  1870 ; 
Wagner,  ife  the  fall  of  1874;  Freese,  in  1869  or  1870;  Yet- 
ter,  about  Christmas,  1875 ;  Fry,  spring  of  1875  ;  Carl,  in  1870 ; 
Scherick,  in  1869 ;  Balsley,  between  1&70  and  1874 ;  Good, 
before  1872 ;  Kahney,  inl871  or  1872  ;  Schettel,  about  1872  ; 
Nichols,  in  1875 ;  Eenneher,  in  May,  1875 ;  Weber,  late  in  1874 ; 
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Stephen,  before  1875;  Shbeman,  about  1672;  Hnwn, 
1672;  EL  B.  Eberiy,  in  May,  1873;  J.  C.  Smith, 
April,  1872,  and  April,  1873;  Sternberger,  in  October,  1871 ; 
Fettrow,  in  April,  1876 ;  Halainger,  prior  to  1676 ;  Shoop,  m 
1869;  H.  F.  Drawbaugh,  in  1872;  Zbunennaa,  in  1871; 
Bates,  in  1874;  Guistweit,  in  July,  1670;  flak,  in  fell  of 
1873 ;  Stone,  in  June,  1871 ;  Free,  in  June,  1872;  J.  A.  Oys- 
ter, in  June,  1875;  Harmon  K.  Drawbaugh,  in  January, 
1871 ;  J.  B.  Drawbaugh,  in  1869;  6.  W.  Drawbaugh,  in 
1870;  Lenseman,  in  July,  1871;  Fisher, in  1868  or  1869;  Hn- 
bler,  in  fall  of  1873;  Updegroff,  in  1874 ;  W.  EL  Decker,  in 
1873 ;  and  a  number  of  other  witnesses  saw  one  of  these  two 
exhibits. 

The  identification  of  Exhibits  "C,"  "I"  and  "A"  is  made 
by  a  smaller  number  of  witnesses.  Some  of  them  think  they 
saw  "  0  "  in  1870,  and  others  at  various  dates  after  that,  and 
as  late  as  March  1876.  One  of  the  witnesses  thinkB  he  saw 
"I"  in  1871;  the  others  locate  the  occasions  in  1873,  1674 
and  1875.  Some  of  the  witnesses  think  they  saw  "  A  "  as  early 
as  1872,  one  of  them  in  1870 ;  but  most  of  them  saw  it,  they 
think,  in  1875. 

Exhibits  "  E  "  and  "  D  "  resemble  each  other  very  closely 
in  appearance,  and  most  of  the  witnesses  produced  to  identify 
them  saw  both  at  the  same  time.  They  locate  the  time  as 
follows :  Fry,  laborer,  in  May  or  June,  1875 ;  Fry,  farmer,  in 
April,  1875;  Bayler,  in  June,  1873,  (Exhibit  <fc  D  ") ;  Springer, 
after  April,  1876;  Shettel,  about  1875;  Shoop,  after  Feb- 
ruary, 1877 ;  Musser,  in  June,  1876,  (Exhibit  «  D  ") ;  Millard, 
in  1875 ;  Holsinger,  in  summer  of  1875 ;  Shoop,  in  1874  or 
1875 ;  Bates,  between  1874  and  1877 ;  Dellenger,  in  March, 
1876,  (Exhibit  "E");  Guistweit,  between  1870  and  1876; 
Bowen,  in  September,  1878 ;  Hale,  in  fall  of  1875,  (Exhibit 
"D");  Michael  Dillinger,  in  November,  1877,  (Exhibit 
"D") ;  Harmon  K.  Drawbaugh,  in  January,  1875,  and  helped 
put  up  wire  for  them;  J.  B.  Drawbaugh,  prior  to  January 
26th,  1875 ;  George  W.  Drawbaugh  identifies  all  the  exhibits 
as  seen  by  him  some  time  between  1871  and  1878 ;  Updegraff 
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and  Musser,  in  1876 ;  Smith,  in  1872  or  1876,  (Exhibit  "  E") ; 
May,  in  1876,  (Exhibit  "D");  J.  H.  Smith,  in  May,  1876, 
(Exhibit  "D");  Decker,  in  1874,  (Exhibit  «D");  Vannas- 
dale,  in  February,  1875 ;  Evans,  in  fall  of  1875 ;  Mrs.  Erb,  in 
fall  of  1875 ;  S.  E.  Evans,  in  fall  of  1875,  (Exhibit  "  D  ") ;  M. 
E.  Evans,  in  f all  of  1875,  (Exhibit  "  D  "). 

Some  of  the  witnesses  who  identify  exhibits  identify  the 
whole  .series.  Other  witnesses  besides  those  named  identify 
one  or  more  of  the  exhibits  as  seen  by  them  at  times  subse- 
quent to  the  date  of  Bell's  application  for  his  patent.  Some 
of  the  witnesses  who  identify  one  or  more  of  the  instruments 
exhibited  to  them  by  Drawbaugh  as  the  Exhibits  u  F,"  "  B  " 
or  "  C,"  saw  or  used  them  in  1875  or  1876.  Among  these  are 
the  following,  to  whose  testimony  a  reference  will  be  made : 
Mr.  Springer  testifies  that  he  repeatedly  talked  and  listened 
with  Drawbaugh  through  the  instruments,  after  the  1st  of 
April,  187«,  umng  Exhibits  "  F  "  and  "  B  "  as  the  instruments. 
M>.  Muasor  testifies,  that  he  talked  through  "F"  and  UB" 
in  June,  1874 ;  but  the  proofs  show  that  this  occasion  was  as  late 
as  in  the  summer  of  1876.  Mr.  Moore,  who  is  produced  to 
show  that  Drawbaugh  applied  to  him  to  acquire  an  interest  in 
the  invention,  testifies,  that  the  talking  machine  which  Draw- 
baugh produced  was  Exhibit  "B."  This  was  in  May,  1875. 
Mr.  Bayler  testifies,  that  he  talked  through  "  F  "  and  u  B  "  in 
1873;  but  the  proofs  show  that  the  occasion  was  between 
1875  and  1877.  Mr.  Nichols  locates  the  middle  of  January, 
1875,  as  the  time  when  he  saw  Exhibit  "  B  "  in  use. 

That  the  talking  machines  referred  to  by  the  witnesses 
were  electric  instruments  is  clearly  established.  Drawbaugh 
testifies  explicitly  that  they  were  always  used  with  a  closed 
circuit,  and  without  breaking  the  current,  some  of  them  being 
battery  telephones,  and  some  magneto  telephones.  He  always 
represented  them  as  actuated  by  electricity,  to  those  to  whom 
he  explained  or  described  them,  and  claimed  his  invention 
would  supersede  the  telegraph.  His  assertions  show  them  to 
have  been  electrical  instruments.  He  stated  to  the  witness 
Shank,  "it  was  the  greatest  invention  ever  known.    If  he  had 
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the  means  to  go  on  with  it,  they  could  talk,  or  rather  be  a 
time  to  come  as  to  talk,  to  the  old  country,  same  as  we  can 
talk  here."  To  Zacharias,  that  "  he  could  run  it  out  for  miles, 
and  parties  could  talk  in  at  one  end  and  be  heard  at  the  other 
end,  the  same  as  persons  in  a  room  together."  To  Smith,  that 
"parties  between  Harrisburg  and  Philadelphia  could  com- 
municate as  if  they  were  speaking  together;  there  would 
hardly  be  any  limits ; "  it  was  an  "  instrument  to  convey  the 
voice,  to  supply  the  place  of  the  telegraph ; "  to  Smyser,  that 
it  would  work  "  from  here  to  California ; "  to  Fry,  that  one 
"  can  talk  as  far  as  the  wire  goes ; "  to  Carl,  that  "  he  could 
hear  a  man  talk  from  that  place  to  New  Cumberland  or  Har- 
risburg, and  understand  distinctly  what  he  6aid ; "  to  Sher- 
wick,  that  it  was  "  better  and  handier  than  the  telegraph ; 
that  you  could  just  talk  through  it  in  place  of  writing ; "  to 
Balsley,  that,  "  by  attaching  two  wires  you  can  hear  it  away 
off;  the  telegraph  is  nowhere  with  it;"  to  Kahney,  that  "he 
could  talk  the  same  for  miles  as  he  could  for  a  short  distance ; " 
to  Shettel,  that,  "  if  he  had  a  wire  from  the  shop  in  connec- 
tion with  the  telegraph  wires  at  White  Hill,  he  could  talk  to 
Mechanicsburg,  by  having  a  machine  there  or  an  instrument 
in  the  office ;  that  it  would  be  better  than  telegraphing,  and 
that  it  would  be  worth  a  great  deal  of  money ; "  to  Reneker, 
that  "  he  thought  he  could  make  it  that  he  could  talk  through 
to  Harrisburg ;  he  thought  they  would  take  the  place  of  tele- 
graphing ;,"  to  Weber,  that  "  it  beats  all  the  others  of  my  in- 
ventions ;  he  could  carry  sound,  or  rather  talk,  as  far  as  Shire- 
manstown ; "  to  Hawn,  that  "  he  would  be  able  to  operate, 
that  a  man  preaching  in  New  York,  that  a  congregation  in 
Philadelphia  would  hear  the  same  sermon ; "  to  Kahney,  that 
"  he  could  just  as  easy  sjpeak  ten  miles  as  one,  or  any  distance 
he  would  choose  to ; "  to  Rupp,  who  was  there  with  Hama- 
cher,  that  "  it  was  worked  by  electricity,  would  take  the  place 
of  the  telegraph,  and  that  he  could  make  it  so  that  he  could 
talk  to  San  Francisco ; "  to  Musser,  that  "  he  was  going  to 
make  a  machine  to  talk  from  Harrisburg  to  Philadelphia,  and 
it  would  be  cheaper  and  quicker  way  than  telegraphing ; "  to 
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Smith,  that  "he  believed  they  could  talk  for  a  hundred 
miles ; "  to  Fettrow,  that  "  I  could  speak  ten,  fifteen  or  twen- 
ty miles,  or  even  to  California,  if  there  was  a  wire  extended ; " 
to  Wisler,  that  "  he  could  attach  a  wire  to  it  and  talk  for  ten 
miles,  as  far  as  he  could  have  a  circuit  around ; "  to  H.  F. 
Drawbaugh,  that  "he  could  talk  across  the  continent;"  to 
Free,  that  "  the  talking  machine  could  be  used  to  talk  at  a 
long  distance — from  Philadelphia  to  California  ; "  to  Landis, 
14  that  it  could  be  used  a  thousand  miles ;  it  would  take  the 
place  of  the  telegraph ; "  to  Lenig,  that  "  he  could  talk  hun- 
dreds of  miles  through  that ; "  to  Updegraff,  that,  "  instead  of 
using  the  old  mode  of  telegraphing,  he  could  talk  directly 
through  the  wire;  he  thought  he  could  talk  as  far  as  you 
could  use  the  ordinary  telegraph  wire;''  to  Draper,  that 
"he  thought  it  was,  or  would  be,  one  of  the  greatest  in- 
ventions of  the  age,  and  would  take  the  place  of  tele- 
graphing ; "  to  A.  Evans,  that  "  he  could  take  this  machine 
and  talk  clear  out  to  Europe,  cross  the  ocean  ;"  to  Eicholz,. 
that  "  if  he  could  only  get  some  one  to  help  him  once,  he 
would  run  it  to  Harrisburg,  and  convince  them,  and  then  he 
would  run  it  from  Harrisburg  to  Philadelphia."  He  stated 
to  the  witness  Shank,  that  "it  works  by  electricity;"  to 
Smith,  "  it  was  by  electricity ; "  to  Nichols,'  that  "  the  sound 
was  conducted  by  electricity ; "  to  C.  Eberly,  that  the  instru- 
ments were  "to  convey  sound  by  electricity;"  to  Coudry, 
that  "  they  were  operated  by  electricity ; "  to  Shoop,  that  "  it 
operated  by  a  battery ; "  to  Shireman,  that  "  they  operated  by 
magnetism  ;"  to  Hawn,  that  "they  would  be  operated  on  by 
a  battery ; "  to  N.  W.  Kahney,  that  "  the  machine  was  oper- 
ated by  electricity,  by  a  battery ; "  to  Zimmerman,  that  "  it 
was  electricity  that  would  pass  it  over  the  wires;  that  it 
would  carry  the'  sound  right  along ; "  to  Hale,  that  "  it  was 
driven  by  a  magnet ; "  to  H.  K.  Drawbaugh,  that  "  the  sound 
could  be  carried  to  a  distance  on  a  wire  by  the  use  of  electrici- 
ty ; "  to  Lenig,  that  "  electricity  was  used  in  connection  with 
it;"  to  Prof.  Heiges,  that,  "in  connection  with  a  talking 
machine,'  both  magnetism  and  electricity  were  applied ; "  to 
Vol.  XXH.— 85 
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Goodyear,  that  "  his  talking  machine  was  also  done  by  elec- 
tricity over  wires;"  to  Woods,  that  "it  was  to  be  an  electric 
machine  used  in  place  of  telegraphing;"  to  Young,  that  uit 
was  an  electric  talking  machine,  which  he  had  invented." 

Thus  Drawbangh  is  corroborated  by  a  cloud  of  witnesses 
whose  testimony  tends  to  substantiate  his  narrative.  Without 
stopping  at  this  point  to  consider  the  credibility  and  probative 
force  of  their  testimony,  it  suffices  to  state,  that,  although 
some  of  the  witnesses  seem  to  have  been  reckless  and  un- 
scrupulous in  their  statements,  the  great  body  of  them  are  un- 
doubtedly honest  witnesses.  It  is  impossible,  however,  to 
believe  that  Drawbangh  can  be  mistaken  in  the  substance  of 
his  testimony,  and  the  conclusion  cannot  be  ignored,  that 
either  his  testimony  is  true  in  its  essential  parts,  or  his  narra- 
tive has  been  manufactured  to  fit  the  exigencies  of  the  case. 
In  order  to  ascertain  what  effect  is  to  be  given  to  the  corrobo- 
rative proofs,  it  is  important  to  determine  whether  Drawbangh 
is  an  honest  witness,  or  whether  he  has  intentionally  falsified 
collateral  facts,  and  is,  therefore,  to  be  deemed  discredited. 
If  the  defence  is  to  be  believed,  he  had  been  experimenting 
with  his  talking  machine  from  1866,  and  had  successfully 
transmitted  speech  as  early  as  1870,  if  not  before  that  time. 
He  testifies,  that  he  had  used  Exhibits  u  B  "  and  u  F,"  in  trans- 
mitting speech,  for  two  or  three  years  before  he  made  Exhibit 
"  C."  According  to  the  theory  of  the  defendants,  Exhibit 
"  C  "  was  made  in  1869  or  1870.  At  that  time  he  had  reached 
a  secondary  stage  in  the  development  of  his  invention,  and 
certainly  as  early  as  in  1 872,  when  Exhibit  u  C  "  had  received 
its  latest  modifications,  the  invention  had  passed  out  of  the 
period  of  rudimental  forms  embodying  principle  merely  into 
a  form  embodying  nice  details  of  construction,  and  had 
reached  a  perfection  not  reached  by  Bell  in  his  earlier  patent. 
Drawbangh  was  well  aware  of  the  merit  and  of  the  great 
pecuniary  value  of  the  invention  ;  he  had  obtained  patents  for 
several  inventions  of  minor  value ;  yet  from  1870  until  July 
1880,  he  did  not  apply  for  a  patent  for  the  telephone.  It  was 
of  the  first  importance  to  explain  the  reason  of  his  inaction, 
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because  it  seems  incredible  that  the  inventor  of  the  telephone 
should  not  only  omit  to  patent  it  as  soon  as  he  could,  but 
should  also  remain  silent  for  years  after  others  were  winning 
the  fame  and  profits  of  the  invention.  Only  one  explanation 
was  possible,  and  that  has  been  attempted.  As  stated  in  the 
answer,  and  in  his  testimony,  it  is  that  he  was  unable  to  do  so 
by  reason  of  his  poverty.  The  answer  alleges,  "that,  for 
more  than  ten  years  prior  to  1880,  he  was  miserably  poor,  and 
utterly  unable  to  patent  his  invention  or  caveat  it."  He  was 
asked  the  question:  "Do  you  mean  to  have  it  understood, 
from  your  last  answer,  that  there  was  any  other  reason,  for 
some  period  prior  to  1870,  except  your  poverty,  whether 
greater  or  less,  which  prevented  you  from  patenting  your  in- 
vention, or  filing  a  caveat  for  it  ? "  His  answer  was :  "HI 
understood  that  right,  there  was  no  other  reason  that  I  can 
think  of  now."  He  proceeds  to  state  that  Exhibits  "  F  "  and 
"  B  "  exhibited  the  principle  perfectly  enough  to  patent. 

In  the  elaborate  efforts  of  the  defendants  to  substantiate 
the  theory  of  Drawbaugh's  inability,  from  poverty,  to  patent 
his  invention,  much  testimony  has  been  produced  to  show,  and 
which  does  show,  that  he  was  always  more  or  less  in  debt, 
often  a  borrower  of  small  sums  of  money,  was  dilatory  in  pay- 
ing his  debts,  and  used  to  plead  his  inability  when  dunned, 
and  was  often  sued,  and  judgments  and  executions  were  ob- 
tained against  him ;  but  it  is  clear,  from  a  few  plain  facts,  that 
the  theory  of  extreme  poverty  is  unfounded,  and  th^t  JDraw- 
baugh  is  dishonest  in  putting  it  forward.  In  1867  and  1869,  be- 
sides what  he  received  for  his  wages,  he  received  $5,000  from 
the  Pump  Company,  for  his  faucet  invention,  besides  $1,000  in 
the  stock  of  the  concern.  On  the  1st  day  of  April,  1869,  he 
received  $1,000  from  one  Gardner,  for  the  sale  of  a  half  inter- 
est in  a  faucet  invention.  He  invested  $2,000  of  the  $5,000 
in  real  estate,  lost  $400  of  it  in  an  apple  speculation,  and  used 
the  $1,000  received*  from  Gardner  to  buy  a  house  and  lot  for 
his  father.  Between  1867  and  1873  he  paid  $1,200  to  the 
Drawbaugh  Manufacturing  Company,  for  assessments  on  his 
stock,  besides  $870  in  labor ;  and  in  July,  1873,  received  from 
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that  company  $425  cash,  in  settlement  of  its  affairs.  From 
1867  to  April,  1872,  he  was  the  owner  of  real  estate,  for  which 
he  had  paid  $2,300  in  the  fall  of  1867,  and  upon  which  he  ex- 
pended in  improvements,  in  the  spring  of  1868,  from  $300  to 
$400,  and  which  was  encumbered  only  by  a  prior  lien  for  $300. 
In  the  spring  of  1872,  he  encumbered  it  for  $1,000,  not  as  a  prin- 
cipal, but  as  a  surety.  He  was  in  receipt  of  $110  annually,  as 
rent,  for  a  part  of  this  property,  occupying  the  rest  himself,  until 
he  sold  it  in  1876,  and  bought  another  house  in  the  town  of  Me- 
chanicsville.  He  was  always  in  receipt  of  fair  wages  for  his 
labor.  From  April  1st,  1875,  to  April  1st,  1876,  he  received 
nearly  $450,  for  wages,  from  the  Axle  Company,  irrespective 
of  his  earnings  from  other  sources,  and  declined  steady  work 
at  times,  because  he  could  make  more  by  job  work.  Thus  it 
appears,  that,  although,  at  times,  it  was  not  convenient  for 
him  to  pay  his  debts,  or  he  was  careless  or  indifferent,  he  had 
not  only  the  means  of  raising  money  during  all  this  period, 
but  that,  on  many  occasions,  he  had  means  for  investment  and 
for  speculation.  The  pretence  that  he  could  not  raise  the  fees 
to  caveat  or  patent  his  invention  is  transparently  absurd.  He 
was  accustomed  to  prepare  specifications  of  patents,  and  was  a 
maker  of  models,  and  advertised  himself  as  an  inventor,  de- 
signer and  solicitor  of  patents.  During  the  time  he  was  ex- 
perimenting on  his  talking  machine,  and  before  he  applied  for 
a  patent,  he  found  time  and  materials  for  experimenting  with 
and  making  the  Oiffard  injector  for  steam  engines,  the  auto- 
graph telegraph,  the  magneto  dial  telegraph,  the  magneto  key, 
the  automatic  fire  alarm,  and  the  electric  clock.  During  this 
period  he  was  a  friend  of  Mr.  Weaver,  a  patent  solicitor,  who 
frequently  gave  him  advice  and  professional  assistance,  in  re- 
turn for  mechanical  services  rendered  by  Drawbaugh,  and 
who  drew  specifications  for  him  for  a  measuring  faucet,  and 
for  the  magnetic  clock.  If  he  was  not  competent  himself  to 
make  an  application  for  the  patent,  it  cannot  be  doubted,  that, 
with  the  assistance  of  Weaver,  he  could  have  made  a  proper 
application  at  a  trifling  outlay,  if  any,  beyond  the  fees  of  the 
office. 
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Drawbaugh  devoted  a  good  deal  of  time,  between  1867 
and  1878,  to  the  invention  and  construction  of  his  electric 
clock ;  and  the  time  and  money  expended  by  him  in  experi- 
menting and  constructing  this  clock  in  its  various  forms,  es- 
pecially those  made  in  1877, 1878,  was  much  more  than  would 
have  enabled  him  to  patent  his  talking  machine.  These 
clocks  were  built  by  him  with  his  own  tools  and  out  of  his 
own  money,  and  to  build  them  economically  he  made  a  gear- 
cutting  machine,  which  must  have  cost  him  more  than  it 
would  to  patent  his  telephone.  In  April,  1879,  he  received 
$500  from  the  Electric  Clock  Company,  for  the  privilege  of 
using  his  clock  invention. 

In  order  to  fortify  the  theory  of  Drawbaugh's  inability, 
from  poverty,  to  patent  his  invention,  the  defendants  have  at- 
tempted, by  testimony  from  him  and  from  others,  to  show  that 
he  was  extremely  solicitous  to  patent  it,  and  tried  to  induce 
others  to  furnish  the  means.  Mr.  Springer  testifies,  that 
"  his  (Drawbaugh's)  whole  mind  appeared  to  be  on  his  talk- 
ing machine.  He  told  me  that  many  a  night  he  didn't  sleep, 
just  studying  how  to  improve  it."  After  May,  1872f  accord- 
ing to  the  testimony  of  Jacob  Hawn,  the  talking  machine 
superseded  the  clock,  in  Drawbaugh's  interest.  According  to 
Mr.  Holsinger,  from  1873  to  1876  "  he  appeared  to  be  crazy 
on  it.  I  often  tried  to  get  information  from  him  on  other 
subjects,  and  about  half  a  minute's  talk  would  turn  him  right 
on  the  talking  machine."  Henry  F.  Drawbaugh,  his  brother, 
testifies :  "Every  time  I  was  down  there,  from  the  summer  of 
1872  to  1879  or  1880,  he  was  working  at  it,  and  talking,  and 
wanted  me  to  go  in  with  him.  and  furnish  means."  Mr. 
Bates  says  he  was  in  Drawbaugh's  shop  eight  or  ten  times 
between  the  summer  of  1874  and  the  fall  of  1877,  and  "his 
general  conversation  was  about  the  talking  machine ;  said  he 
would  like  to  get  it  patented,  but  had  not  the  means,  and 
could  make  a  fortune  out  of  it."  Drawbaugh  testifies  as  fol- 
lows :  "  Question.  A  good  many  witnesses  have  testified  that 
you  were  at  various  times  talking  of  patenting  your  electric- 
speaking  telephone ;    what  is  your  recollection   about  that  f 
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Did  you  intend  to  patent  it  or  not?  Yes,  sir;  I  intended 
to  patent  it.  I  had  spoken  to  a  number  of  persons  to  assist 
me.  I  would  state  to  them  that  I  would  give  them  an  inter- 
est in  the  invention,  for  them  to  furnish  the  money  to  have  it 
patented.  Question.  Why  did  you  not  patent  it  with  your 
own  money  i  Answer.  I  didn't  have  any  money.  Question. 
At  how  early  a  time  did  you  have  the  intention  of  patenting 
it  ?  Answer.  I  could  hardly  say  how  early.  I  spoke  to  per- 
sons even  at  an  early  time.  I  spoke  to  Christian  Eberly.  It 
may  have  been  prior  to  1870  I  spoke  to  Frank  Lee.  1  spoke 
to  them  about  taking  an  interest.  They  were  among  the 
earliest.  I  can't  remember  all  the  persons,  as  I  had  spoken  to 
a  great  many." 

Lee  is  not  a  witness,  having  died  in  1872.  Christian 
Eberly  locates  the  time  as  between  1867  and  1870.  He  had 
been  a  partner  with  Drawbaugh  in  a  number  of  inventions, 
and  was  a  capitalist.  He  was  asked :  u  When  Mr.  Draw- 
baugh showed  you  his  talking  machine,  state  whether  he 
proposed  to  you  to  go  into  partnership  with  him,  and  fur- 
nish the  money  for  that  also,  as  you  had  before  that  time 
on  the  other  inventions  ? "  He  answered :  "  Not  altogether ; 
he  intimated  that  he  would  take  me  in.  I  don't  recollect  as  I 
said  anything,  or  what  I  said.'5  The  witness  was  often  in 
Drawbaugh's  shop  subsequently,  in  1871,  1872  and  1873,  but 
mentions  no  other  proposition. 

The  only  other  persons  Drawbaugh  specifies  as  having 
been  applied  to  by  him  are  Capt.  Moore,  Henry  Bayler,  and 
Simon  Oyster.  Oyster  was  not  called  as  a  witness.  Capt. 
Moore  was  examined  as  a  witness  for  the  defendants,  and  his 
testimony  is  significant.  He  was  the  principal  of  the  Sol- 
dier's Orphan  School,  an  institution  in  the  vicinity  of  Eberly's 
Mills,  and  was  the  secretary  and  treasurer  of  the  Axle  Com- 
pany, a  concern  that  in  part  occupied  Drawbaugh's  shop  in 
1875  and  1876.  He  testifies,  that,  about  May,  1875,  Draw- 
baugh showed  him  a  talking  machine  ;  said  he  was  unable  to 
patent  it  himself,  and  desired  witness  to  "  go  in  with  him  and 
get  a  patent."    He  states  that  he  told  Drawbaugh  he  didn't 
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want  to  go  into  any  new  inventions,  but  that  it  would  be  a 
fortune  to  any  person  bringing  it  out,  if  it  could  be  put  to 
practical  use.  He  identifies  "  Exhibit  B  "  as  the  only  machine 
shown  him  at  that  time  by  Drawbaugh.  Although  he  and  Draw- 
baugh  maintained  intimate  business  relations  for  a  year  after 
that  time,  the  subject  seems  never  to  have  been  referred  to 
again.  Mr.  Moore  was  an  intelligent  capitalist.  It  is  strange 
that  Drawbaugh  should  have  shown  him  "  Exhibit  B,"  one- 
half  of  the  crude  instrument  of  1867-1869,  if  the  perfect  in- 
struments "E"  and  "D"  were  in  existence;  and  more 
strange  that  the  subject  was  never  mentioned  again  between 
them,  or  that  no  attempt  was  made  to  speak  through  any 
machine,  if  they  had  any  faith  in  the  value  of  the  inven- 
tion. Mr.  Bayler,  the  other  witness,  carried  on  lumbering 
and  a  saw  mill  from  1873  to  1877,  in  the  vicinity  of  Mill- 
town,  and  employed  Drawbaugh  frequently  to  repair  machin- 
ery. He  testifies,  that,  in  June,  1873,  Drawbaugh  showed 
him  the  talking  machine,  and  he  said  to  Drawbaugh  :  "  Why, 
Dan,  that  is  virtually  a  talking  telegraph,"  and  advised  him 
to  take  out  a  patent  for  it ;  to  which  Drawbaugh  replied :  "  If 
I  had  the  means,  I  would.  If  you'll  advance  me  the  means 
to  procure  a  patent,  I'll  give  you  a  half  interest."  The  wit- 
ness continues :  "  Generally,  on  him  meeting  me,  he  would 
urge  it,  urge  me  to  take  an  interest  by  furnishing  him  the 
means  to  take  out  a  patent."  He  also  identifies  Exhibits  "  F  " 
and  "  B  "  as  the  instruments  shown  him  by  Drawbaugh.  But 
his  books  show,  that,  during  all  the  time  from  April,  1873,  to 
May,  1876,  he  owed  Drawbaugh  more  than  the  fees  necessary 
for  procuring  a  patent. 

The  defendants  produce  other  witnesses  to  prove,  that, 
from  1870  to  1879,  Drawbaugh  was  showing  his  telephone, 
adverting  to  his  poverty,  and  trying  to  induce  somebody  to 
assist  him.  Mr.  Herr  may  be  cited  as  an  illustration.  He 
testifies,  that,  in  1870  or  1871,  Drawbaugh  wanted  money  to 
get  a  caveat  to  secure  his  invention,  and  told  the  witness,  if  he 
would  help  him,  or  procure  any  person  to  assist  him,  he  would 
give  him  a  half  interest.    Without  adverting  further  to  the  tes- 
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timony  on  this  subject,  it  is  sufficient  to  say,  in  view  of  the  fact 
that  there  never  was  a  time  from  1867  to  1880, when  Drawbangh 
did  not  have  the  money  to  caveat  and  patent  his  invention,  or  the 
means  of  borrowing  it,  that  the  only  legitimate  effect  of  such 
testimony  is  to  discredit  the  whole  defence,  by  exciting  the  sus- 
picion that  it  is  bolstered  up  by  exaggerated  and  unreliable  testi- 
mony. It  will  be  hereafter  shown,  that,  among  the  men  with 
whom  Drawbaugh  maintained  business  and  friendly  relations 
during  this  period,  there  were  many  of  intelligence  and  means. 
Some  of  them  may  have  distrusted  his  judgment,  and  regarded 
him  as  a  visionary.  Some  of  them  may  have  been  indifferent 
or  timid.  But  it  is  incredible,  that,  when  only  a  trifling  sum 
was  required  for  a  half  interest  in  the  invention,  none  of 
them  could  be  sufficiently  impressed  with  its  merit  or  finan- 
cial value,  to  investigate  it  seriously  as  a  speculation  or  an  in- 
vestment. He  induced  persons  to  invest  in  faucet  inventions, 
and  in  his  magnetic  clock;  and  it  cannot  be  true  that  he 
could  find  no  one  to  entertain  the  talking  machine,  which,  ac- 
cording to  the  common  rumor  of  the  neighborhood,  was  to 
supersede  the  telegraph,  and,  in  the  words  of  one  of  the  wit- 
nesses, "  make  Drawbaugh  the  richest  man  in  the  Cumberland 
Valley."  It  was  very  natural  that  a  hard  headed  old  farmer 
like  William  Darr,  on  being  told  by  Drawbaugh  that  he  had 
a  machine  by  which  he  could  talk  across  the  Atlantic  Ocean, 
should  advise  him  to  "  try  it  first  in  talking  across  the  Yellow 
Breeches  Creek,"  but  it  is  beyond  comprehension  or  belief 
that  none  of  the  capitalists  or  speculators  about  him  could  be 
induced  to  seriously  consider  it,  if  it  was  an  operative  device. 
Where  a  witness  falsifies  a  fact  in  respect  to  which  he  cannot 
be  presumed  liable  to  mistake,  Courts  are  bound,  "  upon  prin- 
ciples of  law,  morality,  and  justice,  to  apply  the  maxim,  falsus 
in  uno  falsus  in  omnibus"  (The  Samlissima  Trinidad^  7 
Wheat.,  283.)  Drawbaugh  could  not  be  mistaken  in  asserting 
that  it  was  his  poverty  which  prevented  him  from  caveatingor 
patenting  his  invention.  He  w^ts  not  led  to  the  assertion  in- 
advertently. Those  with  whom  he  is  associated  in  the  defence 
understood  fully,  and  so  did  he,  that  the  fact  that  a  profes- 
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sional  inventor  and  patentee  did  not  go  to  the  Patent  Office, 
to  secure  an  invention  like  the  telephone,  for  ten  years  after 
it  had  been  completed  and  demonstrated,  was  almost  conclu- 
sive against  the  theory  that  he  had  made  the  invention  ;  and 
that,  unless  this  presumption  could  be  parried,  no  Court  would 
credit  his  story.  The  theory  of  constraining  poverty  was, 
therefore,  formulated  in  the  answer,  elaborately  fortified  by 
witnesses,  and  testified  to  by  Drawbaugh.  It  is  overthrown 
by  a  few  plain,  indisputable  facts,  "and  Drawbaugh's  veracity 
falls  with  it. 

The  defence  must  rest  upon  the  testimony  of  the  witnesses 
who  corroborate  Drawbaugh.  The  case  made  by  these  wit- 
nesses is  sufficiently  formidable  to  overcome  the  legal  pre- 
sumption of  the  validity  of  the  complainants'  patents.  It  is 
met  by  the  complainants  with  rebutting  evidence,  direct  and 
circumstantial,  showing  the  intrinsic  improbability  of  the  the- 
ory that  Drawbaugh  was  the  inventor  of  the  telephone,  and 
showing  his  conduct  or  declarations  inconsistent  with  any  hy- 
pothesis that  he  was  more  than  an  unsuccessful  experimenter 
with  the  invention.  Many  witnesses  have  also  been  produced 
by  the  complainants,  to  attack  the  credibility  and  reliability 
of  the  testimony  of  the  defendants'  witnesses.  Of  necessity, 
the  testimony  of  most  of  the  defendants'  witnesses  can  only 
be  attacked  by  showing  that  the  witnesses  are  mistaken  as  to 
the  time  when  they  saw  Drawbaugh's  talking  machine,  or  as 
to  what  they  really  saw  on  the  occasions  they  refer  to.  The 
way  in  which  the  testimony  of  Uriah  P.  Nichols  is  met  will 
illustrate  the  general  tenor  of  such  testimony.  Mr.  Nichols 
is  one  of  the  most  intelligent  and  trustworthy  of  the  defend- 
ants' witnesses,  a  farmer  and  machinist,  who  testifies,  that,  on 
the  18th  day  of  January,  1875,  he  visited  Drawbaugh's  shop 
on  business,  saw  two  instruments,  which  he  identifies  as  Ex- 
hibits "  B  "  and  "  A,"  and  he  describes  their  mode  of  opera- 
tion, as  stated  to  him  by  Drawbaugh  at  the  time.  He  says 
he  listened  at  one  instrument  while  a  boy  spoke  into  another 
two  hundred  feet  away,  connected  by  wires,  and  heard  the 
boy  say:    "Is  it  you,  father,  speaking?"     The  complain* 
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ants  produce  nine  witnesses  to  show  that  the  occasion  could 
not  have  been  prior  to  February,  1878.  The  witness  fixes  the 
date  by  a  purchase  of  lime  on  the  visit,  and  states  that  he 
went  to  Drawbaugh's  to  see  an  electric  clock  of  which  he  had 
recently  read  a  description  in  a  newspaper,  and,  soon  after  the 
visit,  told  Mr.  Maish  and  others  about  the  telephone  he  had 
seen  at  Drawbaugh's.  The  complainants  prove  that  the  news- 
paper article  was  not  published  until  February,  1878;  that, 
when  the  witness  told  Mr.*Maish  of  the  telephone  at  Draw- 
baugh's, the  latter,  who  was  then  a  member  of  Congress,  re- 
membered the  occasion,  knew  all  about  Bell's  telephone  at  the 
time,  and  had  used  it  in  Washington.  Mr.  Maish  states,  that, 
as  Drawbaugh  was  one  of  his  constituents,  he  would  have 
been  deeply  impressed  by  the  conversation  if  he  had  under- 
stood Drawbaugh  claimed  to  be  the  inventor.  Without  at- 
tempting to  particularize  the  rest  of  the  testimony  for  the 
complainants  upon  this  issue,  it  suffices  to  say,  that  several 
other  witnesses  were  introduced  to  show  that  the  lime  was 
not  purchased  by  Nichols  before  1876.  Much  testimony  is  giv- 
en by  the  complainants  upon  collateral  issues  of  a  similar  char- 
acter. One  of  these  issues  relates  to  the  time  when  Thomas 
Draper  ordered  a  hydraulic  rata  of  Drawbaugh.  Mr.  Draper 
is  an  important  witness  for  the  defendants.  He  testifies, 
that  he  went  with  Mr.  Kissinger,  a  tenant  of  his,  to  Draw- 
baugh's shop,  in  May  or  the  early  summer  of  1874,  for  the 
purpose  of  ordering  of  Drawbaugh  a  hydraulic  ram,  to  be 
used  upon  the  farm  Kissinger  had  leased  of  him  in  April,  and 
that  he  was  never  at  Drawbaugh's  on  any  other  occasion.  He 
identities  Exhibit fc4  C  "  positively,  and  Exhibit  "  I "  less  posi- 
tively, as  the  instruments  used,  and  through  which  he  listened 
while  Drawbaugh  talked.  The  complainants  prove  that  the 
hydraulic  ram  was  not  put  to  use  until  the  fall  of  1878,  and 
undertake  to  locate  the  date  of  Draper's  visit  approximately 
by  that  fact.  Seventy-five  witnesses  were  introduced  by  the 
respective  parties  upon  this  collateral  issue.  These  illustra- 
tions show  how  hopeless  a  task  it  would  be  to  review  the  tes- 
timony satisfactorily  or  analyze  it  minutely.     Five  hundred 
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witnesses  have  been  examined  by  the  parties  upon  the  main 
question  and  the  collateral  issues,  and  their  testimony  is  in  a 
printed  record  of  over  six  thousand  pages.  -If  it  were  practi- 
cable to  do  so,  it  would  not  be  profitable,  because  a  micro- 
scopic view  of  the  controversy  would  be  inadequate  and 
•misleading.  In  cases  where  such  a  chaos  of  oral  testimony 
exists,  it  is  usually  found,  that  the  judgment  is  convinced  by 
a  few  leading  facts  and  indicia,  outlined  so  clearly  that  they 
cannot  be  obscured  by  prevarication  or  the  aberrations  of 
memory.  Such  facts  and  indicia  are  found  here,  and  they 
are  so  persuasive  and  cogent  that  the  testimony  of  a  myriad 
of  witnesses  cannot  prevail  against  them. 

The  first  group  of  facts  of  this  nature  are  those  which 
bear  upon  the  capacity  and  character  of  Drawbaugh  as  an  in- 
ventor, and  tend  to  show  that  it  is  not  only  highly  improbable, 
but  almost  impossible,  that  he  could  have  been  the  author  of 
the  telephone.  In  the  summer  of  1878,  he  composed  a  biog- 
raphy of  himself,  for  publication  in  the  history  of  Cumber- 
land County,  which  presents  a  graphic  picture  of  the  inventor 
and  of  the  man.  He  commences  by  describing  himself  as 
"  born  in  the  quiet,  secluded  village  of  Milltown,  three  miles 
from  Harrisburg,"  and  as  u  one  of  the  greatest  inventive  gen- 
iuses of  this  age,  who  has  spent  the  greater  part  of  an  active 
life  conceiving  and  producing,  as  the  result  of  the  conceptions 
of  an  unusually  fertile  brain,  a  score  of  useful,  ingenious  ma- 
chines and  devices."  u  It  appears,"  he  says,  "  by  examining  a 
list  of  his  inventions,  that  the  manufacturing  interests  of  the 
place,  in  his  boyhood  days,  gave  direction  to  his  thoughts  and 
incentive  to  his  actions."  He  proceeds  to  enumerate  a  list  of 
his  inventions  as  follows :  '*  His  first  invention  was  an  auto- 
matic sawing  machine ;  then  a  number  of  machines  used  in 
wagon  making ;  then  a  machine  for  boring  spoke  tenets ;  then 
a  machine  for  sawing  tenets ;  a  barrel  stave  jointing  machine, 
patented  in  1851 ;  this  machine  was  pretty  generally  intro- 
duced, and  its  merits  appreciated ;  an  automatic  grinding  ma- 
chine was  next  invented,  to  meet  a  demand  created  by  the  in- 
troduction of  the  jointer ;  then  followed  several  machines  for 
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making  stave  headings  and  shingles,  all  of  which  were  patent- 
ed in  1855 ;  after  which  machines  for  rounding,  heading, 
crozing,  dressing  and  finishing  outside  of  barrels  were  invent- 
ed ;  these  were  again  followed  by  device  for  running  mill- 
stones ;  one  for  dressing  mill-stones ;  a  device  for  elevating 
grain  in  mills.  He  then  invented  and  had  patented  four  im- 
provements in  nail  plate  feeding ;  next  a  tack  machine,  and  a 
new  design  in  tacks.  Photography  next  engaged  his  attention. 
He  fitted  himself  for  action  in  this  field  by  manufacturing  his 
own  camera,  ground  and  fitted  acromatic  lenses  for  camera, 
prepared  the  necessary  chemicals,  and  improved  the  process 
for  enlarging  pictures.  Next  electricity  and  electrical  ma- 
chinery attracted  his  attention,  and  an  electric  machine  was 
produced,  throwing  out  of  consideration  the  galvanic  battery 
and  electric  pile ;  then  a  machine  for  alphabetical  telegraph- 
ing; then  the  justly  celebrated  electric  clock,  and  the  ma- 
chinery necessary  for  its  construction ;  and  several  kinds  of 
telephones,  one  of  which  is  operated  by  battery,  and  another 
by  induction."  .  He  concludes  as  follows :  "  It  will  be  seen 
from  the  foregoing,  that  Mr.  Drawbaugh  has  penetrated  vast 
fields  in  search  of  information,  and  with  what  success  we  leave 
it  to  the  readere  to  determine.  We  are  proud  to  own  Mr.  D. 
as  a  citizen  of  our  township,  and  deem  him  worthy  of  a  posi- 
tion at  the  head  of  the  list  of  our  prominent  men,  and  are 
happy  to  accord  him  that  position."  This  portrait,  drawn  by 
himself,  depicts,  without  the  aid  of  extrinsic  evidence,  the  ig- 
norance and  vanity  of  the  man,  and  incongruous  and  fantastic 
assortment  of  his  inventive  projects.  It  suggests,  also,  the 
character  of  a  charlatan.  That  he  was  a  skilful  and  ingenious 
mechanic  is  undoubtedly  true.  Invention  was  his  hobby  and 
his  vocation,  but  that  he  was  an  inventor  in  the  large  sense  is 
disproved  by  the  nature  and  results  of  his  work.  Every  pat- 
ent that  he  obtained  was  for  some  improvement  on  existing 
devices,  which  involved  mechanical  skill  rather  than  any  high 
degree  of  inventive  faculty.  This  is  shown  to  some  extent  on 
the  face  of  his  patents,  the  list  of  which  is  as  follows :  No- 
vember 11th,  1851,  "  for  improvement  in  stave-jointing  ma- 
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chines ;  "  May  22d,  1855,  "  for  stave  machines ;  "  April  28th, 
1864,  "for  improvement  in  mill-stones;"  May  12th,  1863, 
"for  improved  machine  for  levelling  the  faces  of  mill- 
stones;" December  12th,  1865,  "for  improvement  in  nail 
plate  feeders ; "  November  20th,  1866,  "  for  improvement  in 
faucets ; "  November  19th,  1867,  "  for  improvement  in  nail- 
feeding  device." 

His  own  testimony,  given  in  an  interference  proceeding  in 
the  Patent  Office,  in  1879,  shows  that  none  of  his  inventions 
were  sufficiently  meritorious  to  prosper  vigorously.  That  pro- 
ceeding involved  a  question  of  priority  of  invention  between 
himself  and  one  Hauck,  respecting  an  improvement  in  a  fau- 
cet. He  had  filed  his  application  for  a  patent  in  January, 
1879,  and  undertook  to  carry  back  the  date  of  his  invention  to 
1869.  The  scope  and  range  of  his  inventive  faculty  became  a 
subject  of  inquiry.  He  there  testified  that  he  had  made,  "he 
might  say,  fifty  inventions,  and  had  patented  over  a  dozen." 
He  was  cross-examined  respecting  certain  inventions,  to  show 
that  they  did  not  work  satisfactorily.  He  was  then  asked  : 
"  Since  1866,  what  machines  have  you  conceived  and  perfect- 
ed that  have  worked  satisfactorily  ? "  He  answered,  "  To  the 
best  of  my  knowledge  I  think  they  all  have.  The  nail  ma- 
chine gave  satisfaction.  I  had  it  running  in  the  works,  but 
the  nailers  drove  it  out.  The  tram  and  red  staff  was  a  good 
machine,  and  adopted  by  a  number  of  millers.  The  magnetic 
clock  I  consider  a  good  thing,  but  I  am  not  through  with  ex- 
periments on  it  yet.  I  believe  this  last  faucet  to  be  a  good 
thing."  If  his  nail  machine  had  induced  the  workmen  to 
drive  it  out  of  the  shop,  it  ought  to  have  commended  itself  to 
the  capitalist.  His  magnetic  clock  had  not  been  patented  at 
this  time,  though  it  had  been,  for  a  time,  the  wonder  and  ad- 
miration of  the  community  in  which  he  lived ;  but  when  it 
was  patented,  in  1879,  it  was  as  a  "new  article  of  manufac- 
ture," consisting  of  a  galvanic  battery  for  electrical  clocks, 
which  had  two  old  elements  united,  instead  of  being  discon- 
nected, as  in  former  devices.  The  history  of  this  clock  shows, 
clearly,  that  it  was  of  no  practical  merit ;  and  the  clock  had 
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been  substantially  described  in  Tomlinson's  Encyclopedia,  and 
he  had  the  book  before  he  made  his  alleged  invention.  His 
other  electrical  devices  he  never  patented,  and,  in  his  testimo- 
ny in  the  interference  proceedings,  he  did  not  refer  to  them  as 
among  his  perfected  and  successful  inventions.  One  of  these 
was  his  magneto-electric  machine  for  short  line  telegraphing 
and  fire  alarms,  sometimes  mentioned  as  his  u  magneto  key." 
It  was  not  a  new  device,  and  the  proofs  show  that  it  was  a 
failure. 

When  the  speaking  telephone  was  first  introduced  to  the 
attention  of  the  scientific  public,  it  was  pronounced,  by  one  of 
the  most  eminent  electricians  of  the  day,  "  a  result  of  tran- 
scendent scientific  interest,"  and  "  the  greatest,  by  far,  of  all 
the  marvels  of  the  electric  telegraph."  The  inventions  attri- 
buted to  Drawbaugh  include  not  only  the  conception  of  the 
principle  of  the  unbroken,  undulatory  electric  current,  and  of 
the  delicate  and  complex  instrumentalities  essential  to  its  effi- 
cient application  in  transmitting  and  reproducing  articulate 
speech,  but  also  of  many  other  devices  involving  a  nice  adjust- 
ment of  forces,  and  requiring  sensitive  mechanism.  These  were 
inventions  of  a  peculiarly  scientific  order,  which  would  seem  to 
demand  a  special  conversance  with  the  principles  of  acoustics 
and  electricity.  Besides  making  the  cardinal  discovery  of  the 
theory  of  the  unbroken,  undulatory  current,  Drawbaugh  is  as- 
sumed to  have  perfected  a  brilliant  and  extraordinary  series  of 
original  discoveries,  for  which,  to  use  the  words  of  Mr.  Benja- 
min, "  there  is  no  parallel  instance  in  the  whole  history  of  in- 
vention." Mr.  Benjamin,  referring  to  the  microphone  which 
was  introduced  to  the  public  in  1878  by  Mr.  Blake,  but  which 
is  one  of  the  instruments  asserted  to  have  been  invented  by 
Drawbaugh  at  an  earlier  date,  says  :  "  It  was  looked  upon  as 
a  great  and  original  discovery." 

It  was  said  by  Chief  Justice  Taney,  (CPIZeilly  v.  Morse,  15 
Haw.,  Ill,)  speaking  of  the  invention  of  the  telegraph  :  CkNo 
invention  can  possibly  be  made  consisting  of  a  combination  of 
different  elements  of  power,  without  a  thorough  knowledge  of 
the  properties  of  each  of  them,  and  the  mode  in  which  they 
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operate  on  each  other."  "  For  no  man  ever  made  such  an 
invention  without  having  first  obtained  this  information,  un- 
less it  was  discovered  by  some  fortunate  accident."  None  of 
Drawbaugh's  alleged  discoveries  were  made  by  accident.  His 
statement  is,  that,  starting  with  the  belief  that  speech  could 
be  transmitted  by  electricity,  he  made  first  one  contrivance 
and  then  another,  gradually  obviating  difficulties  and  making 
advances  experimentally,  until  he  finally  perfected  the  several 
inventions.  In  view  of  Bell's  special  equipment  for  investiga- 
tion and  experiment  in  electrical  and  acoustic  scienoe,  it  would 
not  seem  strange  that  his  persistent  efforts  to  effect  the  elec- 
trical transmission  of  speech  were  eventually  successful,  were 
it  not  that  others,  as  intelligent,  as  well  equipped,  as  ingenious 
and  as  persevering  as  he,  had  devoted  years  to  the -same  object 
in  vain.  He  had  the  assistance  of  Mr.  Watson,  an  expert  in 
electricity  and  a  skilled  workman  in  electrical  mechanism,  in 
constructing  the  apparatus  employed  in  his  experiments,  and 
who  also  aided  him  in  his  experiments.  He  had  demonstrated 
his  inventive  proficiency  by  inventions  in  telegraphy,  for  which 
patents  were  granted  to  him.  And  yet,  had  it  not  been  for  an 
accidental  discovery  made  by  him  in  June,  1875,  and  which 
would  probably  have  escaped  one  whose  trained  faculties  were 
not  centred  on  a  careful  study  of  the  phenomena,  he  might 
have  failed. 

Drawbaugh,  on  the  other  hand,  was  not  only  untutored, 
but  he  was  isolated,  by  his  associations  and  occupations,  from 
contact  with  men  of  advanced  science ;  he  had  narrow  oppor- 
tunities for  instruction,  and  few  incentives  for  profound  re- 
search. Among  the  multitude  of  his  inventive  conceptions 
was  one  that  a  talking  machine  was  a  possibility.  According 
to  the  testimony  of  Lory,  a  witness  for  the  defendants,  before 
Drawbaugh  began  his  practical  experiments,  he  exhibited  a 
sketch  of  a  machine  that  he  was  about  to  make,  that  would 
talk  a  distance  of  twenty  miles,  and  work  something  like  a 
telegraph.  If  this  is  true,  he  commenced  on  his  telephone  as 
the  architect  plans  a  building,  or  the  engineer  makes  a 
draught  of  his  structure.    His  own  testimony  shows  that  he 
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did  not  attempt  to  qualify  himself  for  electrical  inventions  by 
any  systematic  study,  after  he  began  experimenting  with  his 
talking  machine.  Although  he  had  undoubtedly  acquired  con- 
siderable desultory  information  about  electricity,  and  especially 
about  the  mode  of  operation  and  detail  of  construction  of 
electrical  mechanism,  it  is  obvious,  that,  when  he  commenced 
with  his  talking  machine,  he  was  a  tyro  in  electrical  science, 
essaying  the  most  difficult  work  of  the  electrician.  It  is  al- 
most incredible  that  the  subtle  intellectual  discoveries  which 
were  a  closed  book  to  the  ablest  electrician  could  have  been 
reached  by  a  smatterer  in  science,  or  by  any  series  of  empiri- 
cal experiments.  As  has  been  remarked,  he  seems  to  have  dis- 
covered nothing  accidentally ;  yet,  from  the  beginning  to  the 
end  of  his  narrative,  there  is  nothing  to  indicate  the  concep- 
tive  origin,  or  the  mental  growth,  of  the  alleged  invention. 
He  presents  a  number  of  devices  in  the  chronological  order  of 
their  production,  and  testifies  that  he  made  one  and  then  an- 
other and  another,  as  experiments  led  him  to  modifications  and 
improvements.  He  cannot  describe  what  receiver  or  other  ap- 
paratus he  used  with  his  first  transmitter,  and  testifies :  "  I 
had  a  number  of  crude  apparatuses,  but  can't  remember  ex- 
actly the  shape  of  any  of  them.  I  had  membranes  stretched 
over  hoops, — over  a  hoop, — I  remember  that ;  and  I  had  elec- 
tro magnets,  and  the  arrangement  was  varied  ;  I  don't  remem- 
ber exactly  the  arrangement."  He  testifies,  that,  when  he 
used  the  cup  machine,  he  used  it  in  a  continuous  electric  cir- 
cuit, and  thinks  he  used  it  as  a  receiver,  with  Exhibit  "  B  "  as 
a  transmitter.  He  states,  that  he  succeeded  in  transmitting 
speech  with  these  two  instruments,  and,  of  course,  he  could 
only  have  done  this  by  employing  the  unbroken  undulatory 
current  of  electricity.  He  cannot  state  how  he  conceived  the 
initial  idea  of  the  undulatory  current  and  the  continuous  cir- 
cuit, or  subsequently  the  theory  of  any  of  the  remarkable  de- 
vices which  he  produces.  His  answers  to  questions  intended 
to  elicit  such  information  may  be  illustrated  by  giving  one  of 
them :  "  I  don't  remember  how  I  caftie  to  it ;  I  had  been  ex- 
perimenting in  that  direction  ;  I  don't  remember  of  getting  at 
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it  by  accident  either ;  1  don't  remember  of  any  one  telling  me 
of  it;  I  don't  suppose  any  one  told  me."  He  produces 
sketches,  or  models,  or  originals  of  instruments,  which  he  says 
he  made  from  time  to  time  ;  he  states  that  they  were  used  to 
talk  through  on  various  occasions ;  and,  from  these  outlines  of 
accomplished  facts,  leaves  the  history  of  his  inventions  to  be 
filled  out  by  inference  and  conjecture.  An  inventor  can  hard- 
ly forget  the  process  of  thought  by  which  a  great  intellectual 
conception  germinates  and  matures  into  the  consummate 
achievement ;  but  Drawbaugh's  memory  is  a  blank.  If  the 
untutored  mechanic  educated  himself  into  an  accomplished 
electrician  by  his  own  experiments  and  observations,  the  inci- 
dents and  phenomena  which  revealed  new  discoveries  and  illu- 
mined the  way  for  new  advances  would  be  indelibly  impressed 
upon  his  mind.  It  seems  a  little  short  of  the  miraculous,  that 
a  man  of  his  capacity  and  equipment  should  have  produced 
these  inventions  at  all ;  more  marvellous  still  that  he  should 
have  produced  them  without  any  intellectual  perception  of  his 
discoveries. 

Another  group  of  important  facts,  which  are  satisfactorily 
shown  by  the  proofs,  are  those  which  indicate  Drawbaugh's 
own  knowledge  that  he  was  not  an  original  inventor  of  the 
telephone.  Reference  has  been  made  to  some  of  the  evidence 
bearing  upon  his  neglect  to  patent  or  caveat  his  invention,  in 
discussing  the  question  of  his  credibility  as  a  witness.  If  no 
honest  and  reasonable  explanation  can  be  given  for  his  con- 
duct, the  inference  is  very  strong,  that  he  knew  he  did  not 
have  a  practical  telephone  to  patent.  He  may  have  had  a 
talking  machine,  which  was  well  calculated  to  excite  the  curi- 
osity of  the  community  in  which  he  lived ;  he  may  have  in- 
dulged in  expectations  that  in  time  he  could  succeed  in  mak- 
ing a  practical  speaking,  telephone  and  reap  fame  and  profit 
from  it ;  but  his  conduct  is  almost  decisive  against  the  sup- 
position that  he  had  even  deluded  himself  with  the  belief  that 
he  had  produced  anything  sufficiently  practical  and  valuable 
to  patent.  He  never  attempted  to  exhibit  it  outside  of  his 
own  shop,  to  prove  that  it  would  transmit  speech  at  a  distance 
Vol.  XX1L— 86 


562  SOUTHERN  DISTRICT  OF  NEW  YORK, 

The  American  Bell  Telephone  Compnny  v.  The  People's  Telephone  Company. 

of  even  a  quarter  of  a  mile.  The  proofs  show,  that,  during- 
all  the  years  from  1867  to  1878,  he  did  not  attempt  to  avail 
himself  of  opportunities  for  demonstrating  his  invention,  and 
bringing  it  to  the  notice  of  friends  who  were  peculiarly  quali- 
fied to  appreciate,  and  were  favorably  circumstanced  to  assist 
him.  One  of  these  persons  was  Mr.  Kiefer,  who  resided  at 
Harrisbnrg,  from  1863  to  1881,  and  during  that  period  had 
charge  of  the  telegraphs  of  the  Pennsylvania  Railroad  Com- 
pany, and  was  a  member  of  a  firm  whose  business  was  the 
manufacturing  of  fine  electrical  machinery.  In  1873  he  put 
up  a  fire-alarm  system  for  that  city.  Drawbaugh  made  his  ac- 
quaintance in  1874  or  1875,  and  brought  his  magnetic  fire- 
alarm  to  Mr.  Kiefer,  for  examination.  At  another  time,  he 
brought  the  works  of  his  electric  clock.  He  visited  Mr.  Kie- 
fer, on  various  occasions,  obtained  small  supplies  from  him, 
and  habitually  conversed  with  him  upon  the  subject  of  his 
electrical  contrivances.  The  period  of  these  visits  begins  just 
about  the  time  when,  according  to  the  theory  of  the  defend- 
ants, Drawbaugh  had  constructed  Exhibits  "E"  and  "D," 
and  the  invention  was  complete.  He  never  mentioned  to  Mr. 
Kiefer  the  fact  that  he  had  experimented  with  a  telephone. 
Mr.  Wilson  was  superintendent  of  telegraphs  for  the  Northern 
Central  Kail  way  Company,  at  Harrisburg,  from  1864  to  1875. 
He  was  also  mayor  of  Harrisburg.  The  company  had  an 
electrical  workshop  and  supply  establishment  there,  for  Mr. 
Wilson's  department,  between  1871  and  1875.  During  this 
time,  Drawbaugh  often  came  to  the  supply  shop,  and  talked 
with  Mr.  Wilson  about  electrical  experiments,  and  obtained 
parts  of  batteries,  coils,  magnets  and  other  electrical  material 
which  the  company  had  cast  aside.  lie  brought  Mr.  Wilson 
his  electric  clock  and  his  magneto-electric  key.  and  tried  his. 
machine  for  short-line  telegraphing,  at  Mr.  Wilson's  office. 
He  talked  with  him  frequently  about  his  inventions;  but  he 
never  mentioned  the  telephone.  His  relations  with  David  A. 
Houck  were  such  that  the  latter  procured  him  an  opportunity 
to  test  his  magneto  key  at  the  telegraph  office  of  the  railroad 
company  at  Mechanicsburg.    Mr.  Stees  was  the  superintend- 
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ent  of  a  car.  company  at  Harrisburg,  having  shops  in  different 
parts  of  the  city,  connected  by  telegraph  lines.  He  was  the 
first  person  to  employ  Bell's  telephone  on  these  lines,  when 
they  were  introduced  into  Harrisburg,  late  in  1877  or  early  in 
1878.  He  was  a  friend  of  Drawbaugh,  and  Drawbaugh  would 
naturally  have  applied  to  him  if  he  wanted  to  test  his  tele- 
phone publicly  and  practically.  Isaac  Lloyd  was  a  school 
teacher  and  an  alderman  at  Harrisburg ;  had  known  Draw- 
baugh long ;  was  accustomed  to  visit  his  shop  from  time  to- 
time  ;  6aw  many  of  Drawbaugh's  inventions ;  was  present  on 
one  occasion,  when  Drawbaugh  experimented  with  his  mag- 
neto device  for  telegraphing,  at  Mr.  Wilson's  telegraph  office. 
Drawbaugh  visited  him  frequently,  and  they  were  accustomed 
to  converse  about  Drawbaugh's  inventions.  Drawbaugh 
showed  him  his  dial  telegraph,  his  electric  fire-alarm  appara- 
tus, and  numerous  other  inventions.  Witness  assisted  him 
about  the  electric  clock.  He  was  an  owner  of  patents  and  & 
friend  to  whom  Drawbaugh  applied  for  loans,  and  was  inter- 
ested in  mechanical  subjects  generally.  The  only  mention 
ever  made  to  him  by  Drawbaugh  about  a  telephone  was  in 
1878,  when  Drawbaugh  told  him  he  was  experimenting  with 
a  telephone.  From  1867  to  July  1873,  Drawbaugh  was  inti- 
mately connected  with  the  persons  composing  the  Drawbaugh 
Manufacturing  Company,  which  was  engaged  in  manufactur- 
ing devices  under  Drawbaugh's  patents.  He  was  a  stock- 
holder and  the  master  mechanic  of  this  company.  Among 
the  officers  and  stockholders  were  many  men  of  capital  and 
enterprise.  There  came  a  time  when  the  managers  of  the 
company  wanted  Drawbaugh  to  suggest  new  devices  for  the 
company  to  manufacture.  He  never  suggested  the  telephone 
nor  attempted  to  induce  the  managers  of  that  company  to  in- 
vestigate or  exhibit  his  talking  machine.  A  number  of  the 
managers  and  employes  of  this  concern  testify  that  they 
never  heard  of  the  existence  of  the  talking  machine  during 
the  life  of  the  company.  Without  attempting  to  refer  to 
other  testimony  to  the  same  general  effect,  what  has  already 
been  referred  to  shows,  that,  if  Drawbaugh  had  seriously  de- 
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sired  to  bring  his  talking  machine  into  public  notice  and  secure 
the  fruits  of  his  invention,  he  had  ample  opportunity  to  do 
so.  Who  can  doubt,  that,  if  he  had  a  practical  telephone  to 
exhibit,  he  would  have  selected  just  such  men  as  Kiefer,  Wil- 
son and  the  others  to  demonstrate  it  to  them,  and  enlist  them 
to  demonstrate  its  utility  and  value  to  the  public  ?  Such  an 
invention  was  of  a  kind  well  calculated  to  excite  public  inter- 
est and  to  impress  practical  men  with  a  quick  appreciation  of 
its  commercial  importance  and  its  pecuniary  value.  It  was 
so  sufficiently  perfected,  according  to  the  theory  of  the  de- 
fence, that  a  patent  could  have  been  obtained  prior  to  1870, 
to  secure  the  application  of  tbe  principle,  and  to  compel  every 
subsequent  inventor  to  pay  tribute  to  the  discoverer  of  a  new 
art.  For  years  it  was  mechanically  perfect,  and  its  efficiency 
and  importance  as  a  great  factor  in  human  intercourse  could 
have  been  demonstrated  to  the  public  without  appreciable  in- 
convenience or  expense.  Drawbaugh  fully  appreciated  its  im- 
portance and  value.  He  had  the  means  to  patent  it  himself, 
and  friends  to  assist  him  in  introducing  it  into  public  use.  He 
had  the  talent  to  induce  others  to  invest  in  his  inventions.  No 
explanation  is  possible,  why,  under  such  circumstances,  his  ef- 
forts should  have  left  no  mark  upon  the  annals  of  inventive 
progress,  and  given  no  evidence  of  life  beyond  the  idle  curi- 
osity his  talking  machine  excited  in  the  circle  of  his  admirers, 
during  all  these  years.  His  conduct  is  more  persuasive  to 
show  that  he  did  not  have  a  practical,  operative  telephone, 
than  the  testimony  of  a  multitude  of  witnesses  who  may  have 
seen  and  heard  talking  machines  at  his  shop  during  this  period. 
But  the  complainants  have  given  evidence  of  his  declarations, 
made  by  him  before  he  had  any  interest  to  pervert  the  truth, 
which  afford  a  reasonable  explanation  of  his  conduct,  and  go 
far  to  explain  how  the  testimony  of  the  corroborative  witr 
nesses  may  be  reconciled  with  the  truth. 

In  1874-6  Drawbaugh  issued  a  business  card,  advertising 
himself  as  "  inventor,  designer,  and  solicitor  of  patents."  On 
the  back  of  this  card  is  printed  a  list  of  his  inventions,  as  fol- 
lows :  "  Stave  heading  and  shingle  cutter  ;  barrel  machinery  ; 
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stave  jointing  machine  ;  tram  and  red  staff  for  levelling  face 
of  mill  stones ;  rine  and  driver  for  running  mill  stone ;  nail 
machinery  for  feeding  nail  plates  ;  pumps,  rotary  and  others ; 
hydraulic  ram  ;  the  Drawbaugh  rotary  measuring  faucet ;  car- 
pet rag  looper ;  electric  clock  and  magneto-electric  machine 
for  short-line  telegraphing,  and  fire  alarm,  and  propelling  elec- 
tric clocks."  He  takes  pains  to  say,  of  this  magneto  machine, 
on  his  card,  that  it  "can  be  applied  to  any  form  of  electric 
movement,  and  dispenses  with  a  galvanic  battery."  He  had 
obtained  patents  for  some  of  these  inventions,  but  had  not  for 
others.  He  was  then  experimenting  with  his  electric  clock, 
and  with  his  magneto-machine  for  short-line  telegraphing,  fire 
alarms,  etc.,  and  included  them  in  the  list  of  his  inventions. 
The  omission  to  mention  the  most  important  one  of  all  his  in- 
ventions, one  respecting  which,  according  to  his  present  testi- 
mony, there  had  not  been  a  week  from  the  time  he  made  his 
first  cup  machine  that  he  had  not  been  engaged  with  it,  one 
which  was  complete  before* his  electric  clock  was  complete,  is 
a  significant  statement,  by  implication,  that  he  had  no  such  in- 
vention to  advertise.  It  is  to  be  remembered,  that,  when  he 
chronicled  his  achievements  in  the  autobiographical  sketch  of 
1878,  the  Bell  telephone  had  been  introduced  into  commercial 
use  at  Harrisburg,  three  miles  from  Drawbaugh's  shop,  and 
the  local  newspapers  had  been  full  of  the  subject.  The  cur- 
sory allusion,  in  that  autobiography,  to  "several  kinds  of 
telephones,"  is  in  striking  contrast  with  the  eulogistic  de- 
scription of  the  electric  clock,  and  wholly  inconsistent  with 
the  theory  that  he  deemed  himself  to  be  the  originator  of 
the  telephone,  which,  at  that  particular  time,  was  a  topic  of 
universal  interest. 

In  his  testimony,  given  in  1879,  in  the  interference  pro- 
ceeding with  Hauck,  although  he  did  not  include  the  talking 
machine  in  the  category  of  his  successful  inventions,  in  the 
course  of  his  testimony,  he  produced  a  sketch  of  his  faucet, 
and  stated  .that  he  made  it  "  about  1874  to  1876,  when  I 
was  experimenting  on  telephones  or  phonographs."  He 
represented  himself  not  as  an  inventor  of  that  which  he  is 
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now  claimed  to  have  perfected,  bat  as  an  experimenter  with 
a  ''  telephone  or  phonograph."  It  is  instinctive  to  read  this 
statement  in  juxtaposition  with  a  statement  made  by  him  to 
Mr.  Matthews  in  the  preceding  year.  Mr.  Matthews  was  the 
managing  editor  of  the  Baltimore^  American,  and,  in  April, 
1878,  made  a  visit  to  Drawbangh,  at  his  shop,  to  see  Draw- 
bangles  magnetic  clock,  in  consequence  of  information  re- 
ceived from  a  correspondent.  He  was  a  careful  observer, 
who  went  there,  obviously,  for  the  purpose  of  writing  an  ar- 
ticle for  his  paper.  That  his  memory  is  unusually  retentive 
and  accurate,  and  that  he  is  a  careful  and  conscientious  man, 
is  apparent  from  a  letter  written  by  him  in  December, 
1883,  after  the  proofs  in  the  case  had  been  closed,  and  in 
which  he  manifests  a  desire  to  correct  certain  errors  of  de- 
tail in  his  deposition.  Upon  that  visit,  his  attention  was 
chiefly  directed  to  the  clock,  but  he  examined  Drawbaugh's 
other  inventions,  and  conversed  with  him  about  them ;  and, 
among  other  things,  conversed  about  the  telephone.  Draw- 
baugh's statement  to  him  on  that  occasion  was,  that  he  had  in- 
vented apparatus  to  send  messages  by  means  of  an  alphabet 
founded  upon  difference  of  sounds.  He  did  not  profess  to  be 
the  inventor  of  the  speaking  telephone,  or  assert  that  he  had 
ever  transmitted  speech  successfully  with  his  apparatus.  He 
said  that  the  idea  of  transmitting  sounds  in  this  manner  was 
not  new,  and  that  he  had  read  of  it  some  years  before  in  a 
publication  translated  from  the  French  ;  and  he  denied  Bell's 
right  to  claim  the  invention  of  the  telephone,  because  of  that 
publication.  In  the  article  founded  on  that  interview,  which 
Mr.  Matthews  subsequently  wrote  for  publication  in  the  Balti- 
more American,  he  adverts  to  the  several  useful  agricultural 
and  mechanical  devices  patented  by  Drawbangh,  and  adds: 
"  It  may  be  mentioned,  that  Mr  Drawbaugh  constructed  a 
rude  telephone  long  before  Mr.  Edison  loomed  up  as  the 
i  boss '  inventor.  He  never  expected  to  send  articulate  sounds 
over  a  magnetized  wire,  but  he  believed  that  an  alphabet  could 
be  arranged  after  the  manner  of  the  musical  scale,  and  that 
messages  could  be  transmitted  and  understood  by  the  varia- 
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tions  of  tone  and  pitch.  This  unlettered  mechanic  came  very 
near  anticipating  Edison  and  Bell  in  the  invention  of  the  tel- 
ephone, and  nothing  but  his  poverty  prevented  him  from  con- 
ducting his  experiments  to  a  successful  issue."  His  advertis- 
ing card,  his  testimony  before  the  Patent  Office,  his  autobiog- 
raphy, and  his  statement  to  Matthews,  authenticated  in  writ- 
ing, were  all  made  when  he  had  no  pecuniary  interest  to  color 
the  facts,  and  upon  occasions  when  he  was  anxious  to  present 
himself  in  the  most  favorable  light  as  an  inventor ;  and  they 
were  all  made  after  his  talking  machine,  according  to  the  the- 
ory of  the  defendants,  was  a  perfect  invention  and  known  to 
be  such  by  many  of  his  friends  and  neighbors.  These  are  de- 
clarations evidenced  in  writing,  and  one  of  them  made  under 
oath,  which  point  in  but  one  direction.  They  are  consistent 
with  his  conduct.  They  show  that  he  understood  himself  to 
he  an  experimenter  with  telephones  or  phonographs,  but  not 
the  inventor  of  the  speaking  telephone.  The  complainant  has 
supplemented  this  evidence  by  the  testimony  of  other  sub- 
stantial witnesses,  who  had  favorable  opportunities  to  know 
what  Drawbaugh  had  invented,  and  who  describe  what  they 
saw  and  did  not  see  at  his  shop,  and  narrate  what  he  said  about 
his  talking  machines  on  various  occasions.  This  testimony  in- 
dicates, that,  at  as  late  a  period  as  in  1873-9,  Drawbaugh  was 
an  experimenter,  but  not  the  author  of  the  parent  invention, 
nor  one  who  had  perfected  any  valuable  improvement  upon 
it ;  and  is  in  substantial  accord  with  his  statement  to  Mr.  Mat- 
thews and  his  testimony  in  the  interference  proceedings. 
What  gives  point  and  force  to  this  testimony  and  parries  the 
ordinary  objections  to  the  reliability  of  verbal  declarations  is, 
that  these  witnesses  are  persons  who  would  have  been  forcibly 
impressed,  because  of  their  interest  in  the  particular  subject, 
by  any  assertion  by  Drawbaugh  that  he  was  an  inventor  of  the 
telephone.  During  the  time  in  question,  Drawbaugh  had 
friendly  relations  with  the  newspapers  of  the  vicinity ;  his 
friends  were  frequently  communicating  laudatory  notices  of 
his  mechanical  and  inventive  efforts  to  the  press  ;  and  he  him- 
self visited  one  of  the  newspaper  offices  in  the  spring  of  1873, 
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to  show  a  telephone  he  had  made.  These  newspapers  had 
published  articles  about  the  Bell  telephone ;  but,  up  to  the 
spring  of  1878,  while  many  notices  had  been  published  in 
them  about  his  electric  clock  and  other  inventions,  describing 
him  as  a  man  of  extraordinary  genius,  there  had  been  no  men- 
tion of  the  telephone  ;  and  when,  in  the  spring  of  1-878,  the 
subject  was  mentioned,  he  was  referred  to  as  one  who  was  "  in- 
venting a  telephone  on  a  different  plan  from  that  now  occupy- 
ing the  attention  of  the  scientists,"  and  as  about  completing 
"  the  new  telephone  he  is  now  constructing." 

In  this  connection  it  is  to  be  noted,  that,  soon  after  tele- 
phones were  introduced  in  Harrisburg,  late  in  1877,  or  early 
in  1878,  Drawbaugh  visited  the  offices  where  they  were  used, 
examined  the  inside  of  the  instruments,  and  borrowed  one  to 
take  home,  which  he  kept  for  several  days ;  and  the  instru- 
ment which  he  borrowed  bears  a  close  resemblance  in  appear- 
ance to  Exhibit  "  A,"  which  it  is  asserted  he  had  made  in 
1873  or  1874. 

No  extended  reference  will  be  made  to  the  testimony  of 
other  witnesses,  such  as  Mr.  Weaver  and  Mr.  G-riseinger, 
showing  declarations  of  Drawbaugh  made  after  the  Bell  tele- 
phone was  in  commercial  use,  to  the  effect,  that,  although 
he  had  experimented  on  the  telephone  years  before  Bell,  he 
had  obtained  no  satisfactory  results. 

It  remains  to  consider  what  effect  is  to  be  given  to  the 
testimony  of  the  multitude  of  witnesses  who  have  been  pro- 
duced to  substantiate  the  defence.  Disregarding  the  testi- 
mony which  is  merely  hearsay,  and,  therefore,  incompetent 
as  evidence  of  the  main  fact,  the  testimony  of  many  other 
witnesses  is  overthrown  by  the  palpable  improbability  of 
their  statements,  or  by  the  contradictions  between  their  state- 
ments and  those  of  other  witnesses  for  the  defendants  upon 
substantive  points,  or  by  successful  attacks  upon  their  ac- 
curacy, in  the  rebutting  testimony  of  the  complainants. 
There  still  remains  a  formidable  number  of  witnesses  who 
testify  to  seeing  or  using  Drawbaugh's  talking  machine,  and 
some  of  whom  identify  particular  exhibits  as  lie  instruments 
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which  they  saw  or  tried.  No  doubt  is  entertained  that  Draw- 
baugh  was  experimenting,  at  an  early  period,  with  telephones 
or  phonographs.  He  knew  about  the  phonograph  or  pho- 
nautograph  of  Scott,  as  early  as  in  1863.  The  membrane 
diaphragm,  excited  by  sonorous  waves,  and  the  mechanism  of 
the  phonograph  were  not  novelties,  and,  among  the  diver- 
sity of  inventive  possibilities,  had  probably  attracted  his  inter- 
est. Prior  to  the  issue  of  BelPs  patent,  Dr.  Van  De  Weyde ' 
had  made  public  experiments  with  the  Eeis  telephone,  at 
the  city  of  New  York,  and  others  had  made  like  experi- 
ments elsewhere.  In  May,  1869,'  a  full  description  of  the 
instrument  and  of  the  experiments  was  published  in  the 
newspaper,  "The  Manufacturer  and  Builder,"  treating  it  as 
a  highly  interesting  curiosity,  which  contained  the  germ  of 
great  practical  purposes.  Whether  other  newspapers  noticed 
the  experiments  or  not,  is  not  shown,  nor  is  it  shown  that 
Drawbaugh  saw  the  article  in  "The  Manufacturer  and 
Builder."  It  wotlld  be  difficult  to  prove  the  circumstance 
if  he  did  see  it.  Some  such  publication  probably  stimulated 
him  to  experiment.  If  he  made  a  sketch  of  the  mechanism 
at  the  start,  the  material  for  it  was  at  hand.  As  is  stated 
by  Mr.  Benjamin,  it  has  been  asserted  of  the  Keis  instru- 
ment, that  certain  sounds  of  the  human  voice  can  be  trans- 
mitted by  it,  but,  in  truth,  these  are  merely  fragmentary 
reproductions  of  vocal  sounds,  and  the  transmission  of  articu- 
late speech  could  not  be  effected,  because  it  was  constructed 
on  the  make  and  break  principle,  instead  of  on  that  of  the 
undulatory  unbroken  current. 

It  is  not  strange  to  any  reader  of  the  autobiography  that 
Drawbaugh  should  have  taken  up  the  telephone.  That  he 
and  those  about  him  should  have  treated  it  as  a  talking  ma- 
chine is  entirely  natural.  That  his  talking  machine,  as  late 
as  in  1876,  bore  a  striking  resemblance  to  the  Keis  telephone, 
is  shown  by  Mr.  Shapley's  testimony,  a  witness  who  noticed 
the  resemblance,  and  loaned  Drawbaugh  a  copy  of  the  Sci- 
entific American  describing  it.  There  is  enough  here  to  ex- 
plain  Drawbaugh's   declarations  to  his  neighbors  about  the 
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talking  machine  be  was  inventing,  and  to  excite  the  curi- 
osity of  the  community.  A  careful  reading  of  the  proofs 
renders  it  easy  of  belief  that  the  witnesses  who  testify  about 
casual  visits  to  his  shop,  which  occurred  many  years  before 
their  testimony  was  delivered,  and  to  cursory  tests  of  his 
instrument  on  those  occasions,  have  confused  the  fragmentary 
and  incoherent  articulation  of  such  an  apparatus  with  the 
hearing  of  distinct  words  and  sentences.  When  witnesses 
undertake  (as  many  of  them  do)  to  give  the  exact  words  or 
sentence  heard  in  the  instrument  live  or  ten  years  before, 
when  their  attention  was  not  called  to  the  subject  after- 
wards, no  hesitation  is  felt  in  rejecting  such  statements  as 
utterly  incredible.  It  may  be  charitably  inferred  that  such  a 
witness  has  confused  his  recollections  with  more  recent  im- 
pressions. A.8  will  hereafter  be  shown,  the  proofs  demon- 
strate, that  most  of  the  witnesses  who  testify  to  having  heard 
distinctly  and  coherently,  through  the  talking  machine,  all 
those  who  indicate  the  Exhibits  "  B,"  "  F,"  and  a  C "  as 
the  instruments,  are  mistaken,  if  they  are  truthful.  If 
Drawbaugh  was  a  charlatan,  he  may  have  assisted  in  delud- 
ing them;  and  the  proofs  show,  that,  between  1872  and 
1874,  a  string  telephone  was  in  his  brother's  shop,  in  the  vil- 
lage. The  fact  that  he  never  attempted  to  exhibit  his  ma- 
chine outside  of  his  shop,  where  it  could  be  used  between 
points  some  considerable  distance  apart,  and  where  its  real 
capacity  could  be  readily  observed,  is  significant  in  this  con- 
nection. 

The  more  important  testimony  is  that  by  which  it  is  sought 
to  identify  the  several  exhibits,  and  show  their  existence  at 
times  consistent  with  the  theory  of  the  natural  evolution  of 
the  invention.  The  identification  of  particular  exhibits,  as 
seen  by  the  witnesses,  among  the  various  objects  of  curiosity 
at  Drawbaugh's  shop,  several  years  before  they  testify,  is  nec- 
essarily unreliable,  when  it  is  attempted  by  observers  who  had 
no  knowledge  of  the  mode  of  operation,  or  of  the  internal  or- 
ganization of  the  instruments.  Such  witnesses  could  not  ap- 
preciate what  they  saw,  even  if  they  examined  the  instru- 
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ment.  Most  of  the  witnesses  belong  to  this  class.  Indeed, 
the  greater  proportion  of  them  do  not  profess  to  identify  the 
exhibits  positively.  Some  are  more  certain  than  others  that 
particular  exhibits  are  the  instruments  they  saw.  Exhibits 
«jy>  «B,"  and  "C,"  are  fragmentary  remains  of  instruments, 
and  their  value  depends  upon  Drawbangh's  descriptions  of 
the  operative  parts  that  no  longer  exist.  Scores  of  witnesses 
testify  to  seeing  the  tumbler  device  resembling  Exhibit  "  F," 
and  the  tin  can  device  resembling  Exhibit  u  B,"  but  the  iden- 
tification of  the  other  exhibits  prior  to  the  date  of  Bell's  pat- 
ent is  comparatively  feeble.  The  appearance  of  Exhibits  "  F," 
4<  B,"  and  u  C  "  is  sufficiently  peculiar  and  distinctive  to  im- 
press the  memory  of  those  who  saw  them.  On  the  other  hand , 
the  other  exhibits  are  not  of  this  character,  and  all  that  ordi- 
narily the  witnesses  can  safely  say  of  them  is,  that  five 
years  or  more  before  testifying  they  think  they  saw  or  used  a 
small  walnut  box  externally  resembling  "  I,"  or  "  A,"  or  "  E," 
or"D." 

It  may  be  said,  generally,  of  all  the  testimony  of  the  wit- 
nesses who  attempt  to  identify  exhibits,  that  it  is  mainly  valu- 
able when  it  proceeds  from  those  who  used  the  instruments 
which  they  think  they  remember,  and  obtained  results.  They 
must  remember  the  results  obtained  much  better  than  the 
minor  differences  of  appearance  presented  by  the  instruments. 
Granting  that  Exhibits  '•  F,»  "  B  "  and  "  C  "  would  be  likely 
to  be  remembered,  what  shall  be  said  of  the  value  of  the  tes- 
timony of  scores  of  witnesses  who  state  that  they  tested 
these  instruments,  or  saw  others  test  them,  and  they  artic- 
ulated perfectly,  when  it  appears,  by  the  most  authentic 
test,  that  these  instruments  were  incapable  of  such  articula- 
tion? 

In  March,  1 882,  after  most  of  the  proofs  in  the  case  had 
been  taken,  a  test  was  made  of  the  capacity  of  the  exhibits  to 
transmit  speech,  in  the  presence  of  the  counsel  and  the  ex- 
perts for  the  respective  parties.  It  is  not  accurate  to  say  a 
test  was  made  of  the  exhibits ;  but  reproductions  of  "  F," 
"  B  "  and  "  C  "  were  made  by  Drgwbaugh,  and,  as  rehabili- 
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tated  by  him,  were  used  for  the  test.  Whether  these  were 
honest  reproductions,  no  one  can  tell ;  but,  such  as  they  were, 
they  were  experimented  with  by  Drawbangh,  before  they 
were  subjected  to  the  test.  Whatever  else  that  test  demon- 
strated, it  proved  that  articulate  speech  could  not  have  been 
practically  communicated  through  Exhibits  u  F,"  "  B  "  and 
"C,"  at  Drawbangh's  shop,  nnder  similar  conditions;  and 
that  only  fragmentary  or  incoherent  speech  could  be  occasion- 
ally and  exceptionally  rendered  by  the  reproduced  instru- 
ments which  had  been  experimented  with  privately  before 
the  public  test.  The  proofs  show,  that,  all  along  to  1878, 
Drawbangh  exhibited  his  earlier  instruments,  "  F  "  and  "  B," 
to  spectators,  and  used  them  as  his  talking  machine,  some- 
times showing  or  using  both  together,  and  sometimes  one  of 
them.  The  testimony  of  the  defendants'  witnesses  Springer, 
Moore,  Musser  and  Bayler,  is  pertinent  upon  this  point,  and 
has  been  referred  to.  How  is  it  to  be  explained,  that  he  need 
these  crude  instruments  in  1875  and  1876,  as  his  talking  ma- 
chine, if  he  had  the  better  instruments,  especially  such  instru- 
ments as  "  E  "  and  u  D  "  ?  But,  in  view  of  the  facts  now 
shown,  that  these  earlier  exhibits  are  incapable  of  satisfactory 
articulation,  what  confidence  can  be  placed  in  the  rest  of  the 
testimony  produced  to  identify  exhibits  ?  If  the  witnesses 
are  mistaken  in  identifying  these  very  characteristic  instru- 
ments, and  in  recalling  the  results  obtained  through  them, 
little  reliance  can  be  placed  npon  the  identification  of  the 
other  instruments,  or  upon  the  statement  of  the  results 
which  the  witnesses  think  were  obtained  through  them. 
If  these  witnesses  are  mistaken  in  the  dates  which  they  fix 
for  the  occasions  they  speak  of,  their  testimony  can  be 
reconciled  with  all  the  probabilities  of  the  case.  And  the 
reasonable  explanation  of  their  testimony  is,  that  those 
witnesses  who  really  saw  or  used  the  later  exhibits,  did 
so  in  1876, 1877, 1878,  and  later,  instead  of  on  earlier  oc- 
casions. 

The  proofs  an  both  sides  lead  to  the  general  conclusion, 
that  Drawbangh  was  not  an  original  inventor  of  the  speaking 
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telephone,  but  had  been  an  experimenter,  without  obtaining 
practical  results,  until  the  introduction  of  the  instruments  into 
Hamsburg.  It  is  very  probable,  that,  after  reading  in  the 
Scientific  American,  loaned  to  him  by  Mr.  Shapley,  in  Oc- 
tober, 1876,  the  article  purporting  to  describe  Bell's  telephone, 
but  which  really  describes  better  the  Reis  apparatus,  he  under- 
took to  improve  his  old  devices.  At  that  time,  or  after  he 
had  examined  the  telephone  instruments  at  Harrisburg,  and 
carried  one  of  them  home  to  study,  he  may  have  altered  the 
organization  of  his  instrument,  and  made  the  intermediate  ex- 
hibits between  "  F  "  and  "  D."  If  he  exhibited  them  at  his 
shop,  and  was  able  to  transmit  speech  through  them,  this 
fact  will  account  for  the  testimony  of  the  witnesses  who 
identify  these  exhibits,  and  may  be  mistaken  as  to  the  time 
they  saw  them.  The  real  history  of  his  talking  machine  is 
known  only  to  himself,  and  it  will  not  be  profitable  to  con- 
jecture when  he  made  the  advanced  instruments  which  he 
claims  to  have  made  in  February,  1875,  and  the  later  in- 
struments. It  may  be,  that,  in  discrediting  his  narrative, 
and  rejecting  the  theory  of  the  facts  which  rest  upon  it, 
the  value  of  the  corroborative  testimony  has  been  under- 
estimated. However  this  may  be,  no  doubt  is  enter- 
tained as  to  the  conclusion  which  should  be  reached  upon 
the  proofs. 

Succinctly  stated,  most  favorably  for  the  defendants,  the 
case  is  this:  One  hundred  witnesses, more  or  less,  testify,  that, 
on  one  or  more  occasions,  which  took  place  from  five  to  ten 
years  before,  they  think  they  saw  this  or  that  device  used  as  a 
talking  machine ;  they  are  ignorant  of  the  principle  and  of 
the  mechanical  construction  of  the  instruments,  but  they 
heard  speech  through  them  perfectly  well,  and  through  one 
set  of  instruments  as  well  as  the  other.  This  case  is  met  on 
the  part  of  the  complainants,  by  proof  that  the  instruments 
which  most  of  the  witnesses  think  they  saw  and  heard 
through  were  incapable  of  being  heard  through  in  the  manner 
described  by  them,  and,  further,  that  the  man  who  knew 
all  about  the  capacity  of  his  instruments  never  attempted  to 
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use  them  in  a  manner  which  would  demonstrate  their  efficien- 
cy and  commercial  value,  but  on  the  contrary,  for  ten  years 
after  he  could  have  patented  them,  and  for  five  yean  after 
they  were  mechanically  perfect,  knowing  all  the  time  that  a 
fortune  awaited  the  patentee,  and  with  no  obstacles  in  his 
way,  did  not  move,  but  calmly  saw  another  obtain  a  patent 
and  reap  the  fame  and  profit  of  the  invention.  Without  re- 
gard to  other  features  of  the  case,  it  is  sufficient  to  say  that 
the  defence  is  not  established,  so  as  to  remove  a  fair  doubt  of 
its  truth,  and  such  doubt  is  fatal. 

The  observation  of  an  eminent  commentator  may  be 
quoted  as  apposite  to  the  case :  "  No  form  of  judicial  evi- 
dence is  infallible:  however  strong  in  itself,  the  degree  of 
assurance  resulting  from  it  amounts  only  to  an  indefinitely 
high  degree  of  probability ;  and  perhaps  as  many  erroneous 
condemnations  have  taken  place  on  false  or  mistaken  di- 
rect testimony,  as  on  presumptive  proof."  (Bed's  Ev.>  sec. 
468.) 

A  decree  is  ordered  for  the  complainants. 

James  J.  Storrow  and  Edward  N.  Dickerson>  for  the 
plaintiffs. 

Ly sander  Hill  and  George  F.  Edmunds,  for  the  de- 
fendants. 
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ACTOR. 
See  Agreement,  1. 

ADMIRALTY. 
See  Practice,  7. 

AGENT. 

See  Equity,  2. 

Insurance  (Life),  8. 

AGREEMENT. 

,.  By  a  written  agreement  made  at 
London,  bt-tween  8.,  tbe  manager  of 
a  theatre  in  New  York,  and  C„  an 
actor,  of  Ijondon,  C.  agreed  to  act, 
for  7  months,  as  leading  man  of  that 
theatre,  in  each  plays  aa  should  be 
given  there,  and  in  such  other  thea- 
tres as  S.  should  direct,  in  the  Uniteil 
States  and  Canada ;  C.  to  pay  his 
own  expenses  to  New  York;  7  per- 
formances each  week  to  constitute  a 
week's  business;  S.  to  select  tbe 
plavs;  S.  to  pay  C.  $  100  "for  each 
performance  in  which  he  shall  ap- 
pear ; n  C  not  to  perform  in  any  the- 
atre in  the  Uniied  States  or  Canada 
till  tbe  contract  should  be  fulfilled; 
S.,  by  eivins  notice,  to  have  the  right 
to  continue  the  contract  for  6  weeks 
more*.  C.  went  to  New  York  and 
acted  at  said  theatre  for  0  weeks. 
Then  8.  refused  to  let  him  act  for  8 


weeks,  and  refused  to  pay  him  bis  sal- 
ary, $2,100,  for  that  time.  After- 
wards, C.  acted  for  8.  and  was  paid 
by  him  under  the  agreement  In  a 
suit  for  tbe  8  weeks'  salary :  Held, 

(1.)  8.  was  required  by  the  con- 
tract to  permit  C.  to  act,  and  C.  was 
entitled  to  his  salary  although  be  did 
not  •'  appear ; " 

(2.)  C.  did  not  lose  any  right,  by 
afterwards  acting  for  8.  and  being- 
paid  therefor; 

(8.)  C.  was  allowed  to  amend  his 
complaint  so  as  to  recover  the  $2,100 
as  damages  instead  of  wages.  Cogh- 
lan  v.  Stetton,  8S 

2.  Where  A.  has  agreed,  iu  writing,  to 
transfer  to  B.  certain  shares  of  stock, 
on  specified  conditions,  and  B.  has 
agreed,  in  writing,  to  pay  a  specific 
sum  of  money  therefor,  B.  cannot  be 
allowed  to  show  a  verbal  agreement 
that  he  was  to  sell  tbe  stock  aa  agent 
for  A.     White  v.  Boyce,  414 

8.  If  B.  claims  that  there  was  fraud  in 
the  sale  of  the  stock  to  bim,  his  rem- 
edy is  at  law,  for  damages,  and  not 
in  equity.  id. 

See  Lease. 

Patent,  11  to  16. 


AMENDMENT. 

See  Mastkr  in  Chancery,  8. 
Party,  1. 
Patrnt,  2*2. 
Practice,  7. 


APPEAL. 

See  Patent,  80. 
Practice,  7. 
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ARMY. 
See  Mnrom. 

ASSESSMENT. 
SmTax. 

B 


BANE. 

1.  A  check  owned  by  one  bank,  and 
sent  by  it  to  another  bank,  with  the 
endorsement, "  For  collection,  pay  to 
the  order  of  B.,  cashier ,w  h«  being 
the  cashier  of  the  Becond  bank,  was 
sent  by  the  second  bank,  for  collec- 
tion, to  a  third  bank,  under  an  ar- 
rangement by  which  the  money, 
which  was  collected,  went  into  a  gen- 
eral account  between  it  and  the  sec- 
ond bank.  After  the  third  bank  re- 
ceived the  check,  the  second  bank 
failed,  being  largely  indebted  to  the 
third  bank.  The  first  bank  sued  the 
third  bank  to  recover  the  proceeds 
of  the  check :  Held,  that  the  restricted 
endorsement  was  notice  to  the  third 
bank  that  the  second  bank  held  the 
check  only  as  an  agent,  for  collection, 
and  did  not  own  it,  and  that  the 
plaintiff  was  entitled  to  recover. 
Bank  of  ike  Metropolis  v.  Fir*  Nat 
Bank,  58 

See  National  Bask, 
Tax. 

BANKRUPTCY. 

1.  B.,  in  Ohio,  11  months  before  the  fil- 
ing against  him  of  a  petition  in  bank- 
ruptcy, gave  to  a  creditor  a  cognovit 
note,  payable  in  2  months,  under 
which  the  creditor  was  authorized, 
at  any  time  after  the  note  matured, 
to  enter  a  judgment  against  B.,  for 
the  amount  of  the  note.  The  judg- 
ment was  entered  42  days  before  the 
petition  in  bankruptcy  was  filed,  and 
on  it  the  personal  property  of  B.  was 
taken,  on  execution :  Held, 

(1.)  The  mere  giving  of  the  cogno- 
vit did  not  constitute  a  procuring  by 
B.  of  the  taking  of  his  property  at 
the  time  it  was  taken,  all  the  other 


!      conditions  of  an  illegal 
existing; 

(2.)  On  the  evidence,  B.  procured 
his  property  to  be  taken  within  2 
months  before  the  filing  of  the  peti- 
tion.    Balfour  v.  Wheeler,  % 

BETTERMENTS. 

1.  In  a  suit  for  betterments,  under  sec- 
tion 1,260  of  the  Revised  Laws  of 
Vermont,  the  plaintiff  must  have  pur- 
chased the  land  "  supposing  the  title 
to  be  good  in  fee  *  and  is  not  entitled 
to  recover  if  he  purchased  subject  to 
a  lien,  of  which  he  knew,  and  which 
he  did  not  suppose  to  be  invalid,  and 
from  which  he  supposed  his  grantor 
could  and  would  relieve  the  land. 
Jones  v.  Steam  Stone  Cutter  Co.,   167 

BILL  OF  EXCEPTIONS. 
See  Ciaourr  Count,  1  to  6. 


BILL  OF  LADING. 

1.  Goods  were  shipped  by  a  vessel,  un- 
der a  bill  of  lading  containing:  this 
provision :  "  No  damage  that  can  be 
insured  against  will  be  paid  for." 
The  goods  were  damaged  Decauae  of 
the  faulty  construction  of  the  ballset 
tank  of  the  vessel ;  and,  having  been 
insured,  the  loss  was  paid  before  the 

.  filing  of  the  libel :  Held,  that  the  ex- 
emptdon  was  not  to  be  construed  as 
an  exemption  from  liability  for  the 
negligence.     The  Hadji,  236 

2.  A  bill  of  lading,  after  providing  for 
demurrage  for  delay  in  unloading 
from  a  vessel  empty  petroleum  bar- 
rels, said,  "  all  other  conditions  aa 
per  charter-party.'*  The  charter- 
party  provided  that  the  cargo  might 
consist  of  such  barrels  and  of  iron 
rails,  and  that  the  former  should  be 
discharged  in  the  same  berth  with 
the  rails.  The  barrels  were  above 
the  rails.  The  vessel  proceeded  to  a 
dock  where  the  rails  would  be  re- 
ceived, but  where  the  dock  owner 
refused  to  receive  the  barrels.  Their 
consignee  delayed  for  four  days  to 
provide  a  lighter  to  take  them,  after 
having  agreed  to  do  so :  Held, 

(1.)  The  provision  aa  to  unloading 
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the  barrels  was  made  a  part  of  the 
bill  of  lading ; 

(2.)  The  detention  was  caused  by 
the  fault  of  the  consignee.  Gronstadt 
v.  WUthoff,  360 

8.  A  through  bill  of  lading  of  goods 
from  Nashville,  Tennessee,  to  Liver- 
pool, England,  for  their  transporta- 
tion by  specified  railroads  to  New 
York,  and  thence  by  the  steamship 
line  to  which  the  steamer  belonged, 
on  board  of  which  the  goods  were, 
when  they  were  lost  by  the  stranding 
of  the  steamer,  provided,  that  that 
company  alone  should  be  answerable 
for  loss,  in  whose  actual  custody  the 
goods  were  at  the  happening  of  the 
loss,  and  that  "  the  carrier  so  liable 
shall  have  the  full  benefit  of  any  in- 
surance that  may  have  been  effected 
upon  or  on  account  of  said  goods :  " 
Held,  that,  as,  in  the  bill  of  lading, 
the  terms  and  conditions  of  the  trans- 
portation to  New  York  by  the  rail- 
roads were  separate  and  distinct  from 
those  of  the  ocean  transportation, 
and  the  agent  who  signed  the  bill  of 
lading  signed  as  "  agent  severally, 
but  not  jointly,"  and  the  terms  and 
conditions  of  the  ocean  carriage  con- 
tained no  clause  as  to  the  benefit  of 
insurance,  and  the  bills  of  lading  is- 
sued by  the  steamer  not  in  connection 
with  railroad  transportation  did  not 
contain  any  such  clause,  the  carrier 
could  not  have  the  benefit  of  such  in- 
surance clause,  as  against  an  insur- 
ance company  which,  having  insured 
the  goods,  bad  paid  the  loss,  and  then 
sued  the  carrier  for  the  amount,  on 
the  ground  of  the  negligence  above 
set  forth.  Pheniz  Ins.  Co.  v.  Liver- 
pool and  Great  Western  Steamship 
Co.,  872 

4.  That  part  of  the  through  bill  of  lad- 
ing which  related  to  the  ocean  trans- 
Sortation  excepted  loss  from  acci- 
ente  of  the  seas,  occurring  by  the 
negligence  of  the  master,  mariners  or 
servants  of  the  ship-owners :  Held, 

(1.)  The  owners  of  the  vessel  were 
common  carriers  of  cargo ; 

(2.)  They  could  not  lawfully  con- 
tract for  exemption  from  liability  for 
the  negligence  of  their  agents  in 
charge  of  the  navigation  of  the  vessel ; 
(8.)  As  the  answers  admitted  the 
jurisdiction  of  the  District  Court,  and 
did  not  set  up  that  the  law  of  Great 

Vol.  XXII.— 37 


Britain  applied  to  the  case,  and  that 
law,  if  different  from  that  of  the 
forum,  was  not  proved  as  a  fact,  and 
there  was  no  contracting  in  view  of 
any  other  law  than  the  recognized 
law  of  the  forum,  the  case  must  be 
deciiied  according  to  the  law  of  the 
Federal  Courts,  as  a  question  of  gen- 
eral commercial  law ; 

(4.)  The  libellant,  having  paid  the 
loss,  was  subrogated  to  the  rights  of 
the  insured,  and  could  maintain  this 
suit  to  recover  the  sum  so  paid.     id. 

BOND. 

1.  A  railroad  company  issued  bonds, 
by  each  of  which  it  promised  to  pay 
the  sum  named  in  it,  on  a  specified 
day,  with  interest  payable  annually, 
as  provided  in  a  mortgage  on  land, 
and  also  on  the  net  income  from 
operating  a  road  of  the  company. 
The  bond  contained  this  clause:  " In 
case  such  net  earnings  shall  not,  in 
any  one  year,  be  sufficient  to  enable* 
the  company  to  pay  7  per  cent,  inter- 
est on  the  outstanding  bonds,  then 
scrip  may,  at  the  option  of  the  com- 
pany, be  issued  for  the  interest  :* 
Held,  that  the  bond  contained  an  ab- 
solute promise  to  pay  the  interest  in 
money  or  in  scrip ;  in  money,  if  the 
interest  should  be  earned ;  in  scrip, 
at  the  election  of  the  company,  if  it 
should  not  be  earned.  Manor  v. 
Texas  <k  Pacific  R.  R.  Co.,  464 

2.  The  election  not  having  been  exer- 
cised by  the  company,  before  the  in- 
terest became  due,  it  became  paya- 
ble in  money.  id. 

8.  Presentment  of  the  bonds  for  pay- 
ment of  interest  was  not  a  pre- requi- 
site to  a  right  of  action  for  the  inter- 
est, id, 

4.  An  announcement  by  the  defendant 
that  it  was  not  prepared  to  pay  the 
interest  either  in  money  or  in  scrip 
was  a  waiver  of  the  necessity  of  pre- 
sentment, id. 


0 

CARGO. 

1.  Where  there  are  several  consignees 
of  cargo,  no  one  of  them  can  control 
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the  selection  of  the  place  of  detivery. 
7W»*«  t.  Flock.  S65 

&e  Bill  of  Laduto,  1.  *. 

Cu*STBm-PABTYc  2,  J. 


CHARTER-PARTY. 

1.  In  this  case,  demurrage,  under  a 
charter-party,  for  the  detention  of  a 
reaeel,  was  not  allowed.  Tetiman  v. 
Flock,  355 

S.  The  duty  of  a  charterer  in  respect  to 
receiving  cargo  from  the  Teasel,  con- 
sidered, id 

3.  The  charterer  was  not  obliged  to  re- 
ceive iron  from  the  Teasel,  on  a  light- 
er, in  the  absence  of  proof  of  a  usage 
to  that  effect  uL 

See  Bill  or  Ladito,  2. 
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CHINESE. 

1.  A  person  of  Chinese  race,  born  at 
Hong  Kong,  after  its  cession  to  Great 
Britain,  and  always  a  British  subject, 
by  occupation  a  seaman,  shipped  as 
cook,  at  Calcntta,  in  Jnne.  1884,  on  a 
vessel  bound  to  New  York,  and  ar- 
rived there,  where  the  crew  were 
discharged.  He  was  arrested  on 
sh<  re,  and  held  by  a  United  States 
Commissioner,  to  be  sent  back  to  the 
conn  try  from  whence  be  came,  he  hav- 
ing no  certificate  under  §  6  of  the 
Act  of  May  6th,  1882,  (22  U.  8. 
Stat,  at  Large,  58, )  as  amended  by  the 
Act  of  July  6th,  1884,(23  Id,  116.) 
His  intention  was  to  ship,  as  soon  as 
possible,  as  cook,  on  a  vessel  sailing 
for  a  foreign  port.  On  habeas  corpus  : 
Held%  that  be  was  not  a  Chinese  1  "bor- 
er, within  the  meaning  of  the  Act  of 
May  6tb,  1882,  (22  U.  8.  Stat,  at 
Large,  58,)  and  that  be  should  be  dis- 
charged, on  his  own  recognizance, 
in  $500,  to  ship  on  a  voj  age  to  a  for- 
eign port,  within  30  days.  In  re  Ah 
JEW,  620 


CIRCUIT   COURT. 

1.  Where  an  action  at  law,  brought  in 
the  District  Court,  ia  tried  there,  by 
the  Court,  on  an  issue  of  fret,  without 
a  jury,  on  due  waiver  of  a  jury,  nnd 
a  writ  of  error  ia  sued  out  to  review 
in  the  Circuit  Court  the  judgment  en- 
tered on  the  decision  of  the  District 
Court,  no  question  arising  on  a  bill  of 
exceptions  can  be  considered  by  the 
Circuit  Court,  on  suck  writ  of  error. 
Doty  t.  Jtwitt,  66 

2.  The  question  is  one  of  the  power  of 
the  Circuit  Court,  and  is  not  such  a 
question  of  practice  as  is  embraced  in 
§  914  of  the  Revised  Statutes.        id. 

3.  Issues  of  fact,  in  an  action  at  law,  in 
a  District  Court,  must,  under  §  666 
of  the  Revised  Statutes,  be  tried  by 
a  jury,  and  there  is  no  statutory  pro- 
vision for  the  waiver  of  a  trial  by 
jury,  and  no  special  statutory  power 
conferred  on  the  Circuit  Court  to  con- 
sider any  questions  raised  by  a  bill  of 
exceptions,  in  such  an  action  not 
tried  by  a  jury.  id. 

4.  The  plaintiffs  having  throughout 
treated  the  suit  as  an  action  at  law, 
and  brought  a  writ  of  error  and  not 
an  appeal,  it  must  be  so  treated  by 
the  Circuit  Court  id. 

6.  The  agreement  of  parties  cannot  au- 
thorise the  Circuit  Court  to  revise  a 
judgment  of  the  District  Cdurt  in  any 
other  mode  of  proceeding  than  that 
which  the  law  prescribes.  id 

6.  As  the  District  Court  bad  jurisdic- 
tion of  the  subject-matter  and  the 
parties,  and  there  was  no  error  in 
the  record,  and  nothing  found  in  the 
bill  of  exceptions  could  be  consider- 
ed, the  Circuit  Court  affirmed  the 
judgment,  with  costs.  id 

7.  Where  a  case  is  tried  in  a  District 
Court  by  the  Court  without  a  jury, 
the  exceptions  to  the  findings  of  met 
and  law  by  that  Court  cannot  be  re- 
viewed by  the  Circuit  Court,  on  a 
writ  of  error.  Jackson  v.  United 
States,  353 

8.  Where  the  Circuit  Court  for  the 
District  of  Maaaachusctu  had  dead- 
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ed,  in  a  suit  by  one  corporation 
•gainst  another,  to  recover  dividends 
due  to  the  stockholders  of  the  former. 
Tinder  a  lease  to  the  latter,  that  the 
right  of  action  was  in  the  former,  and 
not  in  its  stockholders,  this  Court, 
in  a  suit  by  one  of  such  stockholders, 
against  the  latter,  to  recover  part  of 
the  same  dividends,  held  that  the 
prior  decision  should  be  followed. 
Reed  v.  Atlantic  <*  Pacific  R.  R.  Co., 

469 

See  Jurisdiction. 

Master  in  Chancery. 


CITY  OF  NEW  YORK. 
See  New  Yobx  Crrr. 

CLERK. 
See  Master  in  Chancery. 


COLLISION. 

1.  In  a  case  of  collision  between  a 
barge,  towed  at  the  starboard  side  of 
a  steam-tug,  (both  owned  by  the  li- 
bellant,) and  a  steamer,  the  tug  was 
held  in  fault  for  persisting  in  star- 
boarding, when  the  green  light  of  the 
steamer,  which  was  on  the  starboard 
hand  of  the  tug,  had  been  shut  out, 
for  a  lone  time,  after  both  her  side 
lights  had  been  seen  at  one  time,  and 
when  a  signal  of  two  whiwtlee,  given 
by  the  tug  to  the  steamer,  had  not 
been  answered  by  her.  the  ueual 
course  of  the  steamer,  to  make  her 
landing,  being  known  to  the  tug;  and 
the  steamer  was  held  in  fault  for  fail- 
ing to  see  the  lights  of  the  tu£.  The 
Pegaeue,  7 

2.  The  District  Court  having  dismissed 
the  libel,  this  Court,  on  an  appeal  by 
the  libellant,  divided  the  damages, 
and  allowed  no  costs  to  either  party 
in  the  District  Court,  but  allowed  to 
the  libellant  costs  in  this  Court,    id. 

8.  In  this  case,  a  schooner,  the  R.,  sail- 
ing close-hauled,  on  the  starboard 
tack,  in  the  night,  did  not  have  her 
regulation  side  lights,  and  especially 
her  green  light,  properly  and  brightly 
burning.    She  coUidea  with  another 


schooner,  the  N.,  whose  red  light  she 
saw,  and  which  was  sailing  on  the 
port  tack.  The  N.,  though  vigilant, 
did  not  see  any  light  on  the  R.,  and 
did  not  see  the  R.  till  it  whs  too  late 
to  avoid  a  collision.  The  R.  kept  her 
course:  Held,  that  the  failure  of  the 
R.  to  exhibit  any  light  which  the  N. 
could  see,  relieved  the  N.  from  her 
duty  to  avoid  the  R.,  and  the  igno- 
rance of  the  N.  as  to  the  course  of 
the  R.  until  it  was  too  late  for  the  N. 
to  do  anything  to  avoid  a  collision 
was  excusable,  and  was  produoed  by 
such  fault  of  the  R. ;  and  that  the  R. 
was  liable  for  the  damage  to  the  N. 
The  Royal  Arch,  209 

See  Lien. 

Negligence,  2. 


COMMISSIONER  OF  PATENTS. 
See  Jurisdiction,  1  to  8. 

COMMON  CARRIER. 
See  Bill  or  Lading,  8,  4. 

CONFLICT  OF  LAWS. 
See  Bill  or  Lading,  4. 

CONNECTICUT  RIVER, 
See  Water-Right. 

CONTRACT. 

See  Agreement. 

Patent,  11  to  16. 
Telegraph  Coup  ant. 

CORPORATION. 

1 .  When  a  stockholder  in  a  corporation 
seeks  to  restrain  it  from  going  be- 
yond its  corporate  powers,  he  must 
show  that  he  has  exercised  due  dil- 
igence, in  the  proper  direction,  to 
prevent  what  he  seeks  to  restrain. 
Leo  v.  Union  Pacific  Ry.  Co.,         22 

2.  One  who  purchases  stock  knowing 
that  the  corporation  is  engaged  in 
the  enterprises  which  he  seeks  to 
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stop,  consents  to  become  a  member 
of  a  corporation  so  engaged.  id. 

8.  A  railroad  corporation  may  have 
large  implied  powers.  id. 

4.  A  bill  to  restrain  a  corporation  from 
exceeding  its  powers,  should  make 
such  specific  and  distinct  allegations, 
.that  the  Court  can  see  that  there  is 
such  excess.  id 

6.  The  case  made  by  the  bill  was,  that 
a  majority  of  the  stockholders  of  the 
S.  company  resolved  to  avail  them- 
selves of  their  power,  as  a  quorum, 
to  sacrifice  the  interests  of  the  mi- 
nority of  stockholders,  for  their  own 
profit,  by  dissolving  the  corporation 
and  selling  its  property  and  fran- 
chises to  themselves,  at  half  their 
real  value ;  and  that  they  had  carried 
out  the  scheme  and  retain  its  fruits, 
and  had  deprived  the  plaintiffs,  the 
minority  stockholders,  of  what  would 
be  their  share,  on  a  fair  division  of 
the  corporate  property.  The  bill 
was  filed  against  the  R.  company,  as 
such  majority  of  stockholders,  and 
V.,  as  a  confederate,  to  obtain  such 
share:  Held, 

(1.)  The  proceeding  to  dissolve  the 
S.  company  was  regular ; 

(2.)  The  majority  of  the  stockhold- 
ers could  not  sell  the  property  to 
themselves  at  their  own  valuation  ; 

(8.)  Neither  the  S.  company,  nor 
its  stockholders,  other  than  the  plaint- 
iffs, are  indispensable  parties  to  the 
'  suit; 

(4.)  The  plaintiffs  are  entitled  to 
maintain  the  bill.  Ervin  v.  Oregon 
Railway  and  Navigation  Co.,        167 

6.  Notice  to  individual  stockholders  in 
a  corporation  is  not  notice  to  the  cor- 
poration, and  their  knowledge  of  facts 
is  not  notice  of  such  facts  to  the  cor- 
poration. Davis  Improved  Wrought 
Iron  Wagon  Wheel  Co.  v.  Davie 
Wrovght  Iron  Wagon  Co.,  221 

7.  The  fact  that  a  person  is  a  director 
of  a  corporation  when  it  acquires  a 
title  will  not  charge  it  with  the  knowl- 
edge which  such  person  has  of  any 
infirmity  in  its  title,  if  such  tide  is 
acquired  from  such  person.  id. 

SwBond. 


Cncurr  Court,  8. 
Insurance  (Life),  8. 
Mortgage. 
Receiver. 

COSTS. 

1.  In  a  suit  in  equity  for  the  infringe- 
ment of  two  patents,  the  plaintiff  had 
a  decree  on  only  one,  having  failed 
to  establish  infringement  of  the  other. 
The  Court  did  not  award  costs  to 
either  party.     Adam*  v.  Howard,  47 

2.  Where  a  bill  is  taken  pro  eon/eno, 
and  there  is  afterwards  a  final  decree, 
a  docket  fee  of  $20  is  taxable,  as  part 
of  the  plaintiff's  costs,  under  §  824  of 
the  Revised  Statutes,  for  the  hearing, 
as  a  "final  hearing,"  because  the 
Court  must  decree  the  matter  of  the 
bill.    AndrewMY.  Cole,  184 

8.  Where  a  Court  of  the  United  States 
dismisses  a  suit  at  law  for  want  of 
jurisdiction,  it  cannot  award  costs 
against  the  plaintiff.  JPentlarge  v. 
Kirby,  261 

4.  There  is  nothing  in  the  provisions  of 
§§  828,  914  and  988  of  the  Revised 
Statutes,  which  has  changed  this 
rule.  id. 

6.  Section  914,  as  to  practice,  does  not 
apply  to  costs,  and  relates  only  to 
cases  of  which  there  is  jurisdiction. 

tal 

6.  Sections  828  and  988  do  not  require 
the  awarding  of  costs  in  all  cases 
where  there  are  no  express  statutory 
provisions  to  the  contrary.  tot 

See  Collision,  2. 
Patent,  22. 

COURT-MARTIAL. 
See  Minoe, 

D 

DAMAGES. 
See  Collision,  2. 

NkGLIOENCE,  4. 
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Patent,  18. 
Sals,  5. 

DEMURRAGE. 

See  Bill  of  Lading,  2. 
Charter-Party. 

DISTRICT  COURT. 
See  Circuit  Court,  1  to  7. 

DUTIES. 

1.  Stockings  composed  of  either  wool 
or  worsted  and  cotton,  imported  into 
the  United  States  after  the  tariff  Act 
of  March  2d,  1867,  (14  U.  S.  Stat,  at 
Large,  559, )  went  into  effect,  were 
not  subject  to  duty  under  §  2  of  that 
Act,  as  manufactures,  wholly  or  in 
part,  of  wool  or  worsted,  but  were 
subject  to  duty  under  §  18  of  the  Act 
of  July  14th,  1862,  (12  Id.,  556,)  as 
"stockings."     Vietor  v.  Arthur,    89 

2.  A  specific  description  of  an  article, 
in  a  tariff  Act,  is  not  affected  by  a 
general  description  in  a  later  tariff 
Act  id. 


E 

ENDORSEMENT. 

&0BANK. 

ENLISTMENT. 
See  Minor. 

EQUITY. 

1.  A  Court  of  Equity  has  no  jurisdic- 
tion of  libel  or  slander  affecting  title 
to  property  or  property  rights,  unless 
threatened  or  apprehended  repetition 
makes  preventive  relief  proper  and 
necessary ;  and  a  bill  will  oot  lie 
merely  Tor  an  account  of  damage  from 
such  libel  or  slander.  Palmer  v. 
Travers,  185 

2.  H.  and  L.  were  partners.  The  de- 
fendants   were     their     confidential 


agents,  and  owned  bonds  issued  by 
a  State.  Being  ordered  by  H.  and 
L.  to  buy  for  them  some  of  the  bonds, 
they  charged  H.  and  L.,  in  account, 
with  a  sum  of  money,  as  paid  for  the 
bonds.  The  bonds  were  afterwards 
declared  void  by  the  highest  Court  of 
the  State.  The  account  was  adjusted 
with  the  item  in  it,  the  defendants  re- 
taining the  bonds,  EL  and  L.  suppos- 
ing that  the  defendants  had  bought 
the  bonds  from  other  parties.  L. 
having  died,  H.,  as  survivor,  sued, 
in  equity,  to  set  aside  the  transac- 
tion, rectify  the  account,  and  recover 
the  amount  due :  Held, 

!1.)  A  suit  in  equity  would  lie ; 
2.)  It  was  not  necessary  that  the 
next  of  kin,  or  personal  representa- 
tive, of  L.  should  be  a  party  to  the 
suit; 

(8.)  The  defendants  being,  in  fact, 
the  sellers  of  the  bonds,  without  the 
knowledge  of  EL  and  L.,  and  the  bonds 
being  worthless,  and  the  transaction 
not  having  been  ratified  by  H.  and 
L.,  the  sale  must  be  set  aside,  and  the 
account  resettled.  BUehoffeheim  v. 
Baltzer,  281 

See  Agreement,  8. 

Corporation,  1,  2,  4,  6. 

Costs,  2. 

Injunction. 

Master  in  Chancery. 

Party. 

Patrnt,  7,  8,  11,  20  to  26,  61, 

66,  67. 
Practice,  8  to  6,  9. 
Trade-Mare,  1. 

ESTOPPEL. 
See  Patent,  29. 

EVIDENCE. 

1.  A  merchant  appraiser,  acting  in  the 
re-appraisement -of  goods,  who,  after 
having  taken  an  oath  to  diligently 
examine  the  goods,  reports  their 
dutiable  value,  cannot  be  allowed  to 
testify,  as  a  witness,  that  be  did  not 
so  examine  the  goods,  on  the  trial  of 
a  suit  brought  against  the  collector, 
to  recover  back  duties  paid  on  a  val- 
uation made  as  the  result  of  such  re- 
appraisement.  Such  testimony  is 
against  public  policy.  Oetbermann 
v.  Merritt,  41 
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2.  Clear  evidence  that  a  person  died 
from  poison  is  not  famished  by  the 
fact  that,  after  death,  prosaic  acid 
was  found  in  his  stomach,  without 
evidence  t  hat  there  was  enough  to 
produce  death.  Edward*  v.  Travel- 
ler* Life  It*.  Co.,  225 

3.  If  he  died  from  poison,  it  must  be 
shown  that  he  took  it  knowingly,  in 
order  to  make  oat  a  case  of  suicide,  id. 

4.  A  mistake  in  ruling  as  to  the  order 
of  proof  is  cured  if  the  lacking  proof 
is  afterwards  given.  id. 

5.  A  new  trial  will  not  be  granted  be- 
cause one  party  offered  in  evidence 
a  paper  which  the  other  party  should 
have  offered.  id, 

6.  Where  the  plaintiff's  patent  ante- 
dates the  defendant's,  the  defendant 
must  prove,  beyond  a  reasonable 
doubt,  that  his  was  the  prior  inven- 
tion. When  that  is  done,  the  plaint- 
iff must  show,  by  proof  as  convinc- 
ing, that  his  invention  preceded  the 
defendant's.  The  evidence  must  be 
clear,  positive  and  unequivocal,  leav- 
ing nothing  to  speculation  or  con- 
jecture.    Thayer  v.  Hart,  229 

7.  Under  an  information;  under  §  8,897 
of  the  Revised  Statutes,  as  amended 
by  §  1 6  of  the  Act  of  March  1st,  1879, 
(20  U.  S.  Stat,  at  large,  848.)  for  the 
forfeiture  of  cigars,  as  removed  from 
the  place  where  they  were  made  with 
out  stamping  the  box  with  the  num- 
ber of  the  manufactory,  and  the 
number  of  the  district,  and  the  State, 
it  was  shown,  at  the  trial,  that  the 
cigars  were  not  made  at  the  manu- 
factory the  number  of  which  was 
stamped  on  the  box :  Held,  that  it  was 
to  be  presumed  the  cigars  were  re- 
moved in  the  condition  in  which  they 
were  found.    Jackson  y.  United  Stale*, 

858 

See  Agreement,  2. 
Practice,  1,  6. 


EXPRESS   COMPANY. 


1.  The  principles  laid  down  in  Express 
Cos.  y.  Railway  Cos.,  (8  McCrary, 


147,)  approved  and  applied.     Fargo 
v.  Redfidd,  527 

.  The  defendants'  railroad  was  one- 
fifth  in  Vermont  and  four-fifths  in 
Canada.  A  Vermont  corporation, 
owning  the  part  in  Vermont,  leased 
it  to  a  Canadian  corporation,  own- 
ing the  part  in  Canada,  and  the  latter 
mortgaged  the  whole,  to  three  trus- 
tees, defendants,  two  residing  in  Can- 
ada and  one  in  Vermont,  who  took 
possession  for  breach  of  the  mort- 
gage. On  a  bill  filed  in  the  Circuit 
Court  for  Vermont,  by  an  express 
company,  to  obtain  accommodation 
for  its  business,  over  the  road,  at  rea- 
sonable rates :  Held, 

(1.)  The  matter,  as  regarded  the 
part  of  the  road  in  Canada,  mast  be 
left  to  be  dealt  with  by  the  Courts 
of  Canada; 

(2.)  The  plaintiff  was  entitled,  on 
giving  security,  to  an  injunction  re- 
straining the  defendants  from  inter- 
fering with  the  facilities  accorded  to 
the  plaintiff  on  the  defendants'  road 
within  Vermont,  and  from  refusing  to 
transport  thereon  the  messengers  and 
matter  of  the  plaintiff  for  reasonable 
compensation,  to  be  agreed  upon  or 
fixed  by  the  Court.  id. 


EXTRADITION. 

1.  T.,  the  sub-manager  of  a  bank  in 
England,  drew  a  check  on  an  agent 
of  the  bank,  received  the  money  on 
it,  and  kept  it,  and  turned  into  the 
bank  a  "  blue  slip/'  showing  a  debit 
and  a  credit  in  respect  to  the  amount, 
the  credit  being  correct  but  the  deb- 
it fictitious.  Being  arrested  for  ex- 
tradition, under  the  Treaty  with 
Great  Britain,  on  a  charge  of  for- 
gery, the  Commissioner  decided  that 
the  "  blue  slip  "  transaction  was  for- 
gery, within  the  Treaty.  On  habe- 
as corpus  and  certiorari :  Held,  that, 
regarding  the  "  blue  slip  "  as  amount- 
ing to  an  entry  by  T.  in  the  books 
of  the  bank,  the  transction  was  not 
forgery,  according  to  the  rule  pre- 
vailing in  England,  and  the  deci- 
sion of  the  Court  of  Appeal,  in  the 
case  of  In  re  Windsor,  (6  Best  db 
Smith,  522.)    In  re  Tully,  213 
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FORFEITURE. 
See  Evidence,  7. 

FORGERY. 
See  Extradition. 

FRAUD. 

I.  R.,  in  Vermont,  being  insolvent,  ex- 
ecuted to  V.,  July  21  st,  1880,  a  mort- 
gage on  the  homestead  farm  of  R.,  in 
which  his  wife  joined,  for  $15,000, 
which  was  recorded  August  9th.  R. 
started  a  composition  with  his  cred- 
itors, by  deed  dated  July  27th,  by 
which  those  who  signed  and  sealed  it 
agreed  to  take  25  per  cent.,  io  com- 
promise, in  four  months  from  that 
date,  and  that  R.  might,  during  that 
time,  dispose  of  his  property,  towards 
paying  the  composition.  It  was  not 
provided  that  all  the  creditors  should 
sign.  V.  was  a  creditor  and  signed. 
In  October,  knowing  that  the  money 
was  to  be  raised  to  pay  the  composi- 
tion, he  advanced  the  $15,000  to  R., 
who  fled  to  Canada,  paying  little  to 
his  creditors,  and  abandoning  the 
composition.  The  mortgage  cover- 
ed all  the  property  the  creditors 
could  reach.  B.,  a  creditor,  had 
agreed,  for  25  per  cent,  to  assign  his 
claim  to  a  brother  of  K.  H.  had  an 
attachment  on  the  farm  prior  to  the 
mortgage,  the  ad  damnum  in  the  writ 
being  $1,500,  but  he  obtained  judg- 
ment for  a  larger  amount.  For  $126 
Said  him  he  signed  and  sealed  the 
eed,  and  delivered  to  R.  a  writing 
discharging  his  attachment.  B.  first, 
and  afterwards  other  creditors,  at- 
tached the  farm  in  1881.  Neither  B. 
nor  H.  received  the  25  per  cent.  In  a 
suit  by  V.,  to  foreclose  the  mortgage, 
in  which  B.  and  H.  and  the  other  at- 
taching creditors  were  parties :  Held, 

(1.)  B.  was  really  a  party  to  the 
composition  dee  1 ; 

(2.)  That  deed  was  good  as  to  those 
who  siimed  and  sealed  it ; 

(3.)  The  mortgage  was  void  as  to 
those  who  did  not  sign  the  composi- 
tion, who  could  attach  the  property  ; 

(4.)  To  the  extent  of  the  $500  home- 
stead exemption,  it  was  not  void  ; 


(6.)  V.  was  entitled  to  a  foreclosure, 
as  to  the  $500  homestead  right  ex- 
emption, against  all  the  defendants ; 
against  all  but  H.,  of  the  value  of 
$1,500,  and  against  him  on  paying 
25  per  cent,  of  his  debt ;  against  all 
but  B.,  of  the  amount  of  his  attach- 
ment, and  against  that  on  paying  25 
per  cent,  of  his  debt;  and  to  no  fore- 
closure against  the  attaching  credi- 
tors subsequent  to  B.  Vobntine  v. 
Hurd,  489 

See  Aobbkmxht,  8. 


INJUNCTION. 

1.  An  injunction  to  restrain  a  public 
improvement  should  not  be  granted 
upon  the  application  of  a  private  par- 
ty, unless  the  legal  right  and  the 
threatened  injury  are  clear  and  cer- 
tain.    Turner  v.  People" t  Ferry  Co., 

272 

2.  In  a  suit  in  equity,  brought  by  the 
United  States,  by  direction  of  the 
Attorney-General,  to  repeal  a  patent 
for  an  invention,  an  injunction  will 
not  be  granted,  pendente  lite,  t  >  re- 
strain the  commencement,  or  prose- 
cution, of  suits  for  infringement. 
United  States  v.  Colgate,  412 

See  Corporation,  1,  2,  4. 
Express  Comhany. 
Party,  1. 
Patent,  27  to  81. 
Telegraph  Company. 
Trad k- Mark,  2. 
Water-Right. 


INSURANCE,  (LIFE.) 

1.  A  life  insurance  company  passed  the 
following  vote,  February  6th,  1871 : 
"Voted,  that  a  dividend  from  the 
surplus  of  the  company,  of  50  per  cent. 
upon  life  policies  entitled  to  partici- 
pate io  the  profits,  which  were  is- 
sued prior  to  January  1,  1869,  and  of 
40  per  cent  upon  endowment  policies 
of  the  same  year,  be  declared  and 
made  payable  in  accordance  with  the 
rules  of  the  company,  upon  premiums 
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paid  in  1868,  when  renewed  previous 
to  January  1st.  1878."  The  word 
"  renewed,"  in  this  vote,  is  not  lim- 
ited to  policies  which  were  renewed 
or  prevented  from  forfeiture  by  the 
payment  of  a  premium,  but  includes 
participating,  limited-payment  poli- 
cies which  bad  been  prevented  from 
forfeiture  prior  to  January  1st',  1878. 
Heuser  v.  Continental  Life  Insurance 
Co.,  161 

2.  Requirements  in  a  policy  of  life  in- 
surance as  to  giving  notice  of  death 
may  be  waived  by  the  insurer,  and 
are  waived  when  the  agent  of  the 
insurer  misleads  the  assured.  Ed- 
wards v.  Travellers*  Life  Ins.  Co.,  225 

8.  A  policy  of  life  insurance  issued  by 
a  corporation  of  Massachusetts,  re- 
cited an  application  by  R.,  for  insur- 
ance on  the  life  of  T.,  and  the  agree- 
ment of  R.  to  pay  annual  premiums 
for  10  years,  and  insured  the  life  of 
T.,  for  $5,000,  for  the  benefit  of  bis 
wife  and  their  children,  payable  to 
them.  It  included  a  clause,  that, 
after  two  or  more  annual  premiums 
were  paida  the  policy  was  to  be  a 
paid-up  one,  of  $500  for  each  premi- 
um paid.  R.  afterwards  surrendered 
the  policy  to  the  insurer,  without  the 
knowledge  of  the  wife  and  children, 
find  obtained  a  paid-up  policy,  on  the 
life  of  T.,  payable  to  himself,  for 
$2,500.  T.  having  died,  R.  famished 
proofs  of  death,  and  was  paid  by  the 
insurer  the  $2,600.  In  a  suit  by  the 
wife  and  children,  against  the  insur- 
er, to  recover  the  amount  due  on  the 
first  policy :  Held, 

(1.)  R.  did  not  act  as  the  agent  of 
the  plaintiffs,  in  surrendering  the 
first  policy; 

(2.)  Under  the  statute  of  Massa- 
chusetts, (Gen.  Stat*.,  1860,  e.  58, 
|  62,)  the  policy  enured  to  the  bene- 
fit of  the  wife  and  children ; 

(8.)  Proof  of  death  was  waived  by 
the  insurer,  by  accepting  from  the 
plaintiffs,  without  objection,  an  affi- 
davit of  the  death,  referring  to 
proofs  on  file  with  the  insurer,  made 

byR.; 

(4.)  When  R.  surrendered  the  pol- 
icy, the  insurer  held  notes  of  his 
given  for  premiums,  in  lieu  of  money, 
which  were  afterwards  paid  by  de- 
ducting their  amounts  from  the  mon- 


ey payable  on  the  second  policy 
The  notes  not  having  been  paid  as 
applicable  to  premiums  on  the  first 
policy,  and  thus  only  two  annual 
premiums  having  been  paid  on  that 
policy,  the  plaintiffs  were  allowed  to 
recover  $1,000,  with  interest  from 
90  days  after  the  service  of  such 
affidavit.  Timaycni*  v.  Mutual  Life 
Int.  Co.,  405 

INSURANCE,  (MARINE.) 

See  Bill  of  Ladiko,  1,  8,  4. 

INTEREST. 

SeeBojn>. 

INTERNAL  REVENUE. 

1.  An  obligation  or  promise  in  this 
form :  "  Due  the  bearer  one  dollar, 
in  goods,  at  our  store,  Kennedy,  N. 
Y.,  Oct.  14,  1878.  Aldricb,  Sweet- 
land  &  Co.."  is  not  a  ''note  used  for 
circulation,"  within  §  19  of  the  Act 
of  February  8th,  1875,  (18  U.  &  Stat 
at  Large,  811,)  and  the  promisors  are 
not  liable  to  a  tax  thereon.  United 
States  v.  White,  82 

See  Evtoehck,  7. 


JUDGMENT. 
See  Circuit  Court,  1  to  6. 

JURISDICTION. 

1.  In  a  suit  in  equity,  brought  under 
§  4,915  of  the  Revised  Statutes, 
against  the  Commissioner  of  Patents, 
in  the  Circuit  Court  for  the  District 
of  Vermont,  to  obtain  an  adjudication 
that  the  pi  aio tiffs  were  entitled  to  a 
patent,  which  the  Commissioner  had 
refused  to  issue,  he  accepted  service 
of  the  subpoena,  to  have  the  same 
effect  as  if  duly  served  on  him  by  a 
proper  officer,  and  acknowledged  re- 
ceipt of  a  copy,  but  did  not  appear  in 
Court  nor  make  any  objection  to  pro- 
ceeding to  a  decree.    After  hearing 
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the  plaintiffs,  a  decree  was  made  in 
their  favor.  A  new  Commissioner 
moved  for  a  rehearing,  principally 
on  the  ground  that  the  Court  had  no 
jurisdiction:  Held,  that  the  motion 
must  be  denied.  Vermont  Farm  Ma- 
chine Co.  v.  Marble,  128 

2.  The  exclusive  jurisdiction,  under 
§  4,915,  is  not  In  the  Supreme  Court 
of  the  District  of  Columbia.  id 

8.  The  Circuit  Court  in  Vermont  had 
general  jurisdiction  of  the  subject, 
and  the  Commissioner,  by  accepting 
service,  consented  to  be  found  in  the 
District  of  Vermont,  and  his  consent 
is  binding  on  his  successor.  id. 

4.  A  citizen  of  the  District  of  Columbia 
is  not  a  citizen  of  a  State,  within  the 
meaning  of  the  statutes  conferring 
jurisdiction  on  the  Circuit  Courts  of 
the  United  States,  and  the  jurisdic- 
tion of  those  Courts  does  not  extend 
to  a  controversy  between  an  alien 
snd  a  citizen  of  the  United  States 
who  is  not  a  citizen  of  a  State.  Land 
Co.  of  New  Mexico  v.  fflkins,      208 

See  Circuit  Court,  1  to  7. 
Costs,  8  to  6. 
Party,  1, 
Patent,  20. 

JURY. 
See  Circuit  Court,  1  to  7. 


LACHES. 

See  Las. 

Practice,  3,  5. 

LEASE. 

1.  C,  for  a  consideration  of  $1,000, 
leased  to  M.  a  specified  seat  in  a  the- 
atre, with  the  right  to  use  it  for  17 
years,  4  months,  and  9  days,  when  the 
theatre  should  be  open  for  public  per- 
formances "  during  the  regular  the- 
atrical winter  season  of  about  forty 
weeks  in  each  year,"  provided,  that, 
in  case  of  the  destruction  of  the  the- 1 


atre  by  fire,  or  other  unavoidable 
casualty,  such  right  should  cease, 
and  C,  and  his  executors,  adminis- 
trators, heirs  and  assigns,  be  released 
from  all  liability  to  M.,  and  that  if  C, 
or  his  heirs  or  assigns,  should,  at  any 
time,  "  elect  to  discontinue  the  use  of 
the  said  building  as  a  theatre,  and 
to  devote  it  to  other  purposes"  he  or 
they  should  have  the  right  so  to  do, 
on  tendering  or  paying  to  M.  suoh 
proportion  of  the  $1,000,  as  the  time 
then  to  elapse  before  the  expiration  of 
the  lease  should  bear  to  the  whole 
term.  By  the  lease  it  was  agreed, 
that,  except  during  the  "aforesaid 
regular  theatrical  winter  seasons," 
and  at  all  times  except  those  at  which 
M.  should  be  entitled  by  the  lease  to 
use  the  seat,  C,  and  his  heirs  and 
assigns,  should  have  the  use  of  it. 
C.  held  the  land  on  which  the  the- 
atre was  built,  under  leases  of  it, 
reserving  ground  rents,  which  fact 
M.  knew  when  he  accepted  the  lease. 
He  used  the  seat  for  over  three 
years,  during  the  regular  theatrical 
winter  seasons,  till  C,  being  in  fail- 
ing health,  and  having  already  lost 
a  considerable  sum  of  money  by  the 
theatre,  ceased  to  give  theatrical 
representations  in  it,  and,  less  than 
six  months  afterwards,  died,  and  the 
defendant  was  appointed  hi6  execu- 
trix. The  ground  rents  not  being 
paid,  the  lessors  entered  and  evicted 
the  defendant  from  the  theatre,  she 
not  consenting.  In  a  suit  by  M. 
against  the  defendant,  to  recover 
damages  for  being  deprived  of  the 
use  of  the  seat :  Held, 

(1.)  The  lease  contained  no  cove- 
nant, express  or  implied,  for  the  en- 
joyment of  the  use  of  the  seat  dur- 
ing the  term,  nor  any  covenant  that 
performances  should  be  given  for  for- 
ty weeks,  during  the  regular  annual 
theatrical  winter  seasons; 

(2.)  There  was  no  covenant  to  pay 
back  any  part  of  the  $1,000  except 
under  the  special  circumstances  set 
forth  in  the  lease  ; 

(8.)  The  plaintiff  was  not  entitled 
to  recover.     Mor$e  v.  Cheney,      508 


LIEN. 

.  A  libel  in  rem  against  a  vessel,  for  a 
collision,  was  filed  more  than  four 
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yean  after  the  collision,  while  it  was 
owned  by  a  company  which  had 
bought  it  for  a  valuable  consideration, 
without  notice,  twenty-three  months 
after  the  collision,  the  vessel  having 
been  open  to  libel  at  all  times  before 
the  sale:  Held,  that  the  lien  had 
been  lost     The  Brutal,  239 


LIFE  INSURANCE. 
See  Insubanoc,  (Life.) 

M 

MARRIED  WOMAN. 
See  Insurance,  (Lot,)  8. 

MASTER. 
See  Nbgxjqsngic,  1,  5. 

MASTER  IN  CHANCERY. 

1.  An  interlocutory  decree  was  made 
in  a  patent  suit,  in  equity,  appointing 
the  deputy  clerk  of  the  Court  a  mas- 
ter to  take  an  account  of  profits. 
This  was  done  on  the  consent  of  both 
parties,  in  open  Court  The  decree 
aid  not,  as  required  by  the  Act  of 
March  3d,  1879,  (20  U.  8.  Stat,  at 
Large,  415.)  assign  special  reasons 
for  the  appointment.  The  reference 
proceeded  for  3  years,  and  the  master 
made  a  report,  for  the  plaintiff,  which 
was  excepted  to  and  confirmed.  Af- 
terwards, the  defendant  moved  to 
set  aside  the  reference,  showing  that 
till  after  the  confirmation  his  solicitor 
did  not  know  of  the  statute,  nor  did 
the  defendant  know  that  the  master 
was  the  deputy  clerk :  Held, 

(1.)  The  objection  to  the  appoint- 
ment was  waived  by  the  consent; 

(2.)  The  failure  to  assign  the  rea- 
sons in  the  decree  could  be  disre- 
rirded  or  supplied,  under  §  954  or 
913  of  the  Revised  Statutes; 

(3.)  The  defendant,  by  his  delay  in 
making  the  motion,  had  waived  the 
objection  to  such  failure.  Fucker  v. 
Hayes,  605 

2.  Whether  the  statute  applies  to  the 


appointment  of  a 
quart. 


of  this  kind, 
id. 


8.  The  decree  was  amended  nunc  pro 
tune,  by  reciting  the  fact  of  the  con- 
sent, as  a  sufficient  special  reason  for 
the  appointment.  id. 

MINOR. 

1.  D.  enlisted  in  the  army,  at  the  age 
of  19,  in  Jolv,  1870,  for  five  years,  de- 
serted in  February,  1872,  and  was 
arrested  as  a  deserter  in  October, 
1880,  and  held  for  trial  by  a  court- 
martial  When  he  enlisted,  he  had 
a  mother  living,  and  dependent  upon 
him  for  support,  who  did  not  consent 
to  his  enlistment  All  the  time  be- 
tween his  desertion  and  his  arrest  he 
was  in  the  city  of  New  York.  A 
habeas  corpus  being  issued  on  his  ap- 
plication, while  he  was  thus  held,  to 
procure  his  discharge,  on  the  grounds, 
(1)  that  his  enlistment  was  void  ;  (2) 
that,  if  a  deserter,  he  was  not  amen- 
able to  trial,  because  more  than  two 
years  elapsed,  after  he  deserted,  be- 
fore he  was  arrested:  Held, 

(1.)  It  was  for  the  court-martial  to 
'  decide  whether  the  limitation  of  Art- 
icle of  War  103,  {U.  S.  fiev.  Slat, 
§  1,842,)  applied  to  the  case,  as  that 
Court  had  jurisdiction  of  the  offence, 
and  the  limitation  was  a  matter  of 
defence ; 

(2.)  Under  §§  1,116,  1,117,  and 
1,118  of  the  Revised  Statutes,  a  minor 
over  the  age  of  16  may  enlist  in  the 
army,  but  his  enlistment  may,  during 
his  minority,  become  invalid,  at  the 
election  of  his  parents  or  guardian ; 

(3.)  The  enlistment  being  valid,  the 
minor  is  bound  by  bis  representa- 
tions forming  part  of  the  contract  of 
enlistment    In  re  Davison,  473 

MORTGAGE 

1.  On  the  foreclosure  of  a  mortgage  on 
the  property  and  franchises  of  a  rail- 
road corporation  created  by  Arkan- 
sas, the  trustees  under  the  mortgage 
purchased  the  property,  on  the  sale, 
for  the  benefit  of  the  bondholders.  A 
new  corporation  was  organised,  its 
stock  was  issued  to  such  bondhold- 
ers, for  unpaid  interest  on  their  bonds, 
and  they  received  for  their  old  bonds 
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sew  bonds  issued  under  a  new  mort- 
gage on  the  property.  The  stock 
passed  into  new  hands,  and  its  hold- 
ers, acquiring  control  of  the  corpora- 
tion, brought  this  suit  in  its  name  to 
set  aside  the  new  mortgage,  as  ultra 
vires  and  in  violation  of  the  Constitu- 
tion of  Arkansas:  Held, 

(1.)  The  new  mortgage  was  given 
for  property  actually  received,  and 
the  new  bonds  were  the  consideration 
of  the  conveyance  of  the  property  to 
the  new  corporation ; 

(2.)  The  vendors  were  the  old  bond- 
holders, and  the  vendee  was  the  new 
corporation ; 

(3.)  .The  latter,  on  purchasing  the 
property,  could  mortgage  it  to  secure 
the  purchase  money ; 

(4.)  The  corporation  could  not  be 
allowed  to  retain  the  property  and 
not  pay  the  purchase. price; 

(5.)  The  bondholders  would  be  en- 
titled to  protection,  as  having  a 
vendor's  lien.  Memphis  <k  Little  Mock 
R  R  Co.  v.  Dow,  48 

See  Fraud,  1. 
Receiver. 

MUNICIPAL  BOND. 

1.  The  views  of  Wallace.  J.,  in  Cowdrey 
v.  Town  of  Caneadea,  (21  Match/.  C. 
C.  R.,  851,)  were  adhered  to  by  him, 
and  those  of  Coxe,  J .,  in  Rich  v.  Town 
of  Mentz,  (Id.,  492,)  and  Chandler  v. 
Town  of  Attica,  (Id.,  499,)  were  ad- 
hered to  by  him,  as  to  the  construc- 
tion of  the  Aot  of  the  Legislature  of 
New  York,  chap.  925  of  the  Laws  of 
1 87 1 ,  in  regard  to  town  bonds.  Rich 
v.  Town  of  Mentz,  85 


N 

NATIONAL  BANK. 

1.  A  national  bank  had  1  directors. 
Its  president  wanted  to  borrow  $50,- 
000  from  it,  but  it  had  not  that  amount 
to  lend  to  him.  He  applied  to  a  bank 
in  Canada.  It  refused  because  it 
could  not  lend  the  amount  to  him 
without  exceeding  the  limit  allowed 
to  it  for  loans  to  individuals.  But  it 
deposited  $50,000,  on  interest,  with 


the  national  bank.  Four  of  the  di- 
rectors of  the  latter  assented  to  the 
transaction,  and  the  $50,000  was  en- 
tered on  its  books,  as  a  deposit  by  the 
Canada  bank.  It  paid  interest  on  the 
deposit  for  8  months,  and  afterwards 
suspended.  Its  receiver  rejected  the 
claim.    In  a  suit  to  recover  it :  Held, 

(1.)  The  national  bank  had  power 
to  enter  into  the  transaction  ; 

(2.)  It  was  made  in  the  proper  way, 
and  was  ratified ; 

(3.)  The  claim  must  be  allowed,  to 
be  certified  by  the  receiver,  and  paid 
ratably  from  the  assets.  Eastern 
Townships  Bank  v.  Vermont  National 
Bank,  498 

See  Tax. 


NAVIGATION. 

See  Collision. 
Negligence,  2. 

NEGLIGENCE. 

1.  C,  a  laborer,  employed  by  a  master 
stevedore,  was  unloading  iron  ore 
from  a  steamer,  at  a  wharf,  by  filling 
it,  in  the  hold,  into  tubs,  which  were 
hoisted  by  a  chain,  furnished  by  the 
steamer.  The  chain  broke  and  the 
tub  fell  upon  him,  and  injured  him : 
Held, 

(1.)  It  was  the  duty  of  the  master 
of  the  steamer  to  provide  a  suitable 
chain,  and,  if  be  was  negligent  in  that 
respect,  the  ship-owner  and  the  ves- 
sel were  liable ; 

(2.)  Negligence  in  the  master  was 
shown,  as  a  fact ; 

(3.)  C.  "was  not  negligent  or  in 
fault; 

(4.)  The  sum  of  $750  should  be 
awarded  to  him,  as  compensation* 
The  Rheola,  124 

2.  A  speed  of  about  11  knots  an  hour, 
(between  12}  and  13  miles,)  by  a 
steamer,  in  Long  Island  Sound,  in  a 
fog,  near  midnight,  is  not  the  "  mod- 
erate speed  "  required  by  sailing  rule 
No.  21,  (Rev.  Slat.,  §  4,283,)  and, 
where  the  death  of  a  passenger  on  a 
vessel  with  which  the  steamer  col- 
lides, in  the  fog,  while  going  at  such 
speed,  is  caused  by  such  collision, 
the  owner  of  the  steamer  will  be  held 
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liable  for  the  negligence  resulting  in 
sach  death.  Clare  v.  Providence  dt 
Stoninaton  Steamship  Co.,  195 

t.  Negligently  imparting  a  contagions 
disease  is  actionable.  Smith  v.  Ba- 
ker, 240 

4.  In  snob  a  case,  damages  cannot  be 
given  for  anything  which  the  plaint- 
iff might  have  avoided,  by  the  exer- 
cise of  the  reasonable  care  of  a  pru- 
dent person.  id. 

ft.  The  master  of  a  British  steamer 
which,  on  a  voyage  from  New  York 
to  Liverpool,  was  stranded  on  the 
coast  of  Wales,  held  to  have  been 
negligent,  in  that  he  had  reasonable 
ground  to  believe  that  lie  had  been 
mistaken  all  along  as  to  the  position 
of  his  ship,  because  he  had  taken  no 
cross  bearings  of  a  light  which  he 
saw,  expecting  to  see  it  near  at  hand 
and  in  a  certain  direction,  but  seeing 
it  in  a  different  direction,  and  think- 
ing he  saw  it  at  a  great  distance,  and 
had  not,  on  losing  sight  of  that  light, 
seen  another  light  which  ought  to 
have  been  then  seen,  and  had  heard 
a  foe-gun  in  a  direction  which  indi- 
cated that  the  ship  was  in  a  danger- 
ous position.  Phenix  Ins.  Co.  v. 
Liverpool  dt  Cheat  Western  Steamship 
Co.,  872 

See  Bill  or  Lading,  1,  4. 

NEW  TRIAL. 
See  Evidence,  5. 

NEW  YORK  CITY. 

1.  Under  the  Act  of  the  Legislature  of 
New  York,  of  April  9th,  1818,  (2  Rev. 
Laws  of  1 818,  eh.  86,  p.  482,  sees.  220, 
221,)  in  connection  with  the  ordi- 
nance of  the  Common  Council  of  the 
City  of  New  York,  of  December  81st, 
1856,  laying  out  East*  street,  along 
the  East  river,  a  person  who  filled 
up  the  intermediate  space  lying  be- 
tween a  lot  owned  by  him  and  a 
street  or  wharf  laid  out  along  the 
East  river,  became  the  owner  of  such 
intermediate  space  when  filled  up, 
but  did  not  acquire  any  riparian 
rights,  or  any  rights  of  wharfage 


along  the  bulkhead  opposite  such 
ground.  Turner  v.  People's  Ferry 
Co.,  172 


P 

PARTNER. 
See  Equity,  2. 

PARTY. 

1.  A  bill  in  equity  by  L.f  against  E., 
and  S.,  and  B.,  alleged  that  JE.  and  S. 
agreed  to  buy  land;  that  it  was 
bought,  and  title  taken  in  the  name 
of  E. ;  that  S.  paid  his  share  of  the 
price,  and  became  entitled  to  a  con- 
veyance of  his  share  of  the  land ;  that 
L.  had  acquired  the  interest  of  S. ; 
that  S.  had  assumed  to  convey  that 
interest  to  B. ;  and  that  E.  threatened 
to  convey  to  B. :  Held,  that  8.  was  a 
necessary  party  to  the  suit,  and  that, 
as  the  Court  had  no  jurisdiction  aa  to 
him,  no  injunction  could  be  granted 
against  E.  Land  Co.  of  New  Mexico 
v.  EUcins,  208 

2.  An  amendment  of  the  bill  cannot  be 
allowed,  which  would  amount  to  a 
new  and  materially  different  suit, 
either  as  to  parties  or  as  to  cause  of 
action.  id. 

See  Corporation,  5. 
Equity,  2. 

PATENT. 

1.  Invention. 

2.  Patentability,  (1.) 
8.  Novelty,  (2.) 

4.  Utility,  (8.) 

5.  Duration. 

6.  Abandonment. 

7.  Re-issue,  (4  to  6.) 

8.  Interfering  Patent,  (7.) 

9.  Assignment,  (8,  9.) 

10.  License,  (10  to  16.) 

11.  Infringement. 

12.  Profits,  (17  to  19.) 
18.  Damages. 

14.  Suit  in  Equity,  (20  to  26.) 

15.  Injunction,  (27  to  SI.) 

16.  Particular  Patents. 

(1.)  Dryfoos — Quilting     machine, 
(32,  83.) 
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(2.)  Firth— Cake-pan,  (84,  85.) 

(8.)  Brainard— Compositors'  copy 
distributor,  (36,  37.) 

(4)  Hicks— Thermometer,  (88  to 
41.) 

(5.)  Kreischer— Tiling,  (42  to  46.) 

(6.)  Van  Geasen — Sixe  or  quality 
mark  or  ticket,  (47.) 

(7.)  Sullivan — Harness  for  fire-en- 
fine,  (48  to  51.) 

(8.)  Merrill— Steam-heating  appa- 
ratus; Blessing  and  Town  send 
— Steam-trap;  Albany  Steam- 
Trap  Co. — Steam-trap;  Bless- 
ing—Steam-trap,  (52  to  57.) 

(9.)  Brush— Electric  lamp,  (58.) 

(10.)  Vacuum  Oil  Co. — Hydro-car- 
bon  oil,  (59.) 

(11.)  Yale  Lock  M%.  Co.— Post- 
office  box,  (60  to  68.) 

(12.)  Severance— Rock-drill,  (64  to 
660 

(18.)  Wooster— Machine  for  mak- 
ing ruffles ;  Wooster — Sewing 
machine  for  making  band  ruf- 
fling, (67.  68.) 

(14.)  Celluloid  Mfg.  Co.— Piano- 
key.  (69  to  71.) 

(15.)  Matthews — Soda-water  foun- 
tain; Matthews — Soda-water 
apparatus;  Matthews — Vessel 
containing  gas  under  pressure; 
Matthews — Fountain  contain- 
ing aerated  beverage,  (72  to 
81.) 

(16.)  Spill— Dissolving  xyloidine; 
Spill — Manufacture  of  xyloi- 
dine, (82,  88.) 

(17.)  Hayes — Ventilating  louver, 
(84,  85.) 

(18.)  Holmes  and  Roome — Electric 
lining  for  safe,  (86  to  88.) 

(19.)  Franklin  Electric  Gas-Light- 
ing Co. — Electrical  apparatus 
for  lighting  street-lamp,  (89.) 
(20.)  Bell  — Telegraphy;  *Bell  — 
Electric  Telephony,  (90  to 
92.) 


1.  Invention, 

See  86.  42  to  46,  54,  70, 78,  80,  81, 
88  to  87. 


2.  Patentability. 

1.  The  function  or  mode  of  operation 
of  machinery  is  not  patentable  apart 


from  the  machinery.     Reay  v.  Ray- 
nor,  13 

See  86,  42  to  46,  70,  78,  80,  81,  8a 
to  85. 

8.  Novelty. 

2.  Where  only  one  article  like  the  pat- 
ented invention  was  made  before, 
but  it  was  used  for  two  months  and 
a  half,  publicly  and  practically,  in 
ordinary  work,  with  reasonable  suc- 
cess, it  was  held  to  anticipate  the 
patented  invention.  Brueh  v.  Gon- 
dii, 246 

See  35,  41,  45, 4Q,  51,  78,  80  to  82. 

4.   Utility. 

3.  A  patent  cannot  be  declared  void 
for  want  of  utility  in  the  invention, 
if  that  is  useful  in  any  degree.  Qibbe 
v.  Hoe/ner,  8ft 

5.  Duration. 

Set  88. 

6.  Abandonment. 
See  75,  79. 

7.  Re-iuue. 

4.  Where  the  original  patent  described 
a  part  of  a  machine,  but  stated  no 
use  for  it,  and  made  no  claim  in  re- 
gard to  it.  and  the  re-issue  stated  the 
use  and  effect  of  the  part,  and  made  a 
claim  in  respect  to  it:  Held,  that  the 
re-iseue  showed  an  invention  different 
from  the  original,  and  that  the  claim 
was  void.     Reay  v.  Ray  nor,  13 

5.  It  was  void  for  the  further  reason 
that  the  re-issue  was  taken  out  more 
than  three  years  after  the  original  id. 

6.  The  invalidity  of  that  claim  does 
not  necessarily  render  invalid  claims 
of  the  original  which  are  reproduced 
in  the  re-issue.  id. 

See  82,  38,  88  to  40,  59,  60  to  67, 
72,  78,  89. 
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8.  Interfering  Patent, 

7.  In  a  suit  in  equity,  brought  under 
§  4,918  of  the  Revised  Statutes,  to 
obtain  a  decree  declaring  void,  as  an 
interfering  patent,  a  patent  issued 
later  than  the  plaintiff's  patent,  the 
defendants  cannot,  by  a  plea,  set  up, 
as  a  defence,  that  the  invention  de- 
scribed in  the  plaintiff's  patent  was 
described  in  a  patent  issued  and  pub- 
lished prior  to  the  time  of  the  plaint- 
iff's invention.  Pentlarge  v.  Pent- 
large,  10 

See  Peaotioi,  4. 

9.  Alignment 

8.  The  legal  titfe  to  a  patent  will  pre- 
vail  over  the  equitable  title,  unless 
the  former  was  acquired  with  notice  of 
the  latter.  Davie  Improved  Wrought 
Iron  Wagon  Wheel  Co.  v.  Davie 
Wrought  Iron  Wagon  Co.,  221 

9.  The  two  owners  of  a  patent  assign- 
ed to  L.  all  their  interest  in  it,  in 
trust  to  sell  rights  and  grant  licenses 
for  certain  territory,  at  a  specified 
price ;  to  sell  rights  and  grant  licen- 
ses for  other  territory,  on  their  re- 
quest, and  on  terms  they  should 
name ;  to  collect  the  proceeds,  and, 
after  deducting  expenses  and  com- 
missions, divide  them  equally  among 
the  two  owners,  their  executors,  ad- 
ministrators, or  assigns ;  and,  on  re- 
quest, to  carry  on  suits.  One  of  the 
assignors  owned  the  exclusive  right 
for  certain  territory,  the  other  for 
certain  other  territory,  and  as  to 
other  territory  .they  were  joint-own- 
ers. The  effect  of  the  assignment 
was  to  make  L.  an  agent  having  a 
power  coupled  with  an  interest.  It 
operated  to  suspend  the  power  of 
alienation  for  a  period  longer  than 
the  two  lives  of  the  assignors :  Held, 
that  the  statute  of  New  York  prohib- 
iting perpetuities  did  not  apply  to 
the  case,  because  the  assignors  could 
at  any  time,  with  L.,  transfer  the 
whole  property,  and  could  revoke  at 
any  time  the  powers  of  L.,  on  ten- 
dering to  him  his  commissions.  Ladd 
r.  MUle,  242 

10.  License. 

10.  A  license,  known  as  a  "  shop  right," 


to  operate  the  invention  at  a  specified 
place,  with  the  right  to  the  licensee 
to  associate  with  him  such  party  or 
parties  as  he  may  desire,  is  a  personal 
license,  not  assignable,  and  can  be 
availed  of  only  in  the  manner  ex- 
pressly stipulated.  Oibbe  v.  Hoef- 
ner,  86 

11.  If  a  licensor  under  a  patent  refuses 
to  fulfil  any  of  his  obligations  in  mat- 
ter of  substance,  a  Court  of  equity 
will  not  interfere  to  assist  him,  by 
compelling  the  licensee  to  observe 
his  obligations.  Foeter  v.  Gold- 
echmidt,  287 

12.  Where  the  licensor  agrees  to  use 
reasonable  diligence  in  prosecuting 
infringers,  his  failure  to  prosecute 
some  infringers  of  whose  conduct 
the  licensee  has  complained  will  not 
be  regarded  as  a  violation  of  the 
agreement,  if,  by  successfully  prose- 
cuting other  infringers,  he  has  prac- 
tically stopped  the  infringement,  id. 

18.  Under  an  agreement  by  the  licen- 
sor, that  if  any  license  shall  be  grant- 
ed the  conditions  of  which  are  more 
liberal,  the  licensee  shall  be  entitled 
to  receive  the  benefit  of  such  addi- 
tional advantages,  he  cannot  insist 
on  accepting  those  terms  of  the  new 
license  which  are  more  favorable  to 
him  and  rejecting  those  which  are 
more  onerous,  but  is  entitled  only 
to  have  a  new  license  which,  taken 
in  all  its  parts,  is  more  favorable  to 
him.  id. 

14.  After  rejecting  the  new  license,  the 
licensee  cannot  be  heard  to  allege 
that  its  terms  were  more  advantage- 
ous to  him.  id. 

15.  An  agreement  that  the  licensor  shall 
finish,  "  by  the  application  of  lacing 
studs,  or  hooks  and  lacings,"  gloves 
furnished  to  him  by  the  licensee, 
gives  the  election  to  the  licensor  as 
to  the  mode  of  finish,  id. 

16.  Where  the  parties  to  an  ambiguous 
document  have  acted  upon  a  certain 
construction  of  it,  that  construction, 
if  in  itself  admissible,  will  be  adopted 
by  the  Court.  id. 


INDEX. 


591 


11.  Infringement. 

See  19,  24,  34,  85,  41,  47,  60,  68  to 
56,71,77,80. 
Injunction,  2. 


12.  Profit*. 

17.  The  cost,  to  the  defendant,  of  mak- 
ing a  newel-post  infringing  the  plaint- 
iffs patent  for  a  design,  was  $5.  It 
was  sold  for  $7.  Allowing  10  per 
cent  for  a  manufacturer's  profit,  the 
profit  was  $1  50.  The  defendant 
was,  at  the  same  time,  selling  newel- 
posts,  of  other  designs,  not  patented, 

•  from  which  he  realised  as  much  as 
from  sales  of  those  containing  the 
plaintiff's  design :  Held,  that  that  fact 
did  not  dispel  the  presumption  that 
the  $1  50  was  profit  from  adopting 
the  plaintiff's  design.  Simpeon  v. 
Davie,  118 

18.  Under  §  4,919  of  the  Revised  Stat- 
utes, when  the  defendants  profits  do 
not  amount  to  as  much  as  the  plaint- 
iff's damages,  the  Court  may,  in  a 
suit  in  equity,  add  to  the  amount  of 
such  profits  a  sum  sufficient  to  make 
the  amount  decreed  equal  to  the 
plaintiff's  damages.  id. 

19.  W.  made  and  sold  for  use,  to  8.,  5 
machines  which  infringed  a  patent  of 
0.  G.  had  a  decree  in  equity  against 
W.  for  the  profits  of  such  sales,  which 
was  satisfied,  in  part  by  money,  and, 
as  to  the  rest,  by  levy  on  real  estate. 
S.  derived  profits  from  the  use  of  the 
machines.  In  a  suit  in  equity  by  0. 
against  S.  to  recover  such  profits, 
there  was  an  interlocutory  decree  for 
the  plaintiff,  which  directed  an  ac- 
count of  the  profits  before  a  master. 
On  his  report  of  the  above  facts: 
Held, 

(1.)  S.  was  not  liable  to  C.  for  the 
profits  of  the  use ; 

(2.)  The  bill  roust  be  dismissed. 
Steam  Stone  Cutter  Co.  v.  Sheldon, 

484 

SeeU. 


18.  Damage*. 


See  18. 


14.  Suit  in  Equity. 

20.  A  patent  was  re-issued.  Afterwards, 
and  before  it  expired,  a  suit  in  equity 
was  brought  alleging  infringement  of 
the  original  patent,  and  not  referring 
to  the  re-issue.  After  the  patent  ex- 
pired, the  bill  was,  by  consent, 
amended  to  cover  the  re-issue  instead 
of  the  original:  Held,  that  the  Court 
had  jurisdiction,  in  equity,  of  the 
case  made  by  the  bill  as  amended. 
Reay  v.  Eaynor,  18 

21.  Where  a  patent  expires  during  the 
pendency  of  a  suit  in  equity  brought 
for  its  infringement,  an  accounting 
will  be  ordered,  if  the  plaintiff  es- 
tablishes his  cause  of  action, although 
no  injunction  can  be  granted.  Adam* 
v.  Howard,  47 

22.  An  assignee  of  a  patent,  having  ob- 
tained a  decision  in  his  favor,  in  a 
suit  in  equity  for  infringement, 
moved,  before  the  signing  of  an  in- 
terlocutory decree,  to  amend  the  bill 
by  averring  that  the  assignment  con- 
veyed the  right  to  recover  profits  and 
damages  for  prior  infringements,  and 
by  praying  an  accounting  for  the 
same.  It  appearing  that  the  litiga- 
tion had  been  conducted  on  both 
sides  in  that  .view,  the  motion  was 
granted,  without  prejudice  to  the 
question  as  to  whether  the  decree 
should  provide  for  such  accounting. 
New  York  Grape  Sugar  Co.  y.  Buffa- 
lo Or  ape  Sugar  Co.,  182 

23.  A  bill  in  equity  on  fiv^  different 
patents  alleged  that  the  inventions 
were  capable  of  being  used  conjoint- 
ly ;  that  the  plaintiff  made,  used  and 
sold  them  conjointly,  as  parts  of  the 
same  electric  lighting  system;  and 
that  the  defendant  infringed  all  of  the 
patents,  by  making,  selling  and  using 
all  of  the  inventions  conjointly,  in  a 
system  of  electric  lighting.  It  ap- 
peared, by  the  patents,  that  the  in- 
ventions could  be  used  separately, 
and  operate  independently,  with  re- 
spect to  each  other,  and,  though  used 
in  the  same  system,  were  distinct 
parts  of  the  system.  A  demurrer  to 
the  bill  was  sustained.  Consolidated 
Electric  Light  Co.  v.  Brueh-Swan 
Electric  Light  Co.,  206 
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24.  In  making  a  decree  for  an  account, 
in  a  suit  in  equity  for  the  infringe- 
ment of  a  patent  for  a  binge,  the 
Court  held  a  certain  hinge  to  be  an 
infringement.  On  the  reference,  the 
master  held  that  he  could  not  extend 
the  accounting  to  other  hinges,  as 
infringements.  The  plaintiff  then 
moved  for  an  order  directing  the 
master  to  take  an  account  covering 
such  other  hinges.  The  motion  was 
denied,  as  a  practice  not  sustained  by 
authority  or  usage,  and  as  inconve- 
nient.    Lull  v.  Clark,  207 

25.  In  this  case,  there  was  an  interlocu- 
tory decree  for  the  plaintiff,  sustain- 
ing the  validity  of  two  patents,  and 
awarding  a  perpetual  injunction,  and 
a  reference  before  a  master  in  respect 
to  profits  and  damages,  and  a  report 
by  him  in  favor  of  the  defendants,  to 
which  the  plaintiff  excepted.  On  the 
hearing  of  the  exceptions,  the  Court 
reconsidered  the  case  and  dismissed 
the  bilL     SpUl  v.  Celluloid  Mfg.  Co., 

441 

26.  A  petition  for  leave  to  file  a  supple- 
mental bill  in  the  nature  of  a  bill  of 
review  is  demurrable,  if  it  does  not 
show  that  the  petitioner  could  not, 
with  reasonable  diligence,  have  dis- 
covered the  alleged  new  matters  set 
forth  therein,  prior  to  the  hearing 
and  decision  of  the  case ;  and  if  the 
new  matters  do  not  appear  to  be 
material.  id. 

See  8,  19,  81,  57,  66,  67. 
Injunction,  2. 
Master  in  Chancery. 
Practice,  8  to  6,  9. 


15.  Injunction. 

27.  Where  an  inventor  merely  sees  in- 
fringing machines,  without  claiming 
that  they  infringe,  and  does  not  lead 
the  defendant  into  any  expenditure 
or  course  of  conduct,  by  his  silence 
when  he  ought  to  have  spoken,  which 
the  defendant  would  not  have  made 
or  followed  if  the  inventor  hnd  spok- 
en, he  is  not  debarred  from  the  right 
to  an  injunction.  Reayv.  Raynor,  18 

28.  It  being  held  that  the  defendant 
infringed  certain  claims  by  the  use  of 


machines  made  during  the  life  of  the- 
patent,  an  injunction  was  granted, 
after  the  patent  had  expired,  on  the 
bill  as  one  filed  during  such  life,  to 
restrain  the  continued  use  of  the  parts 
of  those  machines  which  embraced 
those  claims.  id. 

29.  H.,  the  inventor,  having  assigned 
his  patent  to  T.,  and,  while  in  the* 
employ  of  T.,  ordered  certain  machin- 
ery to  be  made  as  covered  by  the 
patent,  which  T.  introduced  to  the 
public,  left  the  employ  of  T.,  and 
procured  like  machinery  to  be  made 
for  himself,  and,  with  the  aid  of  C, 
who  knew  the  facts,  began  to  sell 
such  machinery  in  competition  with 
T. :  Held,  that,  on  a  motion  by  T.,  for 
a  preliminary  injunction  to  restrain 
H.  and  C,  they  could  not  contest  the 
validity  of  the  patent  or  deny  that  it 
covered  such  machinery.  Time  Tel- 
egraph Co.  v.  Carey,  84 

80.  In  a  suit  against  a  municipal  cor- 
poration, founded  on  a  patent  for  a 
register  for  preserving  paid  bonds 
and  coupons,  it  was  enjoined  from 
using  the  patent.  In  the  final  decree,, 
nominal  profits  and  damages,  and  a 
small  balance  of  costs,  were  adjudged 
to  the  plaintiff.  A  motion  by  the 
defendant  to  suspend  the  injunction 
during  the  penaency  of  an  appeal 
from  the  final  decree  was  denied  * 
Mwaon  v.  The  Mayor,  <fce.  45 

81.  In  a  suit  in  equity  for  infringing  a 
patent,  a  preliminary  injunction  was 
granted  as  to  claims  2  and  8.  Before 
the  time  for  answering  had  expired, 
the  plaintiff  brought  a  second  suit  in 
equity,  in  the  same  Court,  against 
the  same  defendant,  for  infringing 
claim  2.  and  moved  for  a  preliminary 
injunction,  alleging  that  the  appara- 
tus now  sought  to  be  enjoined  was, 
in  all  material  respects,  so  far  as 
claim  2  was  concerned,  the  same  ap- 
paratus as  that  enjoined  in  the  first 
suit.  On  an  objection  by  the  defend- 
ant, that  the  remedy  should  be  by  a 
motion  or  proceeding  in  the  first  suit, 
the  motion  was  denied,  without  prej- 
udice to  such  motion  or  proceeding. 
Gold  dt  Stock  Telegraph  Co.  v.Pearct, 

69 

See  Injunction,  2. 


INDEX. 


593 


16.  Particular  Patents. 

(1.)  Dryfoos — Quilting  machine. 

82.  Re-issued  letters  patent,  No.  9,097, 
.  granted,  February  24th,  1880,  to 
Louis  Dryfoos,  assignee  of  August 
Beck,  for  an  improvement  in  quilt- 
ing machines,  the  original  patent, 
No.  190,184,  having  been  granted 
May  1st,  1877,  and  re-issued  as  No. 
8,068,  January  29th,  1878,  in  so  far 
as  they  claim,  in  effect,  the  combina- 
tion of  the  gang  of  needles  and  cloth- 
plate  with  any  feeding  mechanism 
which  would  reach  across  the  cloth 
and  feed  the  long  side  faster  than  the 
other,  claim  an  invention  not  shown 
in  the  original,  and,  except  as  to  the 
mechanism  shown  in  the  original,  be- 
yond the  invention  in  every  way, 
and  are  invalid.     Dryfoot  v.  Wiese, 

19 

88.  Such  invalidity  does  not  avoid  a 
oew  claim  in  the  first  re-issue, 
brought  forward  into  the  second  re- 
issue; but  that  claim  is  not  in- 
fringed, id. 

(2.)  Firm— Cake-pan. 

84.  Letters  patent  No.  140,619,  granted 
to  John  B.  Firth,  July  8th,  1873, 
for  an  improvement  in  cake-pans,  are 
valid,  and  are  infringed  by  a  struc- 
ture made  according  to  letters  patent 
No.  255,04ft,granted  to  Joseph  Smith, 
March  14th,  1882,  for  a  patty -pan. 
Bell  v.   United  /Slates  Stamping  Co., 

27 

85.  The  questions  of  novelty  and  in- 
fringement considered.  id. 

(8.)  Brainard— Compositors*  copy  dis- 
tributor. 

86.  Letters  patent  No.  149,092,  granted 
to  Charles  Rollin  Brainard,  March 
31st,  1874,  for  an  improvement  in 
compositors'  copy  distributors,  are 
invalid,  for  want  of  patentability  of 
what  is  claimed,  namely,  "  The  copy 
distributor  described,  consisting  of 
the  galley-holder  N,  provided  with 
compartments  for  galleys,  and  pins 
or  hooks  for  copy,  correspondingly 
lettered,  subetant  ally  as  and  for  the 
purpose  specified"  Brainard  v.  Eve- 
ning Pot  Association,  61 
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37.  Before  the  invention  of  Brainard,  a 
series  of  hooks  for  copy  wns  lettered 
to  correspond  with  the  letters  sys- 
tematically placed  upon  the  copy  and 
marked  upon  the  type  when  placed 
in  the  galley,  and  there  was  no  in- 
vention in  permanently  lettering  the 
galley  to  correspond  with  the  letter- 
ing on  the  hooks.  id. 

(4.)  Hicks — Thermometer. 

38.  Re-issued  letters  patent  No.  10,189, 
granted  to  James  Joseph  Hicks,  as 
assignee  of  L.  Peroni,  August  29th, 
1882,  for  an  improvement  in  therr 
mometers,  the  original  patent,  No. 
222,420,  having  been  granted  to  said 
Peroni,  December  9th,  1879,  are 
valid.    Hicks  v.  Otto,  94 

39.  Claim  1  of  the  re-issue,  namely,  "  A 
thermometer  having  its  bore  in  rear 
of  or  beyond  the  mechanical  axis  or 
centre  of  the  convex  surfnce  through 
which  it  is  viewed,  as  and.  for  the 
purpose  described,"  is  not  a  broader 
claim  than  claim  1  of  the  original, 
namely,  "  A  thermometer  tube  hav- 
ing its  bore  out  of  or  beyond  the 
mechanical  axis  or  centre,  as  and  for 
the  purpose  described."  id. 

40.  The  description  in  the  original  pat- 
ent set  forth,  as  the  invention,  what 
is  claimed  in  claim  1  of  the  re-issue ; 
and  there  was  nothing  in  the  state 
of  the  art  to  limit  the  invention  to 
anything  less  than  what  is  covered 
by  that  claim.  id. 

41»  The  questions  of  prior  use,  novelty 
and  infringement  considered.  id* 

(6.)  Kreischer— Tiling. 

42.  Re-issued  letters  patent  No.  5,174, 
granted,  December  3d,  1872,  to  Bnl- 
thasar  Kreischer,  for  an  improve- 
ment in  tiling  used  in  fire-proof  build- 
ings under  the  floors,  the  original  pat- 
ent having  been  granted  March  2 1st, 
1871,  do  not.  cover  any  patentable  in- 
vention.     Fryer  v.  Maurer,  100 

48.  The  invention  claimed  is  a  hollow 
sectional  tile  ombiued  with  the  gir- 
ders of  the  building  in  such  a  manner 
that  the  tiling  spans  a  space  between 
opposite  girders,  the  end  sections  be- 
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ing  supported  upon  or  against  the 
girders,  and  the  middle  section  form- 
ing a  key  to  bind  the  sections  togeth- 
er, the  whole  having  a  flat  under 
surface.  id. 

44.  Nothing  adduced  on  the  question  of 
novelty  shows  an  arch  of  hollow 
tiles,  on  which  the  several  sections 
have  plane  join!  a,  or  are  supported 
merely  by  the  wedging  power  of  the 
plane  voussoirs;  but,  as  an  arch  of 
hollow  tiles  made  in  sections,  sup- 
ported by  girders  on  cither  side,  be- 
tween the  stones  cf  fire-proof  build- 
>  ings,  was  old ;  and  such  an  arch,  hav- 
ing a  flat  under  surface,  with  the 
voussoirs  interlocked  by  indented 
joints,  and  a  keystone  with  an  in- 
dented joint,  was  old ;  and  the  latter 
arrangement,  with  a  recess  in  the  end 
sections  of  the  arch,  receiving  the 
flanges  of  the  girders,  with  air  spaces 
on  the  upper  side  of  the  arch,  was 
old,  nothing  of  Kreischer's  structure 
being  wanting  but  the  plane  joints  of 
the  arch ;  and  a  flat  arch,  with  plane 
joints,  and  the  intrados  with  no  curve, 
was  old ;  and  a  flat  arch  of  hollow 
bricks,  with  the  pieces  against  the 
joists  having  one  side  perpendicular 
and  the  other  oblique,  and  the  inter 
mediate  pieces  having  parallel  slop- 
ing sides,  and  the  key  piece  being  of 
a  wedge  form,  was  old ;  there  was 
no  invention  in  what  Kreischer  did. 

id. 

45*.  Re-issued  letters  patent,  No.  5,174, 
granted  to  Balthasar  Kreischer,  De- 
cember 3d,  1872,  for  an  improvement 
in  tiling  used  in  fire-proof  buildings, 
under  the  floors,  the  original  patent, 
No.  112,980,  having  been  granted 
March  21st,  1871,  are  invalid,  because 
everything  which  is  of  the  substance 
of  the  invention  was  old,  except  a 
slight  change  in  the  form  of  the  re- 
cess in  the  end  sections  of  the  tiling, 
and  the  patent  describes  that  change 
vaguely,  and  sets  forth  no  advantages 
as  resulting  from  it.  Fryer  v.  Mau- 
rer,  268 

46.  The  decision  in  this  case,  ante,  p. 
100,  confirmed.  trf. 

(6.)  Van  Oeaeen — Size  or  quality  mark 
or  ticket. 


47.  The  claim  of  letters  patent  No.  149,-  02.  Claims  1  and  8  of  letters  patent 


896,  granted  to  Halmeak  Van  Gea- 
.  sen,  April  21st,  1874,  namely,  "  As 
an  article  of  manufacture,  a  size  or 
quality  mark  or  ticket,  composed  of 
two  layers  of  paper,  between  which 
is  secured  the  head  or  bridge  of  the 
fastening  springs  c,  which  extend 
through  the  bottom  layer,  and  are 
adapted  to  fasten  die  ticket  to  a  fab- 
ric, is  a  claim  to  constructing  a  tag 
of  two  layers  of  paper,  and  placing 
the  bridge,  or  the  head  of  the  staple, 
between  the  layers,  which  are  then 
fastened  together,  and  is  not  infringed 
by  a  tag  having  a  like  staple  secured 
by  an  eyelet,  the  lips  of  which  clamp 
the  bridge  or  head  of  the  staple  to 
the  underside  of  the  tag.  Eimbatt 
V.  Cunningham,  146 

(7.)  Sullivan — ffammt  for  fir*  engine. 

48.  Letters  patent  No.  171 4  9°,  granted, 
December  14th,  1875,  to  Edward  0. 
Sullivan,  for  improvements  in  har- 
ness for  fire  engines,  are  valid.  Wort- 
wick  Mfg.  Co.  v.  dig  of  Buffalo,  157 

49.  Claim  8  of  the  patent,  namely,  "  8. 
The  combination,  with  a  harness  for 
a  fire-engine  or  like  apparatus,  of  a 
device  for  suspending  said  harness 
above  the  place  occupied  by  the 
horse  when  attached  to  the  appara- 
tus, substantially  aa  and  for  the  pur- 
pose set  forth/'  does  not  claim  the 
abstract  idea  of  suspending  a  harness 
from  the  ceiling  in  a  particular 
place.  id, 

50.  As  Sullivan  was  the  first  to  enter 
>   this  teld  of  invention,  auch  claim 

should  be  construed  broadly,  to 
cover  any  similar  apparatus  which 
suspends  a  harness  in  substantially 
.  the  same  manner.  id. 

51.  On  the  question  of  novelty,  it  was 
held,  that  the  defendants  had  succeed- 
ed only  in  casting  doubt,  but  had  not 
pr  ived  the  want  of  novelty  beyond  a 
reasonable  doubt.  id. 

(8.)  Merrill— Steam-heating  apparatue. 

BU*si»g    and    Tbwueend —  Steam- 
trap. 

Albany  SUam-lYap    Co.  — I 
trap. 

Meeting — Steam-trap. 
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grated  to  Helem  Merrill,  April  80th, 
1867,  for  an  improvement  in  steam- 
beating  apparatus,  namely,  "  1.  The 
retaining  of  the  water  in  the  receiv- 
ing and  discharging  cylinders  until, 
at  required  heights,  it  exerts  a  power 
sufficient  to  perform  the  operations 
substantially  as  described  and  set 
forth."  "8.  I  claim  the  method  of 
^returning  the  water  of  condensation 
to  the  boiler,  substantially  as  describ- 
ed," must  be  construed  as  claims  for 
the  apparatus  whioh  performs  the 
functions  mentioned  in  the  first  claim, 
and  which  is  the  mesne  for  effecting 
the  mtthod  specified  in  the  first 
claim.  Albany  Steam  Trap  Co.  v. 
FeUkoueen,  169 

53.  On  the  construction  given  to  all  the 
claims  of  the  patent,  the  defendants 
were  held  not  to  infringe.  id. 

54.  Re-issued  letters  patent,  No.  6,649, 
granted  to  James  H.  Blessing  and 
Frederick  Townsend,  as  assignees  of 
James  H.  Blessing,  August  26th, 
1878,  for  an  improvement  in  steam- 
traps,  the  original  patent,  !fc>.  178,- 
670,  having  been  granted  February 
18th,  1872,  are,  as  to  claim  1,  void 
for  want  of  patentable  invention,  and, 
as  to  claim  6,  not  infringed,  td. 

56.  Re-issued  letters  patent,  No.  8,286, 
granted  to  the  Albany  Steam  Trap 
Company,  as  assignees  of  James  H. 
Blessing.  June  18th,  1 878,  for  an  im 
provement  in  steam-traps,  the  origi- 
nal patent,  No.  142,828,  having  been 
granted  September  2d,  1878,  are  not 
infringed.  id. 

56.  Letters  patent,  No.  207,484,  grant- 
ed to  James  H.  Blessing,  August 
27th,  1878,  for  an  improvement  in 
steam-traps,  are  valid  and  are  in- 
fringed, id. 

57.  As  the  plaintiff  succeeded  on  only 
one  of  the  four  patents  sued  on,  costs 
were  not  allowed  to  it.  id. 


(9.)  Bruth— Electric  lamp. 

58.  Re-issued  letters  patent  granted  to 
Charles  F.  Brush,  May  20th,  1879, 
for  an  improvement  in  electric  lamps, 
known  as  the  "clamp  patent,"  the 


original  patent  having  been  granted 
May  7th,  1878,  considered.  Brueh 
v.  Condtt,  246 

(10.)  Vacuum  Oil  Co.— Hydro-carbon 
oil. 

69.  The  claim  of  re-issued  letters  pat- 
ent, No.  7.821,  granted  to  the  Vacu- 
um Oil  Company,  as  assignee,  Sep- 
tember 26th,  1876,  the  original  pat- 
ent, No.  68,020,  having  been  granted 
to  M.  P.  Ewing,  September  11th, 
1866,  namely,  "An  unburned,  resid- 
ual, heavy  hydro-carbon  oil,  substan- 
tially as  described,"  is  an  unlawfully 
expanded  claim,  because  it  claims  a 
product,  however  produced,  while 
the  original  patent  claimed  the  pro- 
duct when  made  in  a  certain  way. 
Vacuum  Oil  Co.  v.  Buffalo  Lubrica- 
ting Oil  Co.,  266 


(11.)  Talc  Lock  Mfg. 
box. 


Co. — Post-cffloe 


60.  Re-issued  letters  patent,  No.  8,788, 
granted  to  the  Tale  Lock  Manufac- 
turing Company,  as  assignee  of  Silas 
N.  Brooks,  administrator  of  Linus 
Tale,  Jr.,  July  1st,  1879,  for  an  im- 
provement in  post  office  boxes,  on  an 
application  made  May  14th,  1879,  (the 
original  patent  having  been  granted 
to  said  Brooks,  as  administrator, 
September  19th,  1871,  and  re-issued 
July  9th,  1872,  on  an  application 
made  May  7th,  1872.  and  again  re- 
issued April  24th,  1877,  on  an  appli- 
cation made  April  19th,  1876,)  whioh 
were  the  subject  of  decision  in  Yale 
Lock  Mfg.  Co.  v.  Scovill  Mfg.  Co., 
(18  BUtckf  C.  C.  A,  248,)  again 
considered.  Yale  Lock  Mjg.  Co,  v. 
James,  294 

61.  The  first  and  second  claims  of  the 
re-issue  must  be  so  construed  as  to 
require  the  metallic  front  of  the  boxes 
to  be  made  continuous  by  rivets, 
bolts  or  fastenings  which  attach  the 
frames  both  to  the  woodwork  aod 
to  each  adjoining  frame.  id. 

62.  There  was  no  mistake,  defect  or  in- 
sufficiency in  the  description  or  claims 
of  the  original  patent.  id. 

68.  In  the  course  of  the  application  for 
the  original  patent,  the  applicant 
abandoned  clauses  making  the  attach- 
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ment  of  the  frames  to  each  other  op- 
tional, id. 

(12.)  Severance— Rock-drill 

64.  Claims  2  and  3  of  re-issued  letters 
patent,  No.  3.690,  granted  to  Asahel 
J.  Severance,  as  assignee  of  Rudolph 
Leschot,  October  26th,  1869,  for  an 
"  improved  rock  drill,"  (the  original 
patent  haying  been  granted  to  Les- 
chot, July  14th,  1863,)  namely,  "  2. 
The  row  of  cutting  edges  a',  when 
attached  to  a  revolving  boring  head, 
so  as  to  project  beyond  the  circum- 
ference thereof,  for  the  purposes  spec- 
ified. 8.  In  combination  with  a  re- 
volving and  progressing  boring  head, 
having  cutting  points  projecting  be- 
yond the  periphery  thereof,  a  hollow 
central  drill  rod,  through  which  the 
water  is  forced  or  passed,"  are  void, 
the  claim  of  the  original  patent,  name- 
ly, '*  The  tool  for  boring  or  cutting 
rock  or  other  hard  substances,  com- 
posed of  an  annular  or  tubular  stock 
or  crown,  armed  with  a  series  of  dia- 
monds, and  operating  substantially 
as  herein  specified,"  having  limited 
the  invention  to  an  annular  crown, 
which  would  necessarily  bore  an  an- 
nular bole,  having  a  central  core. 
American  Diamond  Drill  Co.  v.  Sul- 
livan Machine  Co.,  298 

66.  There  was  in  the  original  patent  no 
error  through  inadvertence,  accident 
or  mistake,  nor  was  there  any  defec- 
tiveness or  insufficiency  in  the  speci- 
fication, id. 

66.  For  the  above  reasons,  the  bill  was 
dismissed,  after  the  report  of  the  mas- 
ter was  made  on  an  interlocutory  de- 
cree for  the  plaintiff.  id. 


(18.)  Wooster —  Machine    for    making 
ruffle*. 
Wooster — Sewing  machine/or  mak- 
ing band-ruffling. 

67.  In  April,  1881,  this  Court  made  an 
interlocutory  decree,  (8  Fed.  Rep, 
429,  >  adjudging  re-issued  letters  pat- 
ent No.  6,566,  granted  to  George  H. 
Wooster,  July  27th,  1876,  (on  an  Ap- 
plication for  a  re-issue  filed  June  22d, 
1876,)  for  an  "  improvement  in  ma- 
chines for  making  ruffles,"  (the  orig- 


inal patent,  No.  87,650,  having  been 
granted  to  Pipo  and  Sherwood.  Jan- 
uary 27th.  1863,  on  the  invention  of 
John  A.  Pipo,)  to  be  vnlid.  so  far  as 
claims  1,  7,  8  and  10  were  concerned, 
•and  to  have  been  infringed ;  and  ad- 
judging re  issued  letters  patent  No. 
6,566,  granted  to  said  Wooster,  July 
27th,  1876.  (on  an  application  for  a 
re-issue  filed  July  19th,  1875,)  fo*an 
"improvement  in  sewing  machines 
for  making  band-raffling,  (the  orig- 
inal patent,  No.  48,424,  having  been 
granted  to  £.  C.  Wootter,  February 
14th,  1865,  on  the  invention  of  Thom- 
as Robjohn,)  to  be  valid,  so  far  as 
claims  8  and  9  were  concerned,  and 
to  have  been  infringed ;  and  award- 
ing accounts  of  profits  and  damages, 
and  perpetual  injunctions.  During 
the  accounting,  and  in  view  of  the 
decisions  in  Miller  v.  Bran  Co.,  (104 
U.  8.,  350,)  and  James  v.  Campbell, 
(ld.t  356,)  the  defendants  applied  to 
the  Court  to  reconsider  the  question 
of  the  validity  of  the  re  issues :  Held, 

(1.)  The  Court  has  power  to  vacate 
the  interlocutory  decree; 

(v)  The  right  to  re-issue  the  Pipo 
patent  was  lost  by  the  delay  of  more 
than  12  years,  the  case  being,  one  of 
a  mere  expansion  of  the  claims  be- 
yond anything  stated  in  the  original 
patent  as  the  invention,  and  with  no 
proof  of  mistake  or  inadvertence,  and 
it  being  sought  to  make  the  new 
claims  embrace  structures  brought 
into  use  between  the  time  of  the  issue 
of  the  original  patent  and  the  time  of 
the  application  for  the  re-issue,  and 
which  were  not  infringements  of  the 
claim  of  the  original  patent;  and  the 
re-issue  was  invalid  as  to  claims  1,  7, 
6  and  10; 

(3.)  In  the  Robjohn  re-feaue,  new 
matter  was  introduced,  and  the  re- 
issue was  taken  to  cover  devices 
which  did  not  infringe  the  original 
patent,  and  was  invalid  as  to  claims 
8  and  9.     Wooster  v.  Randy,        307 

68.  The  bill  was  dismissed.  id. 


(14.)  Celluloid  Mfg.  Co.— Piano-key. 

69.  Claim  1  of  letters  patent  No.  210,- 
780,  granted,  December  10th,  1678, 
to  the  Celluloid  Manufacturing  Com- 
pany, assignee  of  John  W.  Hyatt,  for 
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an  improvement  io  the  manufacture 
of  piano  keys,  namely,  "1.  As  a  new 
article  of  manufacture,  a  blank  key- 
board covered  with  a  continuous 
strip  or  roll  of  plastic  composition, 
substantially  as  specified,"  is  a  valid 
claim.     Celluloid  Mfg.  Co.  v.  Pratt, 

867 

70.  The  invention  consisted  in  covering 
the  entire  upper  surface  of  the  key- 
board with  a  sheet  of  celluloid,  fas- 
tened to  the  wood  with  the  usual  cel- 
luloid cement,  and  was  patentable,  id. 

*11.  It  is  an  infringement  of  claim  1  to 
cover  a  substantial  portion  of  the  up- 
per surface  of  the  key-board  with  a 
single  sheet  of  celluloid,  but  it  is  not 
an  infringement  to  cover  single  keys 
with  separate  strips  of  celluloid,     td. 

(15.)  Matthews — Soda-water  fountain, 
Matthews — Soda-water  apparatus. 
Matthetos— Vessel   containing  gas 

under  pressure. 
Matthews — Fountain     containing 

aerated  beverage. 

12.  Claims  1, 2  and  3  of  re-issued  letters 
patent  No.  8,834,  granted  to  John 
Matthews,  August  5th,  1879,  for  an 
"improvement  in  soda-water  foun- 
tains," on  an  application  for  re-issue 
filed  June  26th,  1879,  the  original 
patent,  No.  128,411,  having  been 
granted  to  said  Matthews,  June  25th, 
1872,  for  17  years  from  June  18th, 
1872,  namely,  "  1.  The  combination 
of  the  inner  continuous  tin  fountain, 
A,  having  neck,  b,  with  the  rigid  in- 
closing shell,  made  in  section*,  sub- 
stantially as  herein  shown  and  de- 
scribed. 2.  The  tin  vessel,  A,  in- 
closed by  a  cylinder,  C,  and  ends, 
BB',  in  the  manner  substantially  as 
described,  as  a  new  and  improved 
article  of  manufacture,  for  the  pur- 
pose specified.  8.  The  combination 
of  the  inner  vessel,  A,  with  the  ex- 
terior covering,  made  in  sections, 
which  are  united  after  being  placed 
around  the  vessel,  A,  substantially 
as  specified,  the  inner  vessel  being 
entirely  continuous  within  the  cov- 
ering,' are  invalid.  Maltheios  v.  Iron 
Clad  Mfg.  Co.,  427 

73.  The  text  of  the  specifications  of  the 
original  patent  and  the  re-issue  was 


the  same ;  the  original  had  one  claim, 
namely,  "  The  tin  vessel,  A,  incased 
by  a  steel  cylinder,  C,  and  ends,  BB', 
soldered  to  the  latter,  in  the  manner 
substantially  as  described,  as  a  new 
and  improved  article  of  manufacture, 
for  the  purpose  specified;"  the  in- 
vention set  forth  in  the  original  pat- 
ent was  a  structure  having  these  fea- 
tures: (I)  a  tin  vessel  or  lining,  A  ; 
(2)  incased  by  a  steel  body  or  cylin- 
der, C;  (3)  the  outer  end  caps  or 
ends,  BB  ,  soldered  to  the  steel  body 
or  cylinder,  C,  without  flanges  or 
projections,  by  tin  joints,  made  by 
soldering  with  pure  tin,  instead  of 
by  a  solder  having  lead  in  it;  the 
claim  was  adequate  to  secure  that 
inyentioo ;  there  was  no  inadvert- 
ence, accident  or  mistake;  the  first 
three  claims  of  the  re-issue,  by  omit- 
ting all  limitation  to  the  method  of 
soldering,  enlarge  the  invention  and 
the  claim,  so  as  to  cover  structures 
which  came  into  existence  after  the 
original  patent  was  granted,  and  be- 
fore the  re-issue  was  applied  for ;  it 
was  applied  for  seven  years  after 
the  original  was  granted,  and,  during 
that  interval,  the  defendant  engaged 
in  making  the  alleged  infringing 
structures ;  and  they  did  not  infringe 
the  claim  of  the  original  patent     %d. 

74.  Claim  1  of  re-issued  letters  patent 
No.  8,887,  granted  to  John  Matthews, 
August  5th,  1879,  for  an  "improve- 
ment in  soda-water  apparatus,"  on  an 
application  for  re-issue  filed  June 
26th,  1879,  the  original  patent,  No. 
187.702,  having  been  granted  to  said 
Matthews,  April  8th,  1878,  namely, 
"  1.  The  combination  of  the  cock  A, 
having  recessed  flange  a,  and  pack- 
ing x,  in  the  recess,  with  the  bung 
C,  and  shell  or  body  D,  of  the  foun- 
tain, substantially  as  herein  shown 
and  described,"  considered.  id. 

75.  The  invention  covered  by  that 
claim  was  on  sale  more  than  two 
years  before  the  application  for  the 
original  patent  id. 

76.  The  five  claims  of  letters  patent  No. 
159,438,  granted  to  John  Matthews, 
February  2d,  1875, for  an  "improve- 
ment in  vessels  containing  gases  and 
liquids  under  pressure,"  considered. 

id. 
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77.  The  InttocUMoftk 
are  wit  infringed  br  a  atraetsjre 
which  iiMti  \tmrVkn  remtl,  an-? 
has  ae>  laaseilar  cap  or  end,  nd  no 
op  or  end  snade  br  sweating  toeeth- 
er  a  naabber  of  cap*  coated  with  a 
eoloVriag  a&etal,  bat  only  has  r*in- 
foreiag  washers  at  the  cad  where 
there  m  aa  epertare.  id. 

1%.  As  to  claim  *rf  that  patent,  aaaie- 
ly,  "  f,  The  eonbinatioa  of  the  re- 
eof'jreiae;  washers  d  with  the  end  or 
body  of  the  revel,  ao  m  to  re-enforce 
the  parte  weakened  by  apertarea.  aa 
art  forth,"  the  atate  of  the  art  waa 
each,  that  there  wee  so  invention  in 
appljing  a  re-enforcing  weaker  to  ao 
aperture  hi  a  atroetore  like  the.  oV- 
fcndant's;  and  aoeh  a  waaher  aa  the 
defendant'!  exieted  substantially  be- 
tee  Matthew*'  invention,  ti 

70.  Moreorer,  the  invention  wea  exten- 
sively peed  by  Matthews,  in  his  reg- , 
alar  business,  more  than  two  years 
before  he  applied  for  the  patent,    id. ' 

•0,  Claim  1  of  letters  patent  No.  179,  I 
683,  granted  to  John  Matthews,  July  J 
4tb,  1876,  for  an  "improvement  in! 
fountains  containing  aerated  bever-  j 
ages,"  namely,  "  1.  A  metallic  bung, 
provided  with  a  recess,  e,  in  combi- 
nation with  faucet,  e  d,  substantially 
as  described/  is  not  infringed  by  a 
structure  which  haa  no  washer  in  the 
bone  casting,  nor  any  recess  for  a 
washer ;  and,  aa  a  waaher  in  a  recess 
in  a  cock,  to  pack  a  joint,  existed  be- 
fore, it  hardly  amounted  to  a  patent- 
able invention  t  > change  the  position 
of  the  recess  from  the  cock  to  the 
bung,  there  being  no  other  result 
than  coDYenience.  id. 

81.  Claim  2  of  that  patent,  namely, 
"  2.  In  a  fountain,  a  lining  carried 
orer  the  inner  face  of  a  metallic 
bung,  and  soldered  thereto,  substan- 
tially as  shown,  so  as  to  protect  the 
burg  against  corrosion,  as  set  forth," 
does  not,  in  view  of  the  state  of  the 
art,  claim  a  new  or  patentable  inven- 
tion, id. 

(16.)  Spill — Diuolving  xyl<Adine. 

Spill — Manufacture  of  xylodiru. 

82.  Letters  patent,  No.  97,454,  granted 


83.  The  2d 
101.175. 
March 


\  of  bleaching  xyioidfas*  in  the 
manner  herein  specified,"  rests  away 
oa  the  fret,  that  J-piD  discovered  that 
xyloidine  eoald  be  bleached  by  otwfi- 
nary  bleaching  materiaia.  Bat  he 
merely  appfaW  the  old  process  of 
bleaching  by  ordinary  bleacHiaa; 
axrata,  to  vegetable  fibres,  with  ao 
change  in  the  manner  of  application. 
and  with  the  same  result;  and  this 
was  not  a  patentable  invention,  in 
view  of  the  state  of  the  art*  and  of 
the  decision  in  Pemmmdo&m*  ML  JL 
Co.  v.  Locomotim  Emgim*  Smfetm 
Truck  Co.,  (1 10  U.  &,  400.)  mI 


(17.)  Hafa—VentOaHxg 


84.  Claims  1  and  5  of  letters  patent,  No. 
170,852,  granted  to  George  Hayes, 
December  7th,  1876,  for  an  improve- 
ment in  ventilating  louvers,  are  in- 
valid.   Hayet  v.  BbckclhoupL,       483 

85.  Claim  1  is  a  claim  fur  a  louver,  con- 
sisting of  the  combination  of  an  outer 
reticulated  covering,  with  carved 
slabs,  called  gutters,  within;  and 
claim  5  is  for  the  gutters  themselves. 
The  covering  and  gutters  together 
form  an  aggregation,  and  not  a  pat- 
entable combination,  and  there  was 
no  patentable  invention  in  putting 
the  two  t<  gether  for  uses  for  which 
each  was  before  well  known  separ- 
ately. The  use  of  the  flanges  was 
only  the  result  of  good  workman- 
ship, id. 

(18.)  Helmet  and  Roome— Electric  tin" 
in g  for  tafe. 

86.  Letters  patent  Mo.  120,874, granted 
to   Edwin   Holmes   and   Henry  C 
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Roome,  November  14th,  1871,  for  an 
improvement  in  electric  linings  for 
safes,  are  valid.  Holme*  Electric  Pro- 
tective Co.  v.  Metropolitan  Burglar 
Alarm  Co,,  471 

97.  There  was  invention  in  making  an 
electric  lining  to  an  outer  covering 
for  a  safe,  insulated  from  the  safe, 
and  so  arranged  that  an  attempt  to 
get  through  the  covering  will  affect 
the  electrical  conditions,  and  there- 
by  give  an  alarm,  although  the  out- 
tide  of  houses  and  other  buildings 

•  and  rooms  had  before  been  electrical- 
ly protected.  id. 

88.  Under  §  4,887  of  the  Revised  Stat- 
utes, the  term  of  a  patent  here  is  to 
be  as  long  as  the  remainder  of  the 
term  for  which  a  prior  foreign  patent 
was  granted,  even  though  the  latter 
patent  has  been  suffered  to  lapse  for 
non-payment  of  tax.  id. 

(19.)  Franklin  Electric  Oat  Lighting 
Co. — EUctric  apparatus  for 
lighting  street-lamp. 

89.  In  reissued  letters  patent  No.  9,748, 
granted  to  the  Franklin  Elec'ric  Gas 
Lighting  Company,  assignee  of  Jacob 
P.  Tirrell,  June  7th,  1881,  for  elec- 
trical apparatus  for  lighting  street- 
lamps,  the  original  patent,  No.  1 80,- 
770,  having  been  granted  August 
20th,  1872,  and  the  specifications  of 
the  original  and  the  re-issue  being 
precisely  alike,  what  is  claimed  in 
claims  2  and  5  was  not  claimed  any- 
where in  the  original  patent,  as  a 
part  of  the  invention;  that  patent 
stood  nearly  nine  years  before  those 
claims  were  made;  the  right  under 
which  the  defendants  operate  had 
accrued  before  they  were  made ;  and 
those  claims  are  invalid.  Electric 
Cos  Lighting  Co.  v.  Tillotson,      481 

(20.)  Bell— Telegraphy. 
BeU— Telephone. 

90.  Letters  patent  granted  to  Alexander 
Graham  Bell,  No.  174,465,  March 
7th,  1876,  for  "improvements  in  te- 
legraphy," and  No,  186,787,  January 
80th,  1877,  for  "improvements  in 
electric  telephony,"  are  valid.  Amer- 
can  Bell  Telephone  Co.  v.  People's 
Telephone  Co.,  681 


91.  Bell,  and  not  Daniel  Drawbaugh, 
was  the  inventor  of  the  electric 
speaking  telephone.  id. 

92.  The  claims  of  Drawbaugh  consid- 
ered with  reference  to  these  facts: 
(1)  His  failure  to  apply  for  a  patent 
for  the  telephone,  for  10  years;  (2) 
His  want  of  veracity,  as  a  witness ; 
(8)  His  want  of  acquaintance  with 
electrical  science;  (4)  His  failure  to 
bring  a  telephone  into  use.  id. 

PLEADING. 

See  AouEnnxT,  1. 
Corporation,  1,  4. 
Patent,  20,  22. 
Pbactxox,  4,  7. 

PRACTICE. 

1.  Where,  at  the  time  a  suit  is  removed 
from  a  State  Court  of  New  York,  into 
this  Court,  by  the  defendant,  under 
the  Act  of  March  3d,  1876,  (18  IT. 
8.  Stat,  at  Large,  470,)  his  examina- 
tion under  the  Code  of  Civil  Proce- 
dure of  New  York,  as  a  witness,  at 
the  instance  of  the  plaintiff,  before 
trial,  is  pending,  under  an  order  of 
the  State  Court,  the  plaintiff  has  a 
right  to  proceed  with  the  examination 
pursuant  to  the  order.     Fogg  v.  FUk, 

29 

2.  A  8  a  pending  case,  presenting  the 
same  question,  involved  a  sufficient 
sum  to  be  reviewed  by  the  Supreme 
Court,  and  was  to  be  presented  to 
that  Court,  this  Court,  both  judges 
concurring,  stayed  all  proceedings 
in  this  case,  and  refrained  from  en- 
tering a  judgment,  until  the  decision 
in  the  other  case,  on  writ  of  error, 
or  until  the  further  order  of  this 
Court.     Rich  v.  Town  of  Mentz,      86 

8.  In  a  suit  in  equity  for  the  infringe- 
ment of  a  patent,  there  was  an  inter- 
locutory decree  for  the  plaintiff,  and 
an  injunction,  a  settlement,  a  license, 
and  payme  >t  for  a  release.  After- 
wards the  defendant  applied  for  a 
rehearing,  on  the  ground  of  newly 
discovered  evidence.  The  applica- 
tion was  denied,  on  the  ground  of 
laches.  Colgate  v.  Western  Union 
Telegraph  Co.,  118 
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4.  In  a  suit  in  equity  brought  under 
§  4,918  of  the  Revised  Statutes,  to 
determine  a  question  of  interference 
between  two  patents,  where  the  de- 
fendant sets  up,  by  plea,  that  the 
plaintiff's  patent  ie  void  for  want  of 
novelty,  and  the  plea  is  overruled  on 
the  ground  that,  in  a  proceeding  un- 
der §  4,918,  tbe  plaintiff's  patent  can- 
not be  attacked  for  want  of  novelty, 
the  defendant  will  not  be  allowed  to 
set  up  afterwards,  in  an  answer,  the 
matter  contained  in  the  plea.  Pent- 
large  v.  PenOarge,  120 

5.  After  a  final  hearing  on  pleadings 
and  proofs,  and  a  decision  in  favor 
of  the  plaintiff,  in  a  suit  in  equity  for 
the  infringement  of  a  patent,  the  de- 
fendant applied  for  leave  to  amend 
the  answer  and  for  a  rehearing,  in 
order  to  set  up  a  new  defence  of  prior 
use.  It  did  not  appear  that  the  facts 
constituting  the  new  defence  could 
not  have  been  discovered,  by  reason- 
able diligence,  before  the  hearing. 
The  facts  showing  diligence  were  not 
specified,  but  the  conclusion  only 
was  alleged.  The  application  was 
denied.    Hick*  v.  Otto,  122 

6.  In  a  suit  in  equity  on  two  patents, 
the  testimony  being  closed  as  to  one, 
and  the  cause  set  down  for  hearing,  if 
the  plaintiff  desires  to  discontinue 
the  suit  as  to  that  patent,  he  will  be 
allowed  to  do  so  on  tlie  condition,  to 
be  inserted  in  the  decree,  that  the 
evidence  taken  by  tbe  defendant  in 
relation  to  that  patent  may  be  stipu- 
lated' into  any  future  suit  upon  the 
same  patent  by  the  plaintiff  against 
the  defendant.    Brush,  v.  Condit,  246 

7.  A  motion  by  the  respondent,  in  a 
suit  in  Admiralty  in  the  Circuit  Court, 
to  amend  the  answer,  so  as  to  set  up,  as 
a  ground  of  defence,  the  law  of  Great 
Britain,  enabling  ship-owners  to  ex- 
empt themselves, by  express  contract, 
from  liability  for  loss  of  goods  carried 
by  their  ships,nrising  fr.im  negligence, 
was  denied,  on  the  ground  that,  under 
Rules  3  and  4  of  the  Circuit  Court,  the 
written  appeal  by  the  respondent  had 
not  stated  that  it  was  intended,  on 
the  appeal,  to  make  new  allegations. 
Phevix  /»<*.  Co.  v.  Liverpool  and 
Great  Weetem  Steamihip  Co.,       872 


8.  In  an  action  at  law,  where  it  was  far 
from  clear  that  the  plaintiffs  were  en- 
titled to  recover,  and  the  Court  had, 
with  grave  doubt,  directed  a  verdict 
for  them  for  over  $6,000,  an  applica- 
tion by  them  to  remit  part  of  the  ver- 
dict, so  as  to  reduce  it  below  $5,000, 
and  thus  prevent  a  review  by  the  Su- 
preme Court,  on  a  writ  of  error,  was 
refused.    Roger*  v.  Bowerman,    462 

9.  In  a  patent  suit,  in  equity,  founded 
on  two  patents,  the  plaintiff,  at  the 
hearing,  withdrew  one  of  them,  and 
bad  a  decree  on  the  other.  The- 
defendant  applied  for  a  rehearing, 
on  the  grounds,  (1)  that  he  supposed 
the  main  reliance  was  on  the  patent 
withdrawn;  (2)  that  the  defendant 
supposed  the  patent  that  was  sus- 
tained, to  be  invalid ;  (8 )  that  import- 
ant considerations  as  to  that  patent 
had  failed  to  come  to  the  attention  of 
the  Court:  Held,  that  a  rehearing 
must  be  denied.  Everett  v.  Buffalo 
Lubricating  (HI  Co.,  624 

See  Agreement,  1. 

Circuit  Court,  1  to  7. 
Costs. 

EVIDENCE,  4,  7. 

Jurisdiction,  1  to  8. 
Patent,  22, 24  to  26,  67. 
Trial. 


E 

RAILROAD. 

8ee  Bill  or  Lading,  8,  4. 
Bond. 

Corporation,  8. 
Express  Compant. 
Mortgage 
Receiver. 
Telegraph  Company. 

RECEIVER. 

1.  Where  a  railroad  corporation,  with 
its  well-known  obligations  to  tbe 
public,  has  bee  me  entirely  insolvent 
and  unable  to  pay  the  interest  upon 
its  secured  debts,  unable  to  pay  its 
floating  debt,  unable  to  borrow  mon- 
ey, and  is  in  peril  of  tbe  breaking  up 
and  destruction  of  its  business,  and 
confesses  this  inability,  a  case  has 
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arisen  where,  upon  a  bill  filed  by  a 
mortgage  bondholder,  for  an  injunc- 
tion against  attacks  upon  the  m6rt- 
.  gaged  property  and  a  receivership 
to  protect  the  property  of  the  corpor- 
ation against  peril,  a  temporary  re- 
oeiver  may  be  appointed,  although 
no  default  has  yet  taken  place  on  the 
securities  owned  by  the  plaintiff,  bat 
a  default  is  imminent  and  manifest. 
Braseey  v.  N.  Y.  &  New  England  R 
RCo.,  72 

%  The  receivership  in  this  case  was 
not  the  result  of  any  plan  to  injure 
the  corporation  or  the  holders  of  its 
securities,  nor  was  the  suit  collusive 
between  the  parties,  in  the  sense  of  a 

.  fraudulent  collusion  to  deceive  the 
Court,  and  thereby  to  accomplish 
selfish  and  improper  purposes.       id. 


REHEARING. 
See  Peaotiox,  8,  9. 

REMOVAL  OF  CAUSE. 

L  To  authorize  the  removal  of  a  suit 
from  a  State  Court,  under  subdivis- 
ion 3,  of  section  689,  of  the  Revised 
Statutes,  the  requisite  diversity  of 
citizenship  must  exist  both  when  ihe 
suit  was  begun  and  when  the  peti- 
tion for  removal  is  filed.  Freling- 
huyten  v.  Baldwin,  1 

2.  A  citizen  of  New  York  brought  a 
suit,  in  a  State  Court,  against  a  cor- 
poration of  New  Jersey  and  two  cor- 
porations of  New  York,  claiming  to 
be  a  creditor,  without  judgment,  of 
the  New  Jersey  corporation.  The 
complaint  prayed  that  certain  real 
estate  alleged  to  have  been  paid  for 
by  that  corporation,  when  insolvent, 
and  conveyed  directly  to  one  of  the 
other  corporations,  in  fraud  of  the 
plaintiff's  rights,  be  sold  to  satisfy 
his  .claims,  and  that  the  defendants 
be  restrained  from  disposing  of  or  in- 
cumbering the  land.  No  judgment 
was  asked  for  against  the  New  Jersey 
corporation ;  Held,  that  this  Court 
could  not  entertain  jurisdiction  of 
the  case,  by  a  removal  of  the  suit  by 
the  New  Jersey  corporation,  under 
clause  2  of  section  2  of  the  Act  of 


March  8d,  1875,  (18  U.  8.  Stat,  at 
Large,  470,)  because  there  was  no 
separate  and  distinct  controversy, 
which  could  be  fully  determined,  be- 
tween the  plaintiff  and  the  New  Jer- 
sey corporation.  Moore  v.  North 
River  Construction  Co.,  115 

8.  In  an  interpleader  suit,  in  equity, 
brought  by  a  life  insurance  company 
against  different  persons  claiming  to 
own  a  policy  issued  by  it,  one  of  the 
defendants  removed  the  suit  into  this 
Court,  under  clause  2  of  §2  of  the 
Act  of  March  3d,  1875,  (18  U.  S.  Stat, 
at  Large,  470,)  alleging,  in  his  peti- 
tion, that  the  policy  was  his  property. 
Another  defendant  moved  to  remand 
the  cause,  on  the  ground  that  there 
was  but  a  single  controversy  in  the 
suit,  and  that  in  that  case  a  removal 
could  be  had  only  under  clause  1  of 
§  2,  and  then  only  when  all  the 
plaintiffs  or  all  the  defendants  should 
unite  in  the  petition :  Held,  that  the 
motion  must  be  denied.  Mutual  Life 
Jne.  Co.  v.  Champlin,  884 


4.  Subdivision  8  of  §  689  of  the  Revised 
Statutes  is  not  repealed  by  the  Act 
of  March  8d,  1875,  (18  U.  8.  Stat,  at 
Large,  470.)    Melendg  v.  Currier,  508 

5.  The  time  of  removal  under  that  sub- 
division is  not  regulated  by  the  Act 
of  1875;  and  a  cause  may,  under 
that  subdivision,  be  removed,  after 
it  has  been  once  tried  in  the  State 
Court  and  a  new  trial  has  been 
granted.  id 

See  Practice,  1. 


s 

SALE. 

.  An  order,  addressed  to  the  defend- 
ant, read  thus:  "  Messrs.  C.  P.  Harris 

Mfg.  Co.     Order  No. .     Send  to 

C.  W.  S.  Banks,  of  59  South  St.,  Bal- 
timore, Md.  Terms,  net  80  days, 
freight  allowed.  M.  D.  Berry, 
Agent."  Then  followed  a  list  of 
goods,  with  prices, and  "  to  be  shipped 
after  two  months  from  date  of  this 
order."  The  order  was  in  duplicate. 
Banks  signed  it  at  the  foot    Berry 
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24.  In  making  a  decree  for  an  account, 
in  a  suit  in  equity  for  the  infringe- 
ment of  a  patent  for  a  hinge,  the 
Court  held  a  certain  hinge  to  be  an 
infringement.  On  the  reference,  the 
mnpter  held  that  he  could  not  extend 
the  accounting  to  other  hinges,  as 
infringements.  The  plaintiff  then 
moved  for  an  order  directing  the 
master  to  take  an  account  covering 
such  other  hinges.  The  motion  was 
denied,  as  a  practice  not  sustained  by 
authority  or  usage,  and  as  inconve- 
nient.    Lull  v.  Clark,  207 

25.  In  this  case,  there  was  an  interlocu- 
tory decree  for  the  plaintiff,  sustain- 
ing the  validity  of  two  patents,  and 
awarding  a  perpetual  injunction,  and 
a  reference  before  a  master-in  respect 
to  profits  and  damages,  and  a  report 
by  him  in  favor  of  the  defendants,  to 
which  the  plaintiff  excepted.  On  the 
hearing  of  the  exceptions,  the  Court 
reconsidered  the  case  and  dismissed 
the  bilL     /Spill  v.  Celluloid  Mfg.  Co., 

441 

26.  A  petition  for  leave  to  file  a  supple- 
mental bill  in  the  nature  of  a  bill  of 
review  is  demurrable,  if  it  does  not 
show  that  the  petitioner  could  not, 
with  reasonable  diligence,  have  dis- 
covered the  alleged  new  matters  set 
forth  therein,  prior  to  the  hearing 
and  decision  of  the  case ;  and  if  the 
new  matters  do  not  appear  to  be 
material.  id. 

See  8,  19,  81,  57,  66,  67. 
Injunction,  2. 
Master  in  Chancery. 
Practice,  8  to  6,  9. 


15.  Injunction. 

27.  Where  an  inventor  merely  sees  in- 
fringing machines,  without  claiming 
that  they  infringe,  and  does  not  lead 
the  defendant  into  any  expenditure 
or  course  of  conduct,  by  his  silence 
when  he  ought  to  have  spoken,  which 
the  defendant  would  not  have  made 
or  followed  if  the  inventor  hod  spok- 
en, he  is  not  debarred  from  the  right 
to  an  injunction*  Reayv.  Raynor,  18 

28.  It  being  held  that  the  defendant 
infringed  certain  claims  by  the  use  of 


machines  made  during  the  life  of  the 
patent,  an  injunction  was  granted, 
after  the  patent  had  expired,  on  the 
bill  as  one  filed  during  such  life,  to 
restrain  the  continued  use  of  the  parts 
of  those  machines  which  embraced 
those  claims.  id. 

29.  H.,  the  inventor,  having  assigned 
his  patent  to  T.,  and,  while  in  the> 
employ  of  T.,  ordered  certain  machin- 
ery to  be  made  as  covered  by  the 
patent,  which  T.  introduced  to  the 
public,  left  the  employ  of  T.,  and 
procured  like  machinery  to  be  made 
for  himself,  and,  with  the  aid  of  C, 
who  knew  the  facts,  began  to  sell 
such  machinery  in  competition  with 
T. :  Held,  that,  on  a  motion  by  T.,  for 
a  preliminary  injunction  to  restrain 
H.  and  C,  they  could  not  contest  the 
validity  of  the  patent  or  deny  that  it 
covered  such  machinery.  Time  Tel- 
egraph Co.  v.  Carey,  84 

80.  In  a  suit  against  a  municipal  cor- 
poration, founded  on  a  patent  for  a 
register  for  preserving  paid  bonda 
and  coupons,  it  was  enjoined  from 
using  the  patent.  In  the  final  decree, 
nominal  profits  and  damages,  and  a 
small  balance  of  costs,  were  adjudged 
to  the  plaintiff.  A  motion  by  the 
defendant  to  suspend  the  injunction 
during  the  pendency  of  an  appeal 
from  the  final  decree  was  denied. 
MmtMon  v.  The  Mayor,  &c.  45 

81.  In  a  suit  in  equity  for  infringing  a 
patent,  a  preliminary  injunction  was 
granted  as  to  claims  2  and  8.  Before 
the  time  for  answering  bad  expired, 
the  plaintiff  brought  a  second  suit  in 
equity,  in  the  same  Court,  against 
the  same  defendant,  for  infringing 
claim  2.  and  moved  for  a  preliminary 
injunction,  alleging  that  the  appara- 
tus now  sought  to  be  enjoined  was, 
in  all  material  respects,  so  far  aa 
claim  2  was  concerned,  the  same  ap- 
paratus as  that  enjoined  in  the  first 
suit.  On  an  objection  by  the  defend- 
ant, that  the  remedy  should  be  by  a 
motion  or  proceeding  in  the  first  suit, 
the  motion  was  denied,  without  prej- 
udice to  such  motion  or  proceeding. 
Gold  <t  Stock  Telegraph  Co.  v.  Pearce, 

69 

See  Injunction,  2. 
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16.  Particular  Patent*. 

(1.)  Dryfoos — Quilting  machine. 

82.  Re-issued  letters  patent,  No.  9,097, 
.  granted,  February  24th,  1880,  to 
Louis  Dryfoos,  assignee  of  August 
Beck,  for  an  improvement  in  quilt- 
ing machines,  the  original  patent, 
So.  190,184,  having  been  granted 
May  1st,  1877,  and  re-issued  as  No. 
8,068,  January  29th,  1878,  in  so  far 
as  they  claim,  in  effect,  the  combina- 
tion of  the  gang  of  needles  and  cloth- 
plate  with  any  feeding  mechanism 
which  would  reach  across  the  cloth 
and  feed  the  long  side  faster  than  the 
other,  claim  an  invention  not  shown 
in  the  original,  and,  except  as  to  the 
mechanism  shown  in  the  original,  be- 
yond the  invention  in  every  way, 
and  are  invalid.    Dryfoos  v.  Wiese, 

19 

88.  Such  invalidity  does  not  avoid  a 
new  claim  in  the  first  re-issue, 
brought  forward  into  the  second  re- 
issue; but  that  claim  is  not  in- 
fringed, id. 

(2.)  Firth— Coke-pan. 

84.  Letters  patent  No.  140,619,  granted 
to  John  B.  Firth,  July  8th,  1878, 
for  an  improvement  in  cake-pans,  are 
valid,  and  are  infringed  by  a  struc- 
ture made  according  to  letters  patent 
No.  255,04ft,granted  to  Joseph  Smith, 
March  14th,  1882,  for  a  patty-pnn. 
Bell  v.   United  Stake  Stamping  Co., 

27 

85.  The  questions  of  novelty  and  in- 
fringement considered.  id. 

(8.)  Brainard — Compositor**  copy  dis- 
tributor. 

86.  Letters  patent  No.  149,092,  granted 
to  Charles  Rollio  Brainard,  March 
81st,  1874,  for  an  improvement  in 
compositors'  copy  distributors,  are 
invalid,  for  want  of  patentability  of 
what  is  olaimed,  namely,  "  The  copy 
distributor  described,  consisting  of 
the  galley-holder  N,  provided  with 
compartments  for  galleys,  and  pins 
or  hooks  for  o:>py,  correspondingly 
lettered,  substant  ally  as  and  for  the 
purpose  specified"  Brainard  v.  Eve- 
ning Pot  Association,  61 
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87.  Before  the  invention  of  Brainard,  a 
series  of  hooks  for  copy  was  lettered 
to  correspond  with  the  letters  sys- 
tematically placed  upon  the  copy  and 
marked  upon  the  type  when  placed 
in  the  galley,  and  there  was  no  in- 
vention in  permanently  lettering  the 

illey  to  correspond  with  the  letter- 
on  the  hooks.  id. 

(4.)  Hicks — Thermometer. 

88.  Re-issued  letters  patent  No.  10,189, 
granted  to  James  Joseph  Hicks,  as 
assignee  of  L.  Peroni,  August  29tb, 
1882,  for  an  improvement  in  ther? 
mometers,  the  original  patent,  No. 
222,420,  having  been  granted  to  said 
Peroni,  December  9th,  1879,  are 
valid.    Hicks  v.  Otto,  94 

89.  Claim  1  of  the  re-issue,  namely,  "  A 
thermometer  having  its  bore  in  rear 
of  or  beyond  tbe  mechanical  axis  or 
centre  of  the  convex  surface  through 
whfch  it  is  viewed,  as  and-  for  the 
purpose  described/'  is  not  a  broader 
claim  than  claim  1  of  the  original, 
namely,  "  A  thermometer  tube  hav- 
ing its  bore  out  of  or  beyond  the 
mechanical  axis  or  centre,  as  and  for 
the  purpose  described."  id. 

40.  The  description  in  the  original  pat- 
ent set  forth,  as  the  invention,  what 
is  claimed  in  claim  1  of  the  re-issue ; 
and  there  was  nothing  in  the  state 
of  the  art  to  limit  the  invention  to 
anything  less  than  what  is  covered 
by  that  claim.  id. 

41.  The  questions  of  prior  use,  novelty 
and  infringement  considered.  id. 

(5.)  Kreischer—  Tiling. 

42.  Re-issued  letters  patent  No.  5,174, 
granted,  December  8d,  1872,  to  Bnl- 
thasar  Kreischer,  for  an  improve- 
ment in  tiling  used  in  fire-proof  build- 
ings under  the  floors,  the  original  pat- 
ent having  been  granted  March  21st, 
1871,  do  not  cover  any  patentable  in- 
vention.    Fryer  v.  Maurer,  100 

48.  The  invention  claimed  is  a  hollow 
sectional  tile  combined  with  the  gir- 
ders of  the  building  in  such  a  manner 
that  the  tiling  spans  a  8f  ace  between 
opposite  girders,  the  end  sections  be- 


594 


INDEX. 


ing  supported  upon  or  against  the 
girders,  and  the  middle  section  form- 
ing a  key  to  bind  the  sections  togeth- 
er, the  whole  having  a  flat  under 
surface.  id. 

44.  Nothing  adduced  on  the  question  of 
novelty  shows  an  arch  of  hollow 
tiles,  on  which  the  several  sections 
have  plnne  joints,  or  are  supported 
merely  by  the  wedging  power  of  the 

Elane  voussoirs;  bntf  as  an  arch  of 
ollow  tiles  made  in  sections,  rap- 
ported  by  girders  on  cither  side,  be- 
tween the  stones  cf  fire-proof  build- 
ings, was  old ;  and  each  an  arch,  hav- 
ing a  flat  tinder  surface,  with  the 
voossoirs  interlocked  by  indented 
joints,  and  a  keystone  with  an  in- 
dented joint,  was  old ;  and  the  latter 
arrangement,  with  a  recess  in  the  end 
sections  of  the  arch,  receiving  the 
flanges  of  the  girders,  with  air  spaces 
on  the  npper  side  of  the  arch,  was 
old,  nothing  of  Ereischer's  structure 
being  wanting  but  the  plane  joints  of 
the  arch ;  and  a  flat  arch,  with  plane 
joints,  and  the  intrados  with  no  curve, 
was  old ;  and  a  flat  arch  of  hollow 
bricks,  with  the  pieces  against  the 
joists  having  one  side  per)M»ndicnlar 
and  the  other  oblique,  and  the  inter 
mediate  pieces  having  parallel  slop- 
ing sides,  and  the  key  piece  being  of 
a  wedge  form,  was  old ;  there  was 
no  invention  in  what  Ereischer  did. 

id. 

45.  Re-issued  letters  patent,  No.  5,174, 
granted  to  Balthasar  Ereischer,  De- 
cember 3d,  1872,  for  an  improvement 
in  tiling  used  in  fire-proof  buildings, 
under  the  floors,  the  original  patent, 
No.  112,930,  having  been  granted 
March  21st,  1871,  are  invalid,  because 
everything  which  is  of  the  substance 
of  the  invention  was  old,  except  a 
slight  change  in  the  form  of  the  re- 
cess in  the  end  sections  of  the  tiling, 
and  the  patent  describes  that  change 
vaguely,  and  sets  forth  no  advantages 
as  resulting  from  it.  Fryer  v.  Mau- 
rer,  268 

46.  The  decision  in  this  case,  ante,  p. 
100,  confirmed.  id. 

(6.)  Van  Qe<uen — Size  or  quality  mark 
or  ticket. 


47.  The  claim  of  letters  patent  No.  149,-  52.  Claims  1  and  S  of  letters  patent 


896,  granted  to  Halmeak  Tan  Gea- 
.  sen,  April  21st,  1874,  namely,  M  As 
an  article  of  manufacture,  a  sue  or 
quality  mark  or  ticker,  composed  of 
two  layers  of  paper,  between  which 
is  secured  the  head  or  bridge  of  the 
fastening  springs  ct  which  extend 
through  the  bottom  layer,  and  are 
adapted  to  fasten  die  ticket  to  a  fab- 
ric, is  a  claim  to  constructing  a  tag 
of  two  layers  of  paper,  and  placing 
the  bridge,  or  ihe  head  of  the  staple, 
between  the  layers,  which  are  then 
fastened  together,  and  is  not  infringed 
by  a  tag  having  a  like  staple  secured 
by  an  eyelet,  the  lipe  of  which  clamp 
the  bridge  or  head  of  the  staple  to 
the  underside  of  the  tag.  KtmbaU 
V.  Cunningham,  146 

(7.)  thdhvon—Hamm*  for  JSre^mgime. 

48.  Letters  patent  No.l7U9n  granted. 
December  14th,  1875,  to  Edward  O. 
Sullivan,  for  improvements  in  har- 
ness for  fire  engines,  are  valid.  Wore- 
wick  Mfg.  Co.  v.  City  of  Buffalo,  157 

49.  Claim  3  of  the  patent,  namely,  M  S. 
The  combination,  with  a  harness  for 
a  fire-engine  or  like  apparatus,  of  a 
device  for  suspending  said  harness 
above  the  place  occupied  by  the 
horse  when  attached  to  the  appara- 
tus, substantially  as  and  for  the  pur- 
pose set  forth,  does  not  claim  the 
abstract  idea  of  suspending  a  harness 
from  the  ceiling  in  a  particular 
place.  id. 

50.  As  Sullivan  was  the  first  to  enter 
*   this  reltl  of  invention,  such  chum 

should  be  construed  broadly,  to 
cover  any  similar  apparatus  which 
suspends  a  harness  lu  substantially 
the  same  manner.  id. 

51.  On  the  question  of  novelty,  it  was 
held,  that  the  defendants  had  succeed- 
ed only  in  casting  doubt,  but  had  not 
pr  >ved  the  want  of  novelty  beyond  a 
reasonable  doubt  id. 

(8.)  MeirriU— Steam-heating  opparabt*. 

£Uui»g    and    Tbwnaend — Steam- 
trap. 

Albany  Steam-Trap    Co.  — I 
trap. 

Meeting — Steam-trap. 
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granted  to  Helem  Merrill,  April  8<>th, 
1867,  for  an  improyemeDt  in  steam- 
heating  apparatus,  namely,  "  1.  The 
retaining  of  the  water  in  the  receiv- 
ing and  discharging  cylinders  until, 
at  required  heights,  it  exerts  a  power 
sufficient  to  perform  the  operations 
substantially  as  described  and  set 
forth."  "8.  I  claim  the  method  of 
^returning  the  water  of  condensation 
to  the  boiler,  substantially  as  describ- 
ed," must  be  construed  as  claims  for 
the  apparatus  which  performs  the 
functions  mentioned  in  the  first  claim, 
and  which  is  the  means  for  effecting 
the  method  specified  in  the  first 
claim.  Albany  Steam  Trap  Co.  v. 
Fetthoueen,  159 

53.  On  the  construction  given  to  all  the 
claims  of  the  patent,  the  defendants 
were  held  not  to  infringe.  id. 

54.  Re-issued  letters  patent,  No.  5,549, 

Ksnted  to  James  H.  Blessing  and 
ederick  Townsend,  as  assignees  of 
James  H.  Blessing,  August  26th, 
1873,  for  an  improvement  in  steam- 
traps,  the  original  patent,  Ife>.  178,- 
670,  having  been  granted  February 
13th,  1872,  are,  as  to  claim  1,  void 
for  want  of  patentable  invention,  and, 
as  to  claim  5,  not  infringed,  td. 

55.  Reissued  letters  patent,  No.  8,286, 
granted  to  the  Albany  Steam  Trap 
Company,  as  assignees  of  James  H. 
Blessing,  June  18th,  1 878,  for  an  im 
provement  in  steam-traps,  the  origi- 
nal patent,  No.  142,828,  having  been 
granted  September  2d,  1878,  are  not 
infringed.  id. 

56.  Letters  patent,  No.  207,484,  grant- 
ed to  James  H.  Blessing,  August 
27th,  1878,  for  an  improvement  in 
steam-traps,  are  valid  and  are  in- 
fringed.  id. 

07.  As  the  plaintiff  succeeded  on  only 
one  of  the  four  patents  sued  on,  costs 
were  not  allowed  to  it.  id. 


(9.)  Brueh— Electric  lamp. 

58.  Re-issued  letters  patent  granted  to 
Charles  F.  Brush,  May  20th,  1879, 
for  an  improvement  in  electric  lamps, 
known  as  the  "clamp  patent,"  the 


original  patent  having  been  granted 
May  7th,  1878,  considered.  Brmh 
v.  CondU,  246 

(10.)  Vacuum  Oil  Co.— Hydrocarbon 
oil. 

59.  The  claim  of  re-issued  letters  pat- 
ent, No.  7.821,  granted  to  the  Vacu- 
um Oil  Company,  as  assignee,  Sep- 
tember 26th,  1876,  the  original  pat- 
ent, No.  58.020,  having  been  granted 
to  M.  P.  Ewing,  September  11th, 
1866,  namely,  "An  unburned,  resid- 
ual, heiivy  hydro-carbon  oil,  substan- 
tially as  described,"  is  an  unlawfully 
expanded  claim,  because  it  claims  a 
product,  however  produced,  while 
the  original  patent  claimed  the  pro- 
duct when  made  in  a  certain  way. 
Vacuum  OH  Co.  v.  Buffalo  Lubrica- 
ting Oil  Co.,  266 

(11.)  Tale  Lock  Mfg.   Co.—Poet+ffice 

box. 

60.  Re-issued  letters  patent,  No.  8,788, 
granted  to  the  Yale  Lock  Manufac- 
turing Company,  as  assignee  of  Silas 
N.  Brooks,  administrator  of  Linus 
Yale,  Jr.,  July  1st,  1879.  for  an  im- 
provement in  post  office  boxes,  on  an 
application  made  May  14th,  1879,  (the 
original  patent  having  been  granted 
to  said  Brooks,  as  administrator, 
September  19th,  1871,  and  reissued 
July  9th,  1872,  on  an  application 
made  May  7th,  1872.  and  again  re- 
issued April  24th,  1877,  on  an  appli- 
cation made  April  19th,  1875,)  which 
were  the  subject  of  decision  in  Tale 
Lock  Mfg.  Co.  v.  ScoviU  Mfg.  Co., 
(18  BUtckf.  C.  C.  R.,  248,)  again 
considered.  Tale  Lock  Mjg.  Co.  v. 
Jatnee,  294 

61.  The  first  and  second  claims  of  the 
re-issue  must  be  so  construed  as  to 
require  the  metallic  front  of  the  boxes 
to  be  made  continuous  by  rivets, 
bolts  or  fastenings  which  attach  the 
frames  both  to  the  woodwork  and 
to  each  adjoining  frame.  id. 


62.  There  was  no  mistake,  defect  or  in- 
sufficiency in  the  description  or  claims 
of  the  original  patent.  id. 

68.  In  the  course  of  the  application  for 
the  original  patent,  the  applicant 
abandoned  clauses  making  the  attach- 
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ment  of  the  frames  to  each  other  op- 
tioDal.  id. 

(12.)  Severance— JRock-drilL 

64.  Claims  2  and  8  of  re-issued  letters 
patent,  No.  3.690,  granted  to  Asahel 
J.  Severance,  as  assignee  of  Rudolph 
Leechot,  October  26th,  1869,  for  an 
"  improved  rock  drill/'  (the  original 
patent  having  been  granted  to  Lee- 
ch ot,  July  14th,  1868,)  namely,  "2. 
The  row  of  cutting  edges  a1,  when 
attached  to  a  revolving  boring  head, 
so  as  to  project  beyond  the  circum- 
ference thereof,  for  the  purposes  spec- 
ified. 8.  In  combination  with  a  re- 
volving and  progressing  boring  head, 
having  cutting  points  projecting  be- 
yond the  periphery  thereof,  a  hollow 
central  drill  rod,  through  which  the 
water  is  forced  or  passed/'  are  void, 
the  claim  of  the  original  patent,name- 
ly, <a  The  tool  for  boring  or  cutting 
rock  or  other  hard  substances,  com- 
posed of  an  annular  or  tubular  stock 
or  crown,  armed  with  a  series  of  dia- 
monds, and  operating  substantially 
as  herein  specified,"  naving  limited 
the  invention  to  an  annular  crown, 
which  would  necessarily  bore  an  an- 
nular hole,  having  a  central  core. 
American  Diamond  Drill  Co.  v.  Sul- 
livan Machine  Co.,  298 

65.  There  was  in  the  original  patent  no 
error  through  inadvertence,  accident 
or  mistake,  nor  was  tit  ere  any  defec- 
tiveness or  insufficiency  in  the  speci- 
fication, id. 

66.  For  the  above  reasons,  the  bill  wag 
dismissed,  after  the  report  of  the  mas- 
ter was  made  on  an  interlocutory  de- 
cree for  the  plaintiff.  id. 


(18.)  Wooeter — Machine    for    making 
ruffle*. 
Woo*ter — Sewing  machine/or  mak- 
ing band-ruffling. 

67.  In  April,  1881,  this  Court  made  an 
interlocutory  decree,  (8  Fed.  Rep, 
429,1  adjudging  re-issued  letters  pat- 
ent No.  6,565,  granted  to  George  H. 
"W coster,  July  27tb,  1875,  (on  an  ap- 
plication for  a  re-issue  filed  June  22d, 
1875,)  for  an  ''improvement  in  ma- 
chines for  making  ruffles,"  (the  orig- 


inal patent,  No.  87,550,  having  been 
granted  to  Pipo  and  Sherwood.  Jan- 
uary 27th.  1863,  on  the  invention  of 
John  A.  Pipo,)  to  be  valid,  so  far  as 
claims  1,  7,  8  and  10  were  concerned, 
•and  to  have  been  infringed;  and  ad- 
judging reissued  letters  patent  No. 
6,566,  granted  to  said  Wooeter,  July 
27th,  1875,  (oh  an  application  for  a 
re-issue  filed  July  19th,  1875,)  foaan 
"improvement  in  sewing  machines 
for  making  band-ruffling,"  (the  orig- 
inal patent,  No.  46,424,  having  been 
granted  to  £.  C.  Wootter,  February 
14  tli,  1865,  on  the  invention  of  Thom- 
as Robjohn,)  to  be  valid,  so  far  as 
claims  8  and  9  were  concerned,  and 
to  have  been  infringed  ;  and  award- 
ing accounts  of  profits  and  damages, 
and  perpetual  injunctions.  During 
the  accounting,  and  in  view  of  the 
decisions  in  Miller  v.  Braes  Co.,  (104 
U.  8.,  850,)  and  James  v.  Campbell, 
(Id.,  856,)  the  defendants  applied  to 
the  Court  to  reconsider  the  question 
of  the  validity  of  the  re  issues:  Eef*\ 

(1.)  The  Court  has  power  to  vacate 
the  interlocutory  decree; 

(v)  The  right  to  re-issue  the  Pipo 
patent  was  lost  by  the  delay  of  more 
than  12  years,  the  case  being  one  of 
a  mere  expansion  of  the  claims  be- 
yond anything  stated  in  the  criminal 
patent  as  the  invention,  and  with  no 
proof  of  mistake  or  inadvertence,  and 
it  being  sought  to  make  the  new 
claims  embrace  structures  brought 
into  use  between  the  time  of  the  issue 
of  the  original  patent  and  the  time  of 
the  application  for  the  re-issue,  and 
which  were  not  infringements  of  the 
claim  of  the  original  patent ;  and  the 
re-issue  was  invalid  as  to  claims  1,  7, 
8  and  10; 

(8.)  In  the  Robjohn  re-fcsue,  new 
matter  was  introduced,  and  the  re- 
issue was  taken  to  cover  devices 
which  did  not  infringe  the  original 
patent,  and  was  invalid  as  to  claims 
8  and  9.     Wooeter  y.  Handy,        807 

68.  The  bill  was  dismissed.  id 


(14.)  Celluloid  Mfg.  Co.— Piano-key. 

69.  Claim  1  of  letters  patent  No.  210,- 
780,  granted,  December  10th,  1678, 
to  the  Celluloid  Manufacturing  Com- 
pany, assignee  of  John  W.  Hyatt,  for 
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an  improvement  in  the  manufacture 
of  piano  keys,  namely,  "1.  As  a  new 
article  of  manufacture,  a  blank  key- 
board covered  with  a  continuous 
strip  or  roll  of  plastic  composition, 
substantially  as  specified,"  is  a  valid 
claim.     Celluloid  Mfg.  Co.  v.  Pratt, 

867 

70.  The  invention  consisted  in  covering 
the  entire  upper  surface  of  the  key- 
board with  a  sheet  of  celluloid,  fas- 
tened to  the  wood  with  the  usual  cel- 
luloid cement,  and  was  patentable,  id. 

71.  It  is  an  infringement  of  claim  1  to 
cover  a  substantial  portion  of  the  up- 
per surface  of  the  key-board  with  a 
single  sheet  of  celluloid,  but  it  is  not 
an  infringement  to  cover  single  keys 
with  separate  strips  of  celluloid,     id. 

(15.)  Matthews — Soda-water  fountain, 
Matthews — Soda-water  apparatus. 
Matthetos— Vessel   containing  gas 

under  pressure. 
Matthews —  Fountain     containing 
aerated  beverage, 

72.  Claims  1, 2  and  3  of  re-issued  letters 
patent  No.  8.884,  granted  to  John 
Matthews,  August  5th,  1879,  for  an 
"improvement  in  soda-water  foun- 
tains," on  an  application  for  re-issue 
filed  June  26th,  1879,  the  original 
patent,  No.  128,411,  having  been 
granted  to  said  Matthews,  June  25th, 
1872,  for  17  years  from  June  13th, 
1872,  namely,  "  1.  The  combination 
of  the  inner  continuous  tin  fountain, 
A,  having  neck,  b,  with  the  rigid  in- 
closing shell,  made  in  sections,  sub- 
stantially as  herein  shown  and  de- 
scribed. 2.  The  tin  vessel,  A,  in- 
closed by  a  cylinder,  C,  and  ends, 
BB',  in  the  manner  substantially  as 
described,  as  a  new  and  improved 
Article  of  manufacture,  for  the  pur- 
pose specified.  3.  The  combination 
of  the  inner  vessel,  A,  with  the  ex- 
terior covering,  made  in  sections, 
which  are  united  after  being  placed 
around  the  vessel,  A,  substantially 
as  specified,  the  inner  vessel  being 
entirely  continuous  within  the  cov- 
ering, "  are  in  valid.  Matthew  v.  Iron 
Clad  Mfg.  Co.,  427 

78.  The  text  of  the  specifications  of  the 
original  patent  and  the  re-issue  was 


the  same ;  the  original  had  one  claim, 
namely,  "  The  tin  vessel,  A,  incased 
by  a  steel  cylinder,  C,  and  ends,  BB', 
soldered  to  the  latter,  in  the  manner 
substantially  as  described,  as  a  new 
and  improved  article  of  manufacture, 
for  the  purpose  specified ;n  the  in- 
vention set  forth  in  the  original  pat- 
ent was  a  structure  having  these  fea- 
tures: (I)  a  tin  vessel  or  lining,  A  ; 
(2)  incased  by  a  steel  body  or  cylin- 
der, C;  (3)  the  outer  end  caps  or 
endjs,  BB',  soldered  to  the  steel  body 
or  cylinder,  C,  without  flanges  or 
projections,  by  tin  joints,  made  by 
soldering  with  pure  tin,  instead  of 
by  a  solder  having  lead  in  it;  the 
claim  was  adequate  to  secure  that 
invention;  there  was  no  inadvert- 
ence, accident  or  mistake;  the  first 
three  claims  of  the  re-issue,  by  omit- 
ting all  limitation  to  the  method  of 
soldering,  enlarge  the  invention  and 
the  claim,  so  as  to  cover  structures 
which  came  into  existence  after  the 
original  patent  was  granted,  and  be- 
fore the  re-issue  was  applied  for ;  it 
was  applied  for  seven  years  after 
the  original  was  granted,  and,  during 
that  interval,  the  defendant  engaged 
in  making  the  alleged  infringing 
structures  ;  and  they  did  not  infringe 
the  claim  of  the  original  patent    %d. 

74.  Claim  1  of  re-issued  letters  patent 
No.  8,837,  granted  to  John  Matthews, 
August  5th,  1879,  for  an  "improve- 
ment in  soda-water  apparatus,"  on  an 
application  for  re-issue  filed  June 
26th,  1879,  the  original  patent,  No. 
187,702,  having  been  granted  to  said 
Matthews,  April  8th,  1 878,  namely, 
"  1.  The  combination  of  the  cock  A, 
having  recessed  flange  a,  and  pack- 
ing x,  in  the  recess,  with  the  bung 
G,  and  shell  or  body  D,  of  the  foun- 
tain, substantially  as  herein  shown 
and  described,"  considered.  id. 

75.  The  invention  covered  by  that 
claim  was  on  sale  more  than  two 
years  before  the  application  for  the 
original  patent.  id. 

76.  The  five  claims  of  letters  patent  No. 
159,438,  granted  to  John  Matthews, 
February  2d,  1875, for  an  "improve- 
ment in  vessels  containing  gases  and 
liquids  under  pressure,"  considered. 

id. 
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77.  The  first  four  claims  of  that  patent 
are  not  infringed  by  a  structure 
which  is  not  a  lamellar  vessel,  and 
has  no  lamellar  cap  or  end,  and  no 
cap  or  end  made  by  sweating  togeth- 
er a  number  of  caps  coated  with  a 
soldering  metal,  bat  only  has  rein- 
forcing washers  at  the  end  where 
there  is  an  aperture.  id. 

78.  As  to  claim  5  of  that  patent,  name- 
ly, "  5.  The  combination  of  the  re- 
enforcing  washers  d  with  the  end  or 
body  of  the  vessel,  so  as  to  re-enforce 
the  parts  weakened  by  apei-tures,  as 
set  forth,"  the  state  of  the  art  was 
such,  that  there  was  no  invention  in 
applying  a  re-enforcing  washer  to  an 
aperture  in  a  structure  like  the,  de- 
fendant's ;  and  such  a  washer  as  the 
defendant's  existed  substantially  be- 
fore Matthews'  invention.  id 

79.  Moreover,  the  invention  was  exten- 
sively used  by  Matthews,  in  his  reg- 
ular business,  more-  than  two  years 
before  he  applied  for  the  patent,    id. 

80.  Claim  1  of  letters  patent  No.  179,- 
588,  granted  to  John  Matthews,  July 
4th,  1876,  for  an  "improvement  in 
fountains  containing  aerated  bever- 
ages," namely,  "  I.  A  metallic  bung, 
provided  with  a  recess,  c,  in  combi- 
nation with  faucet,  e  d,  substantially 
as  described,"  is  not  infringed  by  a 
structure  which  has  no  washer  in  the 
bung  casting,  nor  any  recess  for  a 
washer ;  and,  as  a  washer  in  a  recess 
in  a  cock,  to  pack  a  joint,  existed  be- 
fore, it  hardly  amounted  to  a  patent- 
able invention  t  >  change  the  position 
of  the  recess  from  the  cock  to  the 
bung,  there  being  no  other  result 
than  convenience.  id. 

81.  Claim  2  of  that  patent,  namely, 
"  2.  In  a  fountain,  a  lining  carried 
over  the  inner  face  of  a  metallic 
bung,  and  soldered  thereto,  substan- 
tially as  shown,  so  as  to  protect  the 
bung  against  corrosion,  as  set  forth," 
does  not,  in  view  of  the  state  of  the 
art,  claim  a  new  or  patentable  inven- 
tion, id. 

(16.)  Spill — Dissolving  xyloidine. 

Spill — Manufacture  ofxylodiru. 

82.  Letters  patent,  No.  97,454,  granted 


to  Daniel  Spill,  November  80th,  1869, 
for  an  "improvement  in  dissolving 
xyloidine  for  use  in  the  arts,"  are  in- 
Valid,  for  want  of  novelty,  as  to  the 
claim  for  the  preparation  and  use  of 
camphor  in  conjunction  with  alcohol 
or  spirits  of  wine,  as  a  solvent  of 
xyloidine.  Spill  v.  Celluloid  Mfg. 
Co.,  441 

88.  The  2d  claim  of  letters  patent,  No. 
101.175,  granted  to  Daniel  Spill, 
March  22d,  1870,  for  an  "improve- 
ment in  the  manufacture  of  xyloidine 
and  its  compounds,"  namely,  "The 
process  of  bleaching  xyloidine  in  the 
manner  herein  specified,"  rests  only 
on  the  met,  that  Spill  discovered  that 
xyloidine  could  be  bleached  by  ordi- 
nary bleaching  materials.  But  he 
merely  applied  the  old  process  of 
bleaching  by  ordinary  bleaching 
agents,  to  vegetable  fibres,  with  no 
change  in  the  manner  of  application, 
and  with  the  same  result;  and  this 
was  not  a  patentable  invention,  in 
view  of  the  state  of  the  art,  and  of 
the  decision  in  Pennsylvania  J2.  It 
Co.  v.  Locomotive  Engine 
Truck  Co.,  (110  U.  A,  490.) 

(17.)  JSdyee—VentUating  louver. 

84.  Claims  1  and  5  of  letters  patent,  No. 
170,852,  granted  to  George  Hayes, 
December  7th,  1875,  for  an  improve- 
ment in  ventilating  louvers,  are  in- 
valid.   Hayee  v.  Butkelhoupt,       463 

85.  Claim  1  is  a  claim  for  a  louver,  con- 
sisting of  the  combination  of  an  outer 
reticulated  covering,  with  curved 
slabs,  called  gutters,  within;  and 
claim  5  is  for  the  gutters  themselves. 
The  covering  and  gutters  together 
form  an  aggregation,  and  not  a  pat- 
entable combination,  and  there  was 
no  patentable  invention  in  putting 
the  two  together  for  uses  for  which 
each  was  before  well  known  separ- 
ately. The  use  of  the  flanges  was 
only  the  result  of  good  workman- 
ship, id. 

(18.)  ffofmei  and  Room*— Electric  ttn 
ing  for  safe. 

86.  Letters  patent  No.  120,874,  granted 
to   Edwin   Holmes   and   Henry  C 
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Roome,  November  14th,  18*71,  for  an 
improvement  in  electric  linings  fur 
Bates,  are  valid.  Holme*  Electric  Pro- 
tective Co.  v.  Metropolitan  Burglar 
Alarm  Co.,  471 

87.  There  was  invention  hi  making  an 
electric  lining  to  an  outer  covering 
for  a  safe,  insulated  from  the  safe, 
and  so  arranged  that  an  attempt  to 
get  through  the  covering  will  affect 
the  electrical  conditions,  and  there- 
by give  an  alarm,  although  the  out- 
side of  houses  and  other  buildings 

•  and  rooms  had  before  been  electrical- 
ly protected.  id. 

88.  Under  §  4,887  of  the  Revised  Stat- 
utes, the  term  of  a  patent  here  is  to 
be  as  long  as  the  remainder  of  the 
term  for  which  a  prior  foreign  patent 
was  granted,  even  though  the  latter 
patent  has  been  suffered  to  lapse  for 
non-payment  of  tax.  id. 

(19.)  Franklin  Electric  Oat  Lighting 
Co. — Electric  apparatus  for 
lighting  etreet-lamp. 

89.  In  re-issued  letter?  patent  No.  9,748, 
granted  to  the  Franklin  Elec'ric  Gas 
Lighting  Company,  assignee  of  Jacob 
P.  Tirrell,  June  7th,  1881,  for  elec- 
trical apparatus  for  lighting  street- 
lamps,  the  original  patent,  No.  1 80,- 
770,  having  been  granted  August 
20th,  1872,  and  the  specifications  of 
the  original  and  the  re-issue  being 
precisely  alike,  what  is  claimed  in 
claims  2  and  5  was  not  claimed  any- 
where in  the  original  patent,  as  a 
part  of  the  invention;  that  patent 
stood  nearly  nine  years  before  those 
claims  were  made;  the  right  under 
which  the  defendants  operate  had 
accrued  before  they  were  made ;  and 
those  claims  are  invalid.  Electric 
Oat  Lighting  Co.  v.  TUloteon,      481 

(20.)  Bell— Telegraphy. 
Bell— Telephone. 

90.  Letters  patent  granted  to  Alexander 
Graham  Bell,  No.  174.465,  March 
7th,  1876,  for  "improvements  in  te- 
legraphy," and  No.  186,787,  January 
80th,  1877,  for  "improvements  in 
electric  telephony/'  are  valid.  Amer- 
can  Bell  Telephone  Co.  v.  People** 
Telephone  Co.,  681 


91.  Bell,  and  not  Daniel  Drawbaugh, 
was  the  inventor  of  the  electric 
speaking  telephone.  id. 

92.  The  claims  of  Drawbaugh  consid- 
ered with  reference  to  these  facts: 
(1)  His  failure  to  apply  for  a  patent 
for  the  telephone,  for  10  years;  (2) 
His  want  of  veracity,  as  a  witness ; 
(8)  His  want  of  acquaintance  with 
electrical  science;  (4)  His  failure  to 
bring  a  telephone  into  use.  id. 

PLEADING. 

8ee  Aghebmext,  1. 
Corporation,  1,  4. 
Patent,  20,  22. 
Practice,  4,  7. 

PRACTICE. 

1.  Where,  at  the  time  a  suit  is  removed 
from  a  State  Court  of  New  York,  into 
this  Court,  by  the  defendant,  under 
the  Act  of  March  3d,  1875,  (18  U. 
8.  Stat,  at  Large,  470,)  his  examina- 
tion under  the  Code  of  Civil  Proce- 
dure of  New  York,  as  a  witness,  at 
the  instance  of  the  plaintiff,  before 
trial,  is  pending,  under  an  order  of 
the  State  Court,  the  plaintiff  has  a 
right  to  proceed  with  the  examination 
pursuant  to  the  order.     Foggy.  PUk, 

29 

2.  As  a  pending  case,  presenting  the 
same  question,  involved  a  sufficient 
sum  to  be  reviewed  by  the  Supreme 
Court,  and  was  to  be  presented  to 
that  Court,  this  Court,  both  judges 
concurring,  stayed  all  proceedings 
in  this  case,  and  refrained  from  en- 
tering a  judgment,  until  the  decision 
in  the  other  case,  on  writ  of  error, 
or  until  the  further  order  of  this 
Court    Rich  v.  Town  of  Mentz,      85 

3.  In  a  suit  in  equity  for  the  infringe- 
ment of  a  patent,  there  was  an  inter- 
locutory decree  for  the  plaintiff,  and 
an  injunction,  a  settlement,  a  license, 
and  payment  for  a  release.  After- 
wards the  defendant  applied  for  a 
rehearing,  on  the  ground  of  newly 
discovered  evidence.  The  applica- 
tion was  denied,  on  the  ground  of 
laches.  Colgate  v.  Weetern  Union 
Telegraph  Co.,  118 
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4.  In  a  suit  in  equity  brought  under 
S  4,918  of  the  Revised  Statutes,  to 
determine  a  question  of  interference 
between  two  patents,  where  the  de- 
fendant sets  up,  by  plea,  that  the 
plaintiff's  patent  i*  void  for  want  of 
novelty,  and  the  plea  is  overruled  on 
the  ground  that,  in  a  proceeding  tin- 
der I  4,91 8,  the  plaintiff's  patent  can- 
not be  attacked  for  want  of  novelty, 
the  defendant  will  not  be  allowed  to 
set  np  afterwards,  in  an  answer,  the 
matter  contained  in  the  plea.  Pent- 
large  v.  Pentlarge,  120 

5.  After  a  final  hearing  on  pleadings 
and  proofs,  and  a  decision  in  favor 
of  the  plaintiff,  in  a  suit  in  equity  for 
the  infringement  of  a  patent,  the  de- 
fendant applied  for  leave  to  amend 
the  answer  aud  for  a  rehearing,  in 
order  to  set  up  a  new  defence  of  prior 
use.  It  did  not  appear  that  the  facts 
constituting  the  new  defence  could 
not  have  been  discovered,  by  reason- 
able diligence,  before  the  hearing. 
The  facts  showing  diligence  were  not 
specified,  but  the  conclusion  only 
was  alleged.  The  application  was 
denied.    Hick*  v.  Otto,  122 

6.  In  a  suit  in  equity  on  two  patents, 
the  testimony  being  closed  as  to  one, 
and  the  cause  set  down  for  hearing,  if 
the  plaintiff  desires  to  discontinue 
the  suit  as  to  that  patent,  he  will  be 
allowed  to  do  so  on  the  condition,  to 
be  inserted  in  the  decree,  that  the 
evidence  taken  by  the  defendant  in 
relation  to  that  patent  may  be  stipu- 
lated' into  any  future  suit  upon  the 
same  patent  by  the  plaintiff  against 
the  defendant.    Brush  v.  Condit,  246 

7.  A  motion  by  the  respondent,  in  a 
suit  in  Admiralty  in  the  Circuit  Court, 
to  amend  the  answer,  so  as  to  set  up,  as 
a  ground  of  defence,  the  law  of  Great 
Britain,  enabling  ship-owners  to  ex- 
empt themselves,  by  express  contract, 
from  liability  for  loss  of  goods  carried 
by  their  ships,Rrising  from  negligence, 
was  denied,  on  the  ground  that,  under 
Rules  8  and  4  of  the  Circuit  Court,  the 
written  appeal  by  the  respondent  had 
not  stated  that  it  was  intended,  on 
the  appeal,  to  make  new  allegations. 
Phcvix  Ins.  Co.  v.  Liverpool  and 
Great  Western  Steamship  Co.,       872 


8.  In  an  action  at  law,  where  it  was  far 
from  dear  that  the  plaintiff  were  en- 
titled to  recover,  and  the  Court  had, 
with  grave  doubt,  directed  a  verdict 
for  them  for  over  $5,000,  an  applica- 
tion by  them  to  remit  part  of  the  ver- 
dict, so  as  to  reduce  it  below  $5,000, 
and  thus  prevent  a  review  by  the  Su- 
preme Court,  on  a  writ  of  error,  was 
refused.    Rogers  v.  Bomerman,    452 

0.  In  a  patent  suit,  in  equity,  founded 
on  two  patents,  the  plaintiff,  at  the 
hearing,  withdrew  one  of  them,  and 
had  a  decree  on  the  other.  The- 
defendant  applied  for  a  rehearing, 
on  the  grounds,  (1)  that  he  supposed 
the  main  reliance  was  on  the  patent 
withdrawn;  (2)  that  the  defendant 
supposed  the  patent  that  was  sus- 
tained, to  be  in  valid ;  (8)  that  import- 
ant considerations  as  to  that  patent 
had  failed  to  come  to  the  attention  of 
the  Court:  Held,  that  a  rehearing 
most  be  denied.  Everest  v.  Buffalo 
Lubricating  OH  Co.,  524 

See  Agreement,  1. 

Circuit  Court,  1  to  7. 

O08TS. 

Evidence,  4,  7. 
Jurisdiction,  1  to  8. 
Patent,  22, 24  to  26,  67. 
Trial. 


R 

•   RAILROAD. 

See  Bill  of  Lading,  8,  4. 
Bond. 

Corporation,  8. 
Express  Company. 
Mortgage. 
Receiver. 
Telegraph  Company. 

RECEIVER. 

1.  Where  a  railroad  corporation,  with 
its  well-known  obligations  to  the 
public,  has  bec<  me  entirely  insolvent 
and  unable  to  pay  the  interest  upon 
its  secured  debts,  unable  to  pay  its 
floating  debt,  unable  to  borrow  mon- 
ey, and  is  in  peril  of  the  breaking  up 
and  destruction  of  its  business,  and 
confesses  this  inability,  a  case  has 
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arisen  where,  upon  a  bill  filed  by  a 
mortgage  bondholder,  for  an  injunc- 
tion against  attacks  upon  the  mort- 
-  gaged  property  and  a  receivership 
to  protect  the  property  of  the  corpor- 
ation against  peril,  a  temporary  re- 
ceiver may  be  appointed,  although 
no  default  has  yet  taken  place  on  the 
securities  owned  by  the  plaintiff,  bat 
a  default  is  imminent  and  manifest. 
Brauey  v.  N.  Y.  A  New  England  R 
RCo.,  72 

2.  The  receivership  in  this  case  was 
not  the  result  of  any  plan  to  injure 
the  corporation  or  the  holders  of  its 
securities,  nor  was  the  suit  collusive 
between  the  parties,  in  the  sense  of  a 

.  fraudulent  collusion  to  deceive  the 
Court,  and  thereby  to  accomplish 
«elfish  and  improper  purposes.       id. 


REHEARING. 
See  Pkaotiob,  3,  9. 

REMOVAL  OF  CAUSE. 

1.  To  authorise  the  removal  of  a  suit 
from  a  State  Court,  under  subdivis- 
ion 3,  of  section  689,  of  the  Revised 
Statutes,  the  requisite  diversity  of 
citizenship  must  exist  both  when  ihe 
suit  was  begun  and  when  the  peti- 
tion for  removal  is  filed.  Freling- 
huyten  v.  Baldwin,  1 

2.  A  citizen  of  New  York  brought  a 
suit.,  in  a  State  Court,  against  a  cor- 
poration of  New  Jersey  and  two  cor- 

rations  of  New  York,  claiming  to 
a  creditor,  without  judgment,  of 
the  New  Jersey  corporation.  The 
complaint  prayed  that  certain  real 
estate  alleged  to  have  been  paid  for 
by  that  corporation,  when  insolvent, 
and  conveyed  directly  to  one  of  the 
other  corporations,  in  fraud  of  the 
plaintiff's  rights,  be  sold  to  satisfy 
his  .claims,  and  that  the  defendants 
be  restrained  from  disposing  of  or  in- 
cumbering the  land.  No  judgment 
was  asked  for  against  the  New  Jersey 
corporation :  Held,  that  this  Court 
could  not  entertain  jurisdiction  of 
the  case,  by  a  removal  of  the  suit  by 
the  New  Jersey  corporation,  under 
clause  2  of  section  2  of  the  Act  of 


March  3d,  1876,  (18  U.  8.  Stat,  at 
Large,  470,)  because  there  was  no 
separate  and  distinct  controversy, 
which  could  be  fully  determined,  be- 
tween the  plaintiff  and  the  New  Jer- 
sey corporation.  Moore  v.  North 
River  Construction  Co.,  115 

8.  In  an  interpleader  suit,  in  equity, 
brought  by  a  life  insurance  company 
against  different  persons  claiming  to 
own  a  policy  issued  by  it,  one  of  the 
defendants  removed  the  suit  into  this 
Court,  under  clause  2  of  §2  of  the 
Act  of  March  3d,  1876,  (18  U.  8.  Stat. 
at  Large,  470,)  alleging,  in  his  peti- 
tion, that  the  policy  was  bis  property. 
Another  defendant  moved  to  remand 
the  cause,  on  the  ground  that  there 
was  but  a  single  controversy  in  the 
suit,  and  that  m  that  case  a  removal 
could  be  had  on'y  under  clause  1  of 
§  2,  and  then  only  when  all  the 
plaintiffs  or  all  the  defendants  should 
unite  in  the  petition :  Held,  that  the 
motion  must  be  denied.  Mutual  Life 
Int.  Co.  v.  ChanxpUn,  884 

4.  Subdivision  8  of§  689  of  the  Revised 
Statutes  is  not  repealed  by  the  Act 
of  March  8d,  1876,  (18  U.  8.  Stat,  at 
Large,  470.)    Melendy  v.  Currier,  608 

6.  The  time  of  removal  under  that  sub- 
division is  not  regulated  by  the  Act 
of  1876;  and  a  cause  may,  under 
that  subdivision,  be  removed,  after 
it  has  been  once  tried  in  the  State 
Court  and  a  new  trial  has  been 
granted.  id. 

See  Practice,  1. 


s 

SALE. 

1.  An  order,  addressed  to  the  defend- 
ant, read  thus:  "  Messrs.  C.  P.  Harris 

Mfg.  Co.    Order  No. .    Send  to 

C.  W.  S.  Banks,  of  69  South  St.,  Bal- 
timore, McL  Terms,  net  30  days, 
freight  allowed.  M.  D.  Berry, 
Agent."  Then  followed  a  list  of 
goods, with  prices,  and  "  to  be  shipped 
after  two  months  from  date  of  this 
order."  The  order  was  in  duplicate. 
Banks  signed  it  at  the  foot.    Berry 
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represented  the  defendant.  He  sent 
one  order  to  the  defendant,  and  left 
one  with  Banks,  and  himself  kept  a 
copy  of  the  written  parts.  The  de- 
fendant refused  to  send  the  goods. 
In  a  eoit  for  their  non-delivery :  Held, 
that  there  was  no  sufficient  memor- 
andum in  writing  of  a  bargain  of  sale, 
to  charge  the  defendant,  within  the 
statute  of  frauds,  29  Gar.  2,  c.  8,  in 
force  in  Maryland,  where  the  order 
was  signed.  Bank*  v.  Charlet  P. 
Harris  Mfg.  Co.,  108 

2.  In  an  action  to  recover  damages  for 
a  breach  of  warranty  as  to  quality, 
on  the  sale  of  steel  to  be  used  in  mak- 
ing vises,  the  warranty  and  the 
breach  being  established,  the  Court 
ruled  that  the  plaintiff  owed  no  duty 
to  the  defendant  to  test  the  steel  be- 
fore using  it,  and  that  there  was  no 
evidence  to  authorise  the  jury  to  find 
that  the  plaintiff  discovered  the  de- 
fect in  the  steel  before  using  it :  Held, 
that  this  ruling  was  correct.  BagUy 
y.  Cleveland  Rolling  Mill  Co.,        842 

8.  When  a  vendor  agrees  to  fill  an  or- 
der for  an  article  of  a  particular  qual- 
ity, his  liability  is  the  same  as  when 
he  first  makes  a  proposal  to  sell  an 
article  of  that  description.  id. 

4.  The  defects  in  the  steel  not  being 
obvious  on  inspection,  but  latent,  the 
use  of  it  by  the  plaintiff  did  not  affect 
his  right  of  recovery  for  damages,  it 
not  being  shown  that  he  knew  of  the 
defects  till  he  had  used  the  steel  and 
sold  the  vises  made  from  it.  id. 

6.  The  proper  damages  were  the  cost 
of  labor  and  the  waste  of  material 
employed  in  making  the  vises,  with 
interest  from  the  commencement  of 
the  suit.  id. 


SHIP-OWNER 
See  Negligence,  1. 

SHIPPING  COMMISSIONER. 

.  The  question  considered,  whether 
the  salaries  paid  by  the  Shipping 
Commissioner  of  the  Port  of  New 
York  to  his  deputies,  for  the  year 


1882,  were  reasonable.  In  re  Ac- 
count* of  Shipping  Commiteioner, 

148 

2.  A  salary  of  $8,648  to  each  of  three 
sons  of  his,  as  a  deputy,  held  not  to 
be  reasonable.  id. 

bv 

the  Shipping  Commissioner  reviewed, 
and  the  conclusion  reaohed,  either 
that  he  was  so  blinded  by  parental 
interests  that  he  could  not  exercise 
an  intelligent  judgment  respecting 
the  economical  and  decorous  admin- 
istration of  his  office,  or  that  he  cor- 
ruptly exercised  bis  powers  and  op- 
portunities, to  farm  out  its  revenues, 
as  spoils  for  family  distribution,    id. 

4.  Regulations  made  as  to  the  number 
of  clerks  to  be  employed,  and  their 
salaries.  id. 

6.  The  Commissioner  ordered  to  show 
cause  why  he  should  not  be  removed 
from  office.  id. 


STATUTE. 
Am  Dense,  2. 

STATUTE  OF  FRAUDS. 
See  Sals,  1. 

STATUTES  CITED. 


United  States. 


420 

485 
4*7 
48ft 
486 


1789,  September  24th,  Equity, 

1790,  April  10th,  Patent, 
1790,  April  30th,  Indictment, 
1798,  February  21st,  Patent* 
1800,  April  17th,  Patent, 
1818,  January  20th,  Elistment  of 

Minor,  480 

1886,  July  4tb,  Patent,  48ft 

1861,  March  8d,  Liability  of  Ship- 

owner, 197,  898 

1868,  February  26th,  Costs,  268 

1862,  July  14tb,  Duties,  89 

1866,  July  24th,  Telegraph  Com- 

pany, 108,  110 

1867,  March  2d,  Duties,  89 
1867,  March  2d,  Removal  of  Cause  608 
1870,  July  8th,  Patent,                     48ft 
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1875,  February  8th,  Internal  Reve- 
nue, 82 

1875,  If  arch  8d,  Removal  of  Cause, 

1, 29, 80, 115, 117, 884, 885,  508 

1879,  March  let,  Internal  Revenue,  858 

1879,  March  8d,  Master  in  Chan- 

eery,  505 

1881,  March  8d,  Trade-mark,  418 

1882,  May  6th,  Chinese,  620,  521 
1884,  July  5th,  Chinese,  620,  521 


Revised  Statutes  of  the  United 

States. 


666,  District  Court, 

624,  Deputy  Clerk, 

629,  Circuit  Court, 
<    689,  subd.  8,  Removal  of  Cause, 
*  721,  Laws  of  the  States, 

728,  Equity, 

789,  Jurisdiction, 

828,  Costs, 
,  824,  Costs, 
B  861,  Evidence, 

918,  Amendment, 

914,  Practice, 


68,67 
605 
129 

1,2 

277 

420 

129 

261,  268,  264 

184 

80 

505, 507 

80,  65,  67,  261,  263 


954.  Amendment,  605,  507 

988,  Costs,  261,  263,  264 

1116,  Enlistment  of  Minor, 

478,  478,  479 
§1117,  Enlistment  of  Minor, 

478,  478,  479,  480 
1118,  Enlistment  of  Minor,  478,  478 
1 842,  Article  of  War,  473, 474,  479 
8897,  Internal  Revenue,  853 

8408,  Internal  Revenue,  84 

4288,  Sailing  Rules,  195,  197 

4282,  Liability  of  Ship-owner,  898 
4288,  Liability  of  Ship-owner,       898 

4284,  Liability  of  Ship-owner,      398 

4285,  Liability  of  Ship-owner,      898 

4286,  Liability  of  Ship-owner,      898 

4287,  Liability  of  Ship-owner,      398 

4288,  Liability  of  Ship-owner,       898 

4289,  Liability  of  Ship-owner,  898 
4601,  Shipping  Commissioner,  156 
4505,  Shipping  Commissioner,       152 

4886,  Patent,  83 

4887,  Patent,  88,  471,  472 
4915,  Patent,  128 

4918,  Patent,  10,  11,  120,  121 

4919,  Patent,  118,  114 

4920,  Patent,  83 

4979,  Bankruptcy,  67,  68 

4980,  Bankruptcy,  68 
5136,  National  Bank,  501 
5 1 46,  National  Bank,  501 
5202,  National  Bank,                      501 

r  5219,  Taxation  of  National  Banks, 808 


5286,  National  Bank, 
6596,  Revised  Statutes, 

Connecticut. 


502 
899 


Revision  of  1875,  p.  388,  §§  4, 5,  6, 

Executor,  519 

Massachusetts, 

Gen.  Stats.  1860,  c.  58,  §  62,  Life 

Insurance,  405, 409 

New  Yoex. 

1798,  April  3d,  Streets   in    New 

York  City,  274 

1818,  April  9th,  Streets  in  New 

York  City,  272,  274 

1869,  chap.  907,  Town  Bonds,  86 

1871,  chap.  925,  Town  Bonds,      85,  86 

1881,  chap.  271,  Assessment  of  Tax,  804 

1882,  chap.  198,  People's  Ferry  Co., 

272 
1888,  chap.  345,  Validating  Assess- 
ment, 802,  804 
§  881,  Code  of  Civil  Procedure,   30,  81 
§  888,  Code  of  Civil  Procedure,  80 

Vermont. 

Revised  Laws,  8  762,  Party,  498 

Revised  Laws,  §  1260,  Betterments,  167 
Revised  Laws,  §  1261,  Betterments,  167 
Revised  Laws,  §  4155,  Fraudulent 

Conveyance,  497 

Revised  Laws,  §  4156,  Fraudulent 

Conveyance,  498 

Geeat  Britain. 

13  Elizabeth,  chap.  5,  Fraudulent 

Conveyance,  495 

27  Elisabeth,  chap.  4,  Fraudulent 

Conveyance,  498 

29  Car.  2,  c.  8,  Statute  of  Fraud,      104 


Quebec. 

48  and  44  Vict,  chap.  43,  sec.  59, 

cl.  8,  Railway  Co.,  J528 


STREET. 
8e$  New  York  City. 
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TARIFF. 
&v  Doras. 

TAX. 

1.  The  curative  Act  passed  by  the  Leg- 
UUture  of  New  York,  {chap.  84ft, 
Laws  of  1883,)  to  validate  void  tax 
assessments  made  by  the  assessors  of 
the  city  of  Albany,  in  the  years  1876, 
1877  and  1878,  on  shareholders  in  a  . 
national  bank,  is  valid.  Williams  v. ' 
Board  of  Supervisor!,  802 

%  The  fact  that  the  tax  payers  have 
not  been  given  an  opportuoity.to  be  ' 
heard  until  after  paving  their  taxes,  | 
does  not  make  the  Act  invalid.      id. ' 

See  IrrxmsAL  Reveeue.  | 


TELEGRAPH  COMPANY. 

1.  An  agreement  whereby  a  railroad 
company,  "  so  far  as  it  legally  may," 
grants  to  a  telegraph  company  an 
exclusive  right  ot  way  along  its*  line, 
and  agrees  not  to  furnish  any  com- 
peting line  any  facilities  which  "  it 
may  lawfully  withhold/'  will  be  in. 
terpreted  as  granting  only  suoh  an 
easement  as  is  necessary  for  the  leg- 
itimate use  of  the  telegraph  company 
in  constructing  and  operating  its 
lines,  because  otherwise  it  would  con 
travene  the  Act  of  Congress,  of  July 
24th,  1866,  (14  U.  S.  Stat,  at  Large, 
221.)  Western  Union  Tel.  Co.  v. 
National  Tel.  Co.,  108 

2.  The  telegraph  company  will  be  pro- 
tected, by  injunction  against  the  rail- 
road company,  in  the  possession  of  a 
line  of  telegraph  which  it  has  con- 
structed, id. 

8.  An  injunction  to  restrain  a  proposed 
breach  of  a  contract  was  refused,  id. 

THEATRE. 
See  Agreement,  1. 

TOWN   BOND. 
See  Municipal  Bond. 


TRADE-MARK. 

1.  One  J.,  of  England,  published  a 
series  of  books  called  the  Chatterbox, 
and  assigned  to  W.  the  exclusive 
right  to  use  that  name  in  the  United 
States,  far  ten  years.  EL  afterwards 
published  a  series  of  books  by  that 
name,  so  similar  in  appearance  and 
style  as  to  lead  purchasers  to  think 
they  were  the  books  of  J:  Held, 

(1.)  The  rights  of  J.  were  violated, 
although  there  were  publications  by 
the  same  name,  earlier  than  those 
by  J.; 

'2.)  The  rights  of  J.  were  assign- 
to  E.     BstssY.  Williams,      8*4 


j£\ 


2.  Where  a  trade-mark  is  registered 
under  the  Act  of  March  8d,  1881,  (21 
U.  &  Stat,  at  Largs,  chap.  138,  p. 
602.)  an  injunction  to  restrain  its  use 
will  not  be  granted  as  to  mineral  wa- 
ters not  intended  to  be  transported 
to  a  foreign  country,  nor  for  any  In- 
dian tribe,  but  sold  for  consumption 
in  the  city  of  New  York,  and  where 
the  parties  to  the  suit  are  all  citiseos 
of  the  State  of  New  York.  Layhm 
v.  Hollmdsr,  418 

8.  The  question  of  the  right  to  use  the 
name,  "Goodyear's  Rubber  Mfg.  Co ," 
as  between  two  corporations,  consid- 
ered, and  decided  in  favor  of  the 
plaintiff,  such  name  being  conceded 
by  both  parties  to  be  practically  iden- 
tical with  the  plaintiff's  name.  Good- 
year  Rubber  Co.  v.  Goodyear's  India 
Rubber  Glove  Mfg.  Co.,  421 


TREATY  WITH  CHINA. 
See  Chinese, 


TRIAL. 

1.  It  is  the  duty  of  the  Court  to  direct 
a  verdict  for  the  plaintiff,  when  the 
evidence  is  such  that  it  would  be  its 
duty  to  set  aside,  as  contrary  to  the 
evidence,  a  verdict  for  the  defendant 
Bagley  v.  Cleveland  Rolling  Mdl  Co., 

842 

See  Circuit  Court,  I  to  1. 
Evidence,  7. 


INDEX. 
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TRUST. 

1.  B.,  in  his  lifetime,  delivered  and 
transferred  to  L.  bonds,  under  written 
agreements  between  them ;  one,  that 
L.  should  hold  the  bonds  in  trust  to 
pay  the  interest  to  B.  during  his  life, 
and,  at  his  death,  to  transfer  them  to 
persons  named ;  the  other,  that  L. 
should  hold  the  bonds  for  the  benefit 
of  persons  named,  at  the  death  of  B., 
reserving  to  him  the  right  to  de- 
mand and  have  the  income  while  he 
should  live,  and  to  revoke  the  trust 
and  have  the  bonds  returned  to  him, 
if  be  should  so  elect.  L.  paid  the 
interest  to  B.  during  his  life.  B.  did 
not  revoke  the  trust,  but  died  leav- 
ing the  bonds  in  the  possession  of  L. : 
Held,  that  the  bonds  were  no  part  of 
the  estate  left  by  B.  at  his  death. 
Barlow  v.  Loomis,  106 


V 

VERDICT. 
&«  Trial. 

VESSEL. 

See  Bill  of  Lading,  1  to  4. 
Cargo. 

Charter-Party. 
Lien. 
Negligence,  1,  2,  5. 

w 

WAIVER. 

8e$Boin>. 

Master,  nr  Chanoeet,  1. 


WARRANTY. 

See  Sale,  2  to  5. 


WATER-RIGHT. 

1.  The  rights  of  the  Connecticut  River 
Company,  in  respect  to  obstructing 
the  now  of  the  water  of  the  Connecti- 
cut River,  in  the  State  of  Connecti- 
cut, for  the  purpose  of  improving  its 
navigation,  examined  and  defined. 
Holyoke  Water  Power  Co.  v.  Connecti- 
cut River  Co.,  181 

2.  The  effect  of  the  structures  already 
made  by  that  company  in  the  river 
examined,  and  held  not  to  be  injuri- 
ous to  the  works  of  the  Holyoke 
Water  Power  Company,  in  Massa- 
chusetts, and  not  to  be  the  cause  of 
legal  damage.  id. 

8.  The  carrying  of  the  obstruction  of 
the  flow  of  the  water  to  a  greater 
extent  than  now  would  cause  pecu- 
niary injury  to  the  Holyoke  Com- 
pany, and  must  be  enjoined,  because 
Connecticut  has  no  right  to  authorize 
such  obstruction,  with  such  effect  on 
the  works  of  the  Holyoke  Company, 
in  Massachusetts.  id. 

WHARF. 
See  New  York  City. 


WITNES8. 
See  Practice,  1. 

WRIT  OF  ERROR. 
See  Circuit  Court,  1  to  7. 


